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PREFACE. 


■  •  ■ 


This  volame  brings  the  reports  of  cases  down  to  the  close  of  the 
year  1865.  The  reporter  confesses  to  some  disappointment  at  being 
aaable  to  include  at  least  another  year,  bat  it  was  impossible  to  do  so 
within  the  compass  of  a  volume  of  reasonable  size.  It  is  true  that 
some  of  the  cases  reported  relate  mainly  to  questions  of  ^ct,  and  do 
not  involve  any  legal  point  of  special  interest ;  but,  since  patent  suits 
are  now  almost  universally  brought  on  the  equity  side  of  the  court, 
every  practitioner  in  this  specialty  will  realize  the  importance  of  a 
knowledge  of  the  manner  in  which  the  judges  of  the  several  circuits 
deal  with  questions  of  fact. 

As  a  volume  of  reports  in  a  single  department  of  the  law  must 
necessarily  have  a  limited  circulation,  and  would  present  very  few 
attractions  to  publishers,  it  seemed  as  if  the  profession  must  depend  for 
SQch  a  book  upon  individual  enterprise.  A  limited  editicin,  at  a  some- 
what advanced  price,  which  could  be  speedily  disposed  of,  was  the 
only  manner  in  which  the  labor  of  publishing  and  distributing  such  a 
work  could  be  reconciled  with  more  legitimate  professional  engage- 
ments. 

Cincinnati,  April  i,  1868. 
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CASES 

Arisinq  upon  Letters  Patent  for   Inventions 

DETERMINED 

IN  THE 

Circuit  Courts  of  the  United  States. 


Crandale  Rich,  Almon  Ruff,  and  John  G.  Stephen 

vs. 

Joseph  Lippincott  and  William  C.  Barr. 

The  law  requires  the  claim  of  inTendon  to  be  set  forth  precisely  and  specifically,  and 
precludes  the  patentee  fironi  alleging  it  to  be  different  or  more  enlarged  than  he 
has  thus  set  it  forth. 

If  the  patentee  was  the  first  and  original  inventor  or  discoverer  of  the  application  and 
use  of  plaster  of  Paris  to  the  filling  of  fire-proof  safes,  and  this  application  pro- 
duced a  new  and  useful  result,  it  can  not  be  doubted  that  it  n  the  proper  subject 
of  a  patent. 

It  is  not  for  the  discovery  of  the  fact  or  principle  that  gypsum  has  certain  qualities 
not  before  knowp,  to-wit :  that  it  was  a  non-conductor  of  heat,  but  it  is  for  the 
application  of  this  substance,  possessing  such  qualities,  to  produce  a  beneficial  re- 
sult— a  manufacture  or  machine  better  than  any  before  known. 

The  patentee  does  not,  and  could  not,  claim  all  compositions  known  and  unknown  of 
which  gypsum  might  be  a  component  part,  which  might  be  used  as  non-conduc- 
tors in  lining  safes. 

If  the  defendant  uses  a  compontion  known  and  used  as  a  non-conductor  for  twenty- 
five  years  or  more,  which  was  not  a  mere  colorable  evasion  of  the  plaintifTs 
patent,  taking  advantage  of  his  discovery,  and  merely  varying  it  by  a  mixture  of 
other  ingredients  to  cover  the  infringement,  even  though  plaster  of  Paris  may 
have  been  one  of  the  ingredients  of  such  composition,  the  use  of  it  is  not  neces- 
sarily an  infringement  of  plaintifTs  patent. 

Note. — Cases  in  this  volifme  decided  prior  to  May,  i860,  were  received  too  late  for 
nsertion  in  Vol.  I,  where  they  properly  belong. 


2  WESTERN    DISTRICT    OF    PENNSYLVANIA. 

Rich  V.  Lippincott. 

If  the  first  inventor  reduced  his  theory  to  practice,  and  put  his  machine  or  other  in- 
vention into  use,  the  law  would  never  intend  that  the  greater  or  less  use  in  which 
it  might  be,  or  the  more  or  less  widely  the  knowledge  of  its  existence  might  cir- 
culate, should  constitute  the  criterion  by  which  to  decide  upon  the  validity  of  any 
subsequent  patent  for  the  invention. 

A  patent  may  be  defeated,  by  showing  that  the  thing  secured  by  the  patent  had  been 
discovered  and  put  into  actual  use  prior  to  the  discovery  of  the  patentee,  however 
limited  the  use  or  knowledge  of  the  prior  discovery  might  have  been. 

If  the  original  inventor  of  a  machine  abandons  the  use  of  it,  and  does  not  take  out  a 
patent  first,  no  other  person  can  entitle  himself  to  a  patent  for  it.  There  are 
exceptions  to  this  rule,  as  in  the  case  of  a  lost  art,  where  the  knowledge  of  it  has 
been  lost  for  ages— or  of  more  recent  inventions,  where  the  knowledge  of  the 
improvement  is  as  completely  lost  as  if  it  had  never  been  discovered. 

If  an  earlier  application  by  the  inventor  is  for  the  same  subject-matter  as  he  afterward 
patents — and  if  such  application  was  not  withdrawn  by  him,  but  the  delay  was 
caused  by  the  conduct  of  the  Commissioner  of  Patents,  in  refusing  to  grant  a  patent, 
then  the  inventor  should  not  be  considered  to  have  abandoned  his  invention  to  the 
public,  unless  he  abandoned  it  before  his  first  application. 

If,  on  the  contrary,  the  first  application  was  not  for  the  invention  subsequently  patented, 
and  was  therefore  refused  by  the  Commissioner,  or  was  withdrawn  or  abandoned 
by  the  applicant,  and  in  the  meanwhile  the  invention  had  gone  into  public  use  for 
more  than  two  years  before  the  application  which  really  described  it,  the  patent 
would  be  void. 

(Before  Grier,  J.,  Western  District  of  Pennsylvania,  May,  1853.) 

This  was  an  action  on  the  case  tried  by  Mr.  Justice  Grier 
and  a  jury,  to  recover  damages  for  the  infringement  of  letters 
patent  for  an  "improvement  in  fire-proof  chests  and  safes,'' 
granted  to  Daniel  Fitzgerald,  June  i,  1843.  The  same 
patent  was  involved  in  the  case  of  Adams  v.  Edwards^  Vol.  I, 
p.  I.  The  patent  was  by  mesne  assignment  vested  in  the 
plaintiffs,  with  the  exception  of  New  York  and  the  New 
England  States. 

The  following  is  an  al??tract  of  the  specification  in  the  words 

of  the  patentee. 

"  I  take  two  iron  chests,  in  the  .conjmon  and  ordinary  way  of  making  iron  safits, 
which  is  well  known  to  those  engaged  in  this  branch  of  business ;  one  smaller  than 
the  other,  which,  when  the  safe  is  put  together,  forms  the  inner  chest  or  inner  part  of 
the  safe.  The  other  chest  is  made  about  three  inches  larger  than  the  inner  one,  and 
so  as,  when  put  together,  it  will  form  the  outer  part  or  crust  of  the  safe,  and  leave  a 
space  between  the  inner  and  outer  chests  of  the  safe  of  about  three  inches ;  which 
space  may  vary  a  little,  more  or  less,  when  the  chests  are  put  together,  but  should  be 
the  same  all  around  and  in  every  direction.  The  inner  and  outer  doors,  when  two 
doon  are  used,  arc  prepared  in  the  same  way,  leaving  a  space,  as  above,  between  the 


MAY,    1853. 

Rich  V.  Lippincott. 


inner  and  outer  crust  of  each  door,  which  space  is  left  for  a  liice  purpose  with  that  left 
between  the  inner  and  outer  crust  or  face  of  the  door,  and  for  a  like  purpose,  and  should 
be  fitted  to  the  chest  or  safe  with  great  accuracy.  The  edges  and  opening  for  the 
door  are  to  be  neatly  finished,  as  in  other  chests.  I  then  take  plaster  of  Paris,  or  gypsum, 
and  having  boiled  it  or  baked  it  in  an  oven,  and  calcined  it,  and  reduced  it  to  powder,  I 
mix  it  with  water  till  it  is  about  the  consistency  of  cream  or  thin  paste,  so  fluid  as  that 
it  may  readily  be  poured  into  the  space  left  as  above  to  receive  it ;  and  I  then  fill  all 
the  space  with  the  plaster  of  Paris,  putting  in  some  sheets  of  mica  between  the  inner 
and  outer  chests,  to  aid  if  necessary  in  checking  the  progress  of  the  heat.  *         * 

"  The  above  composition  or  preparation  of  gypsum  may  be  mixed  with  several  other 
articles,  not  contrary  to  its  nature,  with  a  view  to  increase  its  efficacy  in  resisting  the 
action  of  fire  5  but,  from  my  experience,  I  doubt  if  they  have  much  eflFect.       •         * 

"  The  chemical  properties  of  this  article  are  such  that,  by  the  application  of  intense 
heat,  it  imparts  a  vapor  or  gas,  or  some  other  properties,  which  effectually  stay  the 
progress  of  fire,  and  arrest  the  influence  and  efiects  of  heat.  ♦  ♦         *         ♦ 

'*  I  therefore,  claim  as  my  discovery  and  invention  and  improvement,  the  application 
and  use  of  plaster  of  Paris,  or  gypsum,  in  its  raw  state,  or  prepared  as  above,  either 
alone  or  with  mica,  in  the  construction  of  all  iron  chests  or  safirs,  in  the  manner  above 
described,  or  in  any  other  manner  substantially  the  same.'* 

The  points  of  defense  chiefly  relied  upon  were  as  follows : 

First.  That  the  composition  used  by  the  defendants  was 
composed  of  various  materials,  of  which  plaster  of  Paris  formed 
only  about  one  third  part. 

Second,  That  plaster  of  Paris  had  long  been  known  and  used 
as  a  non-conductor  of  heat  before  Fitzgerald's  discovery ;  and 
that  it  had  been  used  in  1832  by  one  James  Conner,  of  New 
York,  in  the  construction  of  a  fire-proof  safe. 

Third.  That  Fitzgerald  had  suflFered  iron  safes  filled  with 
plaster,  on  the  plan  of  his  patent,  to  be  publicly  sold  and  used 
for  more  than  two  years  before  his  application  for  letters 
patent* 

Upon  this  point,  the  plaintiffs  offered  testimony  to  show  that 
Fitzgerald  had  directed  his  attention  to  plaster  of  Paris,  and  had 
made  experiments  as  to  its  non-conducting  qualities  as  early  as 
1830;  that  he  made  a  model,  and  tested  its  merits  in  1832;  and 
having  proved  it  by  public  exhibition  in  New  York  and  Boston, 
applied  for  a  patent  in  April,  1836;  and  continued  the  applica- 
tion, notwithstanding  much  resistance  by  the  Patent  Office,  until 
it  was  finally  granted  in  1843. 

The  defendants  offered  the  records  of  the  Patent  Office,  and 
other  evidence  to  show  that  Fitzgerald's  application  for  a 
patent  in  1836  was  for  a  combination  of  plaster,  with  isinglass, 
saltpeter,  and  potash,  which  was  rejected  by  the  Commissioner ; 
and  that  the  application  for  his  present  patent  was  not  made 
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until  1839,  and  in  the  mean  time,  he  had  engaged  in  the  public 
manufacture  and  sale  of  safes,  and  suffered  others  to  do  so  with- 
out objection,  since  the  year  1836. 

A.  IV.  Loomis  and  Seth  P.  Staples  for  plaintiffs. 

Shaler^  Stanton  &  Umbstetter  for  defendants. 

Grier,  J  ,  charged  the  jury  as  follows : 

The  plaintiffs  claim  to  be  the  assignees  of  a  patent  granted 
to  Daniel  Fitzgerald  June  1,  1843.  In  April,  1839,  previous 
to  the  issuing  of  the  patent,  Daniel  Fitzgerald  sold  and  assigned 
his  inchoate  right  to  his  discovery  or  invention  to  Enos  Wilder. 
The  assignment,  though  antecedent  to  the  patent,  has  been 
decided  to  be  a  valid  legal  assignment  of  the  invention  afterward 
patented  in  the  name  of  the  inventor.  Enos  Wilder  afterward 
(September  i,  1843)  assigned  all  his  right  and  title  to  Benjamin 
G.  Wilder,  and  on  June  25,  1847,  Benjamin  G.  Wilder  as- 
signed the  same  (with  the  exception  of  New  York  and.  the  New 
England  States)  to  Crandale  Rich,  Almon  Ruff,  and  John  G. 
Stephen,  the  plaintiffs  in  this  case. 

The  patent  purports  to  be  for  "  an  improvement  in  fire-proof 
chests  and  safes." 

It  is  important  that  you  note  particularly  the  claim  as  stated 
in  the  specification  of  what  the  patentee  specially  sets  forth  as 
his  peculiar  invention.  The  law,  for  good  reasons,  requires 
this  to  be  set  forth  precisely  and  specifically,  and  precludes  the 
patentee  from  alleging  it  to  be  different  or  more  enlarged  than 
he  has  thus  set  it  forth.     It  is  in  these  words  * 

'*  I  therefore  claim  as  my  discovery  and  invention  and  im- 
provement, the  application  and  use  of  plaster  of  Paris,  or 
gypsum,  in  its  raw  state  or  prepared  as  above,  either  alone  or 
with  mica,  in  the  construction  of  iron  chests,  or  safes,  in  the 
manner  above  described,  or  in  any  other  manner  substantially 
the  same." 

If  Fitzgerald  be  the  first  and  original  inventor  or  discoverer 
of  the  application  and  use  of  plaster  of  Paris  to  this  purpose, 
and  this  application  produce  a  new  and  useful  result,  it  can  not 
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be  doubted  that  it  is  the  proper  subject  of  a  patent.  It  is  not 
for  the  discovery  of  the  fact  or  principle  that  the  gypsum  has 
certain  qualities  not  before  known,  to  wit:  that  it  was  a  non- 
conductor of  heat,  but  it  is  for  the  application  of  this  substance 
possessing  such  qualities,  to  produce  a  beneficial  result — 2l 
manufacture  or  machine  better  than  any  before  known. 

Assuming  for  the  present,  that  the  patentee  is  the  original 
inventor  of  th«  subject-matter  of  this  patent  (of  which  the 
patent  is  prima  facie  evidence),  and  that  it  is  not  only  a  new 
but  a  useful  invention  (which  last  is  not  disputed)  : 

Your  first  inquiry  will  be.  Have  the  plaintiffs  proved  to  your 
satis^ction  that  the  defendants  have  infringed  the  franchise  or 
monopoly  granted  by  this  patent  ?  A  question  of  infringement 
is  one  of  fact,  which  it  is  the  province  of  a  jury  to  decide. 

It  is  impossible  for  the  Court  to  give  you  a  general  or  abstract 
definition  of  what  is  an  infringement,  which  will  be  easily  ap- 
plied to  every  variety  of  case.  ''  An  infringement  is  said  to 
take  place  whenever  a  party  avails  himself  of  the  invention  of 
the  patentee,  without  such  a  variation  as  will  constitute  a  new 
discovery.'*  "It  may  be  by  making,  using,  or  selling*'  the 
thing  patented.  When  the  subject-matter  of  the  patent  is  a 
manufacture,  the  question  will  be  whether  in  reality  and  in 
substance  the  defendant  has  availed  himself  of  the  invention  of 
the  patentee ;  a  mere  colorable  variation  in  the  process  or  ap- 
plication should  not  be  allowed  to  protect  a  defendant. 

In  order  to  apply  these  principles  to  the  present  case,  you 
must  carefully  observe  the  peculiar  nature  of  the  invention, 
improvement,  discovery,  or  composition  of  matter  claimed  in 
the  specific  action.  In  the  specification  the  form  or  propor- 
tions of  the  safe  are  not  claimed,  nor  the  use  of  one  chest 
within  another,  nor  the  idea  of  interposing  a  lining  of  some 
non>conducting  substance  between  the  outer  and  the  inner 
chests  to  resist  the  effect  of  fire.  Salt,  charcoal,  asbestos,  soap- 
stone,  and  perhaps  many  other  substances  and  compounds  have 
been  used  for  this  purpose.  If  the  patentee  has  discovered 
some  substance  possessing  the  requisite  qualities  for  the  pur- 
pose required,  he  has  a  right  to  patent  his  invention.  But  the 
defendants  have    an    equal  right    to    make    or  compound   any 
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Other  essentially  different  composition  or  substance  for  the 
same  purpose.  But  they  have  no  right  to  avail  themselves  of 
the  plaintiffs'  invention  or  discovery,  by  making  some  colorable 
alteration  in  the  mode  of  its  application.  Now,  what  is  the 
composition  of  matter  which  the  plaintiffs'  patent  claims  to 
have  invented  for  the  purpose  of  lining  chests  or  safes  ?  It  is 
plaster  of  Paris  in  the  raw  state,  or  calcined  or  prepared  as  set 
forth  in  the  specification,  either  alone  or  with  mica.  Have  the 
defendants  used  substantially  this  substance  or  composition  of 
matter  ? 

Price,  the  plaintiffs'  witness,  says  he  furnished  the  composi- 
tion used  by  defendants  in  making  their  safes  ;  ^^  one  of  his 
own  making ;"  that  he  had  used  it  twenty-five  years  i  that  it 
contained  not  one-third  plaster,  and  many  other  ingredients. 

Now,  if  it  be  true  that  the  composition  of  matter  sold  by 
witness  to  defendants  was  one  known  and  used  as  a  non-con- 
ductor for  twenty-five  years  and  more,  and  was  not  a  mere 
colorable  evasion  of  the  plaintiffs'  patent,  taking  advantage  of 
the  patentee's  discovery,  and  merely  varying  it  by  a  mixture 
of  other  ingredients  to  cover  the  infringement,  even  though 
plaster  of  Paris  may  have  been  one  of  the  ingredients  of  such 
composition,  the  use  of  it  is  not  necessarily  an  infringement  of 
the  plaintiffs'  patent. 

The  patentee  does  not  and  could  not  claim  all  compositions 
known  and  unknown  of  which  gypsum  might  be  a  component 
part,  which  might  be  used  as  non-conductors  ifi  lining  safes. 
He  claims  gypsum  alon^y  or  with  mica.  If  in  your  opinion,  the 
composition  used  by  defendants  be  substantially  the  same  with 
that  patented,  or  the  defendants  have  merely  varied  their  com- 
position to  cover  the  infringement,  while  they  obtain  the 
benefit  of  the  patentee's  discovery,  you  should  find  it  an  in- 
fringement. If  not,  your  verdict  should  be  for  defendants  on 
this  point,  and,  in  such  case,  your  labors  might  end  here. 

2.  The  next  question  to  be  considered  (if  you  find  the  de- 
fendants have  infringed  the  patent),  is  whether  the  patentee  is 
the  original  and  first  inventor.     As  I  have  said,  the  patent  is 
prima  facie  evidence  of  this,  /.  ^.,  sufficient  till  the  contrary  is 
shown. 
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The  Patent  Act  of  1836,  section  6,  provides  "that  any 
person  or  persons  having  discovered  or  invented  any  new  or 
useful  art,  machine,  manufacture,  or  composition  of  matter,  or 
any  new  or  useful  improvement  on  any  art,  machine,  manu- 
facture, or  composition  of  matter  not  known  or  used  by  others 
before  his  or  their  discovery  or  invention  thereof^**  may  apply 
for  a  patent,  etc.  The  applicant  is  required  "  to  make 
oath  or  affirmation  that  he  does  verily  beiieve  that  he  is  the 
original  and  first  inventor^  etc.,  and  that  he  does  not  know  or 
believe  that  the  same  was  ever  before  known  or  used?^  The 
Commissioner  is  required,  before  he  is  allowed  to  grant  a 
patent,  to  inquire  whether  ^'  the  same  had  been  invented  or 
discovered  by  any  other  person  in  this  country  prior  to  the 
alleged  invention  or  discovery  thereof  by  the  applicant,'*  etc. 

The  mere  speculation  of  a  philosopher  or  mechanic,  never 
put  into  actual  practice  or  operation,  will  not  deprive  a  subse- 
quent inventor,  who  has  employed  his  labor  and  talents  in 
putting  it  into  practice,  of  the  reward  due  to  his  ingenuity  and 
enterprise.  But,  if  the  first  inventor  reduced  his  theory  to 
practice,  and  put  his  machine  or  other  invention  into  use,  the 
law  never  would  intend  that  the  greater  or  less  use  in  which  it 
might  be,  or  the  more  or  less  widely  the  knowledge  of  its 
existence  might  circulate,  should  constitute  the  criterion  by 
which  to  decide  upon  the  validity  of  any  subsequent  patent  for 
the  invention.  A  patent  may,  therefore,  be  defeated  by  show- 
ing that  the  thing  secured  by  the  patent  had  been  discovered 
and  put  into  actual  use  prior  to  the  discovery  of  the  patentee, 
however  limited  the  use  or  knowledge  of  the  prior  discovery 
might  have  been.     Bedford  v.  Hunty  i  Mas.  302. 

If  the  original  inventor  of  a  machine  abandons  the  use  of  it, 
and  does  not  take  out  a  patent  first,  no  other  person  can  entitle 
himself  to  a  patent  for  it.  Evans  v.  Eaton^  i  Pet.  323.  There 
are  exceptions  to  this  general  rule,  as  in  the  case  of  a  lost  art, 
where  the  knowledge  of  it  has  been  lost  for  ages,  and,  in  the 
present  case,  if  you  should  find  that  Conner  discovered  this 
valuable  property  of  plaster  of  Paris  before  Fitzgerald  had  put 
it  into  practice  by  lining  the  interstices  of  a  safe,  but  that  the 
safe  itself  had  disappeared,  and  the  knowledge  of  the  improve- 
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ment  was  as  completely  lost  as  if  it  had  never  been  discovered, 
and  Fitzgerald  had  afterward  made  the  same  invention  and 
discovery  anew,  his  patent  might  stand.  But,  if  Conner's  safe 
was  in  existence  and  in  use,  and  the  knowledge  of  it  not  en- 
tirely forgotten  and  lost,  his  omission  to  bring  it  into  public  use 
or  notice,  by  public  exhibitions  or  experiments,  would  not  give 
Fitzgerald,  if  he  was  a  posterior  inventor,  a  right  to  a  patent. 
Conner  might  have  abandoned  its  use,  and  been  ignorant  of 
the  extent  of  its  value,  yet,  if  his  invention  was  substantially 
the  same  with  that  of  Fitzgerald,  the  latter  would  not,  upon 
that  ground,  be  entitled  to  a  patent,  provided  Conner's  safe  and 
its  mode  of  construction  were  still  in  the  memory  of  Conner, 
or  in  the  knowledge  or  use  of  others,  before  they  were  recalled 
by  Fitzgerald's  patent.     Gay  lord  v.  Wilder^  lo  How.  498. 

The  evidence  bearing  upon  this  point  has  been  very  fully 
and  ably  commented  on  by  the  counsel.  It  is  for  you  to  apply 
to  it  the  principles  of  law  announced  by  the  Court. 

3.  If  you  should  find,  from  the  evidence,  that  Fitzgerald 
was  the  first  inventor  of  the  subject-matter  of  the  patent,  you 
will  then  have  to  consider  a  third  point  made  by  defendants' 
counsel,  namely,  whether  Fitzgerald  had  abandoned  his  inven- 
tion to  the  public  before  his  application  for  a  patent. 

A  first  inventor  can  not  acquire  a  good  title  to  a  patent  if  he 
suffer  the  thing  invented  to  go  into  public  use,  or  to  be  publicly 
sold  for  use,  more  than  two  years  before  he  made  application 
for  a  patent.  ^^  By  public  use  is  meant  a  use  in  public  ;  that 
is  to  say,  if  the  inventor  himself  makes  and  sells  the  thing  to 
be  used  by  others,  or,  if  it  is  made  by  one  other  person  only, 
with  his  knowledge  and  without  objection,  before  his  applica- 
tion for  a  patent,  a  fortiori  if  he  suffers  it  to  get  into  general 
use,  it  will  have  been  in  public  use."     Curtis  on  Pat.     §279. 

This  patent  was  issued  in  1843;  ^^^  immediate  application 
on  which  it  was  granted  was  made  in  1839 ;  Salamander  safes 
had  been  made  and  sold  from  1835  to  1839  by  Fitzgerald  and 
others.  The  affidavit  of  Fitzgerald,  filed  with  the  application, 
was  made  before  the  burning  of  the  Patent  Office  in  1836,  and 
renewed  in  1837.  Defendants  deny  that  this  application  was 
for  the  invention  patented  in   1843  *  ^^^  ^7  ^^^^  ^^  ^^^  ^^^  ^" 


MAY,    1853. 

Rich  V.  Lippincott. 


entirely  different  one,  being  a  composition  of  salt,  saltpeter, 
plaster,  etc.,  and,  moreover,  that  this  application  was  abandoned 
and  the  money  paid  returned ;  and,  that  after  Wilder  had  pur- 
chased this  claim  in  1839,  the  first  application  for  the  inven- 
tion, as  now  patented,  was  made  by  Wilder,  who,  in  resus- 
citating the  abandoned  claim,  endeavored  to  connect  it  with 
the  former  abandoned  application  for  a  different  invention,  in 
order  to  save  it  and  give  validity  to  his  patent.  Which  of  these 
hypotheses  is  true,  is  for  you  to  decide ;  the  testimony,  letters, 
and  documents  by  which  the  theory  of  either  party  is  supported, 
are  before  you. 

If  you  find  that  the  application  of  1836,  renewed  in  1837, 
was  for  this  same  subject-matter  now  patented,  and  if  such 
application  was  not  withdrawn  by  Fitzgerald,  but  the  delay 
was  caused  by  the  conduct  of  the  Commissioner  of  Patents  in 
refusing  to  grant  the  patent  for  the  same  invention  since  pat* 
ented,  then  Fitzgerald  should  not  be  considered  to  have  aban- 
doned his  invention  to  the  public  unless  he  abandoned  it  before 
1836,  which  is  not  contended. 

On  the  contrary,  if  you  believe  that  the  application  of  1836 
and  1837  was  not  for  the  same  invention  with  that  patented,  and, 
therefore,  was  refused  by  the  Commissioner,  or  was  withdrawn 
and  abandoned  by  the  applicant,  and  continued  so  until  Enos 
Wilder  got  up  an  application  for  the  present  patent,  and,  in 
the  meanwhile,  the  invention  had  gone  into  public  use  for  more 
than  two  years,  then  you  will  find  this  point  for  the  defendants, 
and  they  will  be  entitled  to  your  verdict. 

The  jury  found  a  verdict  for  the  defendants. 
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HiRAM  A.  Pitts. 

vs. 

Jacob  V.  A.  Wemple. 

The  claims  of  a  patent  are  to  be  construed  with  reference  to  the  state  of  the  art  at  the 
time  of  the  invention. 

The  whole  patent,  including  the  specification  and  drawings,  is  to  be  taken  into 
consideration ;  but  we  look  at  them  only  for  the  purpose  of  placing  a  proper  con- 
struction on  the  claim. 

The  invention  set  forth  in  the  first  claim  of  Pitts*  patent  consists  in  the  peculiar  con- 
struction of  the  apron  and  of  its  use  in  the  machine,  and  operating  substantially 
as  described.  It  does  not  consist  of  an  endless  apron  merely,  or  of  an  endless 
apron  divided  into  troughs  or  cells  merely,  but  of  the  apron  as  it  is  described  oper- 
ating in  the  machine  substantially  as  described ;  that  is,  such  an  apron  in  such  a 
machine. 

It  is  not  necessary  that  a  prior  machine  should  have  been  actually  used  for  the  purpose 
comtemplated,  but  it  must  have  been  capable  of  such  use,  and  a  mechanic  of 
competent  skill  should  be  able  in  the  then  state  of  the  art  to  construct  the  ma- 
chine, so  as  to  produce  the  result,  from  an  inspection  of  the  specification  and 
drawings. 

A  man  may  obtain  a  patent  for  an  invention  and  let  it  lie  in  the  Patent  Office  without 
use,  and  no  one  else  would  have  the  right  to  use  such  invention  because  it  is  his 
property. 

Still,  in  ascertaining  whether  the  machine  is  capable  of  use,  it  may  become  important 
to  know  that  the  inventor  had  never  made  or  used  the  machine,  because  the  pre- 
sumption is,  that  a  person  obtains  a  patent  for  something  practical  and  not  for  a 
mere  experiment. 

The  question  is  not  whether  the  apron  of  the  defendant's  machine  operates  as  ptrftttly 
as  the  apron  of  the  plaintifTs  machine,  but  whether  it  is  the  same  in  principle  or 
not. 

By  the  principle  of  a  machine  or  improvement,  u  to  be  understood,  the  peculiar  mode, 
manner  or  device  by  which  the  proposed  result  or  effect  is  produced. 

The  superior  utility  of  the  defendant's  elevator  is  not  of  itself  a  certain  test  upon  the 
question  of  identity,  because  the  defendant's  machine  might  contain  the  whole 
substance  of  the  plaintifTs  and  something  in  addition,  and  the  addition  would  not 
prevent  it  from  being  an  infringement. 

(Before  Drummond,  J.,  Northern  District  of  Illinois,  December,  1855.) 

This  was  an  action  on  the  case  tried  by  Judge  Drummond 
and  a  jury,  for  the  infringement  of  a  patent  for  an  ^^  improve- 
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ment  in  machines  for  threshing  and  cleaning  grain/'  granted  to 
Hiram  A.  and  John  A.  Pitts,  December,  29,  1837,  and  assigned 
to  plaintiff. 

The  specification  of  Pitts  set  forth  that  the  inventors  ^^had 
invented  a  new  and  improved  combination  of  machinery  for 
separating  grain  from  the  straw  and  chaff  as  it  proceeds  from 
the  threshing  machine." 

The  chief  feature  in  their  invention  consisted  in  an  endless 
belt,  or  apron,  proceeding  from  the  threshing  machine  to  the 
fan  mill,  which  was  of  a  peculiar  construction.  The  apron 
was  provided  with  a  series  of  narrow  wooden  compartments,  of 
a  sufficient  hight  above  the  apron  to  permit  the  grain,  which 
was  separated  from  the  straw  and  chaff  by  the  agitation  of  the 
machine  when  in  operation,  to  fall  through  into  the  cells.  By 
this  means,  the  straw  and  chaff  were  carried  along  on  the  tops 
of  the  boxes,  and  kept  from  being  commingled  with  the  grain 
below  until,  by  the  action  of  the  machine,  the  compartments 
were  carried  forward  and  emptied  the  separated  grain  into  the  fan 
mill,  and  the  straw  and  chaff  passed  off  over  the  end  of  the  apron. 

Previous  to  the  invention  of  the  plaintiff,  an  endless  apron 
with  cells,  or  buckets,  had  been  used  as  a  carrier,  or  elevator, 
to  carry  flour,  and  other  materials,  from  one  point  to  another. 

The  defendant  put  in  evidence  a  patent  issued  to  Samuel 
Lane,  April  6,  1831.  The  Lane  patent  contained  an  endless 
apron  proceeding  from  the  threshing  machine  to  an  endless 
sieve.  The  Lane  apron  had  no  compartments,  or  cells,  but 
was  a  smooth  apron,  and  was  used  in  his  machine  to  carry  for- 
ward the  threshed  grain  as  it  came  from  the  thresher,  mixed 
with  the  straw  and  chaff  to  an  endless  sieve,  by  the  agitation  of 
which  sieve  the  grain  was  separated  from  the  straw  and  chaff, 
which  latter  were  cast  off  over  the  end  of  the  sieve,  while  the 
sifted  grain  was  conducted  from  the  sieve  to  the  fan  mill. 

In  the  defendant's  machine  there  was  also  an  endless  apron, 
which  carried  the  threshed  grain  to  a  peculiarly-constructed 
sieve — secured  to  Wemple  by  letters  patent,  granted  July  13, 
1844,  and  the  sifted  grain  was  conducted  from  the  sieve  to  the 
fan  mill.  It  further  appeared  that  the  defendant  had  some- 
times used  slats,  about  half  an  inch  in  thickness,  nailed  to  the 
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apron,  and  placed  about  a  foot  apart,  to  give  it  stiffness  and 
prevent  it  from  sagging  at  the  sides. 

In  addition  to  these  features  of  the  machine,  there  was  what 
was  termed  a  side  elevator  in  the  Pitts'  machine,  which  consti- 
tuted the  fourth  claim  of  the  patent.  This  consisted  of  a  larger 
sieve,  extending  beyond  the  upper  sieve,  into  which  the  light 
grain,  or  tailings,  which  passed  over  the  sieve  was  received,  and 
from  which  lower  sieve  it  was  conducted  through  a  shoe 
underneath  and  a  spout  to  an  elevator,  by  which  it  was 
taken  up  and  emptied  into  the  upper  sieve  of  the  machine,  for 
further  sifting.  In  the  Wemple  machine  there  were,  also,  a 
lower  projecting  sieve  and  a  shoe  and  spout,  through  which  the 
grain  received  by  them  was  poured  into  a  side  elevator,  and 
was  carried  forward  and  emptied  into  the  thresher  of  the 
machine. 

The  claims  of  plaintiff^s  patent  are  set  forth  in  the  charge  of 
the  Court. 

Chickertng  and  Janus  for  plaintiff. 

E.  C.  Larned  znd  Grant  Goodrich  for  defendant. 

Drummond,  J.,  charged  the  jury  as  follows : 

This  is  an  action  brought  by  the  plaintiff  to  recover  damages 
from  the  defendant  for  the  infringement  of  letters  patent  granted 
by  the  United  States  to  John  A.  Pitts  and  the  plaintiff,  and  of 
which  the  latter  is  assignee  for  Illinois. 

In  the  present  trial,  the  discussion  has  been  brought  within  a 
very  narrow  compass  \  that  is,  first,  the  extent  and  nature  of  the 
claims  contained  in  the  patent  of  the  plaintiff;  and,  second,  the 
infringement  of  those  claims  by  the  defendant,  both  of  which 
are  resolved  into  the  last  point  j  that  is,  whether  the  defendant 
has  been  guilty  of  a  violation  of  the  plaintiff's  patent. 

The  validity  of  the  plaintiff's  patent  has  not  been  questioned 
at  the  present  trial.  It  is  admitted  that,  as  properly  limited  and 
interpreted,  it  is  valid.  Testimony  has  been  introduced  to 
prove  the  state  of  the  art  at  the  time,  and  this  is  always  neces- 
sary, because  the  claims  contained  in  a  patent  are  to  be  con- 
strued with  reference  to  the  state  of  the  art  at  the  time  of  the 
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invention.  It  is  with  this  view  that  the  Lane  patent  has  been 
introduced,  and  has  been  allowed  to  go  before  you. 

The  Court  is  of  opinion  now,  as  it  always  has  been,  that  the 
Lane  patent  even  if  it  covered  a  practical  improvement  in  the 
machine  for  threshing  and  cleaning  grain,  may  be  permitted  to 
stand  without  impairing  the  just  claims  of  the  plaintiff  for 
reasons  that  will  be  briefly  stated  hereafter. 

The  patent  law  requires  the  inventor  to  set  forth  the  nature 
and  extent  of  his  discovery,  so  that,  by  referring  to  his  letters 
patent,  a  mechanic  of  competent  skill  may  be  able,  in  the  state 
of  the  art  as  then  understood,  to  construct  the  machine  or 
improvement,  if  the  invention  relate  to  a  machine.  And  he 
must  particularly  specify  and  point  out  the  part,  improvement 
or  combination  which  he  claims  as  his  own  invention  or  dis- 
covery. He  is  restricted  to  this  claim.  It  is  true  that  the 
whole  patent,  including  specifications  and  drawings,  is  to  be 
taken  into  consideration,  but  we  look  at  them  only  for  the 
purpose  of  placing  a  proper  construction  upon  the  claim. 

Guided  by  these  principles,  let  us  look  into  the  plaintifPs 
patent. 

The  patentees  set  out  with  declaring  that  they  have  invented 
a  new  and  improved  combination  of  machinery  for  separating 
grain  from  the  straw  and  chafF  as  it  proceeds  from  the  thresh- 
ing machine.  This  they  declare  to  be  their  invention.  They 
then  minutely  and  particularly  describe  this  new  and  improved 
combination  of  machinery  for  accomplishing  that  result.  After 
this  description,  they  comply  with  the  demands  of  the  law  by 
setting  forth  their  claims,  which  have  been  classified  as  follows : 
They  claim 

First,  The  construction  and  use  of  an  endless  apron,  divided 
into  troughs  or  cells  in  a  machine  for  cleaning  grain,  operating 
substantially  in  the  way  described. 

Second.  The  revolving  rake  for  shaking  out  the  straw,  and 
the  roller  for  throwing  it  off  the  machine,  in  combination  with 
such  a  revolving  apron  as  set  forth. 

Third.  The  guard  slats  in  combination  with  a  belt  (apron) 
constructed  substantially  as  above  described. 

Fourth.  The  combination  of  an  additional  sieve  and  shoe  with 
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the  elevator  for  carrying  up  the  light  grain,  in  the  manner  and 
for  the  purpose  set  forth. 

If  we  take  these  four  claims  and  apply  them  to  the  descrip- 
tion of  each,  as  contained  in  the  specifications,  drawings,  etc., 
we  shall  clearly  understand  the  nature  and  effect  of  each  distinct 
claim. 

The  only  thing  that  is  claimed  as  new  is,  the  construction 
and  use  of  the  apron,  and  that  is  claimed  in  the  machine  as 
described.  All  the  other  claims  consist  of  combinations  of 
parts  with  each  other. 

As  to  the  first  claim,  I  agree  with  all  the  Courts  that  have 
had  this  patent  before  them.  It  consists  in  the  peculiar  con- 
struction of  the  apron,  and  its  use  in  the  machine,  and  ope- 
rating substantially  as  described.  It  does  not  consist  of  an 
endless  apron  merely,  or  of  an  endless  apron  divided  into 
troughs  or  cells  merely,  but  of  the  apron  as  it  is  described,  ope- 
rating in  the  machine  substantially  as  described — that  is,  such 
an  apron  in  such  a  machine. 

And  here  may  be  shortly  stated  the  reason  why  the  patent  of 
the  plaintiff  may  be  sustained,  notwithstanding  the  Lane  patent 
may  be  considered  valid  ;  and  it  is  because  of  the  construction 
which  is  given  to  this  first  claim  of  the  plaintiff.  Lane  only 
used  an  endless  apron  for  the  purpose  of  carrying  the  grain  and 
straw  to  a  sieve  or  rake,  which  connected  with  a  fan  wheel. 
Lane's  apron  was  a  smooth  apron,  used  only  for  the  purpose 
of  carrying  forward  the  grain  and  straw.  It  was  not  con- 
structed for,  nor  did  it  operate  as  a  separator  of  the  grain  from 
the  straw  as  it  proceeds  from  the  threshing  machine.  If  the 
plaintifPs  apron  was  constructed  for  that  purpose  only,  and 
operated  only  to  produce  such  a  result— on  the  supposition  that 
the  Lane  patent  is  valid — his  patent  would  be  void. 

But  it  is  because  the  apron,  with  its  appliances  and  combina- 
tions, the  moment  the  grain  and  straw  and  chaff  proceed  from 
the  threshing  machine,  produces  the  process  of  separation,  and 
thus  has  a  different  office  or  function  from  that  of  Lane's  apron, 
that  the  plaintifTs  first,  second,  and  third  claims  can  be  con- 
sidered valid. 

If  the  apron  of  the  plaintifPs  machine  is  not  constructed  for 
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that  purpose,  and  does  not  produce  that  result-^that  of  sepa- 
ration, then  these  first  three  claims  can  not  be  sustained  con- 
sistently with  the  validity  of  Lane's  patent. 

But,  it  is  said  that  Lane's  patent  can  have  no  influence  in  this 
case  because  his  machine  was  not  a  practicable  machine.  This 
may  be  true,  and  still  it  can  not  be  disputed  but  that  Lane  in- 
vented the  combination  of  an  endless  apron  with  a  threshing  ma- 
chine, and  a  winnower  for  the  purpose  of  carrying  the  straw  and 
grain  from  the  one  toward  the  other,  and  any  one  would  have  the 
right  to  use  such  an  apron  as  that  of  Lane*s  for  a  similar  pur- 
pose, and  by  other  machinery  or  improvements  (not  including 
that  of  the  plaintifPs)  he  might  make  a  practicable  machine, 
and  by  so  doing  he  would  not  infringe  as  to  the  plaintifPs  apron. 
This  is  so,  because  the  machine  of  Lane  might  not  have  been 
practicable,  from  some  other  defect  on  the  machine  which  had 
nothing  to  do  with  the  office  of  the  apron  as  a  conveyor  or 
carrier. 

Whether  the  machine  of  Lane  was  a  practicable  machine,  is 
a  question  of  fact  for  the  jury.  It  is  not  necessary  that  it 
should  have  been  actually  used  for  the  purpose  contemplated, 
but  it  must  have  been  capable  of  such  use,  and  a  mechanic  of 
competent  skill  should  be  able,  in  the  then  state  of  the  art,  to 
construct  the  machine  so  as  to  produce  the  result  from  a  mere 
inspection  and  examination  of  the  specifications,  drawings,  etc.; 
that  is,  from  the  letters  patent. 

A  man  may  obtain  a  patent  for  an  invention  and  let  it  lie  in 
the  Patent  Office  without  use,  and  no  one  else  would  have  the 
right  to  use  such  invention  because  it  is  his  property ;  but  while 
this  is  true  as  a  matter  of  law,  still,  in  ascertaining  whether  the 
machine  is  capable  of  use,  it  may  become  important  to  know 
that  the  inventor  had  never  made  or  used  the  machine,  because 
the  presumption  is,  that  a  person  obtains  a  patent  for  something 
practical  and  not  for  a  mere  experiment. 

It  need  not  be  a  very  useful  or  profitable  machine,  but  it 
must  be  capable  of  some  use  not  mischievous,  injurious,  or  im- 
moral. 

If  the  defendant  has  used  any  one  of  the  four  claims  con- 
tained in  the  plaintiff's  patent,  then  he  is  guilty  of  an  infringe- 
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the  elevator  for  carrying  up  the  light  grain,  in  the  manner  and 
for  the  purpose  set  forth. 

If  we  take  these  four  claims  and  apply  them  to  the  descrip- 
tion of  each,  as  contained  in  the  specifications,  drawings,  etc., 
we  shall  clearly  understand  the  nature  and  effect  of  each  distinct 
claim. 

The  only  thing  that  is  claimed  as  new  is,  the  construction 
and  use  of  the  apron,  and  that  is  claimed  in  the  machine  as 
described.  All  the  other  claims  consist  of  combinations  of 
parts  with  each  other. 

As  to  the  first  claim,  I  agree  with  all  the  Courts  that  have 
had  this  patent  before  them.  It  consists  in  the  peculiar  con- 
struction of  the  apron,  and  its  use  in  the  machine,  and  ope- 
rating substantially  as  described.  It  does  not  consist  of  an 
endless  apron  merely,  or  of  an  endless  apron  divided  into 
troughs  or  cells  merely,  but  of  the  apron  as  it  is  described,  ope- 
rating in  the  machine  substantially  as  described — that  is,  such 
an  apron  in  such  a  machine. 

And  here  may  be  shortly  stated  the  reason  why  the  patent  of 
the  plaintiff  may  be  sustained,  notwithstanding  the  Lane  patent 
may  be  considered  valid  ;  and  it  is  because  of  the  construction 
which  is  given  to  this  first  claim  of  the  plaintiff.  Lane  only 
used  an  endless  apron  for  the  purpose  of  carrying  the  grain  and 
straw  to  a  sieve  or  rake,  which  connected  with  a  fan  wheel. 
Lane's  apron  was  a  smooth  apron,  used  only  for  the  purpose 
of  carrying  forward  the  grain  and  straw.  It  was  not  con- 
structed for,  nor  did  it  operate  as  a  separator  of  the  grain  from 
the  straw  as  it  proceeds  from  the  threshing  machine.  If  the 
plaintifPs  apron  was  constructed  for  that  purpose  only,  and 
operated  only  to  produce  such  a  result— on  the  supposition  that 
the  Lane  patent  is  valid — his  patent  would  be  void. 

But  it  is  because  the  apron,  with  its  appliances  and  combina- 
tions, the  moment  the  grain  and  straw  and  chaff  proceed  from 
the  threshing  machine,  produces  the  process  of  separation,  and 
thus  has  a  different  office  or  function  from  that  of  Lane's  apron, 
that  the  plaintifPs  first,  second,  and  third  claims  can  be  con- 
sidered valid. 

If  the  apron  of  the  plaintifPs  machine  is  not  constructed  for 
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that  purpose,  and  does  not  produce  that  result-^that  of  sepa- 
ration, then  these  first  three  claims  can  not  be  sustained  con- 
sistently with  the  validity  of  Lane's  patent. 

But,  it  is  said  that  Lane's  patent  can  have  no  influence  in  this 
case  because  his  machine  was  not  a  practicable  machine.  This 
may  be  true,  and  still  it  can  not  be  disputed  but  that  Lane  in- 
vented the  combination  of  an  endless  apron  with  a  threshing  ma- 
chine, and  a  winnower  for  the  purpose  of  carrying  the  straw  and 
grain  from  the  one  toward  the  other,  and  any  one  would  have  the 
right  to  use  such  an  apron  as  that  of  Lane*s  for  a  similar  pur- 
pose, and  by  other  machinery  or  improvements  (not  including 
that  of  the  plaintifPs)  he  might  make  a  practicable  machine, 
and  by  so  doing  he  would  not  infringe  as  to  the  plaintifPs  apron. 
This  is  so,  because  the  machine  of  Lane  might  not  have  been 
practicable,  from  some  other  defect  on  the  machine  which  had 
nothing  to  do  with  the  office  of  the  apron  as  a  conveyor  or 
carrier. 

Whether  the  machine  of  Lane  was  a  practicable  machine,  is 
a  question  of  fact  for  the  jury.  It  is  not  necessary  that  it 
should  have  been  actually  used  for  the  purpose  contemplated, 
but  it  must  have  been  capable  of  such  use,  and  a  mechanic  of 
competent  skill  should  be  able,  in  the  then  state  of  the  art,  to 
construct  the  machine  so  as  to  produce  the  result  from  a  mere 
inspection  and  examination  of  the  specifications,  drawings,  etc.; 
that  is,  from  the  letters  patent. 

A  man  may  obtain  a  patent  for  an  invention  and  let  it  lie  in 
the  Patent  Office  without  use,  and  no  one  else  would  have  the 
right  to  use  such  invention  because  it  is  his  property ;  but  while 
this  is  true  as  a  matter  of  law,  still,  in  ascertaining  whether  the 
machine  is  capable  of  use,  it  may  become  important  to  know 
that  the  inventor  had  never  made  or  used  the  machine,  because 
the  presumption  is,  that  a  person  obtains  a  patent  for  something 
practical  and  not  for  a  mere  experiment. 

It  need  not  be  a  very  useful  or  profitable  machine,  but  it 
must  be  capable  of  some  use  not  mischievous,  injurious,  or  im- 
moral. 

If  the  defendant  has  used  any  one  of  the  four  claims  con- 
tained in  the  plaintiff's  patent,  then  he  is  guilty  of  an  infringe- 
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ment,  and  whether  he  has  or  not  is  a  question  of  fact  for  the 
jury  to  determine ;  but  in  order  to  constitute  an  infringement, 
there  must  have  been  the  use  of  the  whole  of  one  or  more  of 
the  claims — that  is,  the  whole  combination  of  one  of  the  claims. 
This  part  of  the  controversy  had  been  brought  within  somewhat 
narrow  limits  under  the  law,  which  it  is  the  duty  of  the  Court 
to  declare  to  you. 

As  to  the  first  three  claims  of  the  plaintiff,  there  can  be  no 
infringement  of  either  of  these  claims,  unless  the  defendant  has 
used  the  apron  of  the  plaintifPs  machine.  The  reason  of  that 
rule  is  this :  his  first  claim  is  for  the  apron  as  used  and  operated 
and  constructed.  Of  course,  to  infringe  that  claim,  the  plain- 
tifPs apron  must  be  used  by  the  defendant. 

The  second  claim  is  not  for  the  revolving  rake  alone,  nor 
for  the  roller  alone,  but  for  them  in  combination  with  such  a 
revolving  apron  as  set  forth.  The  revolving  apron,  as  described, 
is  of  the  essence  of  this  claim  and  there  can  be  no  infringement 
of  this  claim  unless  the  defendant  has  used  the  plaintifPs  re- 
volving apron. 

The  third  claim  is  not  for  the  guard  slats  alone,  but  for  the 
guard  slats  in  combination  with  the  apron  constructed  substan- 
tially as  described.  The  apron  is  an  essential  part  of  this 
claim,  and  there  can  be  no  infringement  unless  the  apron  of 
the  plaintiff  has  been  used  by  the  defendant. 

The  defendant's  counsel  have  chosen  to  rest  the  defense,  as 
to  this  part  of  the  case,  upon  the  point,  as  they  allege,  that  the 
defendant  has  not  used  the  apron  as  described  in  the  plaintiff's 
patent. 

If  he  has  used  the  plaintiff's  apron,  as  described  and  claimed, 
it  is  conceded  the  defendant  has  infringed.  Whether  the  de- 
fendant has  used  the  apron  of  the  plaintiff's  machine,  as 
described,  is  a  question  of  fact  for  the  jury  to  determine.  The 
thing  for  you  to  decide  is  whether  the  endless  apron,  as  used 
by  the  defendant  in  his  machine,  is  constructed  substantially 
like  that  of  the  plaintiff's  machine,  and  operates  substantially  in 
the  same  way  to  produce  the  same  result.  It  is  not  whether 
the  apron  of  the  defendant's  machine  operates  as  perfectly  as  the 
apron  of  the  plaintifPs  machine,  but  whether  it  is  the  same  in 
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principle  or  not.  And  by  the  principle  of  a  machine,  or  im- 
provement of  a  machine,  as  used  by  us  here,  is  to  be  understood 
the  peculiar  mode,  manner,  or  device  by  which  the  proposed 
result  or  effect  is  produced. 

With  this  rule  in  view,  as  a  guide  to  them,  the  jury  will  con- 
sider the  evidence,  and  form  their  conclusions  as  to  whether 
the  apron  of  the  defendant's  machine  acts  upon  the  same  prin- 
ciple as  that  of  the  apron  of  the  plaintifTs  machine.  If  it  does 
then  the  defendant  is  guilty  as  to  this  part  of  the  case,  other- 
wise not.  The  point  is,  whether  the  defendant  has,  in  the  use 
of  his  apron,  availed  himself  of  the  plaintifPs  invention,  as  con- 
tained in  his  patent.  If  he  has,  no  change  of  form  merely  will 
prevent  it  from  being  an  infringement ;  but  if  there  is  a  change 
in  substance  and  principle,  then  there  is  no  infringement. 

Much  has  been  said  on  both  sides  as  to  the  slats  which  are 
found  in  the  defendant's  apron.  It  is  for  you  to  determine 
whether,  by  being  placed  there,  it  causes  the  apron  of  the  defend- 
ant's machine  to  operate  in  substantially  the  same  way,  and  to 
produce  substantially  the  same  result  as  that  of  the  plaintiff. 

The  main  point  as  to  this  is,  whether  it  is  a  mere  colorable 
alteration  of  the  plaintifPs  apron  in  this  respect. 

The  fact  that  some  separation  takes  place  in  the  defendant's 
apron,  of  the  grain  from  the  straw,  as  it  moves  with  the  apron, 
will  not  of  itself  constitute  an  infringement  of  the  plaintifPs 
patent  in  this  particular.  Such  separation  may  be  a  mere  inci- 
dent of  the  motion  of  the  machine.  It  is  probable,  judging 
from  the  testimony,  {hat  an  incidental  separation  takes  place  on 
Lane's  apron  as  it  carries  the  grain  and  straw  from  the  thresh- 
ing machine  to  the  sieve,  as  described  in  his  patent,  and  yet,  as 
already  stated,  admitting  Lane's  patent  to  be  valid,  the  claim  of 
the  plaintiff's  patent  for  the  apron  is  not  invalidated. 

The  main  point,  I  repeat,  is,  do  the  aprons  of  the  plaintifPs 
and  defendant's  machines  operate  substantially  and  in  principle 
alike  ? 

The  foregoing  remarks  have  been  chiefly  confined  to  the 
first  three  claims  in  the  plaintifPs  patent,  because  they  all  de- 
pend upon  the  use  of  the  plaintifPs  apron  by  the  defendant. 

We  will  now  proceed  to  the  last  claim  in  the  plaintifPs  patent 

3 


l8  NORTHERN    DISTRICT    OF    ILLINOIS. 


Pitts  ».  Wcmple. 


As  already  intimated,  the  defendant  may  not  have  violated 
either  of  the  first  three  claims,  and  yet  he  v/ill  be  guilty  of  an 
infringement,  if  he  has  used  the  combination  as  described  in 
the  fourth  claim. 

It  remains,  therefore,  for  you  to  consider  whether  the  de- 
fendant has  used  this  combination  of  the  plaintiff.  And  upon 
this  part  of  the  case,  the  counsel  for  the  defendant  have  rested 
the  defense  upon  the  point,  as  they  allege,  that  the  defendant 
has  not  used  the  side  elevator  of  the  plaintifPs  machine  as  de- 
scribed in  his  patent.  The  facts  on  this  point  are  not  disputed  ; 
and  it  is  for  you  to  determine  whether  the  change  that  is  made 
in  the  elevator,  used  by  the  defendant,  changes  the  principle 
upon  which  it  operates.  The  plaintiff  states,  in  the  patent,  the 
manner  in  which  his  elevator  operates.  He  places  one  sieve 
beyond  another,  into  which  the  light  grain,  that  may  have 
passed  over,  may  be  received,  passing  through  into  a  shoe 
underneath  and  out  at  a  spout  on  an  elevator  which  carries  the 
light  grain  into  the  sieves  again  for  a  more  effectual  cleaning. 

It  will  thus  be  seen  that  the  elevator  of  the  plaintifPs  ma- 
chine takes  "  the  tailings,"  as  they  have  been  called  by  most  of 
the  witnesses,  and  raises  them  upon  a  band  of  elevators,  to  be 
thrown  upon  a  sieve  to  be  recleaned. 

This  is  the  description  and  the  result  of  his  combination. 
And  you  will  understand  that  the  same  rule  applies  here  as 
in  the  other  claim,  that  is,  the  whole  combination  of  this 
claim  must  be  violated,  and  that  the  elevator  is  a  material  part 
of  this  claim,  and  we  only  consider  the  question  of  the  elevator 
because  the  defendant's  counsel  rest  their  defense,  in  this  re- 
spect,  on  the  elevator.  And  it  is  true,  in  point  of  law,  if  the 
defendant  does  not  use  the  elevator  of  the  plaintifPs  machine, 
as  described  in  his  patent,  he  does  not  infringe  this  claim. 

The  elevator,  which  has  been  used  by  the  defendant,  takes 
the  tailings  and  raises  them  upon  a  band  of  elevators,  to  be 
thrown  upon  the  thresher  for  a  more  effectual  threshing  as  well 
as  cleaning,  and  the  question  of  fact,  to  be  determined  by  you, 
is  whether  the  defendant's  method  is  substantially  the  same  as 
that  of  the  plaintifPs.  The  superior  utility  of  the  defendant's 
elevator  is  not  of  itself  a  certain  test  upon  this  question,  be- 
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cause  the  defendant's  might  contain  the  whole  substance  of  the 
plaintiiFs  and  something  in  addition,  and  the  addition  would 
not  prevent  it  from  being  an  infringement. 

For  example,  if  the  defendant's  elevator  took  the  tailings  and 
carried  them  on  the  sieve,  and,  after  that^  did  something  in 
addition,  which  rendered  it  more  useful  than  that  of  the  plain- 
tiff, that  circumstance  would  not  prevent  it  from  being  an  in- 
fringement of  the  piaintifPs  claim. 

A  truer  test,  it  seems  to  me,  is  whether  the  elevator  of  the 
defendant,  and  its  mode  of  operation,  would  constitute  it,  with 
reference  to  the  elevator  of  the  plaintiff,  a  substantial  invention, 
sufficient  to  support  a  patent  as  for  a  new  thing.  After  a 
patent  has  been  obtained  for  a  particular  thing  by  one  person, 
another  person,  without  appropriating  that  patent,  may  invent 
a  new  mode  of  accomplishing  the  same  or  a  similar  object,  and 
the  latter  will  be  entitled  to  a  patent  for  his  discovery.  He 
must,  however,  invent  something  material  and  new  that  is 
essential  to  the  subject-matter  of  the  invention.  If  what  he 
has  done  is  only  to  vary  the  invention  of  another  in  certain 
particulars,  without  affecting  the  principle,  then  the  subject- 
matter  remains  the  same.  But  if  he  has  introduced  a  new  ele- 
ment or  principle  into  the  subject-matter  of  the  invention,  then 
there  is  no  infringement. 

You  will  apply  these  rules  to  the  question  involved  in  this 
part  of  the  case.  You  will  recollect  the  testimony  as  to  the 
tailings.  It  was  stated  by  all  the  witnesses  that  there  would 
be  unthreshed  heads  of  wheat  or  grain  under  certain  circum- 
stances. And  it  was  said  to  be  the  practice,  when  the  short 
elevator  was  used,  to  gather  them  in  a  basket  and  throw  them 
into  the  thresher.  The  point  is,  whether  this  adds  a  new  prin- 
ciple to  the  elevator,  not  contained  in  the  combination  of  the 
plaintiff,  notwithstanding  the  tailings,  as  thus  thrown  into  the 
thresher,  may  eventually  reach  the  sieve  where  they  are  thrown, 
by  the  combination  of  the  plaintiff. 

The  question  is,  whether  this  is  or  not  a  mere  incident  to  the 
operation  of  the  defendant's  elevator,  or  whether  or  not  the  lat- 
ter is  substantially  the  same  thing,  under  a  mere  change  of  form. 

If  it  is,  in  fact,  substantially  different,  and  acts  upon  a  dif- 
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ferent  principle,  then  the  plaintifPs  patent,  would  not  prevent 
another  patent  for  the  long  elevator  from  being  valid,  but  both 
might  stand,  otherwise  not. 

It  will  thus  be  seen  by  the  jury  that,  as  the  case  is  presented 
to  them,  there  are  two  main  questions  of  fact  to  be  found  by  them. 

First.  Did  the  defendant  in  his  machine,  use  the  apron  of 
the  plaintiff  as  described  in  his  patent  ? 

Second.  Did  the  defendant,  in  his  machine,  use  the  side  eleva- 
tor of  the  plaintiff's  machine  as  described  in  his  patent  ? 

If  the  jury  should  find  both  or  either  of  these  questions  in 
the  affirmative,  then  the  defendant  is  guilty,  and  they  will  so 
render  their  verdict. 

If  the  jury  should  find  both  of  these  questions  in  the  nega- 
tive, then  the  defendant  is  not  guilty,  and  they  will  so  render 
their  verdict. 

If  the  jury  should  find  in  the  affirmative  on  one  or  both  of 
these  questions,  they  will  please  to  state  whether  they  find  on 
one  or  both. 


The  jury  found  a  verdict  for  the  defendants. 


Joseph   M.  Wayne 
vs. 

James  B.  Holmes. 

The  requirement  of  the  statute,  in  reference  to  certainty  and  definiteness  in  the 
directions  for  constructing  a  machine  for  which  a  patent  is  sought,  has  in  view 
two  distinct  objects.  The  one  is,  that  the  public  may  know  precisely  what  the 
invention  is ;  the  other,  that,  upon  the  expiration  of  the  patent,  they  may  have 
an  unerring  guide  in  the  specification  or  record  in  the  Patent  Office  in  the  con- 
struction of  the  patented  machine. 

In  a  patent  for  an  improvement  in  the  manufacture  of  wash-boards  from  wood  and 
metal  combined,  by  sharpening  the  cutting  edges  of  the  xinc,  or  other  metal,  and 
incising  the  edges  by  pressure  into  the  frame,  it  is  not  a  material  defect  in  the 
specification  that  it  does  not  give  the  precise  angle  of  the  cutting  edge,  or  de- 
scribe the  mode  of  applying  the  pressure,  or  the  depth  of  the  incision. 
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If  competent  mechanics  skilled  in  the  business  testify  there  would  be  no  difiBculty  in 
constructing  the  machine  from  the  specification  and  drawing,  the  assumption  of 
vagueness  and  uncertainty  in  the  description  is  repelled,  unless  it  clearly  arises 
firom  the  language  used  by  the  patentee. 

The  originality  and  novelty  of  the  patentee's  invention  being  denied  in  this  case,  it  is 
incumbent  on  the  defendant  to  rebut  the  presumptions  of  the  patent  by  proof  that 
it  was  not  the  invention  of  the  patentee,  or  was  previously  known  and  in  use. 

If  the  jury  find  that  the  improvement  patented  was  not  new  and  original  with  the 
patentee,  the  patent  is  a  nullity. 

Evidence  that  others  prior  to  the  date  of  the  patentee's  application,  have  made  trials 
and  experiments  on  the  principle  of  his  patent,  which  were  not  successfully  car- 
ried out,  will  not  defeat  the  patent. 

If  the  jury  are  satisfied  that  the  patentee,  or  the  plaintifiF  as  hu  assignee,  has  surren- 
dered or  abandoned  the  invention  to  the  public,  there  can  be  no  recovery  fyr  an 
infringement. 

If  the  jury  find  the  patented  improvement  is  new  and  original,  and  that  the  defendant 
has  infringed,  their  verdict  will  be  the  actual  damage  which  the  plaintiff,  as 
assignee  of  the  patent,  has  sustained  by  such  infringement ;  and  this  is  to  be 
ascertained  by  the  number  of  wash-boards  made  on  this  principle,  and  the  in- 
creased profit  to  the  defendant  arising  firom  the  use  of  the  invention. 

In  computing  the  damages,  the  jury  should  exclude  from  their  computations  the 
increased  facilities  in  making  wash-boards,  due  to  inventions  of  machinery  since 
the  patent,  or  its  assignment  to  the  plaintiff. 

(Before  Leavitt,  J.,  Southern  District  of  Ohio,  June,  1856.) 

This  was  an  action  on  the  case  tried  by  Judge  Leavitt 
and  a  jury,  to  recover  damages  for  the  alleged  infringement  of 
letters  patent  for  an  improvement  in  wash-boards,  granted  to 
Orin  Rice,  October  30,  1849,  and  assigned  to  plaintiff,  January 
15,  1851. 

The  claim  of  the  patent  was  as  follows : 

'*  Having  thus  fiiUy  described  the  nature  and  effect  of  my  invention,  I  wish  it  to  be 
distinctly  understood  that  I  do  not  claim  any  of  the  several  parts  composing  a  wash- 
board made  of  sheet  metal  and  wood ;  but  that  which  I  do  claim  as  my  new  and  useful 
improvement  in  the  mode  of  manufacturing  such  wash-boards,  and  for  which  I  ask 
letters  patent,  is  incising  with  the  edges  of  the  sheet  metal  (prepared  and  crimped  as 
described),  the  legs,  or  the  legs  and  body  board  by  the  suitable  application  of  pressure 
thereto,  thereby  fitting  and  attaching  the  one  to  the  other  at  one  operation,  and  with 
a  comparatively  water-tight  joint." 

Miner  &  Oliver  and  T.  Ewing  for  plaintiff. 

C.  D.  Coffin  for  defendant. 

Leavitt,  J.,  charged  the  jury  as  follows : 

This  suit  is  brought  to  recover  damages  for  an  alleged  in- 
fringement of  the  exclusive  right  of  the  plaintiff  to  make  and 
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vend  the  improved  wash-board^  patented  to  Orin  Rice,  Octo- 
ber 30,  1849,  ^"^  assigned  by  Rice  to  the  plaintiff,  January  15, 
1851. 

It  is  not  denied  by  the  defendant  that  he  has  made  and  sold 
these  improved  wash-boards  \  but  he  insists  that  the  patent  is 
invalid, yJrj/,  on  the  ground  of  the  uncertainty  and  insufficiency 
of  the  specification  affixed  to,  and  constituting  a  part  of,  the 
patent  ;  and,  second^  that  Rice  was  not  the  original  and  first 
inventor  of  the  improvement  patented  to  him,  and  that  the 
same  was  known  and  in  use  prior  to  the  date  of  his  application 
for  a  patent. 

The  question  arising  on  the  first  ground  stated  is  a  question 
of  law  for  the  decision  of  the  Court.  It  involves  this  inquiry; 
whether  the  patentee  has  made  known,  with  sufficient  certainty 
and  precision,  what  his  invention  is  ?  If  he  has  failed  to  do  this, 
it  is  clear  that  his  patent  can  not  be  sustained,  and  this  action 
must  fail.  A  patent  right  is  the  creature  of  the  statute,  and 
has  no  validity  unless  the  statute  has  been  substantially  com- 
plied with.  The  sixth  section  of  the  act  of  Congress  of  July 
4,  1836,  now  in  force,  provides  that  "before  any  inventor 
shall  receive  a  patent  for  any  such  new  invention  or  discovery, 
he  shall  deliver  a  written  description  of  his  invention  or  dis- 
covery, and  of  the  manner  and  process  of  making,  constructing, 
using  and  compounding  the  same,  in  such  full,  clear,  and  exact 
terms,  avoiding  unnecessary  prolixity,  as  to  enable  any  person 
skilled  in  the  art  or  science  to  which  it  appertains,  or  with 
which  it  is  most  nearly  connected,  to  make,  construct,  com- 
pound, or  use  the  same  ;  and  in  case  of  any  machine,  he 
shall  fully  explain  the  principle  and  the  several  modes  in 
which  he  has  contemplated  the  application  of  that  principle,  or 
character,  by  which  it  may  be  distinguished   from  other  inven- 


tions." 


In  his  specification,  the  patentee  describes  his  improvement 
as  follows : 

"The  nature  of  my  invention  consists  in  the  mode  of 
manufacturing  wash-boards  out  of  metal  and  wood  combined, 
by  so  preparing  the  sheet  of  zinc,  or  other  metal,  that  by  sharp- 
ening two  parallel  edges,  and  crimping  the  sheets  from  one  of 


JUNE,     1856.  23 

Wayne  -v.  Holmes. 


these  edges  to  the  other,  I  am  enabled,  by  using  pressure,  to 
incise  and  fasten,  to  the  wooden  sides,  the  sheet  thus  prepared." 

In  a  subsequent  part  of  the  specification,  the  mode  of  con- 
structing the  wash-board  is  more  fully  described,  in  the  follow- 
ing words : 

"The  process  by  which  I  effect  these  improvements  con- 
sists in  taking  a  sheet  of  zinc,  dividing  it  into  strips  of  the 
width  desired,  and  sharpening  to  a  cutting  edge  the  sides  that 
are  to  incise  the  wooden  standard  of  the  frame,  and  thereby 
attach  the  one  to  the  other,  when  they  are  properly  brought 
together ;  so  that  by  the  application  of  pressure,  the  sheet  is 
buried  to  a  suitable  extent,  not  only  fast  and  firmly  to  the  wood, 
but  so  aptly  that  it  forms  a  water-tight  joint,"  etc. 

And  it  is  also  stated,  that  <^  the  metal  and  wood  being  thus 
exactly  and  instantly  adapted,  fitted  and  closely  joined,  the  one  to 
the  other,  by  machinery  expressly  prepared  for  the  purpose,  the 
article  can  be  furnished  to  the  market  at  fifty  per  cent,  less 
cost." 

The  specification  refers  to  drawings,  which  accompany  it,  and 
which  exhibit  minutely  the  different  parts  of  the  wash-board, 
and  the  method  of  its  construction. 

It  is  objected  to  this  specification,  that  it  does  not  comply 
with  the  requisites  of  the  statute,  in  not  stating  fully  the  pat- 
ented invention  and  the  mode  of  the  construction  of  the  wash- 
board. The  specific  points  taken  by  the  counsel  for  the 
defendant  are,  that  the  specification  is  defective  in  not  setting 
out  the  method  of  sharpening  the  edges  of  the  zinc,  and  the 
precise  angle  of  the  sharpened  edge  \  and  also,  in  not  stating 
the  depth  of  the  incision  required,  or  the  method  of  applying 
the  pressure  by  which  the  zinc  is  incised. 

If  it  be  true,  as  insisted,  that  the  patentee  has  failed  to  de- 
scribe any  material  part  of  the  process  of  making  a  wash-board, 
on  his  improved  plan,  necessary  to  the  full  benefit  of  his  in- 
vention, and  this  omission  is  apparent  from  the  specification,  it 
is  fatal  to  the  patent.  In  giving  a  construction  to  this  specifi- 
cation, it  will  be  obviously  proper  that  the  whole  should  be 
taken  together  ;  and,  if  from  the  entire  instrument,  the  true 
nature  of  the  improvement,  with  the  mode  of  carrying  it  out, 
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is  disclosed,  it  will  be  deemed  to  be  a  substantial  compliance 
with  the  statute.  Another  rule  is  equally  obvious,  namely,  that 
in  the  description  of  the  improvement,  and  the  directions  for 
constructing  the  improved  machine,  it  is  not  necessary  to  state 
those  matters,  which  it  is  apparent,  would  be  proper  or  indis- 
pensable in  its  structure.  This  would  involve  what  the  statute 
designates  as  **  unnecessary  prolixity,"  which  is  to  be  avoided 
in  a  specification.  Applying  these  rules  to  this  specification,  I 
have  failed  to  perceive  any  such  omissions  as  will  invalidate 
this  patent.  It  is  expressly  stated  that  the  zinc  is  to  be  sharp- 
ened to  '*'  a  cutting  edge ;"  and  it  was  not  necessary  to 
describe  the  process  by  which  the  zinc  was  to  be  thus  cut,  or 
to  state  the  precise  angle  of  the  cutting  edge.  These  would 
suggest  themselves  readily  to  any  mechanic  of  ordinary  intelli- 
gence, in  the  construction  of  the  wash-board.  There  are 
many  modes  by  which  these  ends  could  be  accomplished  with 
equal  ease  and  utility;  but  no  particular  mode  being  claimed 
as  a  part  of  the  discovery  of  the  patentee,  it  was  not  essential 
to  describe  any.  The  same  remark  applies  to  the  depth  of 
the  incision  required.  The  specification  directs  that  the  sharp- 
ened  edges  of  the  zinc  are  to  be  buried  to  ''  a  suitable  extent," 
in  the  sides  or  legs  of  the  board.  A  mechanic  could  not  fail  to 
know,  that  for  the  purpose  of  self-incision,  the  sharpened 
edge  must  extend  but  a  short  distance  beyond  the  board  on 
which  the  plate  of  zinc  is  fixed.  It  is  equally  clear,  that  it  was 
not  necessary  to  describe  the  precise  mode  of  applying  the 
pressure  by  which  the  zinc  is  forced  into  the  wood,  and  the 
different  parts  of  the  board  fastened  together.  In  the  first  part 
of  the  specification,  the  patentee  says,  the  use  of  pressure,  to 
incise  and  fasten  the  zinc  to  the  sides,  is  necessary ,  and  in  the 
directions  for  making  the  wash-board,  in  a  subsequent  part  of 
the  specification,  it  is  distinctly  stated,  that  the  application  of 
pressure  is  needed  for  this  purpose,  and  reference  is  made  to  a 
machine  that  might  be  constructed  to  accomplish  the  result. 
But  clearly,  it  was  not  necessary  to  state  the  precise  method 
of  applying  this  pressure,  or  the  principle  in  mechanics  to  be 
used  in  its  application.  Any  kind  of  pressure,  applied  in  any 
way,  would  accomplish  the  desired  purpose;  and  this  may  well 
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be  presumed  to  have  been  known  to  the  patentee,  or  to  any 
mechanic,  who  might  be  called  on  to  construct  the  improved 
wash-board. 

I  can  not  see,  therefore,  that  there  is  any  such  omission,  or 
vagueness  in  the  specification,  apparent  on  its  face,  as  requires 
the  Court  to  pronounce  it  a  nullity.  It  is,  however,  a  question 
for  the  decision  of  the  jury,  upon  the  evidence  before  them, 
whether  it  describes  the  mode  of  constructing  the  wash-board 
with  such  clearness  and  precision,  that  a  mechanic  of  reason- 
able intelligence,  and  skill  in  that  branch  of  art,  could  carry  the 
invention  into  practice.  This  is  a  question  of  fact,  and  must 
be  settled  by  the  judgment  of  persons  having  practical  knowl- 
edge in  such  matters.  The  requirement  of  the  statute,  in 
reference  to  certainty  and  definiteness  in  the  directions  for 
constructing  a  machine  for  which  a  patent  is  sought,  has  in 
view  two  distinct  objects.  The  first  is,  that  the  public  may 
know  precisely  what  the  invention  is  ;  and  the  other,  that  upon 
the  expiration  of  the  patent,  they  may  have  an  unerring  guide 
in  the  construction  of  the  patented  machine,  from  the  specifi- 
cation on  record  in  the  patent  office. 

Several  witnesses  have  been  inquired  of,  whether,  from  the 
specification  and  the  accompanying  drawings,  the  improved 
wash-board,  patented  by  Rice,  could  be  constructed  ?  They 
have  all  replied  affirmatively  to  this  question.  One  witness,  a 
practical  machinist,  states  that  he  had  no  difficulty  in  making  a 
wash-board  from  the  directions  contained  in  the  specification, 
in  connection  with  the  drawings.  He  says  explicitly,  that  there 
is  no  necessity  that  the  specification  should  state  the  mode  of 
cutting  or  sharpening  the  zinc,  or  of  applying  the  pressure  for 
the  incision  of  the  edges  of  the  zinc.  No  testimony  has  been 
offered  by  the  defendant  to  prove  that  there  is  any  difficulty  in 
making  the  board  from  the  directions  given  in  the  specification. 

The  next  inquiry  relates  to  the  novelty  and  originality  of 
this  improvement.  As  already  stated,  one  of  the  grounds  of 
defense  in  this  case,  is  that  the  improvement  patented  by  Rice 
was  not  new,  but  was  known  and  in  use  before  the  date  of  his 
application  for  a  patent.  If  this  defense  is  sustained  by  the 
evidence,  the  patent  to  Rice  has   no  validity,  and  no  one  is 
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responsible  for  the  use  of  the  improvement.  The  statute 
requires  that  the  patentee  should  be  the  original  and  first  in- 
ventor. This  implies,  that  the  improvement  patented  viras  the 
discovery  of  the  patentee,  and  not  borrowed  from  another ;  and 
also,  that  it  was  not  before  known  or  in  use.  In  a  word,  it 
must  have  been  original  with  the  patentee,  and  not  known  to 
others. 

It  may  be  remarked  here,  that  there  is  a  legal  presumption  in 
favor  of  the  originality  of  a  patented  invention  or  discovery 
arising  from  the  patent.  As  preliminary  to  its  emanation,  it  is 
required  that  the  applicant  shall  make  oath  that  he  is  the  orig- 
inal and,  so  far  as  he  knows,  the  first  inventor.  And,  in  the 
absence  of  evidence  to  negative  this  presumption,  it  will  be 
sufficient  to  sustain  the  patent.  In  the  present  case,  the  plain* 
tifF  has  proved  the  originality  of  the  invention  by  Rice,  the 
patentee.  Having  assigned  the  patent,  he  has  now  no  interest 
in  it,  and  is  a  competent  witness.  It  is  the  province  of  the 
jury  to  determine  as  to  the  credit  due  to  his  evidence.  He 
states  that  the  improvement  in  the  wash-board  for  which  he 
obtained  a  patent,  was  his  own  invention.  And  there  are  some 
facts  in  proof,  by  other  witnesses,  in  relation  to  his  declarations 
and  conduct,  anterior  to  his  application  for  the  patent,  tending 
to  prove  that  the  invention  was  original  with  Rice. 

The  novelty  of  the  invention  presents  the  more  important 
and  difficult  question  for  the  decision  of  the  jury.  As  before 
intimated,  under  the  patent  laws,  if  the  patented  invention  was 
known  or  in  use,  or  something  substantially  and  essentially  like 
it,  prior  to  the  application  for  a  patent,  the  proof  of  the  fact  is 
an  answer  to  an  action  for  an  infringement.  In  such  case,  the 
patent  is  void,  and  no  action  can  be  sustained  for  its  violation. 

The  defendant  has  introduced  several  witnesses  to  prove 
the  prior  use  and  knowledge  of  wash-hoards,  made  on  the  self- 
incising  plan,  patented  by  Rice.  I  shall  not  detain  the  jury  by 
referring  minutely  to  the  statements  of  these  witnesses.  Mr. 
Gilson  testifies  that  he  has  been  engaged  in  the  business  of 
manufacturing  wash-boards,  at  different  places,  since  the  year 
1836 ;  and  that,  as  early  as  1839,  he  made  them  on  the  plan  of 
incision  by  mechanical  pressure.     It  is  not  clear,  however,  chat 
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this  witness  made  any  without,  at  least,  the  partial  use  of  grooves, 
in  the  sides  and  legs  of  the  board.     He  also  states  that,  from 
the  low  rate  at  which  the  boards  were  made,  upon  Rice's  plan, 
he   was  compelled  to  abandon  the  business,  when  they  were 
introduced  to  the  public.     Another  witness,  Barrett,  states  that 
he  saw  wash-boards  in   the  State  of  Maine,  some  fifteen  years 
since,  made  by  sharpening  the  zinc,  and  forcing  it  into  the  sides 
by  means  of  a  clamp.    The  witness,  Janes,  testifies  in  substance 
that,  in    1846,  being  in  the  employment   of  Mr.  Babcock,  at 
Cincinnati,  he  made  from   six  to  ten  boards  by  sharpening  the 
edges   of  the   zinc  and    forcing  them  in   by   pressure.     In  an 
affidavit  made  by  Janes  in  1849,  which  is  admitted  in  evidence, 
he  states  that  after   leaving  Babcock's  employment,   he  made 
three  wash-boards  on  the  same  plan,  and  gives  the  names  of  the 
persons  for  whom   they  were  made.     From  the  testimony  of 
Mr.  Bailey,  a  witness  for  the  plaintiff,  it  appears  that  two  of 
these  boards    have    been  found,  and,  upon    examination,  it   is 
ascertained  they  were  not  made  on  the  plan  of  self-incision,  but 
that  the  edges  of  the  zinc  were  let  in  by  mortises.      Janes 
states  in  his  deposition  in  this  case,  and  which  is  before  the 
jury,  that  he  was  under  a  mistake  in  swearing  in  his  affidavit, 
that  the  three  boards  made  above  referred  to,  were  on  the  self- 
incising  plan.     He,  however,  repeats  the  statement  that  those 
made  by  him  while  in  Mr.  Babcock's  employment  were  made 
in   this  way.     The   witness,   Babcock,   corroborates,  to   some 
extent,  the  testimony  of  Janes,  in  relation  to  the  boards  made 
for  him.     He  did  not  see  Janes  in  the  act  of  making  the  boards, 
nor  did    he   take  them  to  pieces  to  ascertain  how  they  were 
made ;  but  has  no  doubt  they  were  made  on  the  self-incising 
plan.     He  says  he  did  not  like  these  boards,  and  no  others  were 
made  for  him  in  that  way.     On  the  part  of  the  plaintiff,  it  is 
in   evidence,   by    several    witnesses  who  have   dealt   for  many 
years  extensively  in  wash-boards,  both  in  the  East  and  in  the 
West,  that  they  never  saw  or  knew  of  any  on  the  self-incising 
plan  till  Rice's  were  introduced  into  the  market. 

Such  is  the  summary  of  the  evidence  on  the  question  of  the 
novelty  of  this  invention.  It  will  be  for  the  jury  to  say  which 
way  the  scale  preponderates.     They  must  be  reasonably  cer- 
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tain  that  the  invention  patented  by  Rice  was  known  before  he 
applied  for  a  patent,  to  justify  a  verdict  which  will  invalidate 
it.  And  proof  of  prior  experiments  on  the  principle  of  this 
invention,  if  not  carried  on  to  completion,  does  not  make  out 
the  fact  of  prior  knowledge  or  use,  within  the  meaning  of  the 
patent  laws.  The  machine  or  structure  alleged  to  be  similar 
to  that  patented,  must  have  been  so  far  perfected  as  to  be  of 
practical  utility.  And  if  abandoned  after  experimental  trials 
as  useless,  a  presumption  would  arise  that  the  alleged  invention 
was  not  identical  with  one  subsequently  patented  to  another 
person,  the  merits  and  utility  of  which  are  proved  by  its  general 
use,  and  admitted  superiority  over  all  others. 

Every  invention,  under  our  patent  laws,  must  be  *'  useful," 
as  well  as  original  and  new.  The  patent  implies  that  the  in- 
vention is  of  some  utility,  but  this  may  be  rebutted  by  evidence 
that  it  is  frivolous  and  of  no  practical  value.  In  this  case,  it 
would  seem,  from  the  evidence,  there  can  be  no  doubt  of  the 
utility  of  the  invention.  Although  simple  in  its  character,  and 
not  importing  the  exercise  of  a  high  degree  of  mechanical  or 
scientific  talent,  it  is  nevertheless  useful,  and  within  the  scope 
and  policy  of  the  patent  laws.  It  is  clearly  proved  that  the 
wash-board,  made  pursuant  to  this  patent,  is  superior  to  any 
before  in  use  ;  and  for  this  reason,  and  on  account  of  the  reduced 
price  at  which  it  can  be  made,  it  has  superseded  all  others.  An 
intelligent  witness  has  stated  that,  without  the  aid  of  the  ma- 
chine for  pressing  the  zinc  into  the  sides  and  nailing  the  boards, 
patented  since  the  date  of  Rice's  patent,  his  invention  has  the 
advantage  over  any  other  in  the  proportion  of  twelve  to  one. 
The  same  witness  testifies  that  with  the  aid  of  the  machine 
referred  to,  with  steam  power,  one  hundred  dozen  wash-boards 
can  be  made  in  a  day,  at  an  actual  cost  of  one  dollar  and  sixty- 
eight  cents  the  dozen. 

It  is  proper  here  to  notice,  that  it  is  insisted  by  the  defend- 
ant's counsel,  as  a  ground  of  defense  in  this  action,  that  the 
plaintiff,  as  the  assignee  of  the  patent,  has  virtually  abandoned 
all  his  rights  under  it,  and  can  not,  therefore,  recover  damages 
for  an  infringement.  If  this  position  is  sustained  by  the  evidence, 
it  is  clearly  a  good  defense  to  this  action.     The   owner  of  a 
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patent  has  an  undoubted  right  to  surrender  it  to  public  use. 
And  if  the  evidence  satisfies  the  jury  that  there  has  been  such 
surrender,  the  plaintiiF  can  not  recover.  The  evidence  on  this 
point  is  briefly  this :  That,  owing  to  doubts  as  to  the  validity  of 
the  patent,  a  number  of  persons  in  Cincinnati  were  engaged  in 
the  manufacture  of  wash-boards  on  the  plan  of  Rice*s  improve- 
ment; and  that  shortly  prior  to  the  commencement  of  this 
suit,  and  when  it  was  in  contemplation,  a  meeting  was  held  of 
all  these  persons,  including  the  plaintiflF.  After  conference  on 
the  subject  of  the  price  of  the  wash-board,  an  agreement  was 
entered  into  and  signed  by  all  the  parties,  to  the  effect  that 
thereafter  no  one  would  sell  the  wash-boards  below  a  certain 
price  agreed  on,  and  stated.  This  agreement  was  published  in 
one  of  the  city  papers.  This,  it  is  urged  in  argument,  is  a 
virtual  consent  on  the  part  of  the  plaintiff*,  that  others  should 
make  these  improved  wash-boards,  and  a  waiver  of  all  claims 
for  the  infringement  of  the  patent.  In  reference  to  the  con- 
ference and  agreement  averted  to,  the  witness  Bailey  states 
that  he  was  then  interested  in  the  patent,  with  the  plaintiff^,  and 
was  present  at  the  meeting,  and  a  party  to  the  agreement  as  to 
prices  to  be  asked  for  the  wash-boards.  He  testifies  that  the 
sole  object  of  the  proceeding  was  to  prevent  the  prices  from 
running  down  so  low  as  to  exclude  any  profit  from  the  manufac- 
ture of  the  wash-boards  ;  and  moreover,  it  was  distinctly  stated, 
and  so  understood  by  the  parties,  that  the  plaintiff,  in  signing 
the  paper  referred  to,  waived  no  right  to  which  he  was  entitled 
as  the  assignee  of  the  patent.  If  the  jury  give  credit  to  this 
testimony,  there  is  clearly  nothing  in  this  transaction,  justifying 
the  conclusion,  that  the  plaintiff  has  abandoned  any  right  or 
claim  which  vested  in  him  under  the  patent. 

If  the  jury  find  for  the  plaintiff  on  the  points  to  which  their 
attention  has  been  directed,  it  will  be  their  duty  to  assess  such 
damages  as  he  may  be  entitled  to  recover.  An  infringement 
of  the  exclusive  right  of  a  patentee,  or  his  assignee,  implies  a 
right  to  sue  for  and  recover  damages  for  the  injury.  The 
general  rule  of  damages,  is  the  amount  of  profits  made  by 
the  person  infringing  the  patent,  from  the  unlawful  use  of 
the    improvement.     On   the   theory  of  the   patent   laws,  this 
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measures  the  loss  sustained  by  the  owner  of  the  patent.  There 
may  be  circumstances  of  aggravation  attending  the  infringe- 
ment, that  will  justify  a  juiy  in  returning  damages  beyond  the 
amount  of  profit  derived  from  it ;  but  there  are  no  facts  in  this 
case  requiring  the  application  of  this  rule.  In  the  progress  of 
the  trialy  the  plaintiiF  offered  to  prove  the  aggregate  of  profit 
made  by  all  the  manufacturers  of  the  improved  wash-board  in 
violation  of  his  exclusive  right,  insisting  that  the  defendant  was 
liable  for  a  pro  rata  share  of  this  entire  profit,  but  the  Court 
excluded  this  evidence  from  the  jury  as  not  furnishing  a  proper 
rule  of  damages.  The  jury  will  therefore  take  into  consider-* 
ation  the  evidence  of  the  number  of  wash*boards  made  by  the 
defendant,  and  the  profit  derived  from  such  manufacture ;  and 
this  will  be  the  proper  basis  of  their  verdict,  if  they  find  the 
plaintiff  is  entitled  to  damages.  It  was  insisted  by  the  defend- 
ant, that  in  estimating  the  amount  of  the  damages,  the  jury 
should  exclude  from  their  consideration  the  increased  facilities 
for  making  the  wash-board,  due  to  the  machines  invented  since 
the  date  of  Rice's  patent  for  pressing  and  nailing  the  wash-board. 
It  is  in  evidence  that  there  are  two  of  these  in  use,  constructed 
on  somewhat  different  mechanical  principles,  the  effect  of  which 
is  greatly  to  expedite  the  process  of  manufacturing  these  wash- 
boards. The  specification  connected  with  Rice's  patent  ex- 
pressly refers  to  a  machine  to  be  used  for  the  purpose  indicated  i 
and  it  seems  clear,  that  in  estimating  the  profit  to  the  manufac- 
turer derived  from  Rice's  improvement,  reference  may  be  had  to 
the  use  of  such  a  machine. 

The  jury  found  a  verdict  for  the   plaintiff,  assessing   the 
damages  at  $500. 
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Robert  H.  Foss,  bt  al. 

vs, 

Gborge  Herbert. 

A  claim  in  a  patent,  for  an  entire  machine,  does  not  deprive  the  patentee  of  hu  right 
to  claim  the  parts  also. 

It  is  not  necessary,  to  constitute  art  Infiringement,  that  the  whole  machine  should  be 
used.  If  either  one  of  the  parts  claimed  is  used  in  sobsuntially  the  same  manner 
in  a  similar  machine,  it  is  an  infringement. 

It  is  not  material  what  the  tAeorj  of  the  patentee,  in  regard  to  his  invention,  may  be ; 
but,  the  question  is,  do  the  tools  used  by  the  defendant  act  substantially  in  the 
same  manner,  and  produce  substantially  the  same  result  as  those  of  the  plaintiff? 

The  drawings  are  a  part  of  the  description  of  the  thing  patented,  and  are  to  be  consid* 
ered  with  the  specification. 

A  man  may  improve  a  patented  machine  so  as  to  entitle  him  to  a  patent  for  hii  im* 
provement}  but  that  will  not  give  him  the  right  to  use  the  invention  of  the  first 
patentee  without  his  license. 

The  question  to  be  determined,  on  the  issue  of  infringement,  b,  whether,  under  a  varia- 
tion of  form,  or,  by  the  use  of  a  thing  which  bears  a  difFerertt  name,  the  defend- 
ant accomplishes,  in  his  machine,  the  same  purpose  or  effect  as  that  accomplished 
by  the  patentee,  or,  whether  there  is  a  real  change  of  structure  and  purpose  ? 

If  the  change  introduced  by  the  defendant  (as,  for  instance,  the  substitution  of  the 
spring  for  the  roller),  constitutes  a  mechanical  equivalent  in  refisrence  to  the 
means  used  by  the  patentee ;  and  if,  besides  being  an  equivalent,  it  accomplishes 
something  useful  beyond  the  effect  or  purpose  accomplished  by  the  patentee  (as, 
for  insunce,  the  effect  claimed  in  its  action  on  winding  or  warped  boards),  it  will 
still  be  an  infringement,  as  respects  what  is  covered  by  the  patent,  although  the 
further  advantage  may  be  a  patentable  subject  as  an  improvement  on  the  former 
invention. 

It  u  of  no  consequence,  with  respect  to  the  question  of  infringement,  whether  the 
cutters  of  the  defendant  are  like  or  unlike  the  plaintiflls*  in  respect  to  their  cost, 
adjustability,  mode  of  sharpening,  or  any  other  peculiarity  of  construction,  provi- 
ded that,  notwithstanding  such  difference  of  construction,  they  are,  in  their  me- 
chanical action,  operation,  and  effect  in  the  combination,  the  same  with  those  of 
the  plaintiff. 

(Before  Dkommond,  J.,  Northern  District  of  Illinois,  October,  1856.) 

This  was  a  special  issue  out  of  chancery  tried  by  Judge 
Drummond  and   a  jury,  to   determine   the   question    of  the 
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infringement  of  the  tongueing  and  grooving  combination  set 
forth  in  letters  patent  for  ^^  a  new  and  useful  improvement  in 
the  method  of  planing,  tongueing,  grooving,  and  cutting  into 
moldings,  or  either,  plank,  boards,  or  any  other  material,  and 
for  reducing  the  same  to  an  equal  width  and  thickness,  and  also 
for  facing  and  dressing  brick,  and  cutting  moldings  on  or  fac- 
ing metallic,  mineral  or  other  substances,"  granted  to  Wil- 
liam Wood  worth,  December  27,  1828  ;  extended  by  the  Board 
of  Commissioners  for  seven  years,  from  December  27,  1842  ; 
extended  by  special  Act  of  Congress,  approved  February  26, 
1845,  for  seven  yeais,  from  December  27,  1849,  ^^^  reissued 
July  8,  1845. 

The  defendant's  machine  was  known  as  the  ^^  Norcross 
Tongueing  and  Grooving  Machine,"  employing  a  pressure  spring, 
bearing  down  upon  the  face  of  the  board,  at  points  between  the 
axes  of  the  tongueing  and  grooving  cutter  wheels,  together  with 
front  and  rear  rollers  for  feeding,  which  rollers  were  pressed 
down  with  adjustable  springs  or  screws.  The  cutter  wheels 
consisted  of  circular  plates  cut  as  one  plate  out  of  the  solid 
metal,  and  secured  together  upon  the  spindle,  with  four,  six, 
ten  and  twelve  teeth  projecting  from  the  periphery  of  the  plate 
(called,  by  the  defendant,  circular  saws),  and  designed  for  cut- 
ting the  tongue  and  groove. 

S.  A.  Goodwin  and  E.  C  Lamed  for  plaintiff. 

George  Herbert  and  Grant  Goodrich  for  defendant. 

Drummond,  J.,  charged  the  jury  as  follows  : 

This  case  comes  before  you  on  an  issue  from  the  chancery 
side  of  the  Court,  to  determine  a  question  of  infringement. 
Only  one  question  is  submitted  to  you  by  the  Court.  This  is 
the  sole  question  you  have  to  consider,  and  in  this  respect  you 
have  no  discretion.  It  is,  whether  the  machine  of  the  defend- 
ant is  an  infringement  on  the  machine  of  the  plaintiffs,  and  if  so, 
in  what  particulars  ? 

You  will,  therefore,  throw  out  of  view  all  questions  as  to 
the  originality  or  novelty  of  the  Woodworth  machine.     These 
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questions  are  not  before  you,  and  are  not  left  to  you,  and  you  must 
pay  no  regard  to  them.  They  were  not  left  to  you  because 
they  had  been  tried  over  and  over  again  in  nearly  all  the  circuits 
of  the  United  States,  and  so  far  as  the  novelty  and  originality 
of  the  patent  are  concerned,  have  been,  in  every  instance,  deci- 
ded in  favor  of  the  patent,  and  it  seemed  an  unnecessary  con- 
sumption of  time  to  investigate  these  matters  again. 

The  defendant  has  used  a  machine  which  the  plaintiffs  allege 
is  an  infringement  in  whole  or  in  part  of  the  Woodworth  pat- 
ent. 

The  first  point  to  determine  is  the  proper  construction  of  the 
patent  and  specifications.  This  is  matter  of  law,  and  you  are 
to  take  the  law,  as  laid  down  by  the  Court,  as  obligatory  and 
controlling  upon  you,  whatever  your  own  opinions  may  be  in 
regard  to  it. 

The  original  patent  was  granted  in  1828.  In  the  original 
specifications,  Woodworth  disclaims  the  invention  of  circular 
saws  or  cutter  wheels.  He  claimed  his  improved  method  of 
cutters  for  tongueing  and  grooving.  In  1845,  the  patent  was 
reissued  with  amended  specifications.  It  is  this  amended  patent 
which  governs  the  rights  of  the  plaintiffs  and  defendants. 

In  this  reissued  patent  the  invention  is  described  as  a  machine 
for  planing,  tongueing,  and  grooving  boards.  The  patentee 
claims  as  his  invention — 

First.  The  planing  cylinder  in  combination  with  the  pressure 
rollers. 

Second.  The  combination  of  the  planer  with  the  revolving 
cutter  wheels  for  tongueing  and  grooving. 

With  these  two  claims  we  have  nothing  to  do,  as  it  is  admit- 
ted that  the  planer  is  not  used  by  the  defendant  in  his  machine. 

Third.  The  combination  of  the  tongueing  and  grooving  cut- 
ter wheel  with  the  pressure  rollers,  so  as  to  tongue  and  groove 
boards  at  one  operation  as  described. 

Fourth.  The  combination  of  either  the  tongueing  or  grooving 
cutter  wheel  with  the  pressure  rollers  as  described. 

It  is  in  relation  to  these  two  claims  that  the  controversy 
arises.     My   views  of  the  law,  governing  the  construction  of 
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this  patent,  are  expressed  in  Moody  v.  Fiske^  2  Mason,  II2  (His 
Honor  here  read  the  case). 

I  understand  that  Woodworth  claimed  an  entire  machine, 
and  certain  combinations  of  parts  of  it  which  went  to  make  up 
the  entire  machine  ;  and  for  the  purpose  specified,  it  is  a  valid 
claim.  The  third  and  fourth  claims  are  valid  claims  under  this 
issue,  being  parts  of  the  combined  machine  specifically  claimed, 
and  the  claim  of  the  whole  did  not  deprive  him  of  his  right  to 
claim  the  parts  also.  He  claims  combinations  of  different 
things  which  go  to  make  up  the  entire  machine,  which  entire 
machine  consists  of  various  parts,  and  each  and  all  of  which  he 
claims  as  his  invention. 

Now  it  is  not  necessary  that  the  entire  machine  should  be 
used  to  constitute  an  infringement  of  the  patent.  If  either  one 
of  the  parts  claimed  is  used  in  substantially  the  same  manner  in 
a  similar  machine,  it  is  an  infringement. 

No  person  could  take  out  the  planer  and  use  the  rest,  and 
thereby  escape  a  violation  of  the  patent. 

There  still  remain,  after  the  planer  is  removed,  combinations 
which  Woodworth  claims  to  have  invented  ;  and  although  the 
planer  is  gone,  it  is  still  the  Woodworth  machine,  shorn  only 
of  its  planer,  and  the  Woodworth  combination  for  tongueing 
and  grooving  remains.  Is  the  defendant's  machine  substantially 
like  the  plaintiff's,  after  the  planer  is  removed  from  the  latter  ? 
If  it  is,  it  is  an  infringement. 

In  a  patent  for  a  combination,  there  can  be  no  infringement 
unless  all  the  material  parts  entering  into  the  combination  are 
used.  You  may  use  the  parts  provided  you  do  not  use  the 
combination. 

Thus,  there  is  in  this  case  no  infringement  by  using  the  cut- 
ters, or  the  rollers,  alone,  but  they  must  be  used  in  the  same 
combination  as  in  the  Woodworth  machine,  as  described  in  the 
patent — that  is,  the  one  in  combination  with  the  other — to  con- 
stitute an  infringement.  There  are  two  particulars  in  which 
the  alleged  infringement  consists.  I  do  not  see  that  there  can 
be  any  controversy  in  regard  to  the  two  outside  rollers  in  either 
machine. 

The  fact  that  one  is  weighted  with  levers,  and  the  other  with 
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springs,  makes  no  difference — they  both  operate  as  feed  and 
pressure  rollers.  The  two  particulars  in  whfch  the  alleged 
infringement  is  claimed  to  consist,  are: 

First,  In  the  use  of  the  cutter  wheels. 

Second,  In  the  use  of  the  spring. 

Now,  it  is  not  necessary  that  the  defendant  should  use  the 
entire  machine.  It  is  only  necessary  that  he  should  use  the 
combination  as  it  is  described  in  the  patent,  but  it  must  be  the 
identical  combination  described.  With  this  view,  other  ma- 
chines have  been  admitted  in  evidence.  If  prior  machines 
were  in  existence  at  the  time  of  the  Woodworth  patent,  the 
only  ground  on  which  that  patent  could  be  good,  would  be  that 
it  was  different  from  such  prior  machines.  It  is  for  you  to  say 
whether  the  machine  of  the  defendant  is  identical  with  those 
prior  machines  or  not.  Woodworth  does  not  claim  the  art  or 
result  of  tongueing  and  grooving  boards,  but  only  the  mode  in 
which  he  did  it.  Any  person  can  use  any  other  machine  not 
identical  with  Woodworth's. 

His  claim  is  limited  to  the  method  described. 

The  patent  claims  that  the  pressure  rollers  in  this  combina- 
tion have  the  effect  to  hold  the  board  steady,  and  prevent  its 
being  drawn  into  the  axes  of  the  cutters.     It  is  not  material 
what  the  theory  of  the  patentee  was  on  this  point.     Do  the 
tools  used  by  the  defendant  act  substantially  in  the  same  man- 
ner, and  produce  substantially  the  same  result  as  those  of  the 
plaintiffs?     If  the  springs  do  produce  substantially  the  same     j 
result,  so  that  one  is  a  mechanical  equivalent  for  the  other,     \ 
then  they  infringe,  and  the  same  rule  applies  to  the  cutters.     If 
the  cutters  of  the  defendant  produce  substantially  the   same 
result,  in  substantially  the  same  way,  so  that  the  one  is  a  me- 
chanical equivalent  for  the  other,  then  it  is  an  infringement. 

If  you  believe  that  the  defendant's  cutters  operate  differently 
on  the  boards  from  the  Woodworth,  that  is  an  important  con- 
sideration with  reference  to  the  question  of  their  identity  with 
those  of  the  plaintiffs.  They  must  not  only  produce  the  same 
result  of  tongueing  and  grooving,  but  they  must  do  it  in  sub- 
stantially the  same  way.     You  will  determine: 
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f  First.  Whether  these  springs  are  mechanical  equivalents  for 
the  pressure  rollers  of  the  plaintiffs. 

Second,  Whether  the  cutters,  or  saws,  of  the  defendant  are 
mechanical  equivalents  for  the  cutter  wheels  of  the  plaintiffs, 
and  whether  the  two  are  used  in  combination  with  each  other, 
in  substantially  the  same  manner  as  in  the  Woodworth  machine. 
The  drawings  are  a  part  of  the  description  of  the  thing  patented, 
and  are  to  be  considered  in  connection  with  the  specifications. 

An  infringement  of  a  patent  takes  place  whenever  a  party 
avails  himself  of  the  invention  of  the  patentee  without  such 
variation  as  will  constitute  a  new  discovery.  A  man  may  im- 
prove a  patented  vmachine  so  as  to  entitle  him  to  a  patent  for  his 
improvement,  but  that  will  not  give  him  a  right  to  use  the 
invention  of  the  first  patentee,  without  his  license.  A  machine 
is  an  infringement  of  another  if  it  incorporate  in  its  structure 
and  operation  the  substance  of  the  invention — that  is,  by  an 
arrangement  of  mechanism  which  performs  the  same  service,  or 
produces  the  same  effect,  in  the  same  way,  or  substantially  the 
same  way.  Mere  colorable  alterations,  or  adroit  evasions,  by 
substituting  one  mechanical  equivalent  for  another  in  the  com- 
bination which  constitutes  the  machine,  should  never  be  allowed 
to  protect  a  party. 

The  question  whether  one  thing  is  a  mechanical  equivalent 
for  another,  is  a  question  of  fact,  depending  on  the  testimony 
of  experts,  on  an  inspection  of  the  machines,  and  it  is  an  infer- 
ence to  be  drawn  from  all  the  circumstances  of  the  case  by 
attending  to  the  consideration  whether  the  contrivance  used  by 
the  defendant  is  used  for  the  same  purpose,  performs  the  same 
duties,  or  is  applicable  to  the  same  object  as  the  contrivance 
used  by  the  patentee. 

The  question  to  be  determined  is,  whether,  under  a  variation 
of  form,  or  by  the  use  of  a  thing  which  bears  a  different  name, 
the  defendant  accomplishes,  in  his  machine,  the  same  purpose, 
object,  or  effect,  as  that  accomplished  by  the  patentee,  or 
whether  there  is  a  real  change  of  structure  and  purpose. 

If  the  change  introduced  by  the  defendant  (as  for  instance, 
the  substitution  of  the  spring  in  the  place  of  the  roller),  consti- 
tutes a  mechanical  equivalent  in  reference  to  the  means  used 
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by  the  patentee,  and  if,  besides  being  an  equivalent,  it  accom- 
plishes, as  is  claimed,  some  other  advantage  beyond  the  eiFect, 
or  purpose,  accomplished  by  the  patentee — as  for  instance,  the 
effect  claimed  in  its  action  on  winding  or  warped  boards — it  will 
still  be  an  ipfiringement  as  respects  what  is  covered  by  the  pat- 
ent, although  the  further  advantage  may  be  a  patentable  subject 
as  an  improvement  on  the  former  invention.  It  is  of  no  conse- 
quence with  respect  to  the  question  of  infringement,  whether 
the  cutters  of  the  defendant  are  like  or  unlike  the  plaintiffs'  in 
respect  to  their  cost,  adjustability,  mode  of  sharpening,  or  any 
other  peculiarity  of  construction,  provided  that,  notwithstanding 
such  difference  of  construction,  the  cutters  of  the  defendant's 
machine  are,  in  their  mechanical  action,  operation,  and  effect 
in  the  combination,  the  same  with  those  of  the  plaintiifs'. 

The  only  question  for  you  to  decide  is,  whether  there  has  or 
has  not  been  an  infringement,  on  the  principles  which  have 
been  laid  down  by  the  Court.  You  can  find  that  the  defendant 
has  not  infringed  in  any  respect,  or  that  he  has  infringed,  and 
in  what  particulars  he  has  infringed. 

The  jury  found  a  verdict  that  the  defendant  infringed  the 
combination  of  Woodworth  for  tongueing  and  grooving,  in  the 
use  of  the  pressure  springs  and  the  rear  rollers,  in  combination 
with  the  cutters  described. 


Ebenezer   Jenkins 
Isaac  Greenwald.     In  Equity. 

Although  inventors  only  are  named  in  section  17  of  the  Act  of  1836,  no  doubt  can  be 
entertained  that  it  extends  to  and  includes  the  assignees  of  such  inventors. 

If  there  is  no  sufficient  ground  for  the  allowance  of  an  injunction,  and  the  case  is  to  be 
viewed  as  a  mere  proceeding  to  recover  compensation  for  an  infi'ingement  of  the 
exclusive  right  of  the  complainant,  there  would  seem  to  be  an  adequate  remedy  at 
law,  which  would  render  the  interposition  of  a  court  of  equity  improper. 
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If  the  party  tued  as  an  infringer  admits  the  infringementi  but  asserts  that,  after  notice 
or  service  of  the  injunction,  he  had  refrained  firom  the  use  of  the  thing  patented, 
and  that  he  will  not  again  infringe,  it  is  no  reason  why  the  injunction  should  not 
issue  or  be  made  perpetual. 

The  complainant,  in  such  a  case,  is  not  obliged  to  rest  his  interests  on  the  mere  assever- 
ation of  the  party  that  he  will  not  repeat  the  act  of  infringement.  Having  once 
been  a  wrong-doer  the  law  supposes  the  possibility  of  his  being  so  again,  and  will 
impose  the  proper  restraint  to  prevent  the  repetition  of  the  wrongful  act. 

The  equity  rules  adopted  by  the  Supreme  Court  under  the  authority  of  an  act  of  Con- 
gress, are,  of  course,  obligatory  on  the  Circuit  Courts.  The  latter  have  not  the 
authority  to  rescind  a  rule  adopted  by  the  Supreme  Court  for  the  government  of 
their  practice  in  chancery. 

The  profits  recoverable  in  an  action  for  a  violation  of  an  exclusive  right,  under 
a  patent,  are  not  regarded  as  unliquidated  damages. 

The  right  to  recover  rests  upon  the  principle  that  the  party  complained  of  has  unlaw- 
fully appropriated  to  himself  the  benefits  of  an  improvement  or  discovery  which 
belong  exclusively  to  another ;  and  that  so  far  as  he  has  made  profit  by  such  ap- 
propriation, he  is  liable  to  the  party  injured.  This  profit  is  ascertainable  by  evi- 
dence ;  and  does  not,  like  the  claim  for  damages  in  an  action  for  a  tort,  rest,  in 
the  mere  discretion  of  a  court  or  jury. 

The  patentee  has,  under  his  patent,  three  distinct  rights  which  he  may  dispose  of  sepa- 
rately to  diflferent  individuals.  These  are  :  the  right  to  make  the  machine,  the 
right  to  use  it,  and  the  right  to  vend  it. 

A  grant  to  A.  of  the  exclusive  right  to  make,  vend,  and  use  a  certain  machine  within 
the  connty  of  Hamilton,  Ohio,  conveys  the  right  to  make  and  vend  such  machines 
within  said  county  for  licensees  who  intend  to  use  the  same  without  said  county  ; 
and  the  manufiicture  by  others  of  machines  within  said  county,  for  use  without,  it 
an  infiringement  of  the  rights  conveyed  to  A. 

The  damages  for  such  infiingement  are  the  profits  of  the  manufacture. 
(Before  Lxavitt,  J.,  Southern  District  of  Ohio,  April,  1857.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  the  letters  patent  granted  to  William  Woodworth, 
and  more  particularly  referred  to  in  the  report  of  the  case  of 
Foss  V.  Herbert  J  p.  31.  A  limited  injunction  against  the  de- 
fendants had  been  granted  by  Mr.  Justice  McLean,  which  the 
complainant  now  moved  to  perpetuate.  The  facts  upon  which 
the  motion  was  based  sufficiently  appear  in  the  opinion  of  the 
Court. 

Coffin  ^  MitcbeU  for  complainant. 

R.  D.  ^  J.  H.  Handy  for  defendant. 
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Leavitt,  J. 

This  case  is  before  the  Court  on  a  motion  by  the  complain* 
ant  for  a  decree  to  perpetuate  the  injunction  heretofore  allowed 
by  Judge  McLeak,  and  for  the  profits  arising  from  an  alleged 
infringement,  by  the  defendant,  of  the  complainant's  exclusive 
right  to  construct  Woodworth's  patented  planing  machine 
within  certain  territorial  limits,  which  will  be  hereafter  noticed. 
This  motion  is  resisted  on  several  grounds,  which  will  be  ad- 
verted  to. 

Before  proceeding  to  the  consideration  of  the  points  arising 
in  the  case,  it  will  be  proper  to  state  the  material  facts  involved. 
This  I  shall  do  without  presenting  even  an  analysis  of  the  alle- 
gations of  the  parties,  as  set  forth  in  their  pleadings. 

On  April  21,  1846,  James  G.  Wilson,  in  whom  was  vested, 
by  assignment,  the  title  to  the  Woodworth  patent,  entered  into 
a  contract  with  the  complainant  and  one  Benjamin  Bicknell, 
by  which,  on  the  conditions  specified,  Wilson  sold  and  granted 
to  them  ^^the  exclusive  right  to  make,  use,  and  vend  to  others 
to  construct  and  use,  during  the  full  term  of  said  letters  patent, 
from  this  day  until  December  27,  1856,  machines  for  planing, 
tongueing,  and  grooving,  upon  the  principle,  plan  and  descrip- 
tion of  the  said  renewed  patent,  and  amended  specifications, 
within  the  territory  of  Hamilton  county,  in  the  State  of  Ohio, 
and  so  much  of  the  adjacent  territory  in  the  State  of  Kentucky 
as  lies  along  and  adjoining  said  Hamilton  county,  and  within 
five  miles  of  the  Ohio  river."  After  reserving  the  right  of 
Hudson  and  Hughes  to  the  use  of  one  machine  in  the  city  of 
Cincinnati,  previously  granted  by  Wilson,  the  contract  recites 
that  several  other  licenses  had  been  granted  within  Hamilton 
county  on  certain  conditions  stated.  Wilson  also  reserves  the 
right  to  license  the  use  of  other  machines  within  the  territory 
designated  in  the  contract,  upon  the  condition  ^^  that  the  aggre- 
gate machines  allowed  by  sale  or  license,  executed  by  him,  or 
his  former  assignees.  Brooks  and  Morris,  licensed  to  be  used  in 
that  territory,  do  not  exceed  thirteen,"  etc.  It  is  then  provided 
that  *'^  Bicknell  and  Jenkins  shall  not  erect  for  use,  or  directly 
or  indirectly  authorize  to  be  used,  within  the  said  territory,  any 
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machines,  until  the  number  is,  or  shall  be  reduced  to  eight, 
and  when  any  right  of  any  person  to  use  any  of  the  said  thirteen 
machines  shall  cease,  Bicknell  and  Jenkins  shall  not  put  in 
operation  a  machine  or  machines  in  lieu  thereof,  until  the  whole 
number  of  machines  in  said  territory  shall  be  reduced  below 
eight,  and  when  so  reduced,  the  number  of  machines  shall  be 
kept  at  eight."  It  is  also  agreed,  that  in  the  licenses  to  be 
granted,  it  shall  be  stipulated  that  the  licensees  shall  not  work 
lumber,  by  said  machines,  at  a  less  rate  than  seven  dollars  per 
1,000  feet  of  board  measure,  and  that  they  shall  render  full 
accounts  of  their  earnings,  etc.  Bicknell  and  Jenkins  agree  to 
pay  for  the  rights  granted,  at  the  rate  of  $2,500  a  year,  with  the 
condition,"that  if  their  receipts  from  licenses  do  not  amount  in 
any  year  to  that  sum,  they  are  to  pay  or  account  to  Wilson  at 
the  rate  of  $1.25  per  thousand,  etc.  Wilson  binds  himself, 
^^  on  due  notice  to  institute  and  prosecute  all  actions  necessary 
to  secure  the  monopoly  granted  by  said  patent,  within  said  ter- 
ritory, at  his  own  expense,  and  expressly  reserves  to  himself 
all  damages  which  may  accrue  therein,  and  the  exclusive  right 
to  prosecute  for  piracies.  Bicknell  and  Jenkins  reserve  the 
right,  on  giving  three  months  notice  of  their  intention,  to  sur- 
render the  agreement,  at  the  end  of  any  year.  Wilson,  after 
the  assignment  to  Jenkins  and  Bicknell  above  mentioned, 
assigned  whatever  remaining  interest  he  had  in  said  letters 
patent  within  said  territory  to  Elisha  Bloomer.  On  August 
25,  1847,  Bicknell  assigned  to  Elisha  Bloomer  an  undivided 
half  of  his  right  to  build  machines  under  said  contract  ;  and  on 
September  i,  1849,  Bloomer  assigned  his  interest  to  Bicknell. 
On  December  2,  1853,  Bicknell  assigned  all  his  right  to  build 
and  sell  machines,  all  claims  for  damages  for  infringements,  and 
for  pr.ofits  of  making  the  machines,  to  the  complainant. 

It  is  among  the  averments  of  the  bill,  that  the  defendant  had 
made  a  number  of  machines,  at  Cincinnati,  upon  the  plan  of  the 
Wood  worth  patent,  without  license  therefor  from  Wilson,  in 
violation  of  the  complainant's  exclusive  right ;  and  that  then, 
on  August  29,  1 854),  he  was  engaged  in  making  one  at  his 
shop  in  Cincinnati.     The  bill  prays  for  an  injunction  restrain- 
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ing  the  defendant  from  the  further  construction  of  the  machines, 
and  for  an  account  of  the  profits,  and  for  general  relief. 

The  defendant,  in  his  answer  admits,  in  substance,  that  he 
had  constructed  several  planing  machines  on  the  Woodworth 
plan,  at  Cincinnati,  without  a  license  from  Wilson,  and  that  at 
the  time  of  the  filing  of  the  bill,  he  had  one  in  his  shop.  He 
denies  that  he  has  infringed  any  right  of  the  complainant,  and 
avers  that  the  complainant  has  no  exclusive  right  to  build  the 
machines  for  use  or  sale,  outside  of  the  limits  of  the  territory 
designated  in  the  contract  with  Wilson. 

This  case  has  been  referred  to  a  master,  to  take  testimony  as 
to  the  number  of  machines  constructed  by  the  defendant,  and 
the  profit  derived  therefrom.  The  report  of  the  master  shows 
the  number  of  machines  made  by  the  defendant ;  and  that 
either  at  the  time  the  notice  of  the  application  for  the  injunc- 
tion was  served,  or  at  the  time  of  filing  the  bill,  there  was  one 
n  his  shop.  But  it  appears  from  the  evidence,  that  all  the 
machines  made  by  the  defendant  were  sold,  to  be  used  at  places 
not  within  the  limits  of  the  territory  described  in  the  contract 
referred  to. 

The  first  objection  to  the  decree  asked  for  by  the  complain- 
ant is,  that  this  Court  has  not  jurisdiction. 

By  section  17  of  the  Patent  Act  of  1836,  jurisdiction  is 
given  to  the  Circuit  Courts  of  the  United  States,  in  all  cases 
arising  under  any  law  of  the  United  States,  granting  or  con- 
firming to  inventors  the  exclusive  right  to  their  inventions  or 
discoveries ;  and  they  are  authorized,  ^^  upon  a  bill  in  equity 
filed  by  any  party  aggrieved  in  any  such  case,  to  grant  injunc- 
tions, according  to  the  course  and  principle  of  Courts  of  Equity, 
to  prevent  the  violation  of  the  rights  of  any  inventor  as  secured 
to  him,  by  any  law  of  the  United  States,  on  such  terms  and 
conditions  as  said  Courts  may  deem  reasonable." 

Although  inventors  only  are  named  as  entitled  to  the  bene- 
fits of  this  statute,  no  doubt  can  be  entertained  that  it  extends 
to  and  includes  the  assignees  of  such  inventors;  4  Wash. 
584;  4  How.  712.  Such  was  clearly  the  view  of  Judge 
McLean  in  granting  the  injunction  in  this  case. 

The  statute  limits  the  discretion  of  the  Court,  to  the  grant- 
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ing  of  injunction,  ^^  according  to  the  course  and  principle  of 
Courts  of  Equity,"  etc.  And  it  is  insisted  by  counsel,  that, 
as  the  case  before  the  Court  shows  that,  at  the  time  the  writ 
of  injunction  issued,  the  defendant  was  not  in  the  act  of  in- 
fringing the  complainant's  exclusive  right,  and  has  denied  any 
intention  of  doing  so  in  future,  there  is  nothing  on  which  the 
injunction  can  operate,  and  that,  therefore,  it  should  be  dissolved, 
and  the  bill  dismissed. 

It  is  true,  if  there  was  no  sufficient  ground  for  the  allowance 
of  the  injunction,  and  the  case  is  to  be  viewed  as  a  mere 
proceeding  to  recover  compensation  for  an  infringement  of  the 
complainant's  exclusive  right,  there  would  be  great  force  in  the 
objection  now  urged  to  the  jurisdiction  of  this  Court.  In  the 
case  supposed,  there  would  seem  to  be  an  adequated  remedy  at 
law,  which  would  render  the  interposition  of  a  Court  of  Equity 
improper. 

The  allegations  of  the  bill,  and  the  admissions  of  the  de- 
fendant, in  his  answer,  as  to  the  fact  of  infringement,  have  been 
before  noticed.  Upon  the  point  now  under  consideration,  the 
only  inquiry  is,  whether  it  is  necessary  to  justify  an  order  for 
an  injunction,  or  for  its  continuance,  when  allowed,  that  the 
defendant  should  have  been  in  the  act  of  infringing  the  com- 
plainant's exclusive  rights,  at  the  time  of  its  allowance.  The 
argument  of  the  counsel  for  the  defendant  is  based  on  the 
supposition  that  this  is  necessary.  But,  it  seems  clear,  the 
position  of  counsel  is  not  sustained,  either  by  reason  or  author- 
ity. In  his  treaties  on  Patents,  section  335,  Mr.  Curtis  says : 
^^  If  the  plaintiff  shows  the  necessary  possession,  and  an  in- 
fringement has  actually  been  committed  by  the  defendant,  the 
injunction  will  be  granted,  notwithstanding  the  defendant  ad- 
mits the  infringement,  and  promises  not  to  repeat  it.'*  The 
writer  refers  to  the  case  of  Losh  v.  Hague ^  Webs.  Pat.  Cas. 
200,  as  sustaining  his  position.  In  that  case,  the  Vice  Chan- 
cellor is  reported  as  saying :  *'  Now,  it  seems  to  me,  that  there 
can  be  no  question  but  that  the  wheels  complained  of  as  having 
been  made  by  the  defendant,  do  answer  the  description  of  the 
plaintift's  wheels,  and  I  do  not  think  it  enough  on  a  question 
of  injunction,  for  the  defendant  to  say  that  he  has  done  the 
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thing  complained  of,  but  will  not  do  it  again/'  And  further, 
^^  but  if  once  the  thing  complained  of  has  been  done,  I  appre- 
hend this  Court  interferes,  notwithstanding  any  promise  the 
defendant  may  make  not  to  do  the  same  thing  again." 

I  think  the  Supreme  Court  of  the  United  States,  in  the  case 
of  fFoodwortb^  et  aL  v.  fFilson^  it  aL^  4  How.  712,  decided  the 
point  under  consideration,  though  not  expressly  referred  to,  in 
the  opinion  given.  That  was  a  proceeding  in  chancery  for  an 
infringement  of  the  Woodworth  patent.  An  injunction  had 
been  granted  to  restrain  the  defendant  from  the  use  of  the  ma- 
chine ;  and  in  the  progress  of  the  case,  a  rule  for  the  attachment 
against  him,  for  violating  the  injunction,  had  been  issued.  In 
the  statement  in  the  proceedings  in  the  Court  below,  it  appears 
that  the  defendant  showed  cause  against  the  rule,  by  an  affi- 
davit in  which  he  stated  that  immediately  on  the  service  of  the 
injunction  he  ceased  to  use  the  machine.  The  report  further 
states  that  the  case  was  heard  on  the  merits  and  upon  the  rule 
granted  ;  and  the  Court  dissolved  the  injunction,  dismissed  the 
bill,  and  discharged  the  rule.  The  case  was  appealed  to  the 
Supreme  Court  of  the  United  States,  where  the  decree  of  the 
Circuit  Court  was  reversed.  Although  not  specially  noticed 
by  the  judge  in  delivering  the  opinion  of  the  Court,  it  is  obvious 
the  point  under  consideration  was  decided.  For,  if  the  fact 
stated  in  the  defendant's  affidavit,  that  he  had  ceased  to  use  the 
machine  upon  the  service  of  the  injunction,  had  been  viewed 
by  the  Supreme  Court  as  a  sufficient  ground  for  the  decree  in 
the  Court  below,  dissolving  the  injunction  and  dismissing  the 
bill,  it  is  clear  there  would  have  been  no  sufficient  ground  for 
reversing  that  decree.  In  the  opinion  of  the  Court,  it  is  re- 
marked that  ^^  some  other  objections  were  taken  to  the  main- 
tenance of  the  suit  on  the  argument,  which  it  is  not  material 
to  notice  particularly.  They  have  all  been  considered  ;  and,  in 
the  judgment  of  the  Court,  afford  no  sufficient  ground  for  the 
dismissal  of  the  bill,  and  the  dissolving  the  injunction." 

These  authorities  seem  decisive  on  the  point  referred  to. 
They  establish  the  position,  that  if  the  party  proceeded 
against  as  an  infringer  of  the  exclusive  right  of  the  person 
having   the   title  to  the  patent,  admits   the  infringement,  but 
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asserts  that  after  notice  or  service  of  the  injunction,  he  had 
refrained  from  the  use  of  the  thing  patented,  and  asserts  that 
he  will  not  afterward  infringe,  it  is  no  reason  why  an  injunction 
should  not  issue,  and  be  made  perpetual.  The  complainant  in 
such  a  case  is  not  obliged  to  rest  his  interests  on  the  mere  assev- 
eration of  the  party,  that  he  will  not  repeat  the  act  of  infringe- 
ment. Having  once  been  a  wrong-doer,  the  law  supposes  the 
possibility  of  his  being  so  again,  and  will  impose  the  proper 
restraint  to  prevent  the  repetition  of  the  wrongful  act. 

This  view  sufficiently  explains  the  reason  why  the  Court  has 
declined  to  make  an  order  for  a  further  reference  of  this  case 
to  the  master,  and  for  leave  to  amend  the  answer,  in  accordance 
with  the  motion  of  counsel,  filed  since  the  argument  on  the 
hearing.  The  principal  ground  of  the  motion  was,  that  there 
was  an  error  committed  by  the  master  in  taking  the  testimony 
in  relation  to  the  day  on  which  the  last  ^machine  made  by  the 
defendant,  was  taken  from  his  shop,  and  a  similar  error  by  the 
defendant  in  his  answer  on  the  same  point.  It  is  obvious,  that 
if  the  conclusion  of  the  Court  as  indicated,  is  correct,  there 
could  be  no  necessity  for  the  reference  moved  for,  as  the  legal 
aspect  of  the  question  would  not  be  affected  by  the  admission 
that  the  facts  were  as  claimed  by  the  defendant. 

It  is  further  insisted  in  argument  by  the  counsel  for  the 
defendant,  that  the  complainant  has  precluded  himself  from  tak- 
ing a  decree,  in  his  favor,  by  allowing  the  defendant  to  be  exam- 
ined as  a  witness  before  the  master,  on  the  reference  to  him, 
and  numerous  authorities  are  cited,  to  the  effect,  that  if  a 
complainant  in  chancery  examines  a  defendant  as  a  witness,  it 
is  a  waiver  of  his  right  to  a  decree  against  him.  Such,  under 
ordinary  circumstances,  is,  without  doubt,  the  rule  in  chancery. 
But  it  is  not  applicable  to  the  present  case.  In  the  first  place, 
there  is  no  evidence  before  the  Court,  that  the  defendant  was 
examined  as  a  witness  before  the  master,  at  the  suggestion  or 
request,  or  with  the  knowledge  of  the  complainant.  There  is, 
however,  another  answer  to  this  objection.  By  the  seventy- 
seventh  rule  of  the  rules  adopted  by  the  Supreme  Court  of  the 
United  States,  regulating  the  chancery  practice  of  the  Circuit 
Courts,  it  is  provided,  that   ^^  the  master  shall  regulate  all  the 
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proceedings  in  every  hearing  before  him,  upon  every  such  refer- 
ence ;  and  he  shall  have  full  authority  to  exaofiine  the  parties  in 
the  cause,  upon  oath,  touching  all  matters  contained  in  the 
reference,  etc.^'  These  rules  were  adopted  by  the  Supreme 
Court,  under  the  authority  of  an  act  of  Congress,  and  are,  of 
course,  obligatory  on  the  Circuit  Courts.  And  the  eighth  rule 
of  this  Court,  declaring  that  ^^  interest  in  the  event  of  a  suit 
shall  not  render  a  witness  incompetent,  unless  he  be  a  party  to 
the  suit,"  neither  conflicts  with,  nor  abrogates,  the  seventy-sev- 
enth rule  of  the  chancery  practice.  The  Circuit  Court  has  not 
the  authority  to  rescind  a  rule  adopted  by  the  Supreme  Court 
for  the  government  of  its  practice  in  chancery.  And  the 
eighth  rule,  above  quoted,  excluding,  by  implication,  a  party 
from  being  a  witness,  was  obviously  intended  to  apply  to  cases 
at  law. 

It  is  also  contended  in  argument,  that  the  complainant  is  not 
entitled  to  a  decree  for  profits  in  this  suit,  if  an  infringement  is 
proved,  for  the  reason  that  the  right  to  sue  for  and  recover 
damages  for  piracies,  has  not  vested  in  him,  by  the  assignments 
of  Wilson  to  Bloomer,  and  of  Bloomer  to  Bicknell.  It  is 
claimed  by  counsel  that  the  latter  assignment  is  only  of  the 
right  of  Bloomer  to  ^^  build  machines  in  Hamilton  county,  and 
can  not  be  held  to  imply  a  right  in  the  assignee  to  sue  for  dam- 
ages accruing  from  infringements.^'  These  assignments  have 
been  before  noticed.  Wilson's  assignment  to  Bloomer  was, 
^^  of  all  his  remaining  interest  in  the  patent"  within  the  territory 
designated,  and  Bloomer  assigned  his  right  to  build  the  ma- 
chines, without  any  reservation  of  a  right  to  any  damages  that 
may  have  accrued  from  infringements,  or  of  a  right  to  sue  for 
them.  It  was,  without  doubt,  competent  for  him  to  have 
reserved  this  right ;  but  not  having  done  so,  and  now  asserting 
no  claim,  there  is  no  reason,  perceptible  to  the  Court,  why  the 
complainant,  as  the  assignee  of  Bicknell,  being  vested  with  the 
entire  interest  in  the  patent,  should  not  protect  his  rights  by 
suit  in  his  own  name.  Bloomer  certainly  has  no  interest  in  the 
patent,  nor  could  he  be  compelled  to  join  in  any  proceeding, 
having  for  its  object  the  establishment  of  the  rights  of  the  com- 
plainant under  the  patent.     Besides,  there  is  no  allegation  or 
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proof  to  the  effect  that  any  of  the  infringements  complained  of, 
in  this  suit,  transpired  during  the  period  that  Bloomer  held 
his  interest  in  the  patent. 

It  is  further  insisted,  by  counsel,  that  if  there  has  been  an 
assignment,  which  transfers  to  the  complainant  the  right  to  sue 
for  infringements  of  the  patent,  it  is  void,  for  the  reason  that,  in 
its  legal  effect,  it  is  an  assignment  of  a  right  to  unliquidated 
damages.  This  view  is  clearly  not  sustainable.  The  profits 
recoverable  in  an  action  for  a  violation  of  an  exclusive  right, 
under  a  patent,  are  not  regarded  in  the  light  of  unliquidated 
damages.  The  right  to  recover  rests  upon  the  principle  that 
the  party  complained  of  has  unlawfully  appropriated  to  himself 
the  benefits  of  an  improvement  or  discovery  which  belongs  ex- 
clusively to  another ;  and  that,  so  far  as  he  has  made  profit  by 
such  appropriation,  he  is  liable  to  the  party  injured.  This 
profit  is  ascertainable  by  evidence ;  and  does  not,  like  the  claim 
for  damages  in  an  action  for  a  tort,  rest  in  the  mere  discretion 
of  a  court  or  jury. 

The  remaining  inquiry  relates  to  the  construction  of  the 
contract  between  Wilson  and  Bicknell  and  Jenkins.  The 
counsel  for  the  complainant  insists  that  the  clause  granting  the 
exclusive  right  ^^  to  make,  use,  and  vend  to  others  to  construct 
and  use"  the  Woodworth  planing  machine  within  the  territorial 
limits  designated,  imports  a  right  in  the  grantee  to  construct  for 
sale  or  use  elsewhere,  and  wherever  a  market  can  be  found ;  and 
that  consequently  the  construction  of  the  machine,  within  those 
limits,  by  the  defendant,  though  sold  for  use  outside  of  such 
limits,  is  an  infringement  of  the  exclusive  right  of  the  complain- 
ant, and  that  he  is  entitled  to  a  decree  for  the  profits  derived 
from  such  infringement,  as  proved  by  the  testimony  in  the 
case.  On  the  other  hand,  it  is  contended  that  the  limitation  as 
to  territory  applies  alike  to  the  right  of  making,  and  to  the  right 
of  vending  and  using ;  and  that  the  complainant  can  not  claim, 
under  the  contract,  any  exclusive  right  to  make  the  machines 
for  sale  or  use,  except  within  the  territory  described.  And  it  is 
argued  that,  as  a  necessary  result,  if  machines  are  made  by  one 
having  no  license  or  authority,  within  those  limits,  for  sale  or 
use  elsewhere,  it  is  merely  a  technical  infringement  of  the  com- 
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plaintiiPs  right,  and  does  not  afford  a  basis  for  a  decree  for  an 
account  of  profits  on  the  sales  of  the  machines  so  made  and 
sold. 

As  before  noticed,  the  proof  is  clear  that  the  defendant  has 
made  no  machines  which  have  been  sold  or  used  within  the 
territory  mentioned  in  the  contract.  He  asserts  in  his  answer 
a  right  to  sell  them  elsewhere,  without  the  license  or  consent 
of  the  complainant,  and  without  being  answerable  for  the  profits. 
If  this  construction  of  the  contract  is  sustained,  it  is  clear  the 
complainant  is  entitled  only  to  nominal  damages  for  the  infringe- 
ment. In  that  case,  he  would  have  no  right  to  invoke  the  aid 
of  a  court  of  chancery,  as  the  law  would  afford  a  plain  and  ade- 
quate remedy. 

It  is  obvious,  therefore,  that  the  construction  of  the  contract 
referred  to,  presents  a  material  question  for  the  decision  of  the 
Court.  In  the  case  of  Bicknell  and  Jenkins  v.  Todd^  et  aL^  5 
McLean,  236,  which  was  an  application  to  Judge  McLean 
for  an  injunction,  the  learned  judge,  after  giving  a  synopsis 
of  the  contract,  says  :  ^^  Under  this  contract,  Bicknell  and 
Jenkins  have  a  right  to  make  for  use,  within  the  district  speci- 
fied, the  planing  machines,  under  the  restrictions  named  \ 
and  they  have  also  a  right  to  all  the  receipts  under  the 
thirteen  licenses  granted,  they  paying  to  Wilson  the  sum  stipu- 
lated.'* The  question  arising  in  this  case,  whether  Bicknell 
and  Jenkins,  under  the  contract,  had  the  exclusive  right,  within 
the  territory  defined,  to  make  machines  for  sale  and  use  outside 
of  it,  did  not  arise  in  the  case  referred  to,  and  was  not  decided 
by  Judge  McLean.  It  is,  therefore,  an  open  question  in  this 
Court,  and,  perhaps,  not  wholly  free  from  difficulty.  I  will 
state  briefly  the  conclusions  to  which  I  have  been  brought  on 
the  point  stated  ;  and,  in  doing  so,  may  properly  express  my 
regrets  that  I  can  not  have  the  aid  of  my  brother  judge  in  its 
consideration  and  decision. 

This  contract,  in  its  terms,  grants  to  Bicknell  and  Jenkins 
"  the  exclusive  right  to  make,  use,  and  vend  to  others  to  con- 
struct and  use"  the  Woodworth  planing  machine,  for  the  full 
term  of  the  patent,  within  the  limits  specified.  It  does  not,  in 
express  words,  extend  the  grant    to  the  right  of   constructing 
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machines,  within  those  limits,  for  sale  or  use  elsewhere.  It  is 
equally  clear  there  is  nothing  in  the  contract  which  expressly 
negatives  such  a  right.  The  intention  of  the  parties  must, 
therefore,  be  sought  for;  and  if  that  can  be  ascertained  by  ref- 
erence to  the  entire  instrument,  it  will  furnish  a  guide  in  giving 
it  a  construction,  in  reference  to  the  point  under  consideration. 

And  here  it  is  material  to  notice,  that  the  person  having  the 
title  to  a  patent  for  a  new  or  improved  mechanical  structure, 
has  three  distinct  rights,  which  he  may  dispose  of  separately  to 
different  individuals.  These  are :  the  right  to  make  the  ma- 
chine, the  right  to  use,  and  the  right  to  vend.  In  the  case  of 
Bickmll  and  "Jenkins  v.  Todd^  et  al,^  before  referred  to.  Judge 
McLean  distinctly  recognizes  this  doctrine,  as  applicable  to  the 
contract  now  in  question.  He  remarks,  that  ^^  these  rights 
have  been  treated  as  distinct  by  the  parties  to  this  contract ;" 
and  adds  :  ^^  This  is  clear  from  the  words  of  the  contract,  and 
especially  from  that  part  of  it  which  reserves  the  right  of  Hudson 
and  Hughes  to  make  a  machine,  which  had  been  granted  to 
them  by  Wilson." 

At  the  date  of  this  contract,  Wilson  held  the  entire  interest 
in  the  Woodworth  patent,  including  the  territory  named,  except 
so  far  as  he  had  previously  granted  certain  rights  within  it.  By 
his  contract  with  Bicknell  and  Jenkins,  he  transferred  his  interest 
to  them,  subject  to  the  restrictions  and  limitations  specified. 
In  this  transfer,  it  seems  clear,  he  intended  to  distinguish  be- 
tween the  right  to  make  the  machine  generally,  and  the  right  to 
make  for  use,  within  the  limits  designated.  While  there  is  no 
limitation  as  to  the  former,  the  latter  right  is  cautiously  guarded 
and  restricted.  Wilson,  prior  to  the  date  of  the  contract, 
had  granted  several  licenses  to  use  the  machine  in  Hamilton 
county,  and,  in  his  contract  with  Bicknell  and  Jenkins,  reserved 
the  right  of  licensing  other  machines  in  the  district  mentioned, 
upon  the  condition  that  the  number  should  not  exceed  thirteen. 
Bicknell  and  Jenkins  bound  themselves  not  to  ^^  erect  for  use, 
use,  or  directly  or  indirectly  authorize  to  be  used,  within  said  ter- 
ritory, any  machines,  until  the  number  is  or  shall  be  reduced  to 
eight."  Under  this  restriction,  it  is  obvious,  they  could  expect 
but  little  profit  fiom  the  right  granted  them  within  the  district 
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described,  except  what  they  might  realize  from  the  receipts  to 
which  they  were  entitled,  from  the  machines  licensed  by  Wil- 
son. They  could  build  and  use  no  new  machine  within  the 
district  till  the  number  licensed  was  reduced  from  thirteen  to 
eight.  And  as  to  making  machines,  their  right  was  only  that 
of  replacing  such  of  the  number  licensed  as  might  become 
unfit  for  use.  This  would  seem  to  be  an  inadequate  consider- 
ation for  the  $2,500  which  they  were  to  pay,  yearly,  for  the 
rights  granted  to  them  ;  and  would  justify  the  conclusion  that 
the  right  to  make  the  machines  was  intended  to  have  a  wider 
meaning. 

In  the  argument  of  the  counsel  for  the  complainant,  it  is  con- 
tended, that  the  right  to  make  and  the  right  to  use  the  machine, 
in  the  contract  under  consideration^  are  distinct  and  indepen- 
dent, and  that  the  parties  intended  to  separate  them.  It  is 
insisted,  therefore,  that  while  Bicknell  and  Jenkins  are  restricted 
in  their  right  to  make,  for  use,  within  the  territory  named,  there 
is  no  limitation  to  their  right  to  make,  for  sale,  without  that  ter- 
ritory. This  is  probably  the  true  construction  of  the  contract. 
But  then  the  inquiry  arises,  does  the  grant  of  the  naked  right 
to  construct,  import  a  right  to  Bicknell  and  Jenkins  to  sell  for 
usiy  outside  of  the  territory  named  ?  The  right  to  make  carries 
with  it  the  right  to  sell ;  but  does  it  necessarily  imply  the  right 
to  use  the  machine  when  made  and  sold  ?  According  to  the 
argument  of  the  complainant's  counsel,  the  mere  right  to  make, 
with  the  right  to  sell,  may  be  vested  in  one  person,  while  the 
right  to  grant  a  license  for  the  use  of  the  machine,  may  be  in 
another.  Has  Wilson,  in  his  contract,  parted  with  the  right  to 
authorize  the  use  of  the  machines,  to  be  made  by  Bicknell  and 
Jenkins,  for  sale  outside  of  Hamilton  county,  and  the  adjacent 
territory,  in  Kentucky  }  Upon  the  supposition  that  he  had 
granted  this  right,  Bicknell  and  Jenkins  were  authorized  to  make 
and  license  for  use  any-where  within  the  United  States.  I  can 
not  perceive  any  thing  in  the  terms  of  this  contract  justifying 
the  conclusion,  that  a  right  so  immensely  valuable,  was  trans- 
ferred by  Wilson.  The  consideration  named  in  the  contract 
would  certainly  be  no  equivalent  for  such  a  right.  But,  on  the 
supposition  that    Wilson  transferred,   without  Habitation  as  to 
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any  territory  outside  of  that  named  in  the  contract,  the  mere 
right  to  construct  the  machines  for  sale,  reserving  the  right  to 
license  such  machines  for  use,  the  contract  becomes  intelligible, 
and  the  intention  of  the  parties  obvious.  In  this  view,  it  excites 
no  surprise  that  Wilson  should  have  granted,  without  restric-^ 
tion  or  limitation,  the  right  to  manufacture  the  machines  for 
sale  any-where,  beyond  the  limits  of  the  district  specified.  His 
policy  was  to  encourage  the  making  of  the  machines,  since  his 
profits  from  licenses  would  be  increased  in  proportion  to  the 
number  made  and  sold.  The  city  of  Cincinnati,  being  one  of 
the  principal  centers  of  business  in  the  West,  and  of  easy  access 
from  various  points,  would  be  a  desirable  place  for  the  manu- 
facture of  the  machines.  From  thence,  they  would  readily 
find  their  way  into  the  smaller  towns  and  villages. 

If  this  view  of  the  contract  is  correct,  it  follows  that  the 
defendant  has  infringed  the  complainant's  exclusive  right  to 
make  the  machine,  by  constructing  machines  within  the  district 
defined,  and  selling  them  elsewhere,  and  must  account  for  the 
profits  accruing  to  him  from  such  violation  of  the  right  of  the 
complainant.  And  the  question  is  presented,  upon  what  prin- 
ciple shall  these  profits  be  estimated  i  Counsel  assume  that 
the  complainant  occupies  the  position,  and  is  entitled  to  all  the 
rights  of  an  assignee  of  the  entire  interest  in  the  Woodworth 
patent,  and  as  such  is  entitled  to  an  account  for  all  profits,  in- 
cluding the  price  charged  as  the  profit  of  the  assignee,  on  the 
sale  of  his  rights  under  the  patent.  But  I  am  unable  to  per- 
ceive the  justice  of  a  decree  in  this  case,  on  that  basis.  If  the 
right  granted  to  Bicknell  and  Jenkins,  as  to  all  territory  outside 
of  that  described  in  the  contract,  was  the  naked  right  to  con- 
struct the  machine,  with  a  right  to  sell,  but  not  to  license  for 
use,  the  rule  of  damages  must  be  their  actual  profit  from  the 
manufacture  of  the  machine,  excluding  any  profit  as  a  patentee. 

I  am  aware  that,  in  his  treatise  on  patents,  Mr.  Curtis  asserts 
a  principle  that  may  seem  to  be  in  conflict  with  that  on  which 
it  is  proposed  to  place  the  decree  in  this  case.  He  says: 
*^  When  a  patentee  sells  to  another  a  patented  machine  made 
by  himself,  or  permits  such  person  to  make  the  machine,  the 
party  thus  authorized  becomes  a  licensee,  with  the  right  of  sell- 
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ing  the  machine,  which  carries  with  it  the  right  of  using  it." 
Section  195.  Without  controverting  this  doctrine,  I  doubt  its 
applicability  to  the  case  before  the  Court.  This  case  must  be 
disposed  of,  with  reference  to  the  contract  between  the  parties. 
As  before  stated,  this  contract  was  made  and  so  regarded  by 
the  parties,  with  reference  to  the  rights  of  a  patentee,  or  his 
assignee,  of  making,  of  v^ending,  and  of  using  a  patented  ma- 
chine, as  distinct  and  separable,  and  as  capable  of  being  vested 
in  different  persons ,  as  before  noticed,  this  principle  was  ex- 
pressly sanctioned  by  Judge  McLean,  in  the  case  referred  to ; 
and  he  held  that  the  parties  to  this  contract  seemed  so  to  have 
understood  it.  The  doctrine  laid  down  by  the  writer  just  men- 
tioned, does  not  therefore  apply  to  this  contract.  If  the  right 
of  Bicknell  and  Jenkins  was  a  mere  right  to  construct  the  ma- 
chine within  certain  limits,  implying  a  right  to  sell  outside  of 
such  limits,  but  without  any  right  to  use,  or  authorize  others  to 
use,  the  machine,  the  injury  sustained  by  the  complainant,  as 
the  result  of  the  defendant's  infringement  of  his  exclusive  right, 
is  to  be  measured  by  the  profit,  which,  as  a  manufacturer  and 
not  as  a  patentee,  he  realized  from  making  it. 

The  report  of  the  master  shows  that  the  defendant,  on  his 
own  account  and  in  connection  with  his  partner,  Bonsall,  con- 
structed and  sold  nine  machines ;  and  that  the  amount  usually 
paid  to  the  patentee,  for  the  right  to  make  machines,  is  $225 
each.  It  does  not  appear  froosi  the  report,  whether  this  is 
inclusive  or  exclusive  of  the  profit  made  by  the  manufacturer. 
This  profit,  as  it  seems  to  the  Court,  furnishes  the  rule  for  fix- 
ing the  amount  of  the  decree.  For  the  purpose  of  ascertainirig 
this,  there  must  be  a  further  reference  to  the  master,  unless  the 
parties  can  agree  on  tbe  amount. 

Case  referred  back  to  the  master  for  the  purpose  of  stating 
an  account,  in  accordance  with  the  principles  stated. 
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Samuel   Pitts 

James  M.  Edmonds  and  Townsend  North. 

In  Equity. 

At  law,  a  notice  is  essentia]  to  authorize  the  defense  of  want  of  novelty.  In  chancery, 
the  nUes  of  pleading  equally  require  the  same  matter  to  be  set  up. 

The  most  valuable  inventions  consist  in  the  combination  of  known  mechanical  powers. 
Every  part  of  such  inventions  may  be  found  in  some  form,  among  the  various  de- 
vices of  human  ingenuity ;  and  the  man  who  unites  these  powers,  and  produces  a 
new  and  important  result  to  society,  is  well  denominated  a  public  benefactor. 

It  is  not  the  man  who  may  form  an  imperfect  machine,  which  may  suggest,  to  a 
higher  order  of  mind,  valuable  ideas ;  but  it  is  the  one  who  embodies  those  ideas 
in  a  practical  and  working  form,  whom  the  law  protects. 

A  patent,  in  calling  for  a  specific  mode,  embraces,  in  law,  all  mechanical  equivalents, 
or  modes  which  operate  on  the  same  principle  \  consequently,  all  modes,  however 
changed  in  form,  but  which  act  substantially  on  the  same  principle,  and  effect  the 
same  end,  are  within  the  patent.  If  this  were  not  so,  a  patent  right  would  be  of 
no  value,  as  it  might  be  avoided  by  any  one  who  possessed  ordinary  mechanical 
skill. 

(Before  McLean  and  Wilkins,  J  J.,  Eastern  District  of  Michigan,  June,  1857.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  infringement 
of  letters  patent  granted  for  improvements  in  planing  and 
tongueing  and  grooving  machines,  to  William  Woodworth, 
December  27,  1828,  and  more  particularly  referred  to  in  the  case 
of  Foss  V.  Herbert^  P*  3'* 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

S.  A.  &  D,  Goodwin^  fr.^  complainant. 

Lockwood  6f  Clarke  and  J^  V.  Campbell  for  defendants. 

McLean,  J. 

This  bill  complains  of  an  infringement  of  the  Woodvi^orth 
patent.  It  sets  forth  the  original  patent  granted  in  1828,  the 
death  of  the  patentee  in  1839,  administration  of  William  W. 
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Woodworth,  a  renewal  of  the  patent  in  1842,  an  extension  by 
act  of  Congress  in  1845,  to  take  effect  December  27,  1849, 
and  a  surrender  and  a  reissue  of  the  patent  on  amended  specifi- 
cations in  1845,  and  a  transfer  of  the  patent  by  the  administrator 
to  Wilson,  and  by  him  to  Pitts,  the  complainant. 

In  their  answers,  the  defendants  do  not  deny  the  invention 
of  Woodworth,  as  to  tjie  planing  machine,  and  admit  that  its 
validity  has  been  established  at  law ;  but  they  deny,  from  in- 
formation and  belief,  that  part  of  this  invention,  as  distinct 
from  the  planing  machine,  which  performs  the  operation  of 
tongueing  and  grooving.  This  part  of  the  combination  only 
is  in  controversy  in  this  case. 

No  patent  in  this  country  has  been  so  much  litigated  as 
Woodworth's  planing  machine.  While  this  affords  the  highest 
evidence  of  its  value,  it  has  involved  the  holder  of  the  patent  in 
an  expense  which  would  have  been  ruinous  had  not  the  re- 
newals been  granted,  as  above  stated. 

In  every  patent,  the  originality  of  the  invention  may  be  con- 
sidered open  to  controversy,  as  it  depends  upon  facts  which 
may  be  proved.  The  construction  of  the  patent,  being  matter 
of  law,  establishes  the  right,  on  the  facts  proved;  but,  in  a 
subsequent  case,  new  facts  may  be  proved,  showing  a  prior 
invention  of  the  same  thing. 

In  his  amended  specifications,  Woodworth  claims  the  com- 
bination of  the  rotating  planes  with  the  cutter  wheels,  for  the 
purpose  of  planing,  tongueing,  and  grooving  boards,  etc.,  at  one 
operation,  as  described ;  and  also  the  combination  of  the  cutter 
wheels,  for  tongueing  and  grooving  boards,  at  one  operation,  as 
described.  And,  finally,  the  combination  of  either  the  tongueing 
or  grooving  cutter  wheels,  for  tongueing  boards  with  the  pressure 
rollers,  as  described — the  effect  of  the  pressure  rollers  in  the 
operation  being  such  as  to  keep  the  boards,  etc.,  steady,  and 
prevent  the  cutters  from  drawing  the  boards  toward  the  center 
of  the  cutter  wheel,  while  it  is  being  moved  through  by  ma- 
chinery. In  the  planing  operation,  the  tendency  of  the  plane 
is  to  lift  the  boards  directly  up  against  the  rollers ;  but  in  the 
tongueing  and  grooving,  the  tendency  is  to  overcome  the  friction 
occasioned  by  the  pressure  of  the  rollers. 
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The  patent  having  been  issued  on  an  examination  of  the  right 
claimedi  is  prima  facte  evidence  of  such  right. 

Woodworth's  machine  consists  of  the  combination  of  me- 
chanical powers  to  plane,  tongue  and  groove  plank,  at  one 
operation,  and  he  claims  the  planing  as  a  distinct  operation^ 
and  also  the  tongueing  and  grooving  as  distinct  from  that  of 
planing. 

In  the  numerous  suits  that  have  been  prosecuted,  the  origin* 
ality  of  this  invention  has  not  been  successfully  assailed.  So 
far  as  regards  the  construction  of  Woodworth's  patent,  and  his 
corrected  specifications,  it  has  been  so  frequently  before  the 
Federal  Courts,  that  it  can  scarcely  be  considered  now  open 
for  controversy. 

No  new  light  can,  at  this  day,  be  expected  on  the  nature  and 
extent  of  Woodworth's  patent.  Its  originality  may  be  ques- 
tioned by  showing  prior  inventions ;  and  when  an  infringement 
of  it  is  charged,  it  must  be  tried  by  a  comparison  of  the  ma- 
chines. Two  machines  have  been  set  up  in  the  evidence  and 
argument,  as  the  same  in  the  principle  as  Woodworth's  and  of 
prior  date.  This  is  objected  to  on  the  ground  that  in  the  answer 
these  machines  are  not  referred  to  or  relied  on  as  affecting  the 
complainant's  right.  At  law,  a  notice  may  be  given,  and, 
indeed,  is  essential  to  authorize  such  a  defense.  In  chancery^ 
the  rules  of  pleading  equally  require  such  matter  to  be  set  up. 
Whether  at  law  or  in  chancery,  a  defense  in  bar  of  the  plain- 
tiflF's  right  must  be  set  up,  so  as  to  enable  the  plaintiflF  to  meet  it. 

In  the  case  of  O^ReiUy  v.  Morse^  15  How.  no,  the  Supreme 
Court  says :  ^  This  case  must  be  decided  by  ihe  testimony  in 
the  record,  and  we  can  not  go  out  of  it  and  take  into  consider- 
ation a  fact  stated  in  a  book  of  reports.  Moreover,  we  have 
noticed  this  merely  because  it  has  been  presented  in  the  argument. 
The  appellants  do  not  mention  it  in  their  answer,  nor  put  their 
defense  on  it ;  and  if  the  evidence  of  its  priority  was  conclusive, 
it  would  not  avail  them  in  this  suit,  for  they  can  not  be  allowed 
to  surprise  the  patentee  by  evidence  of  a  prior  invention,  of 
which  they  gave  him  no  notice." 

But  if  the  Shakers'  machine,  and  Muir's,  were  in  evidence, 
they  would  not  invalidate  Woodwortb's.     The  forn»er  is  rode 
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in  structure  and  impracticable.  The  Muir  machine,  it  would 
seem  from  its  organization,  could  not  tongue  and  groove  as  the 
Woodworth  machine  is  capable  of  doing.  In  tongueing  and 
grooving,  Woodworth  does  it  by  one  operation,  and  the  board  is 
subjected  to  the  same  pressure.  In  Muir's  it  is  done  by  dif- 
ferent tools,  and  at  different  spaces,  and  acting  in  different  ways 
on  different  spindles,  and  having  different  pressures ;  and  in  the 
last  part  of  the  operation,  there  seems  to  be  nothing  to  keep  the 
board  steady— consequently  the  work  can  not  be  complete. 

The  value  of  Woodworth's  machine  consists,  not  in  the 
novelty  of  its  parts,  but  in  their  combination.  It  is  not  enough 
to  show  that  other  machines  have  some  parts  more  or  less 
similar  to  those  of  Woodworth's.  Every  part  of  Woodworth's 
machine  may  be  found  in  use  in  some  mechanical  operation. 
The  most  valuable  inventions  consist  in  the  combination  of 
known  mechanical  powers.  Every  part  of  such  inventions 
may  be  found  in  some  form,  among  the  various  devices  of 
human  ingenuity  ;  and  the  man  who  unites  these  powers,  and 
produces  a  new  and  important  result  to  society,  is  well  denomi- 
nated a  public  benefactor.  It  is  not  the  man  who  may  form 
an  imperfect  machine,  which  may  suggest  to  a  higher  and  more 
practical  order  of  mind,  valuable  ideas  ;  but  it  is  the  one  who 
embodies  those  ideas  in  a  practical  and  working  form,  whom 
the  law  protects. 

Whether  v^e  examine  the  descriptions  of  the  machines  in 
controversy,  the  models  furnished,  or  the  opinions  of  the  ex- 
perts examined,  it  appears  that  the  machines  differ  but  little  in  the 
mode  of  their  structure.  The  mode  of  advancing  the  plank  to 
the  cutters,  by  reciprocating  clamps,  is  relied  on  mostly,  as 
distinguishing  the  defendant's  from  the  plaintifPs  machine. 

In  the  original  written  specifications  of  Woodworth's  patent 
of  1828,  there  is  no  claim  for  pressure  rollers  on  both  sides  of 
the  cutting  cylinder,  which  confine  the  board  to  its  place ;  but 
in  the  drawings,  these  rollers  appear  at  the  proper  places,  and 
this  is  sufficient.  But  in  the  amended  specifications  these 
rollers  are  described  in  their  combinations  for  planing,  and  also 
for  tongueing  and  grooving.  In  his  original  specifications, 
Woodworth  says :  ^^  The  carriage  which  sustains  the  plank  or 
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board  to  be  operated  upon,  may  be  moved  forward  by  means  of 
a  rack  and  pinion,  by  an  endless  chain  or  band,  by  geared 
friction  rollers,  or  by  any  of  the  devices  well  known  to  ma- 
chinists for  advancing  a  carriage,  or  materials  to  be  acted  upon, 
in  machines  for  various  purposes." 

It  is  said  by  the  experts,  that  the  combination  of  the  cutter 
heads,  with  the  pressure  rollers,  constitutes  the  invention  of 
Wood  worth  for  tongueing  and  grooving.  Some  of  the  experts 
say,  that  from  their  examination  of  the  defendants'  machine, 
and  also  of  Woodworth's  specifications,  they  find  the  combina- 
tion of  Woodworth,  for  tongueing  and  grooving,  in  defendants' 
machine.  The  effect  of  the  pressure  rollers  is  the  same  in 
both.  They  keep  the  board  steady  and  prevent  it  being  drawn 
toward  the  center  of  the  cutter  heads.  The  revolutions  of  the 
cutter  wheels,  in  each,  are  from  2,500  to  3,000  strokes  in  a 
minute. 

Take  out  the  surface  planing  knife  from  Woodworth's  ma- 
chine, and  there  remains  no  difference  between  it  and  the 
defendants'  machine  for  tongueing  and  grooving,  except  the 
mode  of  feeding.  And  the  mode  of  feeding  is  mainly  relied 
upon  as  showing  a  difference  in  principle  between  the  two 
machines.  But  if  the  invention  of  Woodworth  consists  in  the 
combination  of  the  cutter  heads  with  the  pressure  rollers,  then 
it  is  clear  there  is  an  infringement,  as  the  whole  of  the  com- 
bination is  used.  And  it  is  no  less  an  infringement,  if  the 
mode  of  forcing  the  board  forward  be  an  improvement  on 
Woodworth's  machine.  In  such  a  case  the  defendant  would 
have  no  more  right  to  use  the  invention  of  Woodworth  than 
the  plaintiff  would  have  to  use  the  improvement  of  Wilder. 
But  Woodworth,  in  his  specifications,  says :  "  In  a  single 
horizontal  machine  the  friction  rollers  may  be  geared,  and  the 
pressure  rollers  placed  above  them,  10  feed  the  boards  with  or 
without  the  carriages."  And  again :  ^^  In  the  present  instance, 
the  plank  is  supposed  to  be  advanced  by  means  of  one  or  two  pairs  of 
friction  or  feed  rollers^  shown  at  F,  F.  The  uppermost  F,  F'  of 
the  pairs  of  rollers  may  be  held  down  by  springs  or  weights, 
levers,  etc.  The  lowermost  of  these  rollers  may  be  fluted,  or 
made  rough  on   their  surfaces,  so  as  to   cause  friction  on  the 
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underside  of  the  plank."     In  the  summing  up  he  spoke  of  the 
pressure  rollers,  as  described,  to  keep  the  board  steady,  etc. 

The  entire  specifications  may  be  examined,  to  ascertain  the 
claim  of  the  patentee.  The  specifications,  and  also  the  draw- 
ings, constitute  a  part  of  the  patent. 

The  claim  of  ^^  the  combination  of  the  tongueing  and  groov- 
ing cutter  wheels,  for  tongueing  and  grooving  boards,  and  the 
combination  of  either  the  tongueing  or  the  grooving  cutter 
wheel,  for  tongueing  or  grooving  boards,  etc.,  with  the  pressure 
rollers,  as  described,"  is  a  claim,  not  only  for  tongueing  and 
grooving,  by  one  operation,  but  also  for  tongueing  or  grooving 
separately,  with  the  pressure  rollers. 

The  plank  in  tongueing  and  grooving,  as  well  as  in  planing, 
is  moved  against  the  cutting  knives  by  rollers,  which,  in  his 
original  patent,  are  described  as  ^*  geared  friction  rollers,  to  move 
forward  the  board."  Now,  if  the  machinery  to  force  the  board 
against  the  cutting  knives,  in  tongueing  and  grooving,  or  in 
planing,  is  in  Woodworth's  combination,  can  it  be  objected 
that  the  rollers  are  not,,  as  often*  as  named  in  the  specifications, 
called  feeding  rollers  i  They  pecform  that  office,  and  whether 
feeding,  friction,  or  pressure  rollers,,  is  immaterial.  The  ma- 
chinery is  there,  and  the  principle  on  which  it  operates  is  seen, 
and  this  is  sufficient  to  sustain  the  patent. 

The  reciprocating,  or  eccentric  clamps,  as  they  are  called,  are 
in  effect  feed  rollers.  ^^  Where  one  clamp  is  on  the  board  to 
shove  it  ahead,  the  other  one  is  drawing  back  to  get  a  new  hold, 
and  is  not  in  contact  with  the  board."  And,  in  this  way,  the 
clamps  seize  the  board  alternately,  and  push  it  forward.  At  the 
same  time  they  act  as  a  pressure  roller.  This  is  a  clumsy 
attempt  to  avoid  the  Woodworth  patent,  for  tongueing  and 
grooving,  by  the  substitution  of  these  clamps  for  the  rollers  of 
Woodworth,  which  propel  the  board  on  the  cutting  knives. 

Woodworth  calls  for  feed  and  pressure  rollers,  and  says  that 

the  plank  may  be  moved  forward  by  other  means.     Now,  a 

patent,  in  calling   for  a   specific   mode,  embraces   in   law  all 

mechanical  equivalents,  or  modes  which  operate  on  the  same 

principle;  consequently  all  modes,  however  changed  in  form^ 

but  which  act  substantially  on  the  same  principle,  and  effect 
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the  same  end,  are  within  the  patent.  If  this  were  not  so,  a 
patent  right  would  be  of  no  value,  as  it  might  be  avoided  by 
any  one  who  possessed  ordinary  mechanical  skill. 

As  it  appears  from  the  evidence,  that  the  infringement  of  the 
plaintifPs  patent  was  free  from  any  aggravated  circumstances, 
and  was  the  result  of  a  conviction  by  the  defendants  that  they 
were  protected  by  Wilder's  patent,  under  which  they  were 
licensed,  they  will  be  held  responsible  in  damages  only  for  the 
profits  realized  after  a  deduction  of  all  expenses,  etc.,  in  carry- 
ing on  their  operations. 


Zebvlon  Parker 

vs. 

John  Hawk. 

In  an  action  on' the  case  brought  under  the  patent  lawrs  of  the  United  States  ibr  an 
infnngement  of  a  patent  right  within  the  State  of  Ohio,  the  limiution  act  of  that 
State  in  force  when  the  infringement  took  place,  which  bars  all  actions  on  the  case 
after  six  years  from  the  time  the  cause  of  action*  accrued,  is  a  good  plea. 

The  34th  section  of  the  Judiciary  Act  of  1789^  providing  that  the  laws  of  the  several 
Sutes  not  in ■  conflict  with  the  Constitution,  treaties  or  laws  of  the  United  States, 
shall  form  rules  of  decision  for  the  Courts  of  the  United  States,  includes  State 
l^isladon  for  the  limitation  of  actions,  and  will  have  the  same  force  in  those 
Courts  as  in  the  Courts  of  the  States. 

As  the  act  of  Congress  provides  that  the  action  of  case  may  be  brought  for  an  infringe- 
ment of  a  patent  right,  and  the  Statute  of  Ohio  bars  that  action  by  its  technical 
denomination  after  six  years,  the  limitation  must  apply  as  a  bar. 

Until  Congress  shall  declare  the  time  of  limitation  for  an  action  for  an  infringement 
of  a  patent  right,  there  is  no  reason  why  a  State  may  not  interpose  to  prevent  its 
citizens  firom  vexatious  suits  for  alleged  infringements  of  patent  rights,  by  the  en- 
actment of  reasonable  statutes  of  limitation  barring  such  suits. 

(Before  LxAvrrr,  J.,  Southern  District  of  Ohio,  December,  1857.^ 

This  was  a  demurrer  to  the  plea  of  the  statute  of  limitations. 

A  patent  for  a  new  and  useful  ^^  improvement  in  hydraulic 

power,"  was  granted  to  21ebulon  and  Austin  Parker,  October 
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19,  1829,  and,  having  been  extended  for  seven  years  from  the 
expiration  of  the  first  term,  expired  October  29,  1850.  An 
action  on  the  case,  to  recover  damages  for  the  infringement  of 
this  patent,  during  its  lifetime,  was  brought  in  1857.  To  this 
action  the  defendant  pleaded  the  statute  of  limitations  of 
Ohio,  limiting  actions  on  the  case  to  six  years,  to  which  plea 
the  plaintiff  demurred. 

G.  M.  Lee  and  S.  S.  Fisher  for  plaintiff. 

T.  Ewingy  5^.,  for  defendant. 

Lbavitt,  J. 

This  is  an  action  on  the  case  for  an  infringement  of  the 
plaintiff's  patent  for  an  improvement  in  the  application  of  hy- 
draulic power,  known  as  the  Parker  water  wheel.  The  dec- 
laration is  in  the  usual  form,  and  avers  an  infringement  by  the 
defendant  on  a  day  specially  designated.  The  defendant  has 
pleaded  the  statute  of  limitations  of  the  State  of  Ohio  in  force 
when  the  cause  of  action  accrued,  by  which  all  actions  on  the 
case  for  consequential  damages,  are  barred  after  six  years.  To 
this  plea  the  plaintiff  has  filed  a  general  demurrer,  and  this  pre- 
sents the  question  now  to  be  decided. 

The  counsel  for  the  plaintiff  insists  that  the  limitation  act 
of  Ohio  does  not  apply  to  a  cause  of  action  arising  under  an 
act  of  Congress.  The  argument  is,  that  as  the  power  to  grant 
patents  for  new  and  useful  inventions  is  vested  exclusively  in 
Congress  by  the  Constitution  of  the  United  States,  and  the 
franchise  of  a  patentee  is  created  by  Congressional  legislation, 
DO  State  law  can  affect  or  impair  his  right. 

The  question  as  applicable  to  this  action  is  new  in  this  Court, 
nor  has  it  been  directly  decided  by  the  Supreme  Court  of  the 
United  States.  The  Supreme  Court,  however,  have  affirmed 
principles  which  by  analogy  may  be  regarded  as  decisive  of  the 
question  arising  on  this  demurrer.  It  is  well  settled  that  as 
State  laws  for  the  limitation  of  time  within  which  actions  may 
be  brought  afect  merely  the  remedy,  and  do  not  impair  the 
obligation  of  a  contract,  they  are  to  be  regarded  as  rules  of  de- 
cision by  the  Courts  of  the  United  States. 
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The  case  of  McCluney  v.  SiUiman^  3  Pet.  270,  is  one  in 
which  this  principle  was  recognized  and  applied  by  the  Supreme 
Court.  It  was  an  action  on  the  case  against  the  defendant  as 
Register  of  a  Land  OfEce  in  Ohio  for  nonfeasance,  in  refusing, 
on  the  request  of  the  plaintiff,  to  enter  his  application  for  the 
purchase  of  certain  Government  lands,  as  required  by  an  act  of 
Congress.  The  plaintiff  put  in  the  plea  of  not  guilty  within 
six  years,  to  which  there  was  a  demurrer.  It  was  insisted  that 
the  Ohio  statute  of  limitations  could  not  be  interposed  as  a  bar 
to  an  action  against  a  public  officer  for  an  omission  of  a  duty 
enjoined  by  an  act  of  Congress.  The  opinion  of  the  Court, 
in  which  ail  the  judges  concurred,  was  delivered  by  Judge 
McLean.  The  learned  judge,  after  citing  section  34  of 
the  Judiciary  Act  of  1789,  which  provides  ^^that  the  laws  of 
the  several  States,  except  where  the  Constitution,  treaties  or 
statutes  of  the  United  States  sbaU  otherwise  require  or  provide, 
shall  be  regarded  as  rules  of  decision  in  trials  at  common  law, 
in  the  Courts  of  the  United  States  in  cases  where  they  apply," 
arrives  at  the  conclusion  that  the  limitation  act  of  Ohio  was 
applicable  to  the  case,  and  was  a  bar  to  the  action.  The  Court 
say :  ^^  Under  this  statute  the  acts  of  limitation  of  the  several 
States,  where  no  special  provision  has  been  made  by  Congress, 
form  a  rule  of  decision  in  the  Courts  of  the  United  States,  and 
the  same  effect  is  given  to  them  as  is  given  in  the  State  Courts." 
The  Court  further  hold  '^  that  where  the  statute  is  not  restricted 
to  particular  causes  of  action,  but  provides  that  the  action  by 
its  technical  denomination  shall  be  barred  if  not  brought  within 
a  limited  time,  every  cause  for  which  the  action  may  be  pros- 
ecuted, is  within  the  statute."  And  again :  ^^  In  giving  a 
construction  to  this  statute,  where  the  action  is  barred  by  its 
denomination,  the  Court  can  not  look  into  the  cause  of  action." 
The  Court,  in  accordance  with  these  views,  therefore  overruled 
the  demurrer  to  the  plea  of  the  statute  of  limitations. 

There  would  seem  to  be  no  doubt  that  the  decision  in  the 
case  referred  to,  must  control  the  pending  question.  It  is  true 
the  cause  of  action  in  the  case  decided  by  the  Supreme  Court 
was  not  the  same  as  in  the  case  before  this  Court.  This  is  an 
action  for  an  infringement  of  a  patent  right,  but  like  the  case 
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of  McCluney  v.  Silliman^  it  is  an  action  on  the  case,  and  there- 
fore within  the  category  of  suits  expressly  barred  by  the  Ohio 
statute.  The  Act  of  February  25,  1831,  in  force  when  the 
cause  of  action  accrued  in  this  case,  3  Chase,  1768,  fixes 
the  bar  in  ^^  actions  on  the  case  for  consequential  damages,"  at 
six  years.  It  is  clear  that  an  action  for  an  infringement  of  a 
patent  right  is  within  this  designation.  The  Act  of  Congress  of 
July  4,  1836,  expressly  provides  that  damages  may  be  recovered 
for  an  infringement,  by  ^^an  action  on  the  case.''  It  is  not 
material  to  inquire,  whether  this  provision  excludes  every  other 
remedy  at  law.  From  the  nature  of  the  injury  complained  of, 
it  admits  of  no  doubt  that  the  action  on  the  case  is  the  appro- 
priate action.  And  if  the  statute  did  not  directly  authorize  it, 
and  the  party  complaining  of  the  injury  was  remitted  to  his 
remedy  at  common  law,  this  would  be  the  proper  form  of 
action.  And  in  accordance  with  the  views  of  the  Supreme 
Court,  it  is  barred  by  its  denomination  as  an  action  on  the  case, 
without  inquiry  into  the  grounds  of  the  action. 

I  can  perceive  no  objection  in  principle  to  the  application  of 
the .  doctrine,  established  by  the  Supreme  Court,  to  this  case. 
Congress  has  omitted  to  prescribe  any  bar  from  the  lapse  of 
time,  to  an  action  for  an  infringement  of  a  patent  right.  It  was 
undoubtedly  within  the  competency  of  that  body  to  have  done 
so :  and  in  the  case  of  copyrights,  it  has  exercised  this  power. 
Does  it  follow,  because  it  has  failed  to  establish  a  limitation  in 
suits  for  infringements  of  patent  rights,  that  the  right  of  the 
patentee  to  sue  shall  be  indefinitely  extended  ?  And  is  it  not 
expedient,  while  it  violates  no  principle,  that  the  legislation  of 
the  State  shall  be  invoked  to  protect  its  citizens  from  the  an- 
noyance of  being  sued  upon  stale  claims  for  alleged  infringe- 
ments? A  patentee  has  clearly  no  ground  to  complain  of  a 
violation  of  his  rights  under  his  patent,  by  being  required  to 
prosecute  within  a  reasonable  time.  The  right  to  sue  at  any 
time,  is  not  a  right  secured  to  him  by  the  emanation  of  a  pat- 
ent, and  he  can  clearly  claim  nothing  that  jis  not  conferred 
by  his  patent.  There  is  no  force  in  the  argument,  that  in  this 
view  it  would  be  in  the  power  of  a  State  to  defend  the  rights  of 
a  patentee  by  prescribing  a  period  of  limitation  so  short  as  to 
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render  it  impracticable  to  sue  for  an  infringement.  It  is  a  suf* 
ficient  reply  to  this,  that  this  objection  does  not  exist,  and  can 
not  therefore  apply  in  reference  to  the  statute  of  Ohio  now  in 
question.  And  this  Court  can  not  mold  its  decision  in  this  case, 
in  apprehension  of  such  future  legislation  by  a  State,  as  may  in- 
terfere with  or  thwart  the  just  rights  of  a  patentee.  It  will  be 
proper  for  the  Court  to  determine  what  its  action  shall  be,  when 
the  grievance  supposed  shall  have  an  actual  existence. 

The  DEMURRER  to  the  plea  of  the  statute  of  limitations  is 
overruled. 

[Norn.—- At  «  rabsequent  term,  the  tame  question  u-om  in  the  cue  of  Parker  t. 
K«//,  when  Judge  McLeam  was  sitdag  with  the  District  judge,  and  the  nilmg  of  the 
Court  in  the  foregoing  case  was  affirmed*] 


Conrad  Poppenhusen 

vs. 

The    New  York   Gutta   Percha   Comb   Company. 

The  **Tin  Foil  Patent/' granted  to  L.  Otto  P.  Meyer,  April  4,  1854,  purports  to 
grant  the  exclusive  right  to  the  use  and  application  of  tin  foil,  or  its  equivalents, 
to  the  hard  compound  of  India  rubber  and  gutta  percha,  during  the  process  of  vul- 
canization, in  the  manner  described,  to  preserve  and  retain,  during  the  process  of 
heating  and  hardening,  the  forms  and  shapes  given  to  the  material,  before  the 
heating  process  commences,  without  any  other  pressure  or  jnolda. 

The  "  Grease  Patent^**  granted  to  L.  Otto  P.  Meyer,  December  40,  1853,  purports  to 
grant  the  use  of  oil  or  other  equivalent  substance  applied  to  the  surface  of  the 
prepared  gum  and  between  the  gum  and  the  plates  of  metal,  or  the  molds  sub- 
stantially as  described  in  the  specification. 

The  patent,  when  produced  in  evidence,  is  priau  fade  efidence  that  the  patentee  wu 
the  inventor}  that  the  thing  patented  was  new  and  asefiilj  and  that  in  the  speci- 
fication there  is  contained  a  description  in  such  full,  clear,  and  exact  terms,  as  will 
enable  any  one  skilled  in  the  art  to  which  it  apperuins  to  put  it  in  practice  from 
such  description. 

It  is  not  whether  a  man  conceived  the  idea  that  the  thing  patented  could  be  done ;  to 
deprive  the  patentee  of  the  right  which  the  patent  grants,  he  must  have  pot  his 
idea  ioto  practice. 
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The  patent  it  frimm facie  evidence  that  it  i«  difiorent  from  any  patent  prerioiuly  issued 
to  any  other  person^  and  difierent  from  any  description  in  the  specification  of  such 
. .    patent. 

If  the  invendon  was  useful  when  the  patent  issued,  the  patent  is  valid.  If  it  has  l>e- 
come  useless  nnce,  by  the  discovery  of  some  other  method  which  dispenses  with 
ir,  that  would  give  no  right  to  the  defendants  to  use  It. 

Where  experiments  are  performed  as  a  matter  of  business,  when  the  product  of  the  ex- 
periment is  thrown  into  the  market  to  compete  with  the  product  of  the  patentee, 
although  it  may  be  called  an  experiment,  it  is,  nevertheless,  an  infringement  of 
the  patent. 

When  one  in  the  employ  of  a  corporation,  in  the  business  of  hit  employment,  does  an 
act  for  their  benefit,  which  they  adopt,  approve,  and  take  advantage  of^  they  will 
be  deemed  to  have  authorised  the  act,  and  will  be  as  much  bound  by  it  as  if  ex- 
pressly authorised. 

The  act  of  violation  is  proof  that  the  plaintifF  is  entitled  to  some  damages ;  and  when 
the  amount  of  damages  is  not  proved,  the  rule  is  that  the  jury  give  nominal 
damages,  and,  if  the  plaintiff  intends  to  claim  more  than  nominal  jdamages,  he, 
being  entitled  to  recover  his  actual  damages,  must  satisfy  the  jury  what  his  actual 
damages  are. 

(Before  Ingcksoll,  J.,  Southern  District  of  New  York,  May,  1858.) 

This  was  an  action  on  the  case  tried  by  Judge  Ingbrsoll  and 
a  jury,  for  the  alleged  infringement  of  two  letters  patent  granted 
to  L.  Otto  P.  Meyer,  one  dated  December  20>  1853,  ^^^  *'  ^° 
improvement  in  processes  of  vulcanizing  caoutchouc  com- 
pounds," and  the  other  dated  April  4,  1854,  for  ^^an  improve- 
ment in  treating  caoutchouc,  and  other  vulcanizable  gums," 
both  of  which  had  been  assigned  to  plaintifF. 

The  invention  described  in  the  first  patent  consisted  in  pro- 
ducing, by  means  of  oil  or  other  fatty  substance,  smooth  and 
glossy  surfaces  upon  the  material  commonly  known  as  the  hard 
compound  of  vulcanized  caoutchouc,  or  gutta  percha,  or  other 
similar  gums,  which  might  be  manufactured  according  to  the 
processes  described  in  letters  patent,  granted  to  Charles  Good- 
year, June  15,  1844,  and  Nelson  Goodyear,  May  6,  1851. 

The  claim  was  as  follows : 

^  The  producing  of  smooth  and  glassy  surftces  upon  the  hard  compounds  of  caout- 
chouc and  other  vulcanizable  gums,  by  means  of  the  use  of  oil,  or  other  equivalent 
snbetance,  applied  to  the  vaihce  of  the  prepared  gum,  and  between,  the  gum.  and  the 
plates  of  metal,  or  the  molds^** 
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The  invention  described  in  the  second  patent  consisted  in 
covering  the  surface  of  what  is  known  as  the  hard  compound  of 
caoutchouc  with  tin  foil  or  other  equivalent  substances  to  pre- 
serve the  form  previously  given  by  embossing  or  molding.  The 
contact  of  the  tin  foil  during  the  curing  process  having  the  effect 
to  preserve  the  form  and  the  surface  without  pressure  or  molds. 

C.  M.  Keller  and  F.  B.  Cutting  for  plaintiff. 

George  Gifford  and  E.  W.  Stoughton  for  defendants. 

Ingersoll,  J. 

The  suit,  gentlemen,  is  upon  two  patents;  one  issued  in 
December,  1853,  which,  I  believe,  is  denominated  here  as  the 
*'  Grease  patent ;  "  and  the  other  issued  in  April,  1854,  which 
has  been  denominated  the  "Tin  Foil  Patent."  They  were 
issued  to  one  Meyer,  as  the  jnventor ;  and  subsequently  Mr. 
Meyer  transferred  all  right  and  title  which  he  had  to  both  of 
them  to  the  plaintiff.  So  that,  from  the  time  of  the  transfer  up 
to  the  present  period,  the  plaintiff  has  had,  and  now  has,  all  the 
rights  which  Meyer,  at  the  time  of  the  issue  of  the  patents,  had 
to  them. 

It  is  important,  in  a  case  of  this  kind,  where  you  are  to  de- 
termine the  rights  between  parties,  that  you  should  ascertain, 
in  the  first  place,  what  is  in  controversy ;  and,  to  enable  you 
justly  to  determine  this  case,  there  are  three  principal  ques- 
tions which  are  to  be  considered  by  you,  and  which  should  be 
kept  distinct  in  your  minds.  And  it  is  necessary  that  you 
should  consider  them  distinctly  when  you  retire  to  your  room 
to  compare  opinions  in  regard  to  the  verdict  that  you  shall 
render. 

These  three  questions,  gentlemen,  are :  First,  what  do 
these  patents  purport  to  grant  7  And  having  ascertained  what 
these  patents  purport  to  grant,  the  next  question  is  :  Are  the 
rights  which  the  patents  purporc  to  grant,  valid  grants  of  right  ? 
And  if  they  are,  then,  in  the  third  place,  have  these  defend- 
ants infringed  upon  any  of  the  valid  grants  of  right  which  the 
patents  have  conferred  ?     And  if  they  have,  then  it  will   follow 
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as  a  necessary  consequence,  that   the   plaintiff    is   entitled   to 
recover  some  damages. 

I  will,  in  the  first  place,  turn  your  attention,  gentlemen,  to 
the  patent  known  as  the  ^^  Tin  Foil  Patent/'  It  is  the  duty  of 
the  Court  to  determine  what  the  patent  purports  to  grant.  The 
patent  of  April  4,  1854,  purports  to  be  for  a  new  and  useful 
improvement  in  the  manufacture  of  caoutchouc  and  other 
vulcanizable  gums.  As  gutta  percha  is  a  vulcanizable  gum, 
the  patent  comprehends  that  as  well  as  India  rubber.  The 
patent  does  not  purport  to  grant  the  exclusive  right  to  vulcanize 
the  hard  compound,  in  contact  with  metallic  surfaces ;  or  to 
vulcanize  this  compound  when  the  series  of  sheets  are  piled 
upon  one  another  with  interposed  sheets  of  flexible  material^ 
when  the  pile  is  confined  between  iron  plates  ;  or  generally  to> 
give  form  or  shape  to  such  compound  by  pressure ;  or  to  pre- 
serve, during  the  process  of  vulcanization,  the  form  previously 
imparted  by  pressure  to  the  hard  compound. 

The  nature  and  object  of  this  patent  was  to  give  desired 
forms  and  shapes  to  the  material  commonly  known  as  the  hard 
compound  of  vulcanizable  caoutchouc,  or  gutta  percha  (which 
material  may  be  manufactured  according  to  the  process  de- 
scribed in  the  letters  patent  granted  to  Charles  Goodyear,  of 
the  date  of  June  15,  1844;  and  to  Nelson  Goodyear,  of  the 
date  of  May  6,  185 1),  by  heating,  hardening,  and  curing  the 
material  while  it  is  covered  by,  and  in  contact  with,  the  tin  foil', 
or  similar  sheets  of  other  metals.  The  nature  and  object  of 
the  invention  was  to  give  desired  form  and  shape  to  such  vuF* 
canized  hard  compound,  while  it  was  so  covered  and  in  such 
contact.  The  patentee,  in  his  specification  to  his  patent,  speci- 
fies an(^  sets  forth  the  essential  means  by  which  this  object  is 
accomplished. 

He  takes  a  sheet,  mass,  or  piece  of  the  prepared  compound,  in 
its  green,  unvulcanized,  and  plastic  state  ;  he  covers  it  with  tin 
foil,  which  he  prefers  to  any  other  metal ;  he  then  stamps  or 
presses  the  plastic  material  into  the  shape  or  form  desired, 
stamping  or  pressing  at  the  same  time  the  sheet  of  tin  foil  so 
that  it  shall  completely  cover  and  be  in  contact  with  the  gum, 
which  can  be  easily  done  on  account  of  the  thinness  and  flex- 
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'  ibility  of  the  metal.     This  is  all  that  is  done  preparatory  to  the 

heating  process. 

The  material  thus  formed,  thus  shaped,  thus  covered  with 
the  tin  foil — with  nothing  but  the  tin  foil — to  preserve  the  form 
and  shape,  he  then  subjects  to  the  heating  process  without  fur- 
ther care  or  preparation.  Upon  the  completion  of  the  heating 
process,  when  the  hard  compound  is  completely  vulcanized, 
the  form  and  shape  given  to  the  stamped  or  pressed  material 
before  it  was  subjected  to  the  heating  process,  is  preserved 
entire,  by  reason  of  the  covering  of  the  tin  foil,  and  by  no  other 
means ;  and  the  surface  of  the  mater^l,  which  has  been  in  con- 
tact with  the  flexible  metal,  is  smooth  as  the  surface  of  the 
metal.  The  contact  of  the  tin  foil  with  the  material  to  be 
cured  has  the  effect,  during  the  curing  process,  to  preserve  the 
form  and  shape  of  the  material,  in  the  form  and  shape  which  it 
was  in  before  being  submitted  to  the  heating  process,  without 
any  other  pressure,  and  without  molds.  By  means  of  the  tin 
foil,  or  other  equivalent,  so  used  and  applied,  and  by  no  other 
means,  this  desired,  and,  as  the  plaintiff  claims,  useful  effect  or 
result  is  produced. 

And  the  patent  purports  to  grant  to  the  patentee  the  exclu- 
sive right  to  the  use  and  application  of  tin  foil,  or  its  equivalents, 
to  the  hard  compound  of  India  rubber  and  gutta  percha  during 
the  process  of  vulcanization,  in  the  manner  described,  to  pre- 
serve and  retain,  during  the  process  of  heating  and  hardening, 
the  forms  and  shapes  given  to  the  material,,  before  the  heating 
process  commences,  without  any  other  pressure  or  molds. 

This,  gentlemen,  is  the  whole  that  the  patent  purports  to 
grant.  It  purports  to  grant  nothing  else ;  it  purports  to  grant 
the  whole  of  this.  And  that  you  may  understand  it  more  per- 
fectly, I  will  repeat  what  I  have  already  said :  The  patent 
purports  to  grant  to  the  patentee  the  exclusive  right  to  the  use 
and  application  of  tin  foil  or  its  equivalents,  to  the  hard  com- 
pound of  India  rubber  and  gutta  percha  during  the  process  of 
vulcanization,  in  the  manner  described,  to  preserve  and  retain, 
during  the  process  of  heating  and  hardening,  the  forms  and 
shapes  given  to  the  material,  before  the  heating  process  com- 
mences, without  any  other  pressure  or  molds. 
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This  is  what  is  patented  ;  and  this  construction  of  the  patent 
must  govern  you  in  considering  the  case. 

This  is  the  grant  of  right,  which  the  patent  purports  to  make. 

And  this  grant  of  right,  which  the  patent  purports  to  make, 
is  a  valid  grant  of  right,  giving  to  the  patentee  as  good  title  to 
it  as  you  have  to  any  property  which  you  may  own,  and  enti- 
tled to  equal  protection,  provided,  at  the  time  of  the  application, 
the  patentee  was : 

In  the  first  place,  the  inventor  of  the  thing  patented. 

In  the  second  place,  that  the  thing  patented  was  new. 

In  the  third  place,  that  it  was  useful. 

And  provided  further,  in  the  fourth  place,  that  the  invention 
or  thing  patented  in  the  specification,  is  described  in  such  full, 
clear,  and  exact  terms  as  will  enable  any  one  skilled  in  the  art 
to  which  it  appertains,  to  put  it  in  practice  from  the  descrip- 
tion in  the  specification  contained. 

And  the  law  is,  that  the  patent,  when  produced  in  evidence, 
is  prima  facie  evidence  that-  the  patentee  was  the  inventor ;  that 
the  thing  patented  was  new  and  useful ;  and  that  in  the  specifi- 
cation, there  is  contained  a  description  in  such  full,  clear,  and 
exact  terms  as  will  enable  any  one  skilled  in  the  art  to  which 
it  appertains,  to  put  it  in  practice  from  the  description  con- 
tained in  the  specification. 

Which  prima  facie  evidence  must  control  you  in  your  determ- 
ination, unless  such  prima  facie  evidence  is  rebutted  by  coun- 
tervailing evidence  introduced  during  the  progress  of  the  trial. 

The  question,  then,  gentlemen,  to  be  submitted  to  you  is  : 
Has  this  prima  facie  evidence  been  rebutted  by  sufficient  coun- 
tervailing evidence  introduced  in  the  case  ?  If  it  has  not  been, 
then  it  will  follow  that  the  grant  of  right  in  the  patent  con- 
tained, is  a  valid  grant  of  right. 

Was,  then,  the  thing  patented,  new  ?  The  counsel  on  the 
part  of  the  defense  have  relied  upon  evidence  which  they  have 
introduced  to  you  to  prove  that  it  was  not  new  ;  that  it  was 
patented  by  a  French  patent,  and  described  in  the  specification 
to  that  patent,  which  has  been  read  from  a  French  publication  ; 
that  it  was  patented  to  either  one  or  both  of  the  Hancocks,  and 
described  in  the  specification  to  the  patent  of  Goodyear ;  and  that 
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it  is  the  same  as   the   mode  adopted   in   the   manufacture  of 
gaskets. 

If)  before  the  invention  of  the  patentee  (provided  the  thing 
patented  was  his  invention),  tin  foil,  or  any  other  flexible,  pliable 
material  or  substance,  performing  substantially  the  same  office, 
which  office  is  to  preserve  and  retain  the  forms  and  shapes,  in 
substantially  the  same  way,  was,  either  by  the  French  patent  or 
by  either  of  the  Hancock  patents,  or  by  any  mode  described  in 
either  of  the  specifications,  or  by  the  mode  of  making  gaskets, 
used  and  applied  as  a  covering  to  the  hard  compound  of  India 
rubber  or  gutta  percha,  substantially  in  the  manner  described  in 
the  patent  of  Meyer,  to  preserve  and  retain,  during  the  process 
of  heating  and  hardening,  without  any  other  pressure,  the  forkns 
and  shapes  given  to  the  material  to  be  vulcanized,  before  the 
heating  process  commenced,  then  the  invention  of  the  patentee 
was  not  new,  and  the  grant  of  right  which  the  patent  purported  to 
make  was  inoperative,  and  conveyed  no  valid  right  to  the  patentee. 
But  although,  gentlemen,  tin  foil  or  other  material  may  have 
been  used  in  some  way,  in  some  one  of  these  patents,  if  it  was 
not,  or  if  any  other  flexible    or  pliable   material,  substantially 
performing  the  same  office  in  substantially  the  same  way,  was 
not  used  to  preserve  and  retain,  during  the  process  of  heating 
and  hardening,  without  any  other  pressure,  the  forms  and  shapes 
given  to  the  material  to  be  vulcanized,  before  the  heating  pro- 
cess commenced,  then  there  is  nothing  in  any  of  these  claimed 
inventions,  or  patents,  that  would  make  the  patent  to  Meyer 
inoperative,  or  would  deprive  him  of  the  right  which  the  patent 
purports  to  grant. 

Or  if,  gentlemen,  before  the  invention  of  Meyer,  either 
Goodyear,  or  any  one  else  at  Roxbury,  did  invent  the  same 
thing,  and  put  the  same  in  practice — I  lay  emphasis  on  that — 
put  the  same  in  practice — ^in  such  an  event,  the  right  granted  to 
Meyer  was  void.  It  is  not  whether  a  man  conceived  the  idea 
that  it  could  be  done.  To  deprive  the  patentee  of  the  right 
which  the  patent  grants,  he  must  have  put  his  idea  in  practice. 
And  it  is  claimed  on  the  part  of  the  plaintiflF,  that  no  one  has 
been  proved  to  you  to  have  had  any  idea  of  this  kind,  of  giving 
this  form  and  shape  to  the  material  to  be  vulcanized,  without 
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any  other  pressure  than  that  applied  by  the  tin  foil,  or  other 
equivalent  substance ;  and  not  only  that,  but,  if  there  was  any 
such  idea,  it  was  never  put  in  practice  by  any  one  else. 

And  in  relation  to  this  patent  to  Goodyear,  of  April  4,  1854, 
which  was  issued  at  the  same  time  as  the  patent  to  Meyer,  the 
patent  issued  to  Meyer  is  prima  facie  evidence  that  it  was  dif- 
ferent from  that  issued  to  Goodyear,  and  different  from  any 
description  which  Goodyear  gave  in  his  specification. 

The  next  question,  gentlemen,  is  :  Was  it  useful  ?  And  I  do 
not^think  this  will  occupy  much  of  your  time«  It  dispenses, 
among  other  things,  with  the  molds  or  plates ;  and  it  is  claimed 
that  it  preserves  the  forms  better  than  in  the  old  molds.  And, 
gentlemen,  there  is  one  species  of  evidence  that  must  have 
struck  you,  and  that,  when  it  is  introduced,  always  goes,  to  my 
mind,  to  convince  me  very  strongly,  that  it  is  useful,  and  that 
is,  the  use  by  the  defendants;  for  the  answer  is  :  If  it  is  not  use- 
ful, why  did  they  use  it  7  Men  are  not  apt,  gentlemen,  to  use 
useless  things  when  they  are  endeavoring  to  make  a  profit.  But 
I  submit  the  question  to  you,  whether  it  is  useful. 

Mr.  Stoughton  :  We  have  not  suggested  that  the  use  of 
tin  foil  is  not  useful ;  it  is  the  grease  we  say  that  is  not  usefuL 

Court  :  Then,  gentlemen,  it  is  not  claimed  that  this  inven- 
tion, such  as  I  have  described  to  you,  is  not  useful. 

The  next  question  is :  Was  the  patentee  the  inventor  ?  He 
must  have  been  the  inventor  to  give  him  the  right  which  the 
patent  purports  to  grant.  The  patent  is  prima  facie  evidence 
that  he  was  the  inventor.  But  it  is  said,  in  addition  to  what  I 
have  already  stated,  that  if  the  invention  was  not  fully  described 
in  some  of  the  publications  or  patents  I  have  referred  to,  to  wit, 
the  French  patent,  and  the  patent  to  the  Hancocks,  there 
was  so  much  described,  so  nearly  allied  to  this,  that  it  required 
no  invention  to  produce  this,  and  that  there  was  nothing  to 
contrive ;  and  it  is  said  that  after  what  was  done  by  the  Han- 
cocks, it  required  no  genius,  no  effort,  to  come  to  the  conclu- 
sion that  this  could  be  done  which  the  patent  purports  to  grant 
to  Meyer. 

As  I  have  already  said,  the  patent  is  prima  facie  evidence 
that  the  patentee  was  the  inventor ;  and  the  defendants,  to  re- 
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move  the  prima  facte  evidence,  must  satisfy  you  that  it  required 
no  invention.  An  expert  has  been  introduced  to  you  to  say 
that,  in  his  opinion,  it  did  not.  Another  one  says  that,  in  his 
judgment,  it  did.  But  after  all,  you,  gentlemen,  are  the  best 
judges  to  determine  whether  it  required  invention — whether  it 
required  any  contrivance ;  and  if,  in  your  opinion,  it  required 
invention,  and  he  is  the  inventor,  then  the  patent  can  not  be 
successfully  attacked  on  that  ground. 

The  next  question  is :  Was  it  sufficiently  described  so  that 
any  one  skilled  in  the  art  could  understand  it  ?  The  patent,  as 
I  said  before,  \s  prima  facie  evidence  that  it  was.  Mr.  Edward 
S.  Renwick  says  that,  from  looking  at  the  patent,  he  does  not 
think  he  could  determine  what  was  to  be  done.  The  rule  is, 
gentlemen,  that  one  skilled  in  the  art  shall  be  able  to  determine  ; 
but  it  appears  that  Mr.  Renwick  was  not  skilled  in  the  art.  It 
seems  to  me  that  the  great  difficulty  in  Mr.  Renwick's  mind, 
in  determining  this  was,  that  he  did  not  understand  what  was 
granted.  Because,  when  you  understand  what  was  granted, 
you  can  understand  very  well  whether  the  description  in  this 
specification  is  sufficient  to  enable  any  one  skilled  in  the  art  to 
bring  about  that  which  is  granted.  As  I  have  already  told  you, 
that  which  was  granted  was  the  use  of  tin  foil  and  its  equiva- 
lents to  preserve  the  form  and  shape  of  the  compound  without 
any  other  pressure.  The  doubt  on  Mr.  Renwick's  mind  was, 
whether  it  was  to  be  used  with  plates  or  molds.  But  the  rule 
of  law  is,  that  this  patent  grants  that  which  I  have  stated  to 
you.  And  then,  gentlemen,  the  question  is :  Would  there  be 
any  doubt  in  the  mind  of  any  man  that  when  the  law  is  that 
the  patent  grants  to  the  patentee  the  use  and  application  of  tin 
foil  and  its  equivalents  to  the  hard  compound  of  India  rubber  or 
gutta  percha,  during  the  process  of  vulcanization,  in  the  manner 
described,  to  preserve  and  retain  during  the  process  of  heating 
and  hardening  the  forms  and  shapes  given  to  the  material,  be- 
fore the  heating  process  commences,  without  any  other  pressure 
or  molds  ?  Whether  any  one  would  not  understand  when  the 
patentee  (that  being  the  patent)  tells  them  that  he  covers  it 
with  tin  foil,  then  ^^  stamps  or  presses  the  plastic  material  into 
the  shape  or  form  desired,  stamping  or  pressing  at  the  same 
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time  the  sheet  of  tin  foil  so  that  it  shall  completely  cover  and 
be  in  contact  with  the  gum,  which  is  easily  done  because  of  the 
thinness  and  flexibility  of  the  metal,'*  and  that  he  then  subjects 
to  the  heating  process  that  which  is  thus  prepared  ?  Whether, 
when  it  is  thus  specified,  and  you  understand  what  was  granted, 
not  only  men  skilled  in  the  art,  but  men  of  ordinary  intelli- 
gence, would  not  understand  what  was  to  be  done  ?  And  if 
they  understand  what  was  to  be  done,  then  the  patent  can  not 
be  attacked  on  this  ground. 

The  next  question  is:  Have  the  defendants  infringed?  They 
use  plates  covered  with  tin  foil,  to  preserve  the  shapes  and  forms, 
not  only  of  the  plain  material,  but  of  that  which  has  sometimes 
been  denominated  as  the  quill-back,  molded  in  that  way.  And 
you  can  readily  determine  from  the  evidence,  taking  what  I 
have  told  you  was  the  grant  of  right,  whether  there  has  been  an 
infringement  or  not. 

So  much,  gentlemen,  for  the  tin  foil  patent. 

I  will  now  say  a  few  words  on  what  is  called  the  ^^  Grease 
Patent."  What  does  that  patent  purport  to  grant  ?  It  is  sim- 
ple, gentlemen ;.  you  will  have  it  before  you  ;  and  it  purports  to 
grant  to  Meyer  the  use  of  oil,  or  other  equivalent  substance, 
applied  to  the  surface  of  the  prepared  gum,  and  between  the 
gum  and  the  plates  of  metal,  or  the  molds,  substantially  as  de- 
scribed in  the  specification  to  that  patent.  That  is  what  it 
purports  to  grant. 

Was  it  new  }  Why,  it  is  said,  gentlemen,  that  it  has  been 
described  in  one  of  the  Hancock  patents.  If  it  has  been  de- 
scribed there,  or  in  the  French  patent,  substantially  as  he 
describes  it  in  his  specification,  then  the  patent  is  not  valid. 
But  if  it  has  not  been  described  substantially  so  that  any  one 
could  understand  it,  as  he  has  described  it,  then  it  is  not  to  be 
attacked  on  this  ground. 

Was  it  useful  ?  It  is  not  claimed  that  it  was  not  useful,  so 
hr  as  India  rubber  is  concerned.  But  it  is  said,  that  so  far  as 
respects  gutta  percha,  it  was  useless.  And,  as  the  defendants 
have  used  nothing  but  gutta  percha,  if  it  was  useless,  as  to 
gutta  percha,  although  it  might  be  useful  as  to  India  rubber,  the 
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plaintiff  would  not  have  suffered  any  injury  from  the  use,  be- 
cause, if  useless,  it  is  not  good  as  to  gutta  percha. 

The  question,  then,  is  submitted  to  you,  gentlemen,  whether 
it  is  useless  as  to  gutta  percha — whether  it  was,  at  the  time  the 
patent  was  granted,  useless  ?  And  the  degree  of  use  is  not  a 
matter  of  consideration.  If  it  was  useful  at  the  time,  the 
patent  was  a  valid  one.  If  it  has  become  useless  since,  by  the 
discovery  of  some  other  method  which  dispenses  with  it,  why, 
that  would  give  no  right  to  the  defendants  to  use  it.  But  if 
it  is  useless,  as  applied  to  gutta  percha,  then  the  defendants  can 
not  be  made  liable  for  using  it  the  short  time  they  did  use  it 
If  this  was  new  and  useful,  as  to  gutta  percha,  and  the  patentee 
was  the  inventor,  and  it  has  been  sufficiently  described  in  this 
specification :  in  such  an  event,  the  grant  of  right  contained  in 
it  was  a  valid  grant  of  right. 

The  next  question,  gentlemen,  is :  Has  there  been  a  violation 
or  infringement?  It  is  said,  gentlemen,  that  there  has  not  been, 
for  the  reason  that  whatever  use  was  made  of  it  was  an  exper- 
imental use — a  use  merely  for  experiment,  and  not  with  a  view 
to  profit ;  and  when  there  has  been  no  profit  and  no  sale,  it  will 
not  nuike  a  party  liable,  because  the  patentee  would  not  be 
injured  by  it.  But  where,  gentlemen,  it  is  done  as  a  matter  of 
business,  where  the  product  of  that  experiment  has  been  thrown 
into  the  market,  to  compete  with  the  products  of  the  plaintiff, 
although  he  may  call  it  an  experiment,  yet,  if  it  is  a  matter  of 
business,  and  thrown  into  the  market  for  the  purpose  of  being 
sold,  and  is  sold  with  his  other  products,  why,  that  will  be  such 
a  use  as  will  make  the  party  liable.  But  it  is  said  that  it  was 
used  by  some  one  in  the  establishment  without  the  authority  of 
the  defendants.  The  defendants  are  a  corporation,  as  I  under- 
stand it.  I  judge  them  to  be  a  corporation  from  the  name  given 
them.  A  corporation  can  act  only  by  their  agents.  It  can  act 
only  by  those  who  are  in  their  employ.  And  when  one  in  the 
employ  of  a  corporation,  in  the  business  of  his  employment, 
does  an  act  for  their  benefit,  and  which  they  adopt,  and  approve, 
and  take  advantage  of,  they  will  be  deemed  to  have  authorized 
the  act,  and  will  be  as  much  bound  by  it  as  though  expressly 
authorized.     You  are  here  to  determine,  gentlemen,  whether 
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these  articles,  manufactured  by  their  agent,  he  being  in  the 
employment  of  the  corporation,  whether  he  did  it  in  the 
business  or  employment  of  the  corporation,  whether  it  was  for 
their  benefit ;  and  if  they  adopted  and  approved  of  it,  by  selling 
it  in  the  market,  and  thereby  took  advantage  of  it,  they  will  be 
deemed  to  have  authorized  the  act,  and  will  be  bound  by  it. 

Thi$  is  all  I  deem  it  necessary  to  say  to  you  in  reference  to 
this  case,  except  a  word  in  reference  to  damages.  When  a  pat- 
ent has  been  violated,  it  necessarily  follows,  that  the  plaintiff  is- 
entitled  to  some  damages.  The  act  of  violation  is  proof  that  he- 
is  entitled  to  some  damages :  and  when  the  amount  of  damages* 
is  not  proved,  the  rule  is,  that  the  jury  give^  noiTiinal  damages  ;. 
and  if  the  plaintiff  intends  to  claim  more  than  nominal  damages^ 
he,  being  entitled  to  recover  his  actual  damages,  must  satisfy  (he 
jury  what  his  actual  damages  are. 

Evidence  has  been  introduced  to  you,  gentlemen,  by  which 
the  plaintiff  clainK  that  he  has  been  damnified  to  a  certaini 
amount^  You  will  look  at  this  if  you  come  to  the  question  of 
damages,  and  determine  what  the  actual  damages  are.  Actual 
damage  is  the  amount  to  be  rendered  in  favor  of  the  plaintiff.  I 
do  not  go  much  into  this  subject,  gentlemen,  for,  from  what  I 
seq  of  the  case,  I  do  pot  think  that  it  is  of  as  much  conse- 
quence as  to  determine  the  question  of  right.  To  be  sure,  the 
plaintiff  wishes  the  damages  which  be  has  sustained »  but  the 
great  point  is,  has  he  a  right  to  these  patents  ?  That  is  the 
important  question  for  you  to  determine.  The  question  of 
damages  is  of  secondary  importance^  as  I  view  it. 

Yqu  will  now  take  the  case,  gentleipen,  and  dispose  of  it  as- 
you  think  the  evidence  warrants* 

The  jury  found  a  verdict  for  the  plaintiff,  assessing  damages 

on  the  letters  patent,  bearing  date  December  20,  1853  at  six 

cents  ;  and  upon  the  letters  patent,  bearing  date  April  4,  1854, 

at  $100. 

10 
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Conrad  Poppenhusen 

vs. 

The    New   York.   Gutta   Percha   Comb   Company. 

In  Equity. 

Where  a  verdict  hai  been  rendered  in  a  suit  at  law  between  two  parties,  and  a  mo- 
tion for  an  injanction  is  subsequently  made  in  a  suit  in  equity  between  the  same 
parties,  the  Acts  found  by  the  jury  will  be  considered  as  established  beyond  con- 
troversy, so  far  as  may  be  necessary  for  the  purposes  of  the  motion. 

The  writ  of  injunction  is  a  remedial  writ,  in  the  nature  of  a  prohibition.  The  object 
of  such  injunction  is  to  prevent  the  commission  of  injuries  in  future,  not  to  sedreu 
injuries  that  are  past. 

It  is  not  necessary,  before  a  writ  to  prevent  a  wrong  issue  that  the  wrong  sliould  act- 
ually have  been  committed.  When  the  rights  of  a  party  under  a  patent  have 
been  clearly  and  distinctly  established,  and  an  infringement  of  such  rights  is 
threatened ;  or  where  they  have  been>  infringed,  and  the  party  has  good  reason  to 
believe  they  will  continue- to  be  infringed,  an  injunction  will  issue. 

Where  a  trial  at  law  has  been  had,  resulting  in  a  verdict  in  favor  of  the  patentee,  in 
which  the  right  to  the  improvement  patented  has  been  fully  established  to  the 
satisfaction  of  the  Court,  and  the  infringement  of  right  made  clear,  such  trial,  're- 
sulting in  such  a  verdict,  is  sufficient,  without  any  other  proof,  to  authorise  the 
Court  to  grant  an  injunction  to  prevent  any  future  violation  of  right. 

(Before  Ingbrsoll,  J.,  Southern  District  of  New  York,  July,  1858.) 

This  was  a  motion  for  a  provisional  injunction,  founded  upon 
the  result  of  the  trial  at  law  between  the  same  parties  {Poppen- 
husen V.  AT.  K  Gutta  Percha  Comb  Co.^  p.  62). 

The  facts  are  sufficiently  stated  in  the  opinion  of  the  Court. 

F.  B.  Cutting  for  complainant. 

George  Giffbrd  and  E.  W.  Stoughton  for  defendants. 

Ingersoll,  J. 

The  bill  of  complaint,  upon  which  the  present  motion  for  a 
preliminary  injunction  is  founded,  among  other  things,  alleges 
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that  two  certain  patents  have  heretofore  been  lawfully  granted 
by-  the  Patent  Office  of  the  United  States  to  a  certain  L.  Otto 
P.  Meyer,  one  for  an  '*  improvement  in  process  of  vulcanizing 
caoutchouc  compounds,"  and  the  other  for  an  ^^  improvement 
in  treating  caoutchouc  and  other  vulcanizable  gums/'  the  for- 
mer bearing  date  December  20,  1853,  ^^^  ^^^  latter  bearing 
date  April  4,  1854;  that  on  September  9,  1856,  Meyer,  by 
deeds  of  assignment,  in  every  respect  executed  according  to 
law,  conveyed  and  transferred  to  the  complainant  all  the  right 
secured  to  and  vested  in  him  by  said  patent;  that  the  complain- 
ant, on  December  10,  1857,  brought  a  suit  against  the  defend- 
ants, before  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York,  to  recover  damages  for  a 
violation  of  the  rights  secured  by  said  patents ;  that  the  cause 
came  to  trial  before  a  jury  at  the  April  term  of  said  Circuit 
Court  in  the  year  1858,  in  which  the  originality  of  the  invention 
was  put  in  issue  and  contested ;  and  that,  on  said  trial,  a  verdict 
was  rendered  in  favor  of  the  complainant  on  both  of  said  pat- 
ents, by  which  the  validity  of  the  patents,  the  complainant's 
right  to  the  same,  and  the  violation  of  the  right  by  the  defend- 
ants were  established  -,  that  since  the  verdict  of  the  jury,  which 
was  rendered  on  May  31,  1858,  the  defendants  have  violated 
the  rights  secured  to  the  complainant  by  said  patents  and  said 
transfers  to  him,  and  that  they  will,  in  future,  continue  to 
violate  such  rights,  unless  they  are  restrained  by  injunction. 
These  allegations,  if  true,  entitle  the  complainant  to  the  relief 
by  injunction,  as  prayed  for. 

Most  of  the  facts,  as  above  alleged  and  set  forth  in  the  bill 
of  complaint,  have  not  been  controverted.  Indeed,  most  of 
them  could  not  be  controverted,  for  they  have  been  established 
by  a  verdict  of  a  jury,  upon  an  issue  joined  between  the  parties 
now  before  the  Court,  which  verdict  was  in  accordance  with 
the  views  entertained  by  the  Court  upon  the  trial  of  the  case  at 
law,  in  which  the  verdict  was  rendered.  The  only  allegation, 
concerning  the  truth  of  which  there  is  any  serious  denial  by  the 
defendants,  in  the  affidavits  which  they  have  presented,  is  the 
allegation  of  fact  charged  in  the  bill  that  the  defendants  have, 
since    the  verdict  was  rendered,  violated   the    rights   secured 
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to  the  complainant  by  the  patents  and  the  transfers  to  him. 
They  insist  that  the  mode  which  they  have  adopted  since 
May  31,  1858,  the  day  when  the  verdict  was  rendered,  of  vul- 
canizing caoutchouc^  compound,  is  different  from  the  mode 
secured  by  either  of  the  Meyer  patents,  though  they  are  silent 
upon  the  subject,  whether  since  that  time  they  have  sold  or 
used  any  of  such  compounds  which  had,  previous  thereto,  by 
them,  been  vulcanized  according  to  the  modes  patented  to 
Meyer.  The  first  question  then  presented  is,  whether  if  the 
allegation  of  a  violation,  since  the  verdict  was  rendered,  was 
stricken  from  the  bill,  it  would  be  sufficient  to  authorize  the 
injunction  prayed  for?  If  it  would,  then  it  will  be  unnecessary 
for  the  Court  to  trouble  itself  about  the  question  of  fact, 
whether  or  not  the  defendants  have,  since  May  31,  1858,  been 
guilty  of  a  violation  of  the  complainant^s  rights* 

The  writ  of  injunction  is  a  remedial  writ,  in  the  nature  of  a 
prohibition. 

The  object  of  the  present  motion  for  a  preliminary  injunc- 
tion, is  to  prevent  the  commission  of  injuries  in  future — not  to 
redress  injuries  that  are  past.  The  writ  prayed  for  is  to  act  as 
a  remedy  against  a  threatened  wrong,  by  preventing  the  com-* 
fkiission  of  such  wrong.  And  it  is  not  necessary  before  a  writ 
to  prevent  a  wrong  issue,  that  the  wrong  should  have  actually 
beeii  committed.  If  it  was,  the  remedy  by  injunction  would 
be  a  very  inadequate  one.  When  the  rights  of  a  party  under  a 
patent  have  been  clearly  and  distinctly  established,  and  an 
infringement  of  such  rights  is  threatened  ;  or,  when  they  have 
been  infringed,  and  the  party  has  good  reason  to  believe  they 
will  continue  to  be  infringed,  an  injunction  will  issue.  It 
issues  for  the  reason  that  there  is  good  ground  to  believe  that 
in  future  they  will  be  infringed.  And  when  a  trial  at  law  has 
been  had,  resulting  in  a  verdict  in  favor  of  the  patentee,  in 
which  the  right  to  the  improvement  patented  has  been  fully 
established  to  the  satisfaction  of  the  Court,  and  the  infringe* 
ment  of  right  made  clear,  such  trial,  resulting  in  such  a  verdict 
is  sufficient,  without  any  other  proof,  to  authorize  the  Court  to 
grant  an  injunction,  to  prevent  any  future  violation  of  right. 
Such  trial,  with  such  a  result,  affords  sufficieht  proof  that  in 
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future  there  will  be  afi  infringement^  unless  such  infringement  is 
restrained  by  injunction*  *^It  is,  under  such  circumstances, 
almost  a  matter  of  course  that  the  injunction  should  be  allowed/* 
{Neils&n^  it  al.  v.  Hartford^  et  al.^  Webs.  Pat.  Cas.  373.)  Such  a 
trial  It  law,  resulting  in  such  a  verdict,  which  was  to  the  entire 
satisfaction  of  the  Court,  has  taken  place  between  the  parties  to 
this  suit. 

In  addition  to  this,  to  the  charge  in  the  bill  contained,  that  the 
defendants  will  in  future  violate,  as  they  have  before  done,  the 
rights  secured  by  the  two  patents,  so  established  on  the  trial,  in 
the  action  at  law,  unless  they  are  restrained  by  injunction,  the 
defendants  (particularly  so  far  as  respects  the  patent  of  April  4, 
1854)  have  given  no  satisfactory  answer.  To  this  charge  their 
answer  is,  that  what  they  have  done  since  the  verdict  of  the 
jury  was  rendered  has  not  been  in  violation  of  the  complainant's 
rights ;  that  since  that  time  they  have  done  only  what  they  have 
a  right  to  do.  Upon  the  trial  at  law,  a  legal  construction  was 
put  upon  the  patents.  That  construction  was  explicit,  distinct, 
and  is  easily  to  be  understood.  There  is  no  ambiguity  about  it. 
From  it,  it  clearly  appears  what  rights  were  granted  by  the  pat* 
ents.  To  meet  this  charge,  the  defendants  should  have  distinctly 
stated  that  they  did  not  intend  in  future  to  do  the  specific  thing 
which  the  Court  determined  they  had  no  right  to  do. 

The  charges,  therefore,  in  the  bill  contained,  and  either  ad« 
mitted,  not  denied,  or  sustained  by  proof,  irrespective  of  the 
question  whether  or  not  the  defendants,  since  May  31,  1858,  the 
time  when  the  verdict  of  the  jury  was  rendered,  have  violated 
the  rights  of  the  complainant,  are  sufficient  to  authorize  the 
Court  to  grant  the  injunction  prayed  for*  There  is,  therefore^ 
no  necessity  to  decide  that  question  of  fact  on  this  motion. 
Whenever,  in  the  course  of  future  proceedings,  it  shall  become 
the  duty  of  the  Court  to  decide  that  question  of  fact,  and  the 
proper  proof  is  adduced  to  determine  it,  that  duty  will  be 
promptly  performed*  To  determine  it  correctly,  it  will  be 
necessary  for  the  Court  to  see  the  material  which  the  defendants 
utt.     A  specimen  of  it  has  not  as  yet  been  produced* 

Upon  the  trial  at  law,  a  construction  was  given  by  the  Court 
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to  both  patents.  As  it  regards  the  patent  of  April  4,  1854,  it 
was  held  that  the  nature  and  object  of  it  was  to  preserve  the 
forms  and  shapes  given  to  the  material  commonly  known  as  the 
hard  compound  of  vulcanizable  caoutchouc  or  gutta  percha  in  its 
green,  unvulcanized,  and  plastic  state,  by  heating,  hardening,  and 
curing  the  material  while  it  is  covered  by  and  in  contact  with 
tin  foil,  or  similar  sheets  of  other  metals,  and  while  it  is  subject 
to  no  other  pressure,  with  nothing  but  the  tin  foil,  or  a  similar  sheet 
of  other  metal,  to  preserve  the  form  and  shape  given  to  the  ma- 
terial while  it  is  subject  to  the  heating  and  hardening  process ;  to 
preserve  entire  the  form  and  shape  given  to  the  stamped  or 
pressed  material  in  its  green  state  during  the  process  of  harden- 
ing, by  means  of  the  covering  of  the  tin  foil,  and  by  no  other 
means — by  no  other  pressure. 

And  it  was  held  that  the  patent  did  not  grant  to  the  patentee 
the  exclusive  right  to  vulcanize  the  hard  compound,  whenever  it 
was  covered  by  and  in  contact  with  metallic  surfaces. 

The  patent  of  December  20,  1853,  ^"  ^^^  ^^^^  ^^  ^^  shows 
that  it  was  common  to  place  the  material  between  plates,  or 
in  molds  of  tin  or  other  metal,  so  that  the  material  would  be 
in  close  contact  with  the  plates,  or  molds  of  tin  or  other  met- 
als, to  preserve  its  form.  It  was  held,  also,  that  it  did  not  grant 
the  exclusive  right  to  vulcanize  this  compound,  when  the  series 
of  sheets  are  piled  upon  one  another  with  interposed  sheets  of 
flexible  material,  when  the  pile  is  confined  between  iron  plates. 
It  was  held,  however,  that  the  patent  did  grant  to  the  patentee 
the  exclusive  right  to  the  use  and  application  of  tin  foil,  or  its 
equivalent,  to  tthe  hard  compound  of  India  rubber  and  gutta 
percha  during  the  process  of  vulcanization  in  the  manner  de- 
scribed, to  preserve  and  retain,  during  the  process  of  heating 
and  hardening,  the  forms  and  shapes  given  to  the  material  be- 
fore the  heating  process  commences,  without  any  other  pressure 
or  molds. 

This  is  the  grant  of  right  contained  in  the  patent,  and  as  the 
jury  found  that  neither  tin  foil,  nor  any  other  flexible,  pliable 
material  or  substance,  performing  substantially  the  same  oflice 
(to  preserve  and  retain  the  forms  and  shapes)  in  substantially 
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the  same  way,  had,  previous  to  the  invention  of  the  patentee, 
been  used  or  applied  as  a  covering  to  the  hard  compound  of 
India  rubber  or  gutta  percha  substantially  in  the  manner  de- 
scribed in  the  patent  of  Meyer,  to  preserve  and  retain,  during 
the  process  ^of  heating  and  hardening,  without  any  other  pres- 
sure, the  forms  and  shapes  given  to  the  material  to  be  vulcan- 
ized before  the  heating  process  commenced,  the  grant  of  right 
is  a  valid  grant  of  right.  The  defendants,  therefore,  have  no 
right  to  the  use  and  application  of  tin  foil  (or  its  equivalent)  to 
the  hard  compound  of  India  rubber  or  gutta  percha  during  the 
process  of  vulcanization  in  the  manner  described,  to  preserve 
and  retain,  during  the  process  of  heating  and  hardening,  the 
forms  and  shapes  given  to  the  material  before  the  heating  com- 
mences, without  any  other  pressure  or  molds.  And  to  prevent, 
in  future,  such  use  and  application,  an  injunction  must  issue. 
Every  mode  of  operation,  the  exclusive  right  to  which  is  not 
granted  by  this  patent,  or  the  patent  of  December  20,  1853, 
the  defendants  have  a  right  to  adopt. 

The  nature  of  the  invention  secured  by  the  patent  of  the 
20th  of  December,  1853,  consists  in  producing,  by  means  of 
oil,  or  other  fatty  substance,  smooth  and  glossy  surfaces  upon 
the  material  commonly  known  as  the  hard  compound  of  vul- 
canized caoutchouc  or  gutta  percha,  or  other  vulcanizable  gums 
which  may  be  manufactured  according  to  the  patents  granted  to 
Charles  Goodyear  and  to  Nelson  Goodyear.  And  what  was 
granted  was  the  use  of  oil,  or  other  equivalent  substance,  ap- 
plied to  the  surface  of  the  prepared  gum,  and  between  the  gum 
and  the  plates  of  metal,  or  the  molds,  substantially  as  described 
in  the  specification,  to  produce  such  surfaces  by  such  means, 
and  the  injunction  must  issue  to  prevent  such  use« 
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Conrad    Poppenhusbn 

The  New  York  Gutta  Percha  Rubber  Comb   Co. 

In  Equity, 

Where  an  injunctioii  had  been  granted  to  restrain  the  defendant!  from  the  use  of  **  tin 
foil,  or  its  equivalent,**  in  the  vulcanisation  of  India  rubber,  9nd  the  defendants 
substituted  therefor  tin  sheets  of  brass — Held :  Upon  a  motion  for  attachment 
for  contempt,  that  the  injunction  had  not  been  violated. 

A  patent  for  "tin  foil,  or  its  equivalent,**  does  not  include  all  sheets  of  metal  which 
are  not  rigid. 

If  the  claim  is  to  receive  a  new  construction  so  as  to  include  such  a  material,  the 
defendant  should  have  an  opportunity  to  show  that  it  wm  old  when  the  patent 
was  obtained* 

(Before  Ingersoll,  J.,  Southern  District  of  New  York,  January,  1 8 59.) 

This  was  a  motion  for  an  attachment  against  the  defend- 
ants, for  contempt,  in  violating  the  injunction  granted  in  the 
case  of  Poppenhusen  v.  N.  T»  Gutta  Percha  Comb  Co.y  p.  74. 
The  defendants  had  substituted  thin  sheets  of  brass  for  the 
sheets  of  tin  foil  previously  used,  and  it  was  insisted  by  the 
complainant  that  this  was  but  an  equivalent  for  the  latter 
substance* 

C*  M»  Keller  and  F.  B.  Cutting  for  complainant. 

Gtorge  Gifford  and  E.  W.  Stoughton  for  defendants. 

Ingersoll,  J. 

This  motion  is  for  an  attachment  founded  on  an  alleged  con- 
tempt of  Court  in  violating  an  injunction  heretofore  granted. 
In  order  to  determine  whether  this  injunction  has  been  violated, 
it  is  necessary  to  determine  what  the  defendants  have  been  re- 
strained from  doing  ;  and  that  is  determined  by  a  reference  to 
the  opinion  of  the  Court  in  the  suit  between  the  same  parties  in 
which  the  injunction  was  ordered  to  issue. 
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Previous  to  this  suit  there  had  been  an  action  at  law  tried,  in 
which  the  Court  put  a  construction  upon  a  certain  patent  owned 
by  the  complainant,  and  called  the  Meyer  patent,  and  in  which 
the  jury  decided  that  the  defendants  had  infringed  upon  the 
rights  of  the  complainant  secured  by  this  patent.  The  patent 
is  for  the  use  of  tin  foil,  and  its  equivalent,  in  the  vulcan- 
ization of  India  rubber,  and  other  vulcanizable  gums.  The 
specification  of  the  patent  shows  that  the  nature  and  object 
of  the  invention  of  Meyer  was  to  give  desired  forms  and 
shapes  to  the  material  commonly  known  as  the  hard  compound 
of  vulcanizable  caoutchouc,  by  heating,  hardening,  and  curing 
the  material  when  it  is  covered  by,  and  in  contact  with,  tin 
foil,  or  similar  sheets  of  other  metals.  In  the  specification  is 
pointed  out  the  essential  means  by  which  the  patentee  ob- 
tained his  object.  He  takes  a  piece  of  the  prepared  compound 
in  its  green  state  j  he  covers  it  with  tin  foil ;  he  then  stamps  or 
presses  the  plastic  material  into  the  form  desired,  stamping  or 
pressing  at  the  same  time  the  sheet  of  tin  foil,  so  that  it  will 
completely  cover  and  be  in  contact  with  the  gum,  and  then 
subjects  it  to  the  heating  process.  And  upon  the  trial  at  law  it 
was  held  that  the  patent  granted  to  the  patentee  the  exclusive 
right  to  the  use  and  application  of  tin  foil,  or  its  equivalent, 
to  the  hard  compound  of  India  rubber  and  gutta  percha,  during 
the  process  of  vulcanization,  in  the  manner  described,  to  pre- 
serve and  retain  during  the  process  of  heating  and  hardening 
the  forms  and  shapes  given  to  the  material,  before  the  heating 
process  commences,  without  any  other  pressure  or  molds. 
What  was  used  by  the  defendants  in  the  infringement  com- 
plained of,  was  tin  foil,  and  nothing  else.  And  the  jury  found 
a  verdict  for  the  plaintiffs. 

Subsequently,  an  injunction  was  issued  to  restrain  the  defend- 
ants from  the  use  and  application  of  tin  foil,  or  its  equivalent, 
to  the  hard  compound  of  India  rubber  and  gutta  percha,  during 
the  process  of  vulcanization,  in  the  manner  described,  to  pre- 
serve and  retain,  during  the  process  of  heating  and  hardening, 
the  forms  and  shapes  given  to  the  material  before  the  heating 
process  commences,  without  any  other  pressure  or  molds.  The 
injunction  was  for  nothing  else. 

II 
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Since  the  injunction  issued,  the  defendants  have  not  used  or 
applied  tin  foil  in  the  process  of  vulcanization  as  above  described. 

They  have,  however,  used  sheets  of  brass  and  sheets  of  tin, 
something  like  roofing  tin,  for  that  purpose.  And  it  is  claimed 
that  the  sheets  so  used  are  an  equivalent  for  tin  foil,  and, 
therefore,  equally  prohibited  to  be  used  by  the  defendants.  It 
is  not  claimed  that  all  plates  or  sheets  of  tin  or  other  metal  are 
an  equivalent  for  tin  foil.  The  opinion  of  the  Court,  on  grant- 
ing the  injunction,  is  against  any  such  claim,  for  the  Court 
say  that  it  had  been  common,  before  the  patent  to  Meyer,  to 
place  the  material  between  plates  of  tin  or  other  metal  so  that 
the  material  would  be  in  clear  contact  with  the  plates  to  pre- 
serve its  form.  It  is  admitted  that  there  is  a  substantial  differ- 
ence between  some  plates  or  sheets  of  metal  and  tin  foil.  But 
it  is  claimed  that  the  sheets  of  brass  and  tin,  used  by  the  defend- 
ants, are  an  equivalent  for  tin  foil ;  that  they  are  substantially 
like  it;  that  they  substantially  perform  the  same  oi&ce  in 
substantially  the  same  way.  They  are  not  rigid;  they  are 
somewhat  flexible,  but  not  sufficiently  flexible  to  make  them  an 
equivalent  for  tin  foil;  they  can  not  be  molded  into  any 
desired  shape  and  form  as  tin  foil  can ;  they  are  like  rigid  plain 
plates  or  sheets  fitted  only  for  plain  surfaces ;  they  can  not  be 
said  to  be  tin  foil,  or  its  equivalent,  and  the  defendants  were 
restrained  only  against  the  use  of  tin  foil  or  its  equivalent. 

The  complainant  claims  that  the  patent  is  for  the  use  and 
application  not  only  of  tin  foil,  but  also  for  the  use  and  applica- 
tion of  all  sheets  of  metal  which  are  not  rigid.  This  construc- 
tion was  not  put  upon  the  patent,  either  on  the  trial  at  law,  or  on 
the  trial  of  the  bill  for  an  injunction.  Such  construction  was  not 
claimed  on  either  of  said  trials.  The  defendants  were  not 
restrained  from  the  use  and  application  of  tin  or  other  sheets  of 
metal  that  were  not  rigid,  but  only  from  the  use  and  application 
of  tin  foil  or  its  equivalent.  Tin  foil  does  not  include  all 
sheets  of  metal  that  are  not  rigid.  And  if  it  is  to  be  claimed 
that  the  patent  is  for  the  use  and  application  of  all  sheets  of 
metal  that  are  not  rigid,  the  defendants  should,  if  the  patent 
will  bear  that  construction,  have  an  opportunity  to  show  that 
the  use  and  application  of  such  sheets  were  not  new  when  the 
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patent  was  obtained.  As  yet,  no  such  construction  has  been 
put  on  the  patent.  To  dispose  of  the  motion  now  before  the 
Court,  the  only  proper  inquiry  is,  have  the  defendants,  since 
the  injunction  was  served  upon  them,  used  or  applied  tin  foil 
or  its  equivalent  in  the  way  they  were  ordered  not  to  use  it  or 
apply  it  ? 

From  the  best  consideration  I  have  been  able  to  give  to  the 
subject,  I  am  not  satisfied  that  the  defendants  have  either  used 
tin  foil  or  its  equivalent,  consequently  that  they  have  not  vio- 
lated the  injunction.  The  motion,  therefore,  must  be  denied 
with  costs. 


Solomon  B.  Ellithorpe 

vs. 

J.    W.    Robertson,   D.    W.   Clark,  and    Augustus 

S.  Jerome.     In  Equity, 

The  object  of  the  patent  laws  wat  to  encourage  useful  impro?ement>  reduced  to  actual 
practice. 

To  defeat  a  patent  which  has  been  issued,  it  is  not  enough  that  some  one,  before  the 
patentee,  conceived  the  idea  of  effecting  what  the  patentee  accomplished. 

To  constitute  such  a  prior  invention  as  will  avoid  a  patent  that  has  been  granted,  it 
must  be  made  to  appear  that  some  one,  before  the  patentee,  not  only  conceived 
the  idea  of  doing  what  the  patentee  has  done,  but  also  that  he  reduced  his  idea 
to  practice  and  embodied  it  in  some  practical  and  useful  form. 

The  making  of  drawings  of  conceived  ideas,  is  not  such  an  embodiment  of  such  con- 
ceived ideas  into  practical  and  useful  form,  as  will  defeat  a  patent  which  has  been 
granted. 

Experiments,  equivocal  in  their  results,  and  given  up  for  years,  will  not  be  permit- 
ted to  prevail  against  an  original  inventor  who  has  reduced  his  invention  to  prac- 
tice, and  has,  writhout  fraud,  obtained  a  patent. 

In  a  race  of  diligence  between  two  independent  inventors,  he  who  first  reduces  his 
invention  to  a  fixed,  positive,  and  practical  form,  has  a  priority  of  right  to  a 
patent. 

Form  of  a  decree  under  section  16,  Act  of  July  4,  1836. 

(Before  Ingimoll,  J.,  Southern  District  of  New  York,  February,  1859.) 
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This  was  a  bill  in  equity,  filed  by  complainant  under  section 
16  of  the  Act  of  July  4,  1836,  against  defendants,  who,  by  grant 
from  the  United  States  to  Robertson,  and  assignments  among 
themselves,  were  the  owners  of  letters  patent  for  an  improve- 
ment in  sewing  machines.  The  complainant  claimed  to  be  the 
inventor  of  the  same  improvement,  and  had  applied  for  letters 
patent  therefor ;  but,  an  interference  having  been  declared  in 
the  Patent  Office,  priority  of  invention  was  awarded  to  Robert- 
son, which  decision  had  been  affirmed  by  one  of  the  judges  of 
the  Circuit  Court  for  the  District  of  Columbia. 

The  complainant  sought,  by  the  present  action,  a  decree  de- 
claring the  patent  issued  to  Robertson  void,  and  ordering  that 
a  patent  issue  to  him,  complainant,  for  the  invention  specified 
in  his  claim  as  filed  in  the  Patent  Office. 

A,  K,  Hadley  for  complainant. 

George  Gifford  for  defendants. 

Ingersoll,  J. 

This  bill  is  filed  by  Solomon  B.  EUithorpe  against  J.  W. 
Robertson,  of  New  York,  D.  W.  Clark,  of  Bridgeport,  Con- 
necticut, and  Augustus  S.  Jerome,  of  New  Haven,  of  the  same 
State.  Neither  Clark  nor  Jerome  have  ever  been  served  with 
process ;  neither  do  they  appear.  The  subpena  has  been  served 
on  Robertson,  but  he  makes  default,  and  the  bill  has  been 
taken  as  confessed  against  him. 

It  charges  that  the  complainant,  in  the  month  of  July,  1847, 
was  the  original  and  first  inventor  of  certain  improvements  in 
sewing  machines  \  that  in  the  same  month  he  made  drawings 
of  the  same,  preparatory  to  making  application  for  a  patent ; 
that  he  was  delayed  in  the  presentation  of  his  application  till 
about  the  lOth  of  April,  1858,  for  the  want  of  the  necessary 
means ;  that  his  house,  in  which  he  supposed  his  drawings  were, 
was  consumed  by  fire  in  the  month  of  August,  1848 ;  that  he 
was  unable  to  find  said  drawings  till  within  less  than  six  months 
before  the  loth  of  April,  1858;  that,  having  found  the  draw- 
ings, he,  on  the  last  mentioned  day,  applied  for  a  patent,  depos- 
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ited  in  the  Patent  Office  a  model,  and  paid  the  sum  of  thirty 
dollars ;  that  the  Commissioner  refused  to  grant  the  complain- 
ant a  patent)  on  the  ground  that  his  application  interfered  with 
a  patent  granted  to  the  said  Robertson,  on  November  aS^ 
1854;  the  Commissioner  also  deciding,  if  the  complainant  was 
the  inventor,  as  claimed,  that  he,  by  delay,  had  abandoned  the 
same  i  that  he  appealed  from  the  decision  of  the  Commissioner 
to  the  Assistant  District  Judge  of  the  District  of  Columbia, 
who  affirmed  the  decision  of  the  Commissioner ;  that  two  un- 
divided fifths  of  the  patent  granted  to  Robertson  are  now  owned 
by  Robertson  &  Clark,  and  three  undivided  fifths  of  the  same 
are  owned  by  Jerome ;  that  he  never  intended  to  abandon  his 
invention ;  that  the  invention  patented  to  Robertson  has  never 
been  in  practical  use,  and  has  never  been  supplied  to  the  public 
He  prays  for  a  decree  that  the  patent  issued  to  the  said  Robert- 
son may  be  declared  void,  and  for  a  decree  that  he,  the  com- 
plainant, is  emitted  to  have  and  receive  a  patent  for  his  claimed 
invention,  as  specified  in  his  claim  presented  to  the  Patent  Office. 

The  question  for  determination  is,  whether  the  comphinant 
has  made  out  such  a  case  in  his  bill  as  will  authorize  the  Court 
to  declare  the  patent  which  issued  to  Robertson  void,  and  of  no 
effect  P  It  should  be  borne  in  mind  that  there  is  no  allegation 
in  the  bill,  and  no  claim  made  by  the  complainant  that  Robert- 
son surreptitiously  or  unjustly  obtained  his  patent  for  that  which 
was  in  fact  invented  and  discovered  by  the  complainant,  who  was 
using  reasonable  diligence  in  adapting  and  perfecting  the  same. 

The  object  of  the  patent  laws  was  to  encourage  useful  im- 
provements reduced  to  actual  practice.  Before  a  patent  can 
be  granted,  it  must  be  made  to  appear  that  the  party  applying 
for  it  was  the  original  inventor  of  the  thing  sought  to  be  pat- 
ented, and  that  he  has  reduced  the  same  to  practice.  To  defeat 
a  patent  which  has  been  issued,  it  is  not  enough  that  some  one, 
before  the  patentee,  conceived  the  idea  of  effecting  what  the 
patentee  accompKshed.  To  constitute  such  a  prior  invention 
as  will  avoid  a  patent  that  has  been  granted,  it  must  be  made  to 
appear  that  seme  one,  before  the  patentee,  not  only  conceived 
the  idea  of  doing  what  the  patentee  has  done,  but  also  that  he 
reduced   his  idea  to  practice,  and  embodied  it  in  some  prac- 
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tical  and  useful  form.  The  idea  must  have  been  carried  into 
practical  operation.  The  making  of  drawings  of  conceived 
ideas  is  not  such  an  embodiment  of  such  conceived  ideas  into 
practical  and  useful  form  as  will  defeat  a  patent  which  has  been 
granted.  Experiments,  equivocal  in  their  results,  and  given 
up  for  years,  will  not  be  permitted  to  prevail  against  an  original 
inventor  who  has  reduced  his  invention  to  practice,  and  has, 
without  fraud,  obtained  a  patent. 

An  invention  is  not  patentable  until  it  is  perfected  and  adapted 
to  use.  In  a  race  of  diligence  between  two  independent  in- 
ventors, he  who  first  reduces  his  invention  to  a  fixed,  positive, 
and  practical  form,  has  a  priority  of  right  to  a  patent ;  Many 
v.  Jagger^  I  Blatch.  372 ;  Parkhurst  v.  Kinsman^  I  Blatch.  488  ; 
Read  v.  Cutter^  i  Story,  590. 

Robertson's  patent,  as  appears  by  the  bill,  was  issued  on 
November,  28,  1854.  There  is  no  sufficient  allegation  in  the 
bill  that  the  complainant  before  that  time  had  reduced  his  in- 
vention to  practice,  or  that  he  had  embodied  it  in  some  practical 
and  useful  form,  or  that  it  has  been  adapted  to  use.  All  that 
is  alleged  in  the  bill  on  the  subject  of  the  invention  is,  that  the 
complainant,  in  the  month  of  July,  1847,  ^^^  ^^^  original  in- 
ventor of  the  improvements  patented  to  Robertson,  and  that  in 
the  same  month  he  made  drawings  of  the  same  preparatory  to 
making  application  for  a  patent.  The  making  of  the  drawings 
is  all  he  claims,  to  show  what  his  idea  was.  The  bill  does  not 
show  there  was  any  reducing  of  the  invention  to  any  practical 
and  useful  form,  or  that  it  had  been  adapted  to  use.  The  alle- 
gations of  the  bill,  therefore,  are  not  sufficient  to  defeat  the 
patent  to  Robertson. 

If  there  had  been  any  fraud  in  obtaining  the  patent  of  Rob- 
ertson, or  if  it  had  been  unjustly  issued,  then  the  case  would 
have  been  presented  in  another  aspect.  For  it  is  provided  by 
section  i  of  the  Act  of  1836,  that  a  patent  issued  may  be 
avoided  if  the  patentee  has  surreptitiously  or  unjustly  obtained 
his  patent  for  that  which  was  in  fact  invented  or  discovered  by 
another,  who  was  using  reasonable  diligence  in  adapting  and 
perfecting  the  same. 

But  there  are  no  allegations  of  this  kind  in  the  bill,  and  there 
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is  no  claim  that  Robertson  either  surreptitiously  or  unjustly 
obtained  his  patent,  and  there  is  no  sufficient  allegation  in  the 
bill  that  the  complainant,  at  the  time  the  patent  to  Robertson 
was  issued,  was  using  reasonable  diligence  in  adapting  and  per- 
fecting his  invention. 

With  this  view  of  the  case,  it  is  not  necessary  to  consider  the 
other  questions  which  have  been  presented. 

The  bill,  therefore,  must  be  dismissed. 

Subsequently,  at  October  term,  i860,  and  after  the  death  of 
Judge  Ingersoll,  a  new  application  was  made  for  a  decree  to  Mr. 
Justice  Nelson  and  Judge  Shipman,  under  whose  direction  an 
order  was  entered,  which  is  given  in  full,  because  of  its  general 
bearing  upon  the  practice  to  be  adopted  under  section  16  of  the 
Act  of  July  4,  1836.     The  decree  of  the  Court  was  as  follows  : 

^^This  cause  came  on  to  be  heard  at  this  term  as  against  the 
defendant,  Thomas  J.  W.  Robertson,  he  being  the  only  de- 
fendant served  with  process  herein,  or  who  resided  or  could  be 
found  within  the  jurisdiction  of  this  Court ;  and  the  said  cause 
was  argued  by  counsel,  and  thereupon,  upon  consideration 
thereof,  it  was  ordered,  adjudged,  and  decreed  as  follows, 
namely,  that  the  said  defendant,  Thomas  J.  W.  Robertson, 
and  D.  W.  Clark,  were,  at  the  time  of  the  commencement  of 
this  action,  and  now  are,  joint  owners  of  two  undivided  fifth 
parts  of  certain  letters  patent  for  certain  improvements  in  sew- 
ing machines  in  the  said  bill  of  complaint  mentioned,  issued 
by  the  United  States  unto  the  said  defendant,  Thomas  J.  W. 
Robertson,  on  or  about  November  28,  1854.  That  the  said 
letters  patent,  according  to  the  aforesaid  interest  therein,  of  the 
said  defendant,  Robertson,  and  to  the  extent  of  such  interest, 
are  absolutely  void  ;  and  that  the  said  complainant,  Solomon  B. 
Ellithorpe,  was  the  original  and  first  inventor  of  the  said  im- 
provement so,  as  aforesaid,  patented  unto  the  said  Robertson, 
and  is  entitled,  according  to  the  principles  and  provisions  of  the 
acts  of  the  Congress  of  the  United  States  in  such  cases  made 
and  provided,  to  have  and  receive  a  patent  for  such  new  and 
useful  improvement  in  sewing  machines,  the  claim  which  the 
said    complainant  is  entitled   to   make   for  such   improvement 
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being  ^Tbe  stationary  bobbin  D^  enclosing  and  containing  the 
second  or  locking  thread  upon  a  spool  or  ball,  and  suspended 
and  operated  in  the  case  or  basket  £,  and  located  in  relation  to 
the  needle  F,'  as  and  for  the  purpose  set  forth  in  the  spectfica* 
tions  to  the  said  bill  of  complaint  annexed,  and  as  specified  and 
described  in  the  specifications  and  claims  of  the  said  EUithorpe 
in  that  behalf  made  and  filed  in  the  Patent  Office  of  the  United 
States  on  April  lo,  1858 ;  and  the  said  Commissioner  of  Patents 
of  the  United  States  is  hereby  authorized  and  directed  to  issue 
such  patent  unto  the  said  Solomon  B.  EUithorpe  on  his  filing 
with  such  Commissioner  a  copy  of  this  adjudication  and  otherwise 
complying  with  the  requisitions  of  the  said  acts  of  Congress." 

The  attention  of  Judge  Shipman  having  been  called  to  the 
opinion  and  decision  of  Judge  Ingersoll,  an  order  was  entered 
June  10,  1 86 1,  setting  aside  the  decree  of  October  term,  i860, 
as  follows : 

'^On  reading  and  filing  affidavits,  and  other  documents,  in 
this  suit,  and  on  motion  of  George  GifFord,  of  counsel  for  the 
defendant,  Clark,  made  at  the  last  February  term  of  this  Court, 
opposed  by  A.  K.  Hadley,  Esq.,  and  it  having  been  discovered 
that  the  application  on  which  the  final  decree  was  entered  in 
this  suit,  dated  December  3,  i860,  was  irregularly  made  through 
mistake  of  the  fact  that  a  written  opinion  and  decision  had 
already  been  given  and  filed  in  the  office  of  the  clerk  of  this 
Court,  dismissing  the  bill  of  complaint  therein,  and  that  an 
entry  of  the  same  had  been  made  in  the  books  of  the  clerk  of 
this  Court,  and  that  said  decree,  dated  December  3,  i860,  had 
been  filed  in  the  Patent  Office  of  the  United  States : 

''It  is  hereby  ordered,  adjudged,  and  decreed  that  said  decree, 
and  all  the  provisions  and  directions  therein  contained,  dated 
December  3,  i860,  declaring  Solomon  B.  EUithorpe  to  be 
entitled  to  have  a  patent,  and  directing  the  Commissioner  of 
Patents  of  the  United  States  to  issue  a  patent  to  said  EUithorpe 
for  alleged  improvements  in  sewing  machines^  be,  and  the  same 
hereby  is,  vacated,  annulled,  and  set  aside,  and  that  no  further 
action  be  taken  under  or  by  virtue  of  the  same,  and  that  this 
order  be  entered  in  the  office  of  the  clerk  of  this  Court,  and  a 
copy  thereof  served  upon  the  Commissioner  of  Patents." 
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RuFus  S.  Lee  and  William  D.  Leavitt 

vs, 

Henry  Blandy  and  Frederick  J.  L.  Blandy. 

A  certified  copy  of  an  assignment  from  the  Patent  Office  is  prims  facte  evidence  of  the 
genuineness  of  the  original,  and  may  be  read  in  evidence  to  the  jury. 

A  former  license  from  the  plaintiff  to  the  defendant  to  use  the  patented  machine  is 
evidence  of  the  utility  of  the  invention. 

There  can  be  no  question  but  that  there  may  be  a  claim  for  two  inventions  in  the  same 
patent,  if  they  both  relate  to  the  same  machine ;  and  an  action  can  be  sustained 
for  the  infringement  of  either,  when  they  are  claimed  as  separate  and  distinct. 

There  are  two  classes  or  kinds  of  combination  recognised  by  our  patent  laws  which 
are  properly  the  subjects  of  a  patent. 

The  first  is  one  in  which  all  the  parts  were  before  known,  and  where  the  sole  merit  of 
the  invention  consists  in  such  an  arrangement  of  them  as  to  produce  a  new  and 
useful  result. 

The  second  is  where  some  of  the  parts  or  elements  of  the  combination  are  new,  and 
their  invention  is  claimed,  but  where  they  are  used  in  combination  with  parts  or 
elements  that  were  known  before. 

There  is  no  infringement  of  a  combination  of  the  first  class  unless  the  defendant  has 
used  all  the  elements ;  but  the  second  class  may  be  infringed  by  the  use  of  a  part, 
if  it  is  new  and  the  invention  of  the  patentee. 

The  patentee  is  protected  against  any  device  which  involves  substantially  the  same  prin- 
ciple as  his  own ;  but  if  another  party  produces  the  same  result  by  means  different 
in  principle  and  application,  then  it  is  no  infringement,  for  it  would  be  absurd  to 
say  that  the  granting  of  a  patent  covers  all  possible  ways  of  producing  the  same 
result. 

Norcross  claimed  "  the  application  to  circular  saw  firames,  of  rocker  boxes  and  a  swing 
frame,  as  herein  set  forth,  and  suspending  said  frame  in  position  by  means  of 
the  driving  belt,  as  above  described,  for  the  free  and  successful  operation  of  the  saw 
by  the  modon  before  mentioned.**  Held:  That  this  was  a  claim  for  a  single  com- 
bination of  rocker  boxes,  swing  frame,  and  suspension  of  the  frame  by  the  driving 
belt,  and  not  a  claim  for  two  separate  improvements. 

(Before  McLkan  and  LsAvrrr,  JJ.,  Southern  District  of  Ohio,  May,  1S60.) 

This  was  an  action  on  the  case  tried  by  Judges  McLean  and 
Leavitt  and  a  jury,  to  recover  damages  for  the  alleged  infringe- 
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ment  of  letters  patent  for  an  '^  improvement  in  hanging  circular 
saws,"  granted  to  Nicholas  G.  Norcross,  January  15,  1850,  and 
assigned  to  plaintiffs,  March  28,  1856. 
In  his  specification  the  inventor  says : 

**  The  nature  of  my  invention  consists  in  suspending  the  saw  so  that  it  can  have  lat- 
eral vibration,  and  when  thrown  out  of  line  will  recover  itself  by  the  action  of  the  driv- 
ing belt,  and  the  arrangement  of  the  parts  by  which  it  is  sustained,  while  at  the  same 
time  the  arbor  has  no  lateral  play  in  its  boxes,  and  is  made  to  fit  close  with  shoulders, 
to  prevent  the  oil  from  getting  out  while  in  operation — a  matter  of  great  importance 
when  the  motion  is  so  rapid  as  in  circular  saws.  This  is  effected  by  supporting  the 
boxes  in  which  the  journals  of  the  arbor  run  upon  standards,  to  which  said  boxes  are 
jointed,  and  which  are  themselves  jointed  to  the  foundation  to  which  they  are  attached, 
so  that  the  arbor  is  icept  horizontal,  while  it  is  allowed  a  sufficient  lateral  play,  the 
motion  being  a  curved  line,  and  of  course,  inclining  downward  as  the  tops  of  the  stand- 
ards recede  either  way  from  a  vertical  position.  To  sustain  the  frame  upright,  the 
driving  belt  passes  around  the  pulley  on  the  arbor,  up  over  a  driving  pulley  above,  and 
thus  holds  the  firame  up  to  the  proper  point,  so  that  the  saw  is  actually  suspended  by 
the  belt,  while  it  is  icept  steady  and  made  to  move  properly  by  the  frame  below.  By 
this  arrangement  it  will  be  seen,  that  while  the  slightest  force  will  cause  the  arbor  to 
deviate  a  little  laterally,  the  constant  tendency  of  the  reacting  agent  is  to  bring  it  back 
to  place  again.  By  this  means  I  am  enabled  to  use  a  much  thinner  saw,  and  save 
material  and  power  to  a  great  degree.  ■»  «  « 

«  What  I  claim  as  my  invention  and  desire  to  secure  by  letters  patent,  is  the  applica- 
tion to  circular  saw  frames,  of  rocker  boxes  and  a  swing  A'ame,  as  herein  set  forth,  and 
suspending  said  frame  in  position  by  means  of  the  driving  belt,  as  above  described,  for 
the  free  and  successful  operation  of  the  saw  by  the  motion  before  mentioned.** 

The  plaintiiFs  claimed  that  these  specifications  described  in 
efiect  two  distinct  improvements  in  the  circular  saw.  First, 
permitting  the  lateral  motion  of  the  saw  mandril,  or  arbor,  by 
the  device  of  the  rocker  boxes  and  swinging  frame,  and  second, 
restoring  the  saw  to  line  by  the  elasticity  of  the  belt  acting  as 
a  reacting  agent. 

The  defendants  gave  the  saw  arbor  end  play  in  its  boxes,  and 
did  not  use  the  swing  frame,  but,  in  order  to  restore  the  saw 
to  line,  they  placed  a  metallic  spring  in  a  box  at  the  end  of  the 
mandril,  so  that  when,  from  any  cause,  the  mandril  was  deflect- 
ed, the  spring  would  throw  it  back  to  place  again.  The  plain- 
tiffs claimed  that  the  elasticity  of  this  metallic  spring  in  the 
defendants'  machine  was  an  equivalent  for  the  elasticity  of  the 
belt  in  the  plaintiffs',  in  other  words,  that  both  were  in  effect 
springs,  and  that  the  defendants  had  thus  infringed  the  plain- 
tiffs' patent  by  using  their  second  improvement. 

One  or  two  preliminary  rulings  were  of  interest.  The  plain- 
tiffs offered  a  copy  of  the  assignment  of  Nicholas  G.  Norcross  to 
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them,  of  his  rights,  under  the  patent,  for  the  State  of  Ohio,  with 
a  certificate  of  the  Patent  Office,  showing  it  to  be  a  copy  of 
the  record  of  what  purported  to  be  the  original  assignment. 
The  defendants  objected,  first,  because  there  was  no  proof  of 
the  validity  of  the  original  assignment,  and  second,  because  the 
plaintiffs  must  be  presumed  to  be  in  possession  of  the  original 
assignment  to  them,  and,  therefore,  a  copy  was  not  the  best 
evidence. 

The  Court  overruled  the  objection,  and  held  that  the  certi- 
fied copy  was  prima  facie  evidence  of  the  genuineness  of  the 
original,  and  permitted  it  to  go  to  the  jury. 

At  a  later  stage  of  the  case,  the  Court  held  that  a  contract 
which  the  defendants  had  formerly  made  with  the  plaintiffs,  for 
the  right  to  use  their  machine,  might  go  to  the  jury  as  evidence 
of  the  utility  of  the  Norcross  invention. 

G.  M.  Lee  and  S,  S.  Fisher  for  plaintiffs. 

C,  D,  Coffin  and  A,  G,  Thurman  for  defendants. 

Leavitt,  J.,  charged  the  jury  as  follows : 

On  January  15,  1850,  a  patent  was  issued  to  Nicholas  G. 
Norcross.  The  improvement  for  which  he  received  the  patent 
is  designated  ^^  An  improvement  in  hanging  circular  saws."  On 
March  28,  1856,  Norcross,  the  patentee,  assigned  his  rights  for 
the  State  of  Ohio,  and  eight  other  States,  to  the  plaintiffs,  Lee 
and  Leavitt. 

This  suit  is  brought  for  an  alleged  infringement  of  the  plain- 
tiffs' right,  in  the  making  and  selling  of  a  number  of  circular 
saws,  which,  the  plaintiffs  claim,  embodied  a  material  element 
of  the  improvement  patented  to  Norcross. 

A  great  and  important  question,  involving  the  construction 
of  the  patent,  has  been  made  and  argued  with  great  force. 
That  is  a  question  exclusively  for  the  consideration  of  the 
Court,  and  however  anxious  I  might  feel  to  avoid  that  legal 
proposition,  and  to  present  the  whole  case  to  the  consideration 
of  the  jury,  the  position  I  occupy,  and  the  duties  that  devolve 
upon  me  require  me,  to  deliver  an  opinion  upon  it.  .      ^ 


92  SOUTHERN    DISTRICT    OF   OHIO. 

Lee  V.  Blandy. 

On  the  part  of  the  plaintifFs,  it  is  contended  that  Norcross' 
invention  consists  of  two  separate  improvements.  First,  the 
use  and  application  of  rocker  boxes  and  a  swinging  frame  to 
produce  lateral  motion  of  the  saw.  Second,  the  action  of  the 
belt  by  the  force  of  elasticity,  in  connection  with  the  pulleys, 
to  restore  the  saw  to  line  when  deflected  from  its  right 
course. 

These  are  claimed  by  the  plaintiffs'  counsel  as  separate  and 
independent  improvements,  and  as  being  both  covered  by  the 
claim  of  Norcross.  They  claim  that  defendants  have  in- 
fringed the  Norcross  patent  by  the  use  of  the  spiral  spring  in 
the  end  of  the  mandril,  the  office  of  which  is  to  restore  the 
saw  to  line,  which  spring  is  claimed  to  be  a  mechanical  equiva- 
lent for  the  belt  in  connection  with  the  rocker  boxes  and 
swinging  frame. 

The  defendants'  counsel  insist :  First,  that  the  invention  of 
Norcross,  as  set  out  in  the  patent,  is  a  combination  of  rocker 
boxes^  swinging  frame^  and  suspension  of  the  frame  by  the  driving 
belt;  they  insist  that  these  elements  are  claimed  as  an  entire 
structure  or  machine,  and  that  there  can  be  no  infringement 
unless  the  defendants  have  used  all  the  parts  or  elements  of  it. 
They  do  not  use  the  swinging  frame  or  rocker  boxes,  and 
therefore  do  not  infringe.  And  secondly,  they  insist  that  their 
metallic  spring  is  not  the  same  or  an  equivalent  for  the  belt  and 
its  connections  in  the  Norcross  invention. 

The  latter  question,  that  of  identity  of  the  two  inventions, 
is,  of  course,  a  question  for  the  jury,  and  I  do  not  propose,  in 
this  place,  to  say  any  thing  upon  it,  but  will  ask  your  attention 
to  the  propositions  of  law  in  regard  to  the  construction  of  the 
claim  of  this  patent. 

There  can  be  no  question  but  that  there  may  be  a  claim  for 
two  inventions  in  the  same  patent,  if  they  both  relate  to  the 
same  machine  or  structure ;  and  an  action  can  be  sustained  for 
the  infringement  of  either  one  or  the  other  of  these  separate 
inventions,  where  claimed  as  separate  and  distinct  in  their 
character.  There  can  be  no  doubt,  if  one  of  these  be  infringed 
it  is  properly  a  subject  for  an  action.  The  question,  in  this 
case,  is,  whether  the  claim  is  of  this  character — whether  it  is. 
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in  hkctj  a  claim  for  two  distinct  and  independent  inventions,  or 
whether  it  is  a  claim  for  a  combination.  If  a  combination, 
what  is  the  character  *of  that  combination  ? 

There  are  two  classes  or  kinds  of  combinations  recognized^ 
by  our  patent  laws,  which  are  properly  the  subject  of  a  patent. 
The  first  may  be  defined  to  be  one  in  which  all  the  parts  were 
before  known,  and  where  the  sole  merit  of  the  invention  con- 
sists in  such  an  arrangement  of  them  as  to  produce  a  new  and 
useful  result,  or  where,  by  adopting  parts  of  a  machine  which 
may  have  been  known  for  ages,  an  inventor  has  succeeded  in 
making  such  an  arrangement  of  them  as  that  they  produce  a 
result  never  before  obtained,  and  have,  in  that  point  of  view, 
the  merit  of  originality,  and  are,  therefore,  patentable. 

There  is  another  class  of  combinations,  where  some  of  the 
parts  or  elements  of  the  combination  are  new,  and  their  inven- 
tion claimed,  but  where  they  are  used  in  combination  with 
parts  or  elements  that  were  known  before. 

It  is  well  settled  that  a  patent  may  be  obtained  for  the  first 
class  of  combinations,  but  it  is  a  principle  well  recognized  that 
there  is  no  infringement  unless  the  party  has  used  all  the  ele- 
ments. If  the  combination  consists  of  A,  B,  C,  three  me- 
chanical structures  long  known,  and  if  the  party  sued  has  only 
the  parts  B,  C,  and  not  A,  he  is  not  regarded  as  an  infringer  ; 
he  must  use  all  to  subject  himself  to  liability. 

If  the  combination  have  the  other  character  to  which  I  have 
referred,  being,  to  a  certain  extent,  new,  but  embracing  some 
old  parts  or  elements,  then  there  is  an  infringement  by  the  use 
of  that  part  which  is  new  and  the  invention  of  the  patentee. 

In  the  present  case,  there  is  no  claim  or  pretense  that  these 
defendants  use  the  swinging  frame  and  rocker  boxes  in  their 
saw  mill ;  and,  therefore,  if  the  Norcross  claim  is  to  be  viewed 
as  for  a  combination,  without  anything  new,  it  would  result 
that  defendants  have  not  infringed  by  their  method  of  producing 
lateral  motion,  and  of  restoring  the  saw  by  the  use  of  the 
spiral  spring. 

The  language  of  the  patent  seems,  in  my  judgment,  to  con- 
template a  machine  made  up  of  a  combination  of  different  parts, 
all  necessary  to  its  harmonious  working,  as  a  unit.     It  seems 
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hardly  possible  to  resist  the  conclusion,  that  the  machine  was 
arranged  and  constructed  so  as  to  produce  lateral  motion,  and 
the  restoration  of  the  saw  into  line  in'  case  of  divergence. 
There  is  no  intimation' that  any  one  of  the  appliances  are  sep- 
arate and  independent  inventions.  I  am  obliged  to  state  as  my 
view  of  the  proper  construction  of  this  patent,  that  it  claims  a 
structure  or  machine  in  combination,  or  composed  of  a  combi* 
nation  of  different  elements.  There  is  certainly  great  force  in 
the  idea  that  the  patentee  could  not  have  claimed  the  belt  per  se 
as  a  novelty,  and  that  it  could  only  be  claimed  in  combination 
with  the  rocker  boxes  and  swinging  frame,  for  it  is  only  in  con- 
nection with  them  that  the  belt  could  act  as  a  restoring  agent ; 
and  this  would  seem  sufficient  to  show  that  it  was  not  contem* 
plated  as  a  separate  invention,  but  as  one  of  the  parts  of  the 
entire  combination. 

These  are  the  views  I  have  felt  it  my  duty  to  give  the  jury 
upon  the  question  of  combination.  I  have  regretted  somewhat 
that  I  have  been  brought  to  this  conclusion,  as  I  am  very  de- 
sirous, independent  of  any  legal  question  of  this  kind,  growing 
out  of  this  specification,  that  the  jury  should  take  the  entire 
case  upon  the  facts  untrammeled  by  any  thing  of  this  kind,  and 
pass  upon  the  merits,  and  I  should  be  glad  that  it  might  be 
understood,  even  now,  that  the  jury  should  take  this  case  and 
consider  it  upon  the  question  of  identity,  infringement  and  util- 
ity. I  do  not  understand  it  to  be  claimed  that,  except  in  the 
use  of  the  equivalent  of  the  spring  for  the  belt,  there  is  any 
infringement. 

Upon  the  question  of  infringement  I  had  not  intended  to  say 
a  word.  The  evidence  has  been  full  upon  all  questions  of  fact 
and  has  been  extensively  commented  upon  by  counsel.  I  shall 
not,  therefore,  go  into  the  consideration  of  what  has  or  has  not 
been  shown  by  the  evidence. 

Upon  the  question  of  identity  I  will,  however,  remark  that  it 
is  not  a  question  as  to  the  precise  form  or  size :  the  point  is, 
whether  the  principle  of  the  two  things  is  the  same  or  not. 
The  law  is  that  the  patentee  is  protected  against  any  other  de- 
vice which  involves  substantially  the  same  principle.  But  if 
another  party  produces  the  same  result  by  means  different  in 
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principle  and  application,  then  it  is  no  infringement,  for  it  would 
be  absurd  to  say  that  the  granting  of  a  patent  covers  all  possible 
ways  of  producing  the  same  result.  Such  is  not  the  intention 
and  spirit  of  the  patent  law.  On  the  subject  of  the  identity  of 
these  two  contrivances,  I  need  not  extend  my  remarks.  The  jury 
have  had  the  benefit  of  models  and  the  testimony  of  witnesses, 
besides  the  explanation  of  counsel.  They  are  entirely  posted 
upon  the  character  and  features  of  the  two  inventions.  In  re- 
gard to  the  evidence  of  witnesses  upon  that  point  there  is  diver- 
sity. A  number  of  intelligent  witnesses,  some  of  them  experts, 
say  that  the  contrivances  are,  in  principle,  the  same ;  another 
large  number,  equally  intelligent  and  capable,  say  they  consider 
the  two  different  in  their  action.  It  will  be  for  the  jury  to 
reconcile  the  evidence,  and  come  to  such  result  as  they  shall 
think  proper. 

Some  question  has  also  been  made  in  the  course  of  the  case 
upon  the  question  of  utility.  Some  evidence  has  been  adduced 
to  show  that  the  lateral  motion  provided  for,  is  really  of  no 
utility.  On  this  subject  I  have  only  to  remark,  that  the  general 
doctrine  is  undoubtedly  as  stated,  that  there  is  a  presumption 
arising  from  the  patent  itself,  that  the  invention  is  of  some  degree 
of  utility ;  but  that  it  is  not  conclusive,  and  the  other  party  may 
show  that  it  is  useless  and  worthless.  You  will  remember  upon 
this  point  there  was  some  diversity  of  opinion.  Some  of  the 
witnesses  have  stated  not  only  that  they  considered  it  of  no 
benefit,  but  a  disadvantage.  I  would  state  that,  if  the  jury  find 
a  substantial  identity,  it  does  not  lie  in  the  mouths  of  the  de- 
fendants to  say  that  the  machine  they  use  is  of  no  utility,  that 
is,  upon  the  hypothesis  that  if  there  is  identity,  it  does  not  be- 
come them  to  say  that  what  they  have  appropriated  is  of  no 
utility,  as  the, mere  fact  that  they  have  appropriated  it,  is  evidence 
that  they  regarded  it  as  of  utility. 

The  jury  found  a  verdict  for  the  defendants. 
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Charles  Goodyear,  Executor,  etc 

vs, 

James  Bishop,  Calvin  F.  Spear,  et  al. 

A  tttit  at  law  to  protect  the  right  of  a  licensee  to  use  a  patented  procesi  for  a  particular 
manufacture,  it  properly  brought  in  the  name  of  the  patentee. 

Such  a  suit  can  not  be  discontinued  by  the  nominal  plaintifl^  and  the  parties  in  interest 
will  be  permitted  to  answer  his  release  by  showing  their  interest  in  the  litigation. 

But  the  nominal  plaintiff  may  claim  indemnity  against  the  costs  of  the  suit. 
(Before  Nelson,  J.,  Southern  District  of  New  York,  August,  1S60.) 

This  was  a  motion  to  discontinue  an  action  on  the  case, 
which  had  been  brought  in  the  name  of  the  plaintiff  for  the 
benefit  of  his  licensees,  the  Union  Rubber  Company.  The 
facts  sufficiently  appear  in  the  opinion  of  the  Court. 

G.  C.  Goddard^  F.  Cutting  and  W.  C.  Noyes  for  plaintiff. 

James  T.  Bra^fy  and  George  Giffmrd  for  defendants. 

Nelson,  J. 

This  is  a  motion  on  the  part  of  the  defendants,  to  show  cause 
why  the  suit  shall  not  be  discontinued. 

It  is  founded  on  the  consent  of  the  nominal  plaintiff. 

The  motion  is  resisted  on  the  ground  that  the  suit  is  brought 
in  the  plaintiff's  name  for  the  benefit  of  his  licensees,  the 
Union  India  Rubber  Company.  This  company  is  the  owner  of 
an  exclusive  right  to  the  patent  of  Goodyear  for  making  wearing 
apparel  out  of  vulcanized  India  rubber.  A  suit  at  law  to  pro- 
tect this  right,  is  properly  brought  in  the  name  of  the  patentee. 
(See  Goodyear  v.  McBirney^  et  aL^  3  Blatch.  32.)  In  that  case, 
the  defendants  set  up  a  release  of  Goodyear,  and  the  Court  per- 
mitted the  parties  in  interest  to  answer  the  release  by  showing 
their  interest,  and  notice  of  the  same  to  the  defendants  before 
the  release.     The  principle  there  held  governs  this  case. 
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Whether  the  interest  of  the  licensees  is  technically  an  assign- 
ment at  common  law,  or  by  the  patent  act,  we  hold  it  not 
important  in  the  application  of  the  principle.  It  is  sufficient 
they  possess  such  a  right  under  the  patentee  as  entitles  them  to 
the  protection  sought,  and  of  that  there  can  be  no  doubt.  We 
agree  that  the  nominal  plaintiff  may  claim  indemnity  against 
costs,  which,  on  a  proper  application,  would  be  provided  for  by 
the  Court. 

It  is  said  that  Goodyear,  or  those  representing  him,  has  stip- 
ulated to  sue  infringers,  and  that  the  remedy  of  the  licensees  is 
on  this  covenant.  But,  if  so,  the  stipulation  does  not  neces- 
sarily take  from  the  party  his  remedy  which  the  law  has  provided 
for  him  by  proceeding  directly  against  the  wrong  doer. 

The  motiok  is  denied,  with  costs. 

Let  this  rule  be  entered  nunc  pro  tunc,  as  of  November  7, 
1859,  Goodyear  having  died  since  motion. 


Alexander  Smith,  et  al. 

vs. 
Alva  Htggins,  et  al. 

Smith  claimed  '*  the  method,  substantially  as  specified,  of  pard-coloring  yarns  that 
have  been  reeled,  by  direct  and  free  immersion,  by  means  of  frames  carrying  the 
reeled  yarns  and  combined  with  the  vat  containing  the  dyeing  liquor,  by  means  of 
machinery  adapted  to  let  down  and  draw  up  the  said  frame,  and  measure  the 
extent  of  immersion  substantially  as  set  forth.** 

Held:  That  this  was  a  claim  for  a  combination  of  the  frame  carrying  the  reeled  yarns 
and  the  vat  containing  the  dyeing  liquor,  by  means  of  machinery  adapted  to  let 
down  and  draw  up  said  horizontal  frame  and  measure  the  immersion ;  and  not  a 
claim  for  the  parts. 

Held^  also,  that  a  machine  which  dispensed  with  the  horiaontal  frame,  or  its  equivalent, 
and  contained  no  arrangement  for  pleasuring  the  extent  of  the  immersion  of  the 
yarn,  was  no  infringement  of  the  patent. 

(Before  NuaoN,  J.,  Southern  District  of  New  York,  August,  iS6o.) 

n 
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This  was  an  action  on  the  case  tried,  by  consent  of  parties, 
by  Mr.  Justice  Nelson,  without  a  jury,  to  recover  damages  for 
infringement  of  letters  patent  for  an  ^'improvement  in  appar- 
atus for  parti-coloring  yarn,"  granted  to  Alexander  Smith,  June 
18,  1850,  and  reissued  May  11,  1852.  A  report  of  a  former 
trial,  in  which  the  jury  disagreed,  will  be  found  in  Vol.  I,  p. 
537.  The  claims  of  the  patentee  will  be  found  in  the  opinion 
of  the  Court. 

Charles  M*  Keller  for  plaintiffs. 
Geurge  Gifford  for  defendants. 

Nelson,  J. 

This  suit  is  founded  on  a  patent  for  '^  the  improvement  in 
apparatus  for  parti-coloring  yarn.^' 

The  patent  was  issued  to  Alexander  Smith,  June  18,  1850, 
and  surrendered  and  reissued  May  11,  1852. 

The  patentee  recites  that  yarns  heretofore  have  been  parti- 
colored either  by  printing,  or  dipping  skeins  in  a  vat  of  dyeing 
liquor,  with  the  parts  not  to  be  colored  tied  or  clamped  so  as 
to  exclude  the  dye,  and  states  the  difficulties  attending  the  use 
of  these  modes,  and  also  the  nature  of  his  own  invention — 
namely,  that  it  consists  in  coloring  yarns  that  have  been  reeled, 
by  direct  immersion  in  the  dye,  by  means  of  movable  frames 
adapted  to  receive  and  hold  the  skeins,  and  so  combined  with 
the  dye-vat  as  to  admit  of  letting  down  the  yarns  to  the  deter- 
mined measured  distance,  and  then  withdrawing  and  shifting 
them  as  required ;  and,  after  giving  a  detailed  description  of  the 
machinery  used  by  him,  he  winds  up  with  his  particular  claim 
as  inventor,  and  which  is  '^  the  method  substantially  as  speci- 
fied, of  parti-coloring  yarns  that  have  been  reeled,  by  direct 
and  free  immersion,  by  means  of  frames  carrying  the  reeled  yarns  ^ 
and  combined  with  the  vat  containing  the  dyeing  liquor^  by  means  of 
machinery  adapted  to  let  down  and  draw  up  the  said  frame^  and 
measure  the  extent  of  immersion  substantially  as  set  forth** 

The  yarns  to  be  parti-colored  are  wound  round  two  reels 
particularly  described  in  the  specification,  and  then  the  reel- 
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frame  is  suspended  on  a  horizontal  frame  also  described ;  and 
as  many  of  such  reel  frames,  containing  the  skeins  of  yarn  as 
the  horizontal  frame  will  carry,  can,  in  like  manner,  be  sus- 
pended. A  scale  is  then  applied  to  one  of  the  reel-frames, 
and,  by  turning  a  crank-handle,  the  whole  is  let  down  into  the 
vat  to  the  depth  desired,  as  indicated  by  the  scale,  depending 
on  the  figure  to  be  produced  in  the  weaving  of  any  given 
fabric,  such  as  carpets  and  the  like.  These  reel-frames  may 
be  inverted  to  dip  the  other  end  of  the  skeins  in  like  manner, 
in  the  same  vat,  or  in  one  of  any  other  color,  or  the  reels  may 
be  turned  to  bring  other  parts  of  the  skeins  in  position  to  be 
immersed  in  the  same  vat,  or  a  vat  of  another  color. 

The  claim,  which  we  have  given  above  verbatim^  is  not 
entirely  free  from  difficulty  in  its  construction.  The  phrase, 
^^  by  means  of  frames  carrying  the  reeled  yarns,''  may  embrace, 
not  only  the  horizontal  frame  upon  which  the  reels  are  sus- 
pended, but  the  reel-frames  upon  which  the  yarn  has  been 
reeled.  The  difference  in  the  construction  is  material,  for,  if 
the  reel*frames  are  included,  then  the  combination  with  the 
vat  would  be  a  different  one  from  that  on  which  the  horizontal 
frame  alone  is  embraced. 

When  this  case  was  before  us  at  the  Circuit,  on  the  jury 
trial,  we  were  inclined  to  think,  and  so  held,  for  the  purpose  of 
the  trial,  that  the  combination  embraced  only  the  horizontal 
frame  which  carried  the  reels,  and  confined  it  to  that  in  con- 
nection with  the  vat.  From  the  view  we  have  taken  of  the 
case  upon  the  evidence,  the  difference  in  the  construction 
would  not  change  the  result ;  but,  we  are  free  to  say,  that  on 
further  examination  of  the  claim,  in  connection  with  the  de- 
scription, we  think  the  better  opinion  is,  that  the  reel-frames 
were  intended  to  be  embraced  in  the  combination. 

Assuming,  however,  for  the  present,  that  the  horizontal 
movable  frame  only  is  embraced,  then  the  claim  consists  of  a 
combination  of  this  frame  carrying  the  reeled  yarns,  and  the 
vat  containing  the  dyeing  liquor,  by  means  of  machinery 
adapted  to  let  down  and  draw  up  the  said  horizontal  frame,  and 
measure  the  extent  of  the  immersion,  substantially  as  described. 
The  parts  are  not  claimed — the  combination  only. 
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The  idea  of  parti-coloring  yarns,  in  skeins,  by  free  immersion 
in  a  vat  containing  the  liquor,  was  not  new,  nor  the  measuring 
the  extent  of  the  immersion  at  the  same  time.  The  novelty 
consists  in  the  machinery,  or  means  by  which  the  parti-coloring 
is  effected  in  equal  and  measured  proportions ;  and,  conceding 
the  novelty  of  this  combination,  which  we  think  is  fully  estab- 
lished by  the  evidence,  the  material  question  in  the  case  is, 
whether  or  not  the  means  or  machinery  used  by  the  defendants 
infringe  upon  it  ? 

In  other  words,  do  they  use  the  combination  of  the  horizontal 
frame,  carrying  the  reeled  yarns,  and  the  vat,  by  means  of  the 
patentee's  machinery,  to  let  down  and  draw  up  the  said  frame, 
and  to  measure  the  extent  of  the  immersion,  or  do  they  use  the 
combination  by  equivalent  means  ? 

After  the  best  consideration  we  have  been  able  to  give  to 
the  case,  we  have  come  to  the  conclusion  that  these  questions 
must  be  answered  in  the  negative. 

We  have  already  said  that  the  idea  of  dyeing  parti-colored 
skeins  of  yarn  by  free  immersion  into  the  dye,  and,  at  the  same 
time,  gauging  or  measuring  the  extent  of  coloring  of  the  skein, 
was  not  new — the  idea  is  not  the  patentee's.  He  is  entitled  to 
the  merit  only  of  embodying  it  into  machinery  and  adapting  it 
to  practical  use  in  a  new  and  superior  mode  to  any  that  had 
preceded  it.  And,  in  order  to  establish  an  infringement  against 
the  defendants,  he  must  show  that  they  are  employing  sub- 
stantially the  same  description  of  machinery.  If  they  employ 
machinery  of  a  different  description,  a  different  mode  of  accom- 
plishing the  same  result,  the  patentee  has  no  ground  of  com- 
plaint. 

Now,  in  the  first  place,  the  defendants  do  not  employ  the 
reel-frames  of  the  patentee,  upon  which  the  skeins  of  yarn  are 
reeled  or  placed,  at  all  ;  nor  any  equivalent  for  the  same,  nor, 
indeed,  any  arrangement  resembling  them.  And  hence  there 
is  no  necessity  for  the  horizontal  movable  frame  found  in  the 
patentee's  combination,  in  the  defendants'  arrangement,  as  this 
horizontal  frame  is  important  only  as  connected  with  the  reel- 
frames.  Nor  is  there,  in  fact,  any  frame  resembling  the 
peculiarities  or  functions  of  the  horizontal  frame  employed  by 
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the  defendants.  And  the  machinery  for  letting  down  in,  and 
drawing  up  the  skeins  of  yarn  from,,  the  liquor  in  the  vat  used 
by  the  patentee,  is  altogether  different  from  that  used  by  the 
defendants,  and  there  is  no  arrangement  at  all  used  by  them  for 
measuring  the  extent  of  the  immersion  by  machinery  in  the 
process  of  letting  the  yarn  down  into  the  vat. 

By  the  arrangement  of  the  defendants,  the  skeins  of  yara 
are  stretched  upon  two  poles— one  above  the  other ;  and  while 
thus  situated,  the  skeins  are  clamped  by  a  clamp  of  wood  at 
the  distance  from  the  bottom  desired  to  be  colored,  or  rather 
fixing  the  measure  of  the  immersion.  This  clamp  is  attached 
to  a  frame  independently  of  the  two  poles  which  support  it. 
The  poles  are  then  withdrawn,  and  the  clamp  frame  attached 
to  and  carried  by  a  lever,  operated  by  machinery,  to  the  vat  of 
liquor  and  lowered  into  it,  the  clamps,  which  float,  determining 
the  extent  of  the  immersion.  This  extent  is  not  determined 
by  the  machinery,  as  in  the  patentee's  arrangement,  but  is  fixed 
in  advance  by  the  hand  of  the  operator.  There  is  no  machinery 
adapted  to  let  down  and  draw  up  the  frame  with  the  skeins  of 
yarn,  and  at  the  same  time,  or  in  the  same  process,  measure 
the  extent  of  immersion.  The  functions  of  the  machinery  are 
simply  to  carry  the  clamp  frame  to  the  vat,  and  lower  it  into  it, 
and  afterward  lift  it  out. 

The  measurement  is  by  an  independent  operation,  namely, 
by  the  clamp,  which  is  fixed  to  the  yarn  by  the  hand. 

The  truth  is,  that  the  defendants'  device  is  but  an  ingenious 
improvement  and  adaptation  of  the  old  mode  of  parti-coloring 
by  clamping  the  skeins  of  yarn,  and  immersing  them  in  the  vat. 
Instead  of  immersing  the  entire  skein,  separate  parts  or  portions 
are  colored  at  a  time,  the  clamp  serving  to  exclude  or  stop  the 
coloring  material,  and,  at  the  same  time,  determining  the  extent 
of  the  immersion,  this  depending  upon  the  portion  of  the  skein 
to  which  the  clamp  is  applied.  The  germ  of  the  device  may 
be  found  in  Graham's  patent  of  May  13,  1842,  for  ^^  an  im- 
proved manu&cture  of  that  kind  of  carpeting,  usually  denomi- 
nated Kidderminster  carpeting." 

I  am  entirely  satisfied  that  judgment  should  be  rendered  for 
the  defendants,  with  costs. 
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Orlando  B.  Potter  and  Nathaniel  Wheeler 

vs. 

James  G.  Wilson  and  Alexander  C.  Stocrmar. 

In  Equity. 

Previoiu  to  the  inTention  of  Wibon,  the  material  to  be  lewed  had  been  advanced 
under  the  needle  by  the  hand  of  the  operator,  or  fixed  permanently  to  a  frame 
called  a  baster  plate,  which  was  advanced  with  the  cloth  by  a  regular  progressive 
motion,  to  the  needle,  through  the  agency  of  suitable  machinery.  By  the  former 
process  the  cloth  could  be  turned  at  will,  but  there  was  no  security  for  regularity 
of  stitch  except  the  care  and  skill  of  the  operator.  By  the  latter,  the  regularity  of 
stitch  was  attained ;  but  from  the  permanent  attachment  of  the  cloth  to  the  baster 
plate,  a  seam,  with  curvatures  and  angles,  at  the  will  of  the  operator,  could  not  be 
formed. 

The  object  of  the  improvement  of  Wilson  «ras  to  remedy  these  defeoti,  by  causing  the 
cloth  to  be  moved  automatically  under  the  needle,  and  the  device  so  arranged  as 
to  admit  of  seams  of  any  curvature,  and  at  the  same  time  secure  regularity  of 
stitch.  This  Wilson  accomplished  by  the  machinery  and  process  described  in  the 
specification  of  the  patent. 

Instead  of  the  baster  plate,  the  cloth  was  advanced  under  the  needle  mechanically,  by 
the  joint  action  of  two  surfiices  between  which  it  is  held,  an  intermittent  motion 
being  given  to  at  least  one  of  them,  which  caused  the  cloth  to  progress  regularly, 
securing  uniformity  of  stitch,  and  at  the  same  time  permitting  the  material  to  be 
turned  by  the  hand  so  as  to  sew  a  straight  or  curved  seam. 

Where  A.  invents  one  improvement,  and  B.  another,  in  the  same  machine,  separate 
patents  should  issue  to  each  for  his  own  improvement.  If  a  joint  patent  issue  to 
the  two,  it  is  void. 

A  shingle  model  showing  the  feed  of  a  sewing  machine,  without  provision  for  connect- 
ing it  with  a  machine,  is  not  a  reduction  of  the  invention  to  practice  within  the 
meaning  of  the  patent  law. 

The  novelty  of  the  invention  of  Wilson  examined  and  sustained. 

Where  it  was  claimed  that  two  companies  for  whom  the  complainants  held  the  patents 
in  trust,  should  have  been  made  parties  complainant — Heldt  That  if  those  com- 
panies were  but  licensees  under  the  complainants,  their  interest  would  not  be  such 
as  would,  in  the  sense  of  the  patent  law,  require  tbero  to  be  joined. 

The  objection  to  the  introduction  of  testimony  at  the  hearing,  not  introduced  before 
the  Examiner,  is  too  plain  to  call  for  observation.  If  introduced  before  the 
Examiner,  the  attention  of  the  opposite  party  would  have  been  called  to  it,  and 
an  opportunity  afforded  for  explanation. 

So  long  as  a  patentee's  ideas  are  found  in  the  construction  and  arrangement  of  the 
defendants*  machine,  no  matter  what  may  be  its  form  or  shape  or  appearance,  the 
party  using  it  is  appropriating  hu  invention,  and  must  be  held  to  be  an  infringer. 

(Before  Nkison  and  Smallit,  JJ.,  Southern  District  of  New  York,  August,  iS6o.) 


AUGUST,    i860.  103 


Potter  V.  Wilson. 


This  was  a  bill  in  equity,  filed  to  restrain  the  defendants 
from  infringing  letters  patent,  granted  to  Allen  B.  Wilson, 
November  12,  1850,  for  an  ^^improvement  in  sewing  ma- 
chines/' The  original  patent  was  surrendered  and  reissued 
January  22,  1856,  in  two  divisions,  designated  as  Reissue  Nos. 
345  and  346.  Reissue  345  was  surrendered  and  reissued,  De- 
cember 7,  1856,  and  designated  as  Reissue  414.  See  also,  Pot^ 
Or  V.  Holland^  Vol.  I,  p.  382. 

The  claims  of  the  original  patent  of  1850  were  as  follows  : 


**  What  I  claim,  etc.,  is  forming  a  stitch  by  each  throw  of  the  shuttle  and  corres- 
ponding motion  o(  the  needle  j  that  is  to  say  :  making  one  stitch  at  each  forward,  and 
another  at  each  backward  motion  of  the  shuttle,  both  constructed,  arranged,  and  ope- 
rating as  herein  described,  or  in  any  other  mode  substantially  the  same. 

<*  Second.  I  claim  the  combination  of  the  sliding  bar,  Q,  the  plate,  r,  the  fisedtng 
plate,  V,  the  spring,  W,  the  screw,  /,  the  lerer,  R,  and  the  clamping  plate,  T,  for 
holding  and  feeding  the  cloth  to  the  needle,  and  regulating  the  length  of  the  stitch,  in 
the  manner  herein  described,  or  in  any  way  substantially  the  same.** 

The  claim  of  Reissue  345,  afterward  surrendered,  was  as 
follows : 


**  What  I  claim  is  forming  a  stitch  at  each  throw  of  the  shuttle  and  corresponding 
motion  of  the  needle  \  that  is  to  say  :  making  one  stitch  at  each  forward  and  another 
at  each  backward  motion  o(  the  shuttle,  both  constructed,  arranged,  and  operated  as 
herdn  described,  or  in  any  other  mode  substantially  the  same.' 


It 


The  claims  of  Reissue  346  were  as  follows  : 

**  What  I  claim  is,  the  method  of  causing  the  cloth  or  material  to  be  sewed  in  a 
sewing  machine,  to  progress  regularly  by  the  joint  action  of  the  surfaces  between  which 
it  is  clamped,  and  which  act  in  conjunction,  subsuntially  in  the  manner  and  for  the 
purpose  herein  specified. 

<*2d.  I  claim  holding  the  cloth  or  other  material  at  rest  by  the  needle,  or  its  equira- 
lent,  in  combination  with  the  method  of  causing  it  to  progress  regularly,  the  whole 
substantially  as  herein  set  forth. 

**  3d.  I  claim  arranging  feeding  surfaces,  substantially  such  as  are  herein  spedfied,  in 
inch  relation  to  the  needle  as  herein  set  forth,  that  they,  or  one  of  them,  shall  perfbrm 
the  office  of  stripping  the  cloth  or  material  from  the  needle  as  it  rises,  or  recedes  from 
it,  as  herein  described. 

*<  4th.  I  claim  so  mounting  and  atuching  one  of  the  feeding-surfiices  to  some  other 
part  of  the  machine,  that  it  may  be  removed  or  drawn  away  from  toe  other  sur£ice 
at  pleasure,  substantially  in  the  manner  and  to  efiect  the  objects  herein  set  forth.** 

The  claims  of  Reissue  414,  obtained  by  sunender  of  Reissue 
345,  were  as  follows : 
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'<  I  claim :  itt.  The  combination,  in  a  tingle  machine,  of  these  three  following 
elementB,  namely :  a  table,  or  platform,  to  support  the  material  to  be  sewed,  holding  it 
f6t  thfe  action  of  the  needle,  tnd  presenting  it  properly  to  the  grasp  of  the  feeding  ap- 
paratus ;  a  tewing  machine  proper,  consisting  of  a  needle  and  shuttle,  or  their  equira- 
lents,  and  a  mechanical  feed  automatic  and  caunng  the  cloth  to  progress  regularly,  by 
a  feeding  mechanism,  to  which  the  cloth  is  not  attached,  and  so  grasping  the  cloth 
that  it  may  be  turned  and  twisted  by  the  hand  of  an  operator,  such  twisting  not  inter- 
fering with  the  regular  progression  of  the  cloth ;  and  the  whole  being  constructed  and 
acting  together,  and  in  combination  with  each  other,  substantially  in  the  manner  and 
for  the  purposes  heran  specified. 

**  ad.  I  claim  moving  a  shuttle,  to  shaped  and  held  by  its  race,  that  jaws  may 
embrace  it,  by  means  of  two  jaws,  which  are  alternately  in  contact  with  the  shuttle, 
and  are  constructed  and  move  substantially  in  the  manner  herein  set  forth,  making  and 
breaking  thdr  conttct  without  any  aid  firom  cams  or  springs,  or  the  equivalentt  of  such 
devices. 

'<And,  lastly,  I  claim  a  double-pointed  shuttle,  substantially  such  as  is  herein  speci- 
fied, in  combination  with  jaws  for  driving  it,  substantially  such  as  are  described, 
whereby  the  shuttle  may  be  thrown  alternately  iVom  opposite  directions,  through  loops, 
without  practically  disturbing  the  loop-thread.** 

In  the  sewing  machines  of  Howe,  Bacheldor,  and  others, 
invented  and  used  prior  to  the  invention  of  Wilson,  the  cloth 
was  fed  to  the  needle  by  reciprocating  or  rotating  baster  plates. 
These  consisted  of  strips  of  steel  furnished  with  sharp,  needle- 
like points  about  one-fourth  of  an  inch  in  length,  upon  which 
the  cloth  was  impaled  or  hung,  the  points  penetrating  the  layers 
of  cloth  and  ^^  basting  '*  them  together.  By  appropriate  mechan- 
ism these  plates  were  moved  past  the  needle,  carrying  the  cloth 
with  them.    . 

The  feeding  device  described  by  Wilson,  consisted  of  a  bar 
upon  the  table,  having,  upon  the  upper  side  of  one  vibrating 
end,  serrations,  or  roughened  projections,*resembIing,  somewhat, 
a  shoemaker's  rasp.  These  projections  rose  slightly  above  the 
surface  of  the  table,  so  that  the  cloth  laid  upon  it  would  be 
caught  by  the  projections  and  carried  forward  with  each  forward 
movement  of  the  bar«  To  afford  resistance,  and  to  enable  the 
serrations  to  seize  the  cloth,  a  plate  pressed  upon  the  cloth  from 
above,  kept  in  place  by  a  spring,  and  this  plate  or  presser,  and 
the  roughened  bar,  constituted  the  ^^two  feeding  surfaces,'' 
which  were  the  principal  features  of  the  patent.  The  teeth  upon 
the  bar  projected  forward,  so  that  they  caught  the  cloth  when 
moving  in  that  direction,  but  slipped  under  it  without  moving  it, 
when  drawn  backward  ;  a  result  which  was  fiicilitated  by  the 
descent  of  the  needle  through  the  cloth  simultaneously  with  the 
reaction  of  the  feed-bar. 
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Gio.  Gifford  and  E.  W.  Stoughton  for  complainants. 
Blatchford^  Seward  &f  Griswold  for  defendants. 

Nelsok,  J. 

These  suits  are  founded  upon  two  reissued  patents  to  A.  B. 
Wilson,  for  improveinents  in  the  feed  motion  of  a  sewing  ma- 
chine. The  original  patent  for  the  invention  was  granted 
November  12,  1850.  It  was  surrendered,  and  two  reissues, 
numbered  345  and  346,  thereon,  both  bearing  date  January  22, 
1856*  345  was  subsequently  surrendered,  and  reissued  Decem- 
ber 9,  1856,  numbered  414. 

Previous  to  the  invention  of  Wilson,  as  claimed  by  the  plain- 
tiffs, the  material  to  be  sewed  had  been  advanced  under  the 
needle,  or  sewing  apparatus,  by  the  hand  of  the  operator,  or 
fixed  permanently  to  a  frame,  called,  in  technical  language,  a 
baster  plate,  which  was  advanced  with  the  cloth  by  a  regular 
progressive  motion,  to  the  needle,  through  the  agency  of  suit- 
able machinery.  By  the  former  process,  feeding  by  hand,  the 
cloth  could  be  turned  at  will,  so  that  seams  of  any  given  curva- 
ture could  be  sewed,'  but  there  was  no  security  for  regularity  of 
stitch  except  the  care  and  skill  of  the  operator.  By  the  latter, 
the  regularity  of  stitch  was  attained,  but  from  the  permanent 
attachment  of  the  cloth  to  the  baster  plate,  a  seam,  with  curva- 
tures and  angles,  at  the  will  of  the  operator,  as  the  sewing  pro- 
gressed, could  not  be  formed.  The  object  of  the  improvement 
in  question  was  to  remedy  these  defects,  by  causing  the  cloth 
to  be  moved  automatically  under  the  needle,  and  the  device  so 
arranged  as  to  admit  of  seams  of  any  curvature,  and  at  the  same 
time  secure  regularity  of  stitch.  This  Wilson  accomplished 
by  the  machinery  and  process  described  in  the  specification  of 
the  patent. 

Instead  of  the  baster  plate,  the  cloth  was  advanced  under  the 
needle  mechanically,  according  to  the  arrangement,  by  the  joint 
action  of  two  surfaces  between  which  it  was  held,  an  intermit- 
tent motion  being  given  to  at  least  one  of  them,  which  caused 
the  cloth  to  progress  regularly,  securing  uniformity  of  stitch, 
and  at  the  same  time  permitting  the  material  to  be  turned  by 
the  hand  so  as  to  sew  a  straight  or  curved  seam. 
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The  claims  in  the  reissued  patents,  numbered  346  and  414, 
which  are  in  controversy  in  these  suits,  are  all  founded  upon 
this  feed  improvement  upon  the  previous  sewing  machines. 

The  utility  of  the  improvement  is  admitted ;  indeed,  it  is 
apparent,  that  without  it,  or  some  equivalent  which  would  admit 
of  curved  seams  to  be  sewed  automatically,  the  sewing  machine, 
now  in  almost  universal  use,  would  have  been  comparatively 
very  limited  in  its  operation.  It  is  insisted,  however,  that 
Wilson  was  not  the  first  and  original  inventor,  which  objection 
raises  the  principal  question  in  these  cases. 

The  persons  mainly  relied  upon,  and  indeed  the  only  persons 
that  can  be  relied  upon,  according  to  the  proof,  with  any  plau- 
sibility, to  prove  priority  of  invention,  are  Wm.  H.  Akins,  of 
Ithaca,  and  Leander  W.  Landon,  of  Rochester,  New  York. 

The  proof  is  very  full  and  satisfactory,  that  the  invention  of 
Wilson  was  so  far  matured  as  to  admit  of  sewing  curved  seams 
by  way  of  experiment  as  far  back  as  1849.  In  April,  1849,  its 
peculiarities  were  noticed  in  the  Berkshire  Culturisty  published 
at  Pittsfield,  Massachusetts ;  and  in  November  of  that  year,  a 
more  extended  notice  of  it,  with  full  lithographic  prints,  was 
given  in  the  Scientific  American^  published  in  New  York  and 
Boston. 

Akins  himself  has  been  examined  as  a  witness  in  these  cases 
upon  the  question  of  priority  of  his  invention,  and  he  does  not 
carry  its  date  further  back  than  the  latter  part  of  the  year  1850. 
He  had  made,  previous  to  this  examination,  three  affidavits  on 
the  subject,  but  in  neither  of  these  does  he  state  that  his  im- 
provement extended  back  to  1848;  the  furthest  his  affidavits 
carry  its  date  is  the  fall  of  1849.  And  over  and  above  his  tes- 
timony, the  clear  and  decided  weight  of  the  proof  confirms  the 
date  he  gives  of  the  invention,  when  examined  as  a  witness  in 
the  cases,  namely,  the  fall  of  1850.  One  very  decisive  fact 
upon  this  question  is  not  in  dispute,  and  that  is,  that  the  first 
machine  made  by  Akins,  after  the  partnership  with  Felthousen 
(which  commenced  in  August,  1850),  had  upon  it  the  feed  of 
the  baster  plate,  resembling  that  of  the  Lerow  &  Blodgett  ma- 
chine, which  was  exhibited  in  Ithaca  in  the  winter  of  1849  ^^'^ 
1850. 
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The  feed  admitting  of  curved  seams  was  first  introduced  into 
the  second  machine  made  by  him  in  the  fall  of  1850,  some  two 
years  after  the  date  of  Wilson's  improvement,  and  which  was 
even  after  the  date  of  his  patent.  It  is  remarkable,  if  Akins 
had  invented  the  feed  improvements  as  early  as  1848,  which 
admitted  the  sewing  of  curved  seams,  an  improvement  so  useful, 
and  which  has  added  so  much  to  the  value  of  the  instrument, 
that  some  two  years  afterward,  when  he  commenced  the  busi- 
ness of  manufacturing  the  machines,  he  should  have  omitted  the 
use  of  it  altogether. 

There  is  another  remarkable  feature  in  this  claim  of  Akins. 
A  patent  was  issued  to  him  and  Fclthousen  jointly,  August  5, 
1851,  as  joint  inventors,  including  this  improvement.  This 
was  upon  a  model  of  the  second  machine  made  by  him.  It  is 
agreed  that  these  patentees  first  commenced  business  together 
in  August,  1850,  and  that  Felthousen  had  had  no  previous  con- 
nection or  interest  in  sewing  machines,  nor  any  knowledge  of 
them.  Both  must  have  made  oath  that  they  were  the  joint 
inventors  of  the  improvements  claimed  before  the  patent  could 
issue ;  and  if  true,  as  to  Felthousen,  the  date  of  the  invention 
must  have  been  later  than  August,  1850.  It  is  now  pretended 
that  Akins  was  the  sole  inventor  of  the  improvement  of  the 
feed ;  if  this  be  true,  the  Patent  Office  was  imposed  upon,  as  it 
could  not  properly  have  issued  a  patent  to  Akins  and  Felthousen, 
as  joint  inventors,  for  an  improvement  on  the  sewing  machine 
by  one  of  them.  It  is  said  that  Akins  was  the  inventor  of  the 
improvement  in  the  feed,  and  Felthousen  of  the  set-screw  above 
the  needle-arm;  if  so,  then  separate  patents  ought  to  have 
issued  to  each  for  his  own  improvement,  and  not  a  joint  patent 
to  the  two.  If  so  issued,  the  patent  is  void.  This  action  of 
Akins  and  Felthousen  in  procuring  the  patent,  goes  to  confirm 
the  view  of  Akins  himself,  in  his  testimony,  that  he  did  not 
invent  the  improvement  until  after  the  partnership  with  Felt- 
housen, in  August,  1850. 

We  forbear  going  over  the  proofs  in  detail  upon  this  question 
of  priority,  and  shall  content  ourselves  by  saying,  after  a  very 
careful  analysis  and  examination,  the  weight  is  all  one  way,  and 
that  is  against  the  pretension  set  up  in  behalf  of  Akins. 
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In  respect  to  the  claim  of  Leander  W.  Langdon,  his  own 
account  of  his  invention  is  as  follows:  That  when  thirteen 
years  of  age,  and  in  the  service  of  Daniel  Rail,  in  Rochester, 
New  York,  some  time  in  the  year  1847,  he  read  the  description 
of  a  sewing  machine  in  a  newspaper,  and  observed  from  the 
description  that  the  cloth  was  placed  on  pins  or  sharp  points,  so 
that  the  curve  of  the  seam  could  not  be  varied  after  the  cloth 
was  placed  upon  the  pins,  and  that  the  idea  then  occurred  to 
him  of  making  a  feed,  by  which  the  curve  of  the  seam  could 
be  varied ;  that  after  some  weeks,  he  had  so  far  matured  his 
thoughts  as  to  make  a  feed  model  out  of  a  shingle.  No  other 
parts  of  the  machine  were  made.  Nothing  further  was  done  in 
the  way  of  perfecting  his  improvement,  or  in  adapting  it  to  prac- 
tical use,  till  the  fall  of  1850,  when  he  commenced  the  con- 
struction of  a  machine  in  the  shop  of  a  Mr.  Wright  in  Roches- 
ter. The  shingle  feed  model  of  1847  ^^^  "^^  preserved,  as  of 
any  value  or  importance  at  the  time,  and  has  been  lost. 

He  claims  that  the  machine  made  in  Wright's  shop  in  the  fall 
of  1850,  was  a  working  machine,  and  embraced  the  feed  motion 
devised  in  1847.  Langdon,  in  a  subsequent  examination, 
attempted  to  change  the  time  of  working  upon  the  machine  in 
Wright's  shop,  from  the  fall  of  1850  to  1849. 

It  is  quite  clear,  adopting  the  most  fiivorable  account  of  the 
invention  of  Langdon,  as  given  by  himself,  that  the  proof  falls 
short  of  overcoming  the  patents  of  Wilson,  and  the  testimony 
upon  which  the  originality  and  priority  of  his  improvements 
rest.  The  proof  fails  as  matter  of  law.  ^^  It  is  not  enough 
to  defeat  a  patent  already  issued  that  another  conceived  the  pos- 
sibility of  effecting  what  the  patentee  has  accomplished.  To 
constitute  a  prior  invention,  the  party  alleged  to  have  produced 
it,  must  have  proceeded  so  far  as  to  have  reduced  his  idea  to 
practice,  and  embodied  it  in  some  distinct  form.  It  must  have 
been  carried  into  practical  operation,  for  he  is  entitled  to  a  pat- 
ent who,  being  an  original  inventor,  has  first  perfected  the 
invention  and  adapted  it  to  practical  use.  Crude  and  imperfect 
experiments,  equivocal  in  their  results,  and  then  given  up  for 
years,  can  not  be  permitted  to  prevail  against  an  original  inven- 
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tor,  who  has  perfected  his  improvement  and  obtained  his  pat- 
ent/'    Parkhurst  v.  Kinsman^  i  Blatch.  488,  494. 

In  this  case,  the  pretended  shingle  model,  containing  the 
feed  of  a  sewing  machine,  had  no  provision  or  arrangement  for 
connecting  it  with  or  adapting  it  to  the  machine,  and  was  laid 
aside  for  years  and  forgotten  till  after  the  improvement  by  Wil- 
son was  perfected,  a  patent  granted,  and  the  working  machine 
had  gone  into  general  use. 

But,  independently  of  this  ground,  which  we  regard  as .  con- 
clusive upon  the  question,  the  proofs  are  overwhelming  that 
Langdon's  alleged  improvement  was  long  after  that  of  Wilson, 
and  even  after  the  issuing  of  his  patent  of  November  12,  1850. 

Even  the  engine  at  Rail's,  which  he  pretends  to  have  been 
engaged  in  working  when  he  read  a  description  of  the  sewing 
machine  in  a  newspaper,  and  made  his  shingle  model  of  the 
feed  in  1847,  ^^^  ^^^  erected  and  put  into  operation  until  the 
spring  or  summer  of  1848.  And  the  clear  weight  of  the  evi- 
dence is,  that  he  never  worked  upon  a  sewing  machine  till  he 
went  to  work  for  Burroughs,  in  the  fall  of  1851,  who  was 
engaged  in  manufacturing  A.  B.  Wilson's  machines,  and  did 
not  commence  making  a  machine  for  himself,  or  with  a  view 
to  any  improvement  upon  the  same,  till  the  spring  or  summer 
of  1852. 

Our  conclusion  is,  that  upon  the  whole  of  the  proofs  in  the 
case,  the  clear  weight  of  them  supports  the  priority  of  A.  B. 
Wilson's  invention  of  the  feed  motion,  and  consequently  the 
patents  founded  upon  it. 

Some  objections  have  been  taken  to  the  defense,  independ- 
ently of  the  question  upon  the  invention,  which  it  is  necessary 
briefly  to  notice : 

I.  An  objection  that  the  proper  parties  complainants  have 
not  been  joined  in  the  suit. 

This  objection  is  founded  upon  the  testimony  of  Orlando  B. 
Potter,  who  was  examined  as  a  witness  for  the  complainants. 
He  states  that  the  suits  were  commenced  for  the  interest  and 
benefit  of  the  two  companies  represented  by  himself  and  Nathan- 
iel Wheeler,  namely.  The  Wheeler  &  Wilson  Manufacturing 
Company  ahd  The  Grover  &  Baker  Sewing  Machine  Company ; 
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and  that  the  nominal  complainants  have  no  interest  in  the  suits, 
except  as  representatives  of  the  two  companies,  and  as  stock- 
holders therein.  That  the  patents  are  held  by  them  as  trustees 
of  these  companies. 

The  proofs  show  that  the  legal  title  to  the  patents,  and  exclu- 
sive right  to  them  in  the  State  of  New  York,  are  in  the  com- 
plainants ;  and  in  a  court  of  law  they  are  the  only  parties  proper 
to  bring  the  suits. 

It  is  urged,  however,  that  in  equity  all  parties  must  be  joined 
who  are  interested  in  the  subject-matter  of  the  litigation. 

In  one  sense,  according  to  the  testimony  of  Potter,  these  two 
companies  may  be  said  to  be  interested,  but  whether  so  or  not, 
as  to  require  them  to  be  joined  in  the  suit,  is  not  certain.  If 
they  are  but  licensees  under  Potter  and  Wheeler,  then  their 
interest  would  not  be  such  as  would,  in  the  sense  of  the  law  of 
patents,  require  them  to  be  joined  ;  and  this  is  the  relation  they 
hold  to  the  complainants,  as  insisted  upon  by  their  counsel. 

This  objection  as  to  parties  was  not  taken  in  the  answer,  nor 
do  the  proofs  on  either  side  seem  to  have  been  directed  to  the 
question.  It  has  been  raised  for  the  first  time  at  the  hearing. 
An  efFort  was  made  by  the  counsel  for  the  defense  to  introduce 
evidence  on  the  subject  at  the  hearing,  but  the  objection  to  its 
reception  is  too  plain  to  call  for  any  observations.  If  intro- 
duced before  the  Examiner,  the  attention  of  the  opposite  party 
would  have  been  called  to  it,  and  an  opportunity  afforded  for 
explanation.  These  objections,  as  to  parties,  are  not  favored 
when  postponed  to  the  final  hearing  upon  the  pleadings  and 
proofs.     I  Peters,  299,  306.     13  ibid.  365. 

2.  Objections  have  also  been  taken  to  some  of  the  claims 
under  the  reissued  patents  of  January  22,  1856,  and  December 
9,  1856,  Nos.  346  and  414. 

The  first  claim  in  No.  346  is  the  method  of  causing  the  cloth  to 
be  sewed  to  progress  regularly  by  the  joint  action  of  the  surfaces 
between  which  it  is  clamped,  and  which  act  in  conjunction, 
substantially  in  the  manner  and  for  the  purposes  specified. 

The  second,  holding  the  cloth  at  rest  by  the  needle  or  its 
equivalent,  in  combination  with  the  method  of  causing  it  to 
progress  regularly,  substantially  as  set  forth. 
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The  third,  arranging  the  feeding  surfaces,  substantially  as 
specified,  in  such  relation  to  the  needle  that  they  or  one  of  them 
shall  perform  the  office  of  stripping  the  cloth  from  the  needle 
as  it  rises  or  recedes  from  it ;  and — 

The  fourth  so  mounting  and  attaching  one  of  the  feeding 
surfaces,  to  some  other  part  of  the  machine,  that  it  may  be 
removed  or  drawn  away  from  the  other  surface  at  pleasure,  as 
set  forth. 

Now,  it  is  apparent  that  all  the  several  claims  rest  upon  and 
grow  out  of  the  main  improvement  in  the  feeding  apparatus, 
consisting  of  two  surfaces  clasping  the  cloth,  and  advancing  it 
to  the  needle  by  the  intermittent  motion  of  one  of  them,  and  so 
arranged  as,  at  the  same  time,  to  admit  of  the  turning  of  the 
cloth,  and  sewing  seams  of  any  practically  useful  curvature.  If 
this  devise  is  novel,  and  we  have  already  shown  that  it  was,  then 
these  dependent  combinations  and  devices  may  well  be  main- 
tained. 

The  same  observations  are  applicable  to  the  claim  for  a 
combination,  embracing  this  feed  improvement,  in  the  patent 
numbered  414. 

3.  An  objection  is  also  taken  that  the  defendants'  machines 
do  not  infringe  the  improvement  of  the  feed  motion  of  Wilson. 

The  leading  original  idea  of  Wilson,  and  which  he  has  em- 
bodied into  his  improvement,  is  the  substitution  of  the  two 
surfaces  between  which  the  cloth  is  clasped  or  held,  for  the 
baster  plate  of  previous  machines,  and  so  arranging  these  two 
surfaces  that  one  of  them,  by  an  automatic  intermittent  mo- 
tion of  one  or  both,  would  advance  the  cloth  to  the  needle,  and 
at  the  same  time  admit  of  its  being  turned  by  the  hand,  so  as 
to  sew  curved  seams.  Now,  it  is  quite  clear,  that  this  concep- 
tion, which  has  remedied  a  great  defect  in  previous  machines 
by  getting  rid  of  the  frame  upon  which  the  cloth  is  fastened, 
and  which  could  move  only  with  the  frame  or  baster  plate,  and 
hence,  practically,  could  sew  straight  seams  and  fixed  curves 
only,  was  capable  of  being  embodied  into  a  working  machine 
in  various  modes  and  forms.  A  skillful  mechanic,  by  mere 
skill,  and  without  the  use  of  the  inventive  faculties,  could  em- 
body it,  and  adapt  it  to  practical  use  by  different   mechanical 
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devices.  This  requires  ingenuity,  simply,  not  invention.  But  so 
long  as  Wilson's  ideas  are  found  in  the  construction  and  arrange- 
ment, no  matter  what  may  be  its  form  or]shape,  or  appearance, 
the  party  using  it  is  appropriating  his  invention,  and  must  be 
held  to  be  an  infringer  \  and  within  this  view  we  are  satisfied  the 
machines  of  the  several  defendants  must  be  regarded  as  viola- 
tions of  the  patents  in  question. 

Upon  the  whole,  after  the  best  consideration  we  have  been 
able  to  give  to  these  cases,  we  are  satisfied  the  complainants  are 
entitled  to  a  decree  for  the  infringements  and  for  injunctions,  and 
a  reference  to  a  Master  to  take  an  account. 

Decree  for  perpetual  injunction  and  account. 


The  Grover  and  Baker  Sewing  Machine  Company 

vs. 
George  B.  Sloat,  et  al.     In  Equity. 


The  complainantB  were  a  corporation  under  the  lawi  of  Masaachusetti.     Held:  That 
at  the  right  to  manuficture  machines  b  general  and  not  confined  to  the  limiu  of 
Maitachtttetti  by  the  charter,  and  ai  there  is  no  prohibition  upon  it  by  the  laws 
of  New  Yorky  the  complainants  may  properly  use  the  invention  in  New  York. 

Mere  licensees  have  no  interest  capable  of  afTording  the  foundation  of  a  suit  in  the 
name  of  such  licensees. 

Where  a  patent  was  offered  in  evidence  at  the  hearing  which  was  not  introduced  before 
the  £xaminer-~fr«/</;  That  as  the  other  party  had  had  no  opportunity  for  expla- 
nation, the  proof  could  not  be  received  or  considered. 

(Before  Nbuon  and  Smallby,  JJ.,  Southern  District  of  New  York,  August,  i860.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  granted  to  W.  P.  N.  Fitzgerald,  as 
assignee  of  the  inventor,  Allen  B.  Wilson,  December  19,  1854, 
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for  an  ^^  improvement  in  sewing  machines,"  which  was  an  im- 
provement in  the  feeding  device,  also  invented  by  Wilson,  and 
patented  November  12,  1850,  which  is  more  particularly  de- 
scribed in  the  case  of  Potter  v.  Wilson^  p.  102.  That  device 
consisted  of  a  roughened  bar  having  two  motions  only,  forward 
and  backward.  The  improvement  described  in  the  present 
patent  was  substantially  the  same,  except  that  four  motions 
were  given  to  the  feeding  bar  instead  of  two.  The  roughened 
feeding  surface'  moving  forward  with  the  cloth,  then  dropping 
below  it,  moving  backward  beneath  the  table,  and  rising  again 
to  seize  the  material  to  advance  it  for  another  stitch. 
The  claims  of  the  patent  were  as  follows : 

*'The  device  in  the  sewing  machine  for  feeding  the  cloth  along,  conti^ting  of  bar  K 
furnished  with  points  or  notches,  having  a  vertical  or  up  and  down  motion  for  fasten- 
ing the  cloth  upon,  and  releasing  it  from  said  bar  by  striking  it  against  a  plate,  or 
spring  F,  and  a  lateral  motion,  or  motion  forward  and  back,  for  feeding  the  cloth 
along  after  each  stitch,  substantially  as  set  forth." 

Geo.  Gifford  and  E.  IV,  Stoughton  for  complainants. 
Blatchfordy  Seward  &  Griswold  for  defendants. 

Nelson,  J. 

These  suits  are  founded  upon  letters  patent  granted  to  W. 
P.  N.  Fitzgerald,  dated  December  19,  1854,  as  assignee,  upon 
the  invention  and  application  of  A.  B.  Wilson.  The  invention 
consists  of  an.  improvement  of  the  feed  motion  of  Wilson,  em- 
braced in  his  reissued  patents,  Nos.  346  and  414.  The  surface, 
moving  the  cloth  by  its  intermittent  motion  to  the  needle,  is 
caused  to  drop  from  the  cloth,  in  its  return  to  again  seize  it, 
and  advance  it  for  another  stitch.  The  effect  is  to  free  the 
cloth  from  the  surface  in  its  return,  with  a  view  to  again  ad- 
vance it. 

The  novelty  of  this  improvement  is  disputed  by  the  defendants. 

The  proof  carries  back  this  invention  by  Wilson,  that  is,  his 
conception  of  the  idea  and  embodiment  into  a  model,  to  April 
or  May,  1850 ;  and  it  was  introduced  into  a  working  machine 
as  early  as  1852. 

The  only  improvement  of  the  kind  seriously  claimed  by  the 
defense  to  be  earlier  than  Wilson's  is  that   of   Leander  W. 

15 
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Langdon.  We  have  had  occasion  to  examine  the  claims  of 
this  person,  generally,  as  to  the  date  of  his  invention  of  the 
feed  motion  in  sewing  machines,  in  a  c^se  between  Potter  & 
Wheeler  against  these  parties,  and  to  express  our  opinion  on 
the  subject. 

In  respect  to  this  particular  improvement,  it  is  quite  clear, 
upon  the  proofs,  that  Langdon  never  embodied  it  into  a  ma- 
chine till  after  the  year  1852,  and  after  he  had  seen  it  in  one  of 
A.  B.  Wilson's  machines. 

Several  objections  have  been  taken  in  this  suit  by  the  counsel 
for  the  defendants,  independently  of  the  question  upon  the 
novelty  of  the  invention. 

I.  It  is  insisted  that  the  plaintiffs,  by  their  charter  in  the  State 
of  Massachusetts,  are  incapable  of  using  the  invention  in  New 
York,  inasmuch  as  the  charter  confines  their  operations  to  the 
city  of  Boston  and  county  of  Suffolk,  in  that  State.  But  we 
do  not  so  construe  this  charter.  Although  a  Massachusetts 
corporation,  the  right  to  manufacture  the  machines  is  general, 
and  not  confined  to  the  limits  of  that  State,  and  there  is  no 
prohibition  upon  it  by  the  laws  of  New  York.     (13   Peters, 

519-) 

II.  It  is  objected  that  the  Wheeler  &  Wilson  Manufac- 
turing Company  should  have  been  made  parties*  This  objec- 
tion is  founded  upon  a  clause  in  the  assignment  of  Fitzgerald, 
the  patentee,  to  the  plaintiffs,  which  is  as  follows :  ^^  Subject, 
however,  to  an  assignment  this  day  made  by  me,  the  said  Fitz- 
gerald, of  the  right  to  use  said  invention,  concurrently  with  the  . 
said  Grover,  Baker  &  Co.,  unto  the  Wheeler  &  Wilson 
Manufacturing  Company,  to  which,  for  the  terms  therein, 
reference  is  made." 

The  answer  to  the  objection,  that  the  Wheeler  &  Wilson 
Manufacturing  Company  are  only  licensees  according  to  the 
recital  under  the  patent,  and  therefore  have  no  interest  capable 
of  affording  the  foundation  of  a  suit. 

III.  The  next  objection  is,  that  the  Fitzgerald  patent  recites 
that  /^operative  parts  of  this  machine,  and  its  construction, 
are  substantially  the  same  as  those  described  in  letters  patent, 
bearing   date  June  15,  1852,  granted  tp  N.  Wheeler,  A.  B. 


AUGUST,    l86o.  115 


Grover  ic  Baker  Sewing  Machine  Co.  v.  Sloat. 


Wilson,  A.  Warren,  and  G.  P.  WoodrufF.'*  The  defendants 
claimed  the  right  on  the  hearing,  to  produce  the  patent  of  June 
15,  1852,  and  to  show,  from  the  recitals  in  it,  that  the  improve- 
ment in  question  bad  been  assigned  by  Wilson  to  the  four  per- 
sons above  mentioned.  Hence,  that  Wilson  had  only  one- 
fourth  of  the  invention  at  the  time  he  assigned  to  Fitzgerald, 
and  that  he  acquired  only  this  interest,  and  could  convey  no 
greater  interest  to  the  plaintifF. 

This  objection  was  not  taken  in  the  answers  of  the  defend- 
ants, nor  was  it  the  subject  of  examination  or  inquiry  before  the 
Examiner. 

As  the  patent  of  1852  was  not  produced  by  the  defendants 
before  him,  nor  the  facts  stated  in  the  recital  referred  to  and 
relied  on,  the  plaintiffs  have  had  no  opportunity  for  explanation ; 
and  even  if  the  position  of  the  counsel  is  well  founded,  it  is 
impossible  so  to  determine  upon  the  proofs  before  us. 

The  objection  comes  too  late,  as  well  as  the  production  of 
the  patent  of  1852. 

IV.  It  is  further  insisted  that  a  device,  described  in  a  caveat 
filed  by  Wm.  H.  Johnson,  November,  1848,  and  in  a  patent 
issued  to  him  March  7,  1854,  contained  the  principle  of  this 
improvement  of  Wilson.  But  it  is  only  necessary  to  read  the 
description,  and  examine  the  model  of  this  machine,  to  see  that 
the  device  has  no  resemblance  to  that  of  Wilson's  in  the 
improvement  in  question. 

Without  further  pursuing  the  examination  in  these  cases,  we 
are  satisfied  the  plaintiffs  are  entitled  to  a  decree  for  the  infringe- 
ment, and  for  injunctions,  and  that  reference  be  made  to  a 
Master  to  take  an  account. 
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Calvin  Dodge  and  John  B.  Ryan 

vs. 
Thomas  F.  Card.     In  Equity, 

It  it  in  accordance  with  the  practice  and  decisions  of  the  Court  to  refuse  a  preliminary 
injunction  if,  upon  the  facts  presented,  there  is  a  fair  doubt  whether  the  defendant 
has  infringed. 

The  law  is  well  settled  that  a  patent  for  a  combination  of  old  things,  applied  to  produce 
a  new  and  useful  result,  is  not  violated  unless  all  the  parts  or  elements  of  the 
combination  are  used. 

When  the  plaindffi*  patent  was  for  the  combination  of  a  flat  horizonul  iron  plate  in 
connection  with  a  chamber  or  recess  below  the  plate,  and  the  defendant  put  hori- 
zontal plates  into  iire-places  already  provided  with  recesses  which  he  had  no 
agency  in  constructing — Held:  That  the  question  of  infringement  was  so  f»r 
doubted  as  to  forbid  the  granting  of  an  injunction. 

(Before  Lxavitt,  J.,  Southern  District  of  Ohio,  November,  i860.) 

This  was  a  motion  for  a  preliminary  injunction  to  restrain 
defendant  from  infringing  letters  patent  granted  to  Calvin  Dodge  . 
for  an  ^improvement  in  fire-places/'  granted  March  i8,  1856, 
one  half  of  which  was  assigned  to  John  B.  Ryan.     The  dis- 
claimer and  claim  of  the  patent  were  as  follows : 

"  I  do  not  claim  the  contracting  of  the  vent  or  throat  of  the  chimney ;  u  that  is 
well  known  as  a  device ;  but  I  do  claim  the  use  of  a  deep  recess,  A  B  C  D,  or  chamber, 
placed  back  of  the  fire-basket  L  of  the  grate,  and  out  of  the  reach  of  the  draft,  in 
combination  with  the  horisontal  covering  F,  over  the  recess  and  fire-basket,  extending 
down  below  the  mouth  of  the  chimney,  constructed  and  arranged  substantially  as  here- 
inbefore described,  for  the  purpose  of  consuming  the  smoke  and  causing  the  ignition 
of  the  gas,  which  would  otherwise  be  lost,  and  thus  increasing  the  amount  of  heat 
thrown  into  the  room,  and  by  the  slow  combustion  of  the  fire  effecting  a  great  saving 
of  fuel." 

The  defendant  had  letters  patent  for  an  ^^improvement  in 
fire-places,"  d^ted  April  17,  i860,  which  described  an  arched 
deflecting  plate  to  be  placed  over  the  fire-basket.  He  put  up 
one  of  these  plates  in  a  fire-place  where  a  recess  back  of  the 
fire-basket  had  already  been  formed  by  the  mason  who  built  it. 
The  complainants  insisted  that  the  defendant  thus  completed 
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the  combination  patented  to  Dodge,  by  placing  a  horizontal 
cover  over  a  deep  recess,  and  that  he  was  responsible  for  making 
the  patented  improvement. 

G.  M.  Lee  and  S.  S.  Fisher  for  complainants. 
Curwen  V  fFrigbt  for  defendants. 

Leavitt,  J. 

The  complainants  have  filed  their  bill,  praying,  among  other 
things,  Ar  a  provisional  injunction  to  restrain  the  defendant 
from  using  or  vending  his  improvement  in  chimney  flues,  as 
being  an  infringement  of  the  rights  of  complainants,  under  a 
patent  issued  to  the  said  Calvin  Dodge,  on  March  18,  1856. 
They  allege  they  are  now  the  joint  owners  of  the  patent,  and 
that  the  defendant  is  using  and  vending  an  improvement,  sub- 
stantially the  same  as  that  embraced  in  their  patent. 

The  defendant  has  not  put  in  his  answer  to  the  bill,  but  ap- 
pears and  resists  the  motion  for  an  injunction  on  the  grounds — 

First.  That  the  improvement  patented  to  Dodge  is-  not  new. 

Second,  That  he  has  not  infringed  his  right  under  the  patent. 

It  would  not  be  proper,  nor  is  it  intended  in  this  preliminary 
motion  to  decide  definitely  the  merits  of  the  controversy  be- 
tween these  parties.  The  only  question  now  to  be  considered 
is,  whether  the  facts  before  the  Court  are  such  as  to  warrant  an 
order  for  an  injunction.  These  facts  are  presented  in  the  affi- 
davits exhibited  in  connection  with  the  patents  granted  to  Dodge, 
and  the  defendant  Card,  for  their  improvements.  And  in  the 
brief  statement  of  my  views  on  this  motion,  I  shall  limit  myself 
wholly  to  the  question  of  infringement. 

It  is  proper  here  to  remark  that  it  is  in  accordance  with  the 
practice  and  decisions  of  this  Court  to  refuse  an  injunction  if, 
upon  the  facts  presented,  there  is  a  fair  doubt  whether  the  de- 
fendant has  infringed.  In  my  judgment,  there  are  sufficient 
grounds  for  such  a  doubt  in  the  present  case,  and  I  am  clear, 
therefore,  that  it  would  not  be  proper  for  the  Court  to  interpose 
by  the  award  of  such  process. 

The  Dodge  patent  which  has  been  referred  to,  embraces  an 
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invention  which,  though  simple  in  its  character,  is  undoubtedly 
useful.  The  claim  of  the  patentee  is  for  a  combination,  con- 
sisting of  a  flat  iron  plate  placed  horizontally  above  the  grate, 
closing  the  throat  or  flue  of  the  chimney,  with  the  exception  of 
a  narrow  opening  in  front  for  tlie  escape  of  smoke,  in  connection 
with  a  chamber  or  recess  below  the  plate,  from  six  to  eighteen 
inches  in  depth  from  the  front  of  the  grate.  The  utility  of  the 
invention,  as  claimed  by  the  patentee,  consists  in  this — that  the 
smoke  and  gas  from  the  burning  coal  strike  against  the  iron 
plate,  and  are  detained  in  the  chamber  or  recess  below  until 
they  are  partially  consumed,  and  the  heat  radiates  from  the 
chamber  or  recess,  while  the  unconsumed  smoke  escapes  through 
the  narrow  opening  in  front ;  thus  increasing  the  heat  from  the 
grate  with  less  than  the  usual  quantity  of  fuel. 

In  April  last,  the  defendant  obtained  a  patent  for  an  iron  plate, 
to  be  placed  in  the  flue  of  the  chimney,  in  an  arched  position, 
so  constructed  as  to  be  capable  of  extension,  and  of  being 
adjusted  to  suit  the  dimension  of  any  flue,  without  alteration. 
This  is  the  only  claim  of  his  patent ;  and  its  utility  consists  in 
its  adaptation  to  any  fire-place  or  flue,  and  its  eflFect  in  preventing 
the  heat,  to  some  extent,  from  escaping  up  the  chimney.  It 
provides  for  no  particular  mode  of  setting  a  grate,  nor  for  any 
chamber  or  recess  in  the  rear,  which  is  one  of  the  elements  of 
the  combination  embraced  in  the  Dodge  patent. 

The  only  evidence  before  the  Court  to  sustain  the  allegation 
of  the  bill  that  the  defendant  has  infringed  the  Dodge  patent  is 
found  in  the  affidavit  of  P.  W.  Strader.  He  states  that  he  em- 
ployed Card  to  put  his  patented  plate  in  six  fire-places  at  his 
dwelling-house  in  Cincinnati,  but  that  Card  had  nothing  to  do 
with  setting  the  grates,  in  the  adjustment  of  his  extensible 
plates.  It  appears,  however,  from  the  affidavit  of  Knight,  who 
examined  these  fire-places,  that,  as  the  result  of  putting  in  the 
defendant's  plate,  a  recess  or  chamber  was  left  in  the  rear  of 
the  grate,  corresponding  substantially  with  that  contemplated  by 
Dodge's  improvement. 

It  is  not  necessary,  on  this  motion,  to  decide  whether 
the  extensible  iron  plate  claimed  by  Card  as  his  invention,  and 
patented  to  him,  is  identical  with  that  claimed  by  Dodge  as  a 
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part  of  his  combination.  If  it  be  conceded  that  they  are  sub- 
stantially the  same,  does  it  necessarily  follow  that  Card,  in 
using  one  part  of  the  Dodge  combination,  has  infringed  his 
patent  ?  The  law  is  well  settled,  that  a  patent  for  a  combina- 
tion of  old  things,  applied  to  produce  a  new  and  useful  result,  is 
not  violated  unless  all  the  parts  or  elements  of  the  combination 
are  used.  And  I  can  not  perceive  on  what  ground  it  can  be 
claimed,  that  Card,  in  the  use  of  his  plates  in  the  fire-places  at 
Strader's,  under  the  circumstances  before  stated,  has  infringed 
the  two  elements  of  the  Dodge  combination.  It  is  true,  it  re- 
sulted incidentally  from  the  use  of  his  plates  at  Strader's  that 
recesses  or  chambers  were  left  in  the  fire-places,  similar  to  those 
claimed  by  Dodge  as  a  part  of  his  invention.  But  Card  is  not 
responsible  for  this  result,  as  he  had  no  part  or  agency  in  the 
construction  of  those  recesses  or  chambers,  nor  does  it  appear 
that  they  are  necessary  to  the  successful  operation  of  his  plates, 
according  to  the  claim  of  his  patent. 

But  without  giving  a  final  and  positive  opinion  on  this  point, 
I  am  clear  in  the  conviction  that  the  complainants  have  not 
made  out  a  case  justifying  an  order  restraining  the  defendant 
from  the  use  or  sale  of  his  plate,  under  the  circumstances  in 
proof  before  the  Court.  On  the  final  hearing,  when  the  evi- 
dence shall  be  fully  before  the  Court,  this  question  can  be  re- 
viewed. At  present,  it  is  clear  the  complainants  are  not  entitled 
to  an  injunction^  and  the  application  is  therefore  overruled. 

Whether  the  complainants  have  a  remedy  as  for  an  infringe- 
ment of  their  patent,  against  those  using  Card's  plate  in  con- 
nection with  such  a  recess  or  chamber,  as  that  claimed  by  Dodge 
as  a  part  of  his  combination,  is  not  now  before  the  Court,  and 
of  course  not  for  its  decision. 


Injunction  refused. 
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Eunice  B,  Hussey,  Adm'x  of  Obed  Hussev,  dec'd, 

vs. 

William  N.  Whitely,  Jerome  Fassler,  and 
Oliver  S.  Kelly.     In  Equity. 

H.  usigned  to  M.  A.  Sc  Co.  all  his  right  and  interest  under  his  patent  in  twenty-three 
counties  in  Ohio,  including  that  in  which  the  defendants*  manufactory  was  carried 
on.  M.  A.  &  Co.  were  to  pay  ten  dollars  for  each  machine  made  and  sold  by 
them,  while  H.  reserved  the  right  of  sending  machines  of  his  own  manufacture 
into  the  territory  named  in  the  contract.  Held:  That  this  paper  was  not  an 
assignment  of  the  interest  of  H.  in  the  patent  within  that  territory  named,  but  a 
mere  license. 

H.y  by  virtue  of  the  rights  reserved  to  him,  must  be  viewed  as  a  ** party  aggrieved**  in 
the  words  of  section  17  of  the  Act  of  July  4,  1836,  and  he  had  an  undoubted 
right  to  proceed  in  equity,  for  the  protection  of  his  rights,  without  joining  M.  A. 
&  Co.  as  parties  complainant. 

By  law,  a  district  judge  is  associated  with  a  justice  of  the  Supreme  Court  of  the 
United  Slates  in  holding  a  Circuit  Court,  and  may  hold  that  Court  alone,  in  the 
absence  of  the  superior  judge ;  but  it  would  be  clearly  wrong  in  a  district  judge, 
as  a  judge  of  the  Circuit  Court,  in  any  case,  to  review  or  set  aside  the  action  of 
the  superior  judge. 

But,  if  the  aspect  of  the  case,  as  presented  to  the  district  judge,  is  substantially  changed 
by  new  evidence,  which,  it  may  be  fairly  presumed,  if  brought  to  the  notice  of  the 
presiding  judge,  would  have  led  to  different  action,  it  would  be  the  duty  of  the 
former  to  consider  such  proof  and  act  in  accordance  with  it. 

Presumptions  of  the  novelty  of  a  patented  invention  may  arise  fi-om  some  or  all  of  the 
following  grounds :  i .  The  oath  of  the  patentee  that  he  was  the  first  and  orig- 
inal inventor.  1.  The  action  of  the  Patent  Office  in  granting  the  patent  after  full 
examination.  3.  Undisturbed  enjoyment  of  all  the  benefits  of  the  exclusive 
rights  granted  by  the  patent.  4.  Direct  adjudications,  either  at  law  or  in  equity, 
establishing  the  validity  of  the  patent.  5.  Injunctions  granted  to  restrain  infringe- 
ment oi  the  patent. 

The  authorities  are  numerous  to  support  the  position,  that  when  such  grounds  of  pre- 
sumption exist  in  favor  of  the  novelty  of  a  patented  invention.  Courts  will  not 
refuse  an  injunction,  or,  if  granted,  will  not  dissolve  it  unless  the  patent  is  im- 
peached by  the  most  conclusive  evidence. 

If  the  defendant,  upon  a  motion  to  dissolve  an  injunction,  so  clearly  and  conclusively  im- 
peaches the  novelty  of  the  invention  of  complainant  as  to  leave  no  doubt  on  that 
point,  it  might  be  the  duty  of  the  Court,  against  all  the  presumptions  in  the  pat- 
entee's favor,  to  release  the  defendant  from  the  operation  of  the  injunction. 
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The  fact  that  a  defendant  is  sufFering  serious  injury  firom  the  stoppage  of  his  manu- 
^ctory,  by  an  injunction,  furnishes  no  reason  for  a  departure  from  the  well-settled 
rules  of  chancery  practice  in  patent  cases ;  especially  if  there  be  no  pretense  that 
he  has  proceeded  in  ignorance  of  the  patentee's  invention. 

(Before  LsAvrrr,  J.,  Southern  District  of  Ohio,  December,  i860.) 

This  was  a  motion  to  dissolve  a  provisional  injunction,  grant- 
ed by  Mr.  Justice  McLean,  while  sitting  at  chambers  in  Cleve- 
land, to  restrain  defendants  from  infringing  letters  patent  for  an 
"improvement  in  reaping  machines"  issued  to  Obed  Hussey, 
August  7,  1847,  and  reissued  April  14,  1857,  ^^  three  divisions. 
The  claims  of  the  original  and  reissued  patents,  with  a  sketch 
of  the  invention,  will  be  found  in  the  report  of  Hussey  v.  Brad- 
ley^  p.  362. 

The  motion  to  dissolve  was  predicated  mainly  upon  a  license 
from  the  complainant  to  Minturn,  Allen  &  Co.  to  use  the  in- 
vention within  twenty-three  counties  of  Ohio,  including  that 
in  which  the  manufactory  of  the  defendants  was  located.  It 
was  insisted  that  this  paper  constituted  an  exclusive  grant,  and 
that  suit  must  be  brought  in  the  name  of  the  grantees,  or 
that,  in  any  event,  they  must  be  joined  as  parties  complain- 
ant. 


N.  C,  McLean^  P.  H.  Watson^  and  E,  M,  Stanton  for  com- 
plainant. 

G,  M,  Lee  and  5.  S.  Fisher  for  defendants. 

Leavitt,  J. 

A  motion  has  been  made  and  fully  argued  by  counsel  on 
both  sides,  for  the  dissolution  of  the  injunction  granted  by 
Judge  McLean,  in  July  last.  The  grounds  stated  in  the 
written  motion  on  file,  are  in  substance,  that  the  order  for 
the  injunction  was  improvidently  made,  contrary  to  the  evi- 
dence in  the  case,  and  that  the  improvements  patented  to  Hus- 
sey were  known  and  in  public  use  prior  to  the  date  of  his 
invention. 

Before  referring  to  the  grounds  upon  which  the  present 
motion  is  urged,  it  will  be  necessary  to  notice  another,  set  forth 
16 
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in  the  answer,  and  insisted  on  in  the  argument  by  the  counsel 
for  the  defendants,  but  not  included  in  the  written  reasons  on  file. 
In  their  answer  they  aver  that  Hussey,  on  February  5,  1852, 
by  a  written  instrument,  assigned  to  Minturn,  Allen  &  Co.  all 
his  right  and  interest,  under  his  original  patent  of  1847,  ^^ 
twenty-three  counties  in  the  State  of  Ohio,  including  the  county 
of  Clark,  and  that  if  said  patent  and  the  reissued  patents  are 
valid,  and  have  been  infringed  by  the  defendants,  a  suit  for 
such  infringement  can  only  be  maintained  by  Minturn,  Allen  & 
Co.,  and  that  Hussey,  therefore,  in  his  lifetime  had,  and  his 
representatives  since  his  death  have,  no  right  of  action  for  such 
infringement. 

If  the  legal  effect  of  the  contract  referred  to  is  as  claimed  by 
the  defendants'  counsel,  it  is  clear  that  the  motion  to  dissolve 
the  injunction  must  prevail.  It  is,  therefore,  necessary  to  look 
into  the  contract,  to  determine  the  question.  The  written  in- 
strument referred  to  in  the  answer  is  made  an  exhibit  by  the 
defendants,  but  was  not  before  Judge  McLean  when  the  appli- 
cation for  injunction  was  made,  and  the  question  now  presented 
was  not  brought  to  his  notice. 

By  this  agreement  or  contract,  Hussey  granted  to  Minturn, 
Allen  &  Co.  the  exclusive  right  to  make  and  sell  his  improved 
reaping  and  mowing  machine,  during  the  continuance  of  his 
patent,  within  the  county  of  Clark,  and  a  number  of  other  coun- 
ties in  the  State  of  Ohio,  and  they  were  to  pay  ten  dollars  for 
each  machine  made  and  sold  by  them.  Hussey  expressly  re- 
served the  right  of  sending  machines  of  his  own  manufacture 
into  the  territory  embraced  in  the  contract. 

The  inquiry  arises,  whether  this  contract  imports  such  a 
transfer  of  Hussey's  interest  in  this  patent  as  to  preclude  him 
from  a  remedy  in  chancery  for  infringement  in  making  and 
vending  the  patented  machine  within  any  counties  included  in 
the  grant  to  Minturn,  Allen  &  Co.  And  it  would  seem  that 
section  17  of  the  Act  of  July  4,  1836,  viewed  in  connection 
with  the  contract,  furnishes  a  satisfactory  solution  of  the  in- 
quiry. 

That  section,  after  declaring  that  the  Circuit  Courts  of  the 
United  States  (or  District  Courts  having  Circuit  Court  powers) 
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shall  have  jurisdiction  of  all  suits  and  controversies  arising 
under  the  patent  lav^rs  of  the  United  States,  proceeds  as  follows : 
"  Which  Court  shall  have  power,  upon  a  bill  in  equity  filed  by 
any  party  aggrieved^  in  any  such  case,  to  grant  injunctions 
according  to  the  course  and  principles  of  Courts  of  Equity,  to 
prevent  the  violation  of  the  rights  of  any  inventor,  as  secured 
to  him  by  any  laws  of  the  United  States,  on  such  terms  and 
conditions  as  said  Courts  may  deem  reasonable." 

The  sole  question  is  whether  Hussey  can  be  viewed  as  a 
^^ party  aggrieved^*  within  the  meaning  of  the  provision  just 
quoted.  And  of  this  there  does  not  seem  to  be  any  reason  for 
doubt,  if  it  be  conceded  that  there  has  been  an  infringement 
as  alleged  in  the  complainant's  bill. 

The  contract  between  Hussey  and  Minturn,  Allen  &  Co.,  is 
not  and  does  not  purport  to  be  an  assignment  of  Hussey's 
interest  in  the  patent  within  the  territory  named.  It  is  a  mere 
grant  of  the  right  to  make  and  sell  the  patented  machine  within 
those  limits  in  consideration  of  the  payment  to  Hussey  of  ten 
dollars  for  each  machine  made  and  sold,  reserving  to  Hussey 
an  unlimited  right  to  send  into  that  territory  and  vend  machines 
manufactured  by  himself. 

Under  this  contract,  Minturn,  Allen  &  Co.  are  mere  licen- 
sees of  Hussey,  incurring  no  obligation  except  the  payment  of 
the  stipulated  price  of  each  machine  they  may  construct  and 
vend.  Hussey's  interest  in  his  patent  remained  in  full  force, 
within  the  counties  included  in  the  grant  to  Minturn,  Allen  & 
Co.,  subject  to  their  right  to  make  and  sell  under  the  contract ; 
and  his  profit  was  wholly  dependent  on  the  number  of  machines 
made  and  sold  by  his  licensees.  And  that  profit  would  be  re- 
duced in  proportion  to  the  number  of  machines  made  and  sold 
by  others  in  violation  of  his  right  under  his  patent.  Moreover, 
the  right  reserved  by  Hussey  to  send  machines  for  sale  within 
the  territory  named,  would  be  of  no  value  to  him  unless  he 
was  protected  from  unlawful  infringement,  as  every  machine 
made  and  sold  within  the  district  by  an  infringer  would  have  a 
direct  effect  in  depriving  him  of  the  profit  he  would  otherwise 
derive  from  sales  made  within  it. 

He  must  be  viewed  as  a  ^^  party  aggrieved^^  in  the  words  of 
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the  satute,  and  has  heretofore  an  undoubted  right  to  proceed 
in  equity,  for  the  protection  of  his  rights. 

The  next  inquiry  is  whether  the  Court,  constituted  as  it 
now  is,  can  rightfully  order  the  dissolution  of  the  injunction,  on 
the  facts  now  presented.  There  is  some  controversy  between 
the  counsel  as  to  what  occurred  on  the  application  for  the  in- 
junction before  Judge  McLean  and  the  ground  of  its  allowance 
by  him. 

The  order  made  by  him,  and  which  is  now  before  the  Court, 
must  be  viewed  as  conclusive  of  the  facts  which  it  recites. 
That  order  recites  that  the  complainant,  Hussey,  "  had  shown 
a  valid  right  in  equity  to  be  protected  in  the  exclusive  enjoy- 
ment and  use  of  the  improvements  patented  to  him  in  his  reis- 
sued patents.  No.  449  and  No.  917,  and  that  the  said  patents 
are  unlawfully  infringed  by  their  use  without  the  complainant's 
license  or  authority  in  the  reaping  machines  made  by  Whitely, 
Fassler  &  Kelley,  and  that  the  defendants  have  failed  to  show 
any  good  cause  for  impeaching^  or  disputing  the  validity  of  said 
reissued  patents." 

It  is  clear,  from  the  language  of  this  order,  that  Judge  Mc- 
Lean had  distinctly  under  review,  and  passed  upon :  ist.  The 
novelty  of  Hussey's  invention  as  covered  by  his  patents  ;  2d. 
The  infringements  of  those  patents  by  the  defendants,  and 
upon  these  grounds,  after  full  argument,  it  was  adjudged  by 
him  that  it  was  a  proper  case  for  an  injunction,  and  the  order 
was  accordingly  made.  Now,  it  is  insisted  that  the  order  was 
made  by  mistake,  and  against  the  evidence,  and  that  the  in- 
junction should  therefore  be  dissolved.  On  the  part  of  the 
complainant  it  is  contended,  that  the  questions  presented  on 
the  present  motion  are  precisely  those  which  were  before  Judge 
McLean  when  the  injunction  was  ordered  ;  and  that  its  dis- 
solution now,  by  the  action  of  the  district  judge  sitting  alone 
in  the  Circuit  Court,  would  be  equivalent  to  a  review  and 
reversal  of  the  judgment  of  the  presiding  judge.  And  most 
certainly,  if  the  issue  and  facts  involved  in  the  present  motion 
are  substantially  those  submitted  to  and  passed  upon  by  Judge 
McLean  in  granting  the  injunction,  it  would  be  improper  in 
this  Court,  as   now  organized,  to  order  its  dissolution.     This 
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Court  will  not  ignore  the  true  legal  theory  of  the  organization 
of  the  Courts  of  the  United  States.  By  law,  a  district  judge  is 
associated  with  a  justice  of  the  Supreme  Court,  in  holding  a 
Circuit  Court,  and  may  hold  that  Court  alone,  in  the  absence 
of  the  superior  judge  ;  but  he  would  fail,  in  a  just  appreciation 
of  the  proprieties  of  his  position,  if  he  did  not,  under  all  cir- 
cumstances, show  a  proper  deference  to  the  action  of  that 
superior.  And  clearly,  it  would  be  wrong  in  a  district  judge, 
as  a  judge  of  the  Circuit  Court,  in  any  case,  to  review  or  set 
aside  such  action.  At  least,  the  reasons  that  would  justify  such 
a  course  must  be  peculiar  and  stringent.  In  my  judgment,  the 
reasons  now  urged  are  not  sufficient  to  require  this  Court  to  set 
aside  the  order  of  Judge  McLean  granting  the  injunction  in 
this  case. 

I  am  not  informed  whether  the  learned  judge,  who  ordered 
this  injunction,  gave  an  opinion  in  writing  in  deciding  the  ques- 
tions before  him.  If  the  opinion  was  so  given,  it  has  not  been 
presented  to  me ;  and  I  can  not,  therefore,  know  the  course  of 
reasoning  by  which  the  judge  reached  the  conclusion  he  an- 
nounced :  but  it  appears,  by  reference  to  the  order  made  by 
him,  that  he  held  the  patents  to  Hussey — 449  and  917 — to  be 
valid,  and  that  the  defendants  had  infringed  them  ;  and,  there- 
fore, that  they  ought  to  be  restrained  from  the  further  manu- 
facture of  the  infringing  machines,  until  the  case  could  be  fully 
and  finally  heard  on  its  merits. 

It  is  readily  conceded,  that  if,  in  support  of  this  motion,  the 
defendants  have  substantially  changed  the  aspect  of  the  case  by 
adducing  evidence  not  presented  to  Judge  McLbak,  and  which 
it  may  be  fairly  presumed,  if  brought  to  his  notice,  would  have 
led  him  to  refuse  the  injunction,  it  would  be  the  duty  of  this 
Court  to  release  them  from  its  further  operation.  But  if  the 
questions  involved  are  essentially  the  same  in  the  two  motions, 
and  the  ground  of  the  motion  to  dissolve  is  based  on  the  mere 
fact  that  the  defendants  have  adduced  additional  evidence, 
altogether  cumulative  in  its  character,  the  motion  will  be  re- 
fused. 

In  considering  briefly  whether  the  phase  of  this  case  is 
materially    changed    by    the    additional    proofs   offered    by  the 
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defendants,  it  will  not  be  necessary  to  analyze  the  patents  to 
Hussey  now  in  controversy,  nor  to  notice  critically  the  proofs 
touching  the  novelty  of  the  inventions  embraced  in  them.  It 
is  not  my  desire  or  purpose  to  prejudge  any  question  which 
may  arise  on  the  final  hearing  of  this  case,  and  which  must 
then  be  decided.  I  shall  endeavor  to  limit  my  inquiries  to 
such  considerations  as  are  necessarily  connected  with  the  mo- 
tion to  dissolve  this  injunction.  And  it  may  be  remarked,  in 
the  first  place,  that  the  complainant,  in  his  application  for  the 
injunction,  claimed  only  that  the  patents  No.  449  and  No.  917 
had  been  infringed  by  the  defendants,  and  these  alone  are  re- 
ferred to  in  the  order  made  by  Judge  McLean. 

The  patent  No.  449  is  dated  April  14,  1857,  ^"^  '^  a  reissue 
of  a  patent  to  Hussey  dated  August  7,  1847.  '^^^  principal 
element  of  the  invention  covered  by  the  original  patent  of  1847 
was  an  improvement  in  the  cutting  apparatus  of  the  reaper  and 
mower,  by  the  use  of  a  slotted  finger,  the  upper  and  lower 
parts  of  which  were  connected  with  each  other  only  at  the 
points,  leaving  an  opening  in  the  rear  for  the  escape  of  material 
that  would  otherwise  clog  and  impede  the  action  of  the  cutter. 
The  reissued  patent  449  embraced  this  improvement  in  the 
finger,  used  in  combination  with  a  vibrating  scalloped  cutter ; 
the  structure  and  operation  of  which  are  fully  and  minutely 
described  in  the  specification.  The  patent  917  is  also  a  reis- 
sue, embracing  substantially  the  open  slotted  finger  of  the  pre- 
ceding patents,  with  the  scalloped  cutter,  but  dispensing  with 
the  platform  called  for  in  the  specification  of  those  patents,  and 
thereby  adapting  the  machine  to  use  as  a  mower. 

The  novelty  of  the  inventions  covered  by  these  two  patents 
was  the  only  question  before  Judge  McLean  on  the  application 
for  injunction.  All  the  evidence  in  the  case  had  a  primary 
reference  to  this  point,  as  it  was  not  controverted  that  the 
machines  made  and  sold  by  the  defendants  embodied  substan- 
tially the  improvements  patented  to  Hussey.  And  the  ma- 
chines, the  prior  knowledge  and  use  of  which,  it  was  insisted 
by  the  defendants,  impeached  the  novelty  of  Hussey's  inven- 
tion, were  the  same  now  relied  on  for  the  same  purpose. 
These  were  the  Moore  &  Hascall   Harvester,  and   the  reaper 
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constructed  by  John  M.  Leiand.  The  argument  then,  as  now, 
was  that  these  were  identical  in  the  cutting  apparatus  with  the 
principle  of  Hussey's  patent  of  1847,  ^^^  were,  known  prior  to 
his  invention.  Thus  it  will  be  seen  that  the  questions  made 
before  and  decided  by  Judge  McLean  were  the  same  that  are 
now  before  this  Court,  on  this  motion  to  dissolve  this  injunc- 
tion. The  fact  that  the  defendants  have,  since  the  hearing  on 
the  application  for  the  injunction,  filed  their  answer  denying 
the  novelty  of  Hussey's  invention,  and  offering  additional  evi- 
dence on  that  point,  does  not  negative  the  fact  that  the  issues 
then  and  now  are  the  same.  Nor  are  the  presumptions,  which 
justified  the  order  for  the  injunction,  in  any  degree  weakened 
by  the  present  posture  of  the  case.  As  to  the  additional  evi- 
dence, it  is  not  offered  as  proving  any  fact  not  in  issue  and 
controverted,  on  the  original  hearing,  and  is,  therefore,  alto- 
gether cumulative  in  its  character,  and  affords  no  sufficient 
grounds  for  setting  aside  the  order  then  made. 

In  the  case  of  IVoodsworth^  et  aL  v.  Roven^  et  aL^  3  W.  & 
M.  135  (2  Robb's  Pat.  Cas.  625),  Judge  Woodbury,  deliver- 
ing the  opinion  of  the  Court,  says :  "  The  main  point  (on  a 
motion  to  dissolve  an  injunction)  is,  not  whether  an  injunction 
should  be  imposed  at  all,  for  that  has  been  already  done,  and 
after  a  full  hearing,  and  till  the  contrary  is  shown,  it  is  to  be 
presumed  it  was  done  rightly."  Several  authorities  cited.  He 
then  proceeds :  ''  The  burden  is  on  the  respondent  to  overcome 
that  presumption.  It  is  open  to  be  overcome  by  new  matter, 
or  evidence  arising  since  the  injunction  was  imposed  ;  though 
very  seldom  by  matter  then  existing  which  the  party  then 
neglected  to  present  to  the  consideration  of  the  Court."  The 
learned  judge,  after  referring  to  the  presumptions  arising  in  the 
case  in  favor  of  the  validity  of  the  patent,  says :  ^^  Such  facts, 
in  these  preliminary  inquiries  into  the  legal  title,  as  connected 
with  the  propriety  of  imposing  or  dissolving  an  injunction,  are 
proper  and  legal  ones  to  influence  the  decision  of  the  Court, 
and  are  paramount  in  their  character  over  all  individual  opinions 
of  witnesses,  and  should  usually  be  conclusive  till  parties  con- 
test these  in  some  issues  in  a  court  of  law,  and  disprove  or  rebut 
their  force  ;'' and  then  adds:  "Their  great  strength,  when  united 
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as  here,  is  entirely  superior  to  any  evidence  offered  against 
them  by  the  respondent."  And  this  view  is  the  more  conclu- 
sive as  applicable  to  the  present  motion,  from  the  fact  that  the 
complainant  has  also  taken  additional  testimony  since  the  hear- 
ing, which,  to  some  extent,  invalidates  and  rebuts  that  offered 
by  the  defendants. 

The  presumptions  in  favor  of  the  novelty  of  the  inventions 
and  improvements  patented  to  Hussey,  which  may  be  supposed 
to  have  operated  on  the  learned  judge  who  granted  this  injunc- 
tion, can  not  be  overlooked  or  disregarded,  in  deciding  the 
present  motion.  They  are  still  in  full  force,  and  of  sufficient 
potency  at  least  to  neutralize,  on  this  preliminary  question,  all 
the  evidence  adduced  by  the  defendants  to  show  that  the  patent 
is  invalid  on  the  ground  of  want  of  novelty  in  the  improvements 
for  which  it  issued. 

Without  dwelling  on  the  various  grounds  of  these  presump- 
tions, it  will  be  sufficient  to  state  them  very  briefly. 

They  arise :  First.  From  the  oath  of  the  patentee,  that  he  was 
the  first  and  original  inventor  of  the  improvements  covered  by 
the  patent  of  1847  ^^^  ^^^  reissues.  Second,  That  the  Com- 
missioner of  Patents,  after  the  fullest  investigation  of  the  claims 
of  the  patentee  as  to  the  novelty  and  originality  of  his  inven- 
tions, granted  the  patents.  Third,  That  Hussey,  for  more 
than  ten  years,  was  in  the  undisturbed  enjoyment  of  all  the 
benefits  of  the  exclusive  rights  granted  him  by  the  patent  of 
1847  >  ^^^^  during  that  time  he  has  made  extensive  sales  of  his 
right  to  make  and  use  his  improved  reaper  throughout  nearly  all 
the  grain  growing  States  of  the  Union;  thus  evidencing  the 
entire  acquiescence  of  the  public,  not  only  in  the  originality  of 
the  invention,  but  also  its  great  utility.  Fourth,  That  as  to 
the  patent  of  1847,  ^^^^^  has  been  a  direct  adjudication  estab- 
lishing its  validity  in  a  suit  in  equity  brought,  in  1857,  by 
Hussey  against  Cyrus  H.  McCormick  and  others  in  the  Circuit 
Court  of  the  United  States  for  the  Northern  District  of  Illinois, 
in  which  the  question  of  the  novelty  of  Hussey's  invention  was 
in  question,  and  strenuously  contested  by  the  defendants. 
Fifth.  That  injunctions  have  been  granted  upon  the  application 
of  Hussey,  by  the  judges  of  the  Circuit  Court  of  the  United 
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States    for  the   Eastern   District    of    Pennsylvania,   restraining 
sundry  persons  from  the  infringement  of  his  patents  44.9  and 

917- 

The  authorities  are  numerous  to  support  the   position,  that 

when  such  grounds  of  presumption  exist  in  favor  of  the  novelty 

of  an  invention  covered  by  a  patent,  courts  will  not  refuse  an 

injunction,  or,  if  granted,  will  not  dissolve  it  unless  the  patent 

is  impeached  by  the  most  conclusive  evidence.     In  the  case 

of    Orr  V.  Litchfield^  et   aU^  W.   &    M.    13    (2   Robb's    Pat. 

Cases,  323),    the   Court   say :    *'  When    the    complainant    has 

made  out  not  merely  a  grant  of  the  patent,  but  possession  and 

use,  and  sale    under  it  for  some  time  undisturbed,  and   beside 

this,  a  recovery  against   other  persons   using  it,  the  courts  have 

invariably  held  that  such  a  strong  color  of  title  shall  not   be 

deprived  of  the  benefit  of  an   injunction  till  a  full  trial  on  the 

merits  counteracts  or  annuls  it.     In   several   cases  where   the 

equities   of   the  bill  were  even   denied,    and  in    others  where 

strong  doubts  were  raised  whether  the  patent  in  the  end  could 

be  sustained  as  valid,  the  courts  decided  that  injunctions   should 

issue  under  such  circumstances  as  have  been  before  stated    in 

favor  of  the    plaintiiF,  till   an  answer  or   final  hearing ;  or,  if 

before  issued,  should   not  be   dissolved  till   the  final  trial,  and 

then  cease  or  be  made  perpetual,  as  the  result    might   render 

just.'*     See  numerous  authorities  cited. 

In  the  case  of  Ogle  ^  Whitehead  v.  Ege^  4  Wash.  585 
(i  Robb's  Pat.  Cas.  516),  the  learned  judge  says  :  "I  take 
the  rule  to  be  in  cases  of  injunctions  in  patent  cases,  that  when 
the  bill  states  a  clear  right  to  the  thing  patented,  which,  to- 
gether with  the  alleged  infringement,  is  verified  by  affidavit,  if 
he  has  been  in  possession,  having  used  or  sold  it  in  whole  or  in 
part,  the  Court  will  grant  an  injunction  and  continue  it  till  the 
hearing  or  further  order,  without  sending  the  plaintiff  to  law  to 
try  his  right."     See  also  Curtis  on  Patents,  section  329. 

Many  other  authorities  on  this  point  might  be  cited  ;  but 
those  referred  to  seem  to  indicate  very  clearly  the  proper  action 
of  the  Court  on  the  present  motion. 

It  might  perhaps  be  conceded  that  if  the  defendants,  in  support 
of  this  motion,  had,  by  their  evidence,  so  clearly  and  conclu- 
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sively  impeached  Hussey's  patent,  on  the  ground  that  he  was 
not  the  first  and  original  inventor  of  the  improvement  patented 
to  him,  as  to  leave  no  doubt  on  that  point,  it  might  be  the  duty 
of  the  Court,  against  all  the  presumptions  in  his  favor,  to 
release  the  defendants  from  the  operation  of  this  injunction. 
But,  in  the  judgment  of  the  Court,  the  evidence  does  not  make 
out  such  a  case.  I  can  not  now  say  what  may  be  the  conclu- 
sion of  the  Court,  on  the  point  in  controversy,  after  the  final 
hearing  between  these  parties,  when  all  the  proofs  and  evidence 
shall  be  adduced.  As  the  case  now  stands,  the  defendants  rely 
on  their  evidence  of  the  prior  knowledge  and  use  of  the  Leland 
and  the  Moore  &  Hascall  machines,  to  establish  the  want  of 
novelty  in  Hussey's  invention. 

As  to  the  Leland  machine,  it  is  conceded  by  the  counsel  for 
the  complainant  that  its  cutting  apparatus  is  substantially  the 
same  as  that  covered  by  Hussey's  patent  of  1847. 

The  evidence  shows  that  the  first  machine  made  by  Leland 
was  in  the  spring  of  1845,  and  that  it  was  first  used  in  the  har- 
vest of  that  year.  Several  others  were  made  the  next  year, 
with  the  open  slotted  fingers,  but  there  is  perhaps  some  uncer- 
tainty whether,  in  the  first  of  these  machines,  the  fingers  were 
open  or  closed,  it  is  not,  however,  material  whether  the  open 
fingers  were  first  used  in  1845  ^^  1846,  if,  as  the  complainant 
insists,  the  invention  of  Hussey  dates  back  to  1844.  And  the 
evidence  for  the  complainant  does  prove  that  Hussey  had  per- 
fected a  machine  combining  the  scalloped  cutter  with  an  open 
slotted  finger,  in  the  summer  of  1844.  The  witness.  Love- 
grove,  swears  that  this  apparatus  was  put  into  a  machine  for 
trial  during  that  year,  and  that  Hussey  then  informed  the  wit- 
ness that  he  had  devised  the  open  slotted  finger  to  prevent  the 
cutter  from  choking.  Without  intimating  any  opinion  on  this 
question  of  the  priority  of  invention,  I  merely  refer  to  it  now 
as  showing  that  the  defendants'  evidence  as  to  the  Leland  ma- 
chine is  by  no  means  conclusive  to  prove  that  it  was  of  an 
earlier  date  than  Hussey's  invention. 

From  the  evidence,  it  seems  that  Moore  &  Hascall's  Har- 
vester was  first  used  in  the  harvest  of  1836.  It  was  first  made 
with  a  straight   sickle  qr   cqtter;  but  a  sc^Uop^c)    cutter  was 
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introduced  in  1839.  It  is  insisted  by  the  defendants'  counsel 
that  the  fingers  of  this  machine  had  the  open  slot,  substantially 
as  claimed  by  Hussey. 

The  defendants  have  introduced  the  affidavits  of  several 
witnesses  to  prove  the  structure  and  the  mode  of  operation  of 
the  cutting  apparatus  of  the  Moore  and  Hascall  machine,  to 
show  that  it  had  substantially  the  open  slotted  finger  claimed 
by  Hussey  in  his  patent  of  1847.  ^"^  ^  finger  of  one  of  the 
machines  constructed  by  Moore  &  Hascall  is  in  evidence  to 
impeach  the  novelty  of  Hussey 's  invention.  I  do  not  propose 
to  give  any  opinion  at  this  time  on  the  point,  nor  to  examine 
critically  the  evidence  which  bears  on  it.  If  there  is  even  a 
reasonable  doubt  as  to  the  identity  of  the  fingers  of  the  Moore 
&  Hascall  machine,  and  those  claimed  by  Hussey,  it  would 
furnish  a  sufficient  reason  for  refusing  to  dissolve  this  injunction, 
and  for  referring  the  decision  of  the  question  to  the  final  hearing. 

The  Harvester,  which  was  the  name  by  which  the  Moore  & 
Hascall  machine  was  known  in  Michigan  during  the  time  it 
was  in  use,  was  a  cumbrous  machine,  requiring  some  fourteen 
or  sixteen  horses  to  move  it  in  the  field,  intended  to  cut  off  the 
heads  of  the  grain,  and  thresh  and  clean  it  by  one  operation. 
The  fingers  of  the  cutting  apparatus  were  constructed  of  wood, 
not  less  than  two  and  a  half  feet  in  length,  and  framed  into  the 
cutter  bar,  and  plates  of  thin  hoop  iron  were  attached  to  the 
upper  part  of  the  finger,  and  so  arranged  as  to  form  a  slot,  open 
in  the  rear,  in  which  the  sickle  vibrated.  The  experts,  whose 
evidence  has  been  taken  as  to  the  identity  of  these  fingers  with 
the  short,  iron,  open  slotted  fingers  claimed  by  Hussey,  differ 
widely  in  their  conclusions. 

It  is  not  necessary  now  to  decide  as  to  ^  the  preponderance  of 
this  testimony.  It  is  not  improper,  however,  to  advert  to  the 
fact  that  there  is  not  only  a  palpable  difference  in  the  construc- 
tion of  the  fingers  of  the  two  machines,  but  also  in  the  mode 
of  their  operation.  The  Hussey  machine,  in  its  practical 
effects,  is  a  reaper  and  a  mower,  and  cuts  the  grain  or  grass 
near  the  surface  of  the  earth,  while,  as  already  noticed,  the 
Moore  and  Hascall  machine  was  designed  to  cut  off  the  heads 
of  the  grain. 
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In  the  deposition  of  Moore,  one  of  the  inventors  of  this 
machine,  taken  in  the  case  of  Seymour  v.  McCormlck^  as  appears 
from  the  record  of  the  case,  he  states  that  the  design  of  the  ma- 
chine was  ''  to  cut  off  the  grain  just  below  the  heads  :  "  and  again, 
''  //  was  not  adapted  to  a  mere  reaping  machine**  And  he  testifies 
also,  that  ^^  grain  cut  with  my  machine  would  not  be  in  a  state  that 
it  could  be  bound  up^^  The  very  intelligent  experts  for  the 
complainant  swear,  that,  from  the  structure  of  the  fingers  in 
the  Moore  &  Hascall  machine,  they  are  not  adapted  to  perform 
the  office  of  a  reaper  and  a  mower.  And  it  is  not  unworthy 
of  remark  that,  in  the  judgment  of  the  Commissioner  of 
Patents,  the  prior  patent  to  Moore  &  Hascall  was  not  regarded 
as  in  conflict  with  the  invention  of  Hussey,  patented  to  him  in 
1847. 

But,  without  going  more  fully  into  the  consideration  of  this 
question  of  identity,  it  is  clear  the  evidence  does  not  so  conclu- 
sively impeach  the  novelty  of  Hussey's  invention  as  to  require 
this  Court  to  release  the  defendants  from  the  operation  of  this 
injunction,  and  I  have  no  hesitation  in  holding  that  the  defend- 
ants are  not  entitled  to  the  order  for  which  they  now  ask. 

It  is  stated  by  their  counsel  that  they  are  suffering  serious 
injury  from  the  stoppage  of  their  manufactory,  under  the  opera^ 
tion  of  the  injunction  granted  in  this  case.  If  this  is  so,  it 
furnishes  no  reason  for  a  departure  from  the  well-settled  rules 
of  chancery  practice  in  patent  cases.  Nor,  under  the  circum- 
stances  of  this  case,  will  the  injury  of  which  they  complain 
excite  much  sympathy  in  their  behalf.  It  appears  they  have 
been  making  reapers  and  mowers,  with  the  scalloped  vibrating 
cutter,  and  the  open  slotted  fingers,  since  the  year  1858,  and 
that  they  commenced  the  manufacture  with  the  knowledge  that 
they  were  infringing  Hussey's  patent.  There  is  no  pretense 
that  they  proceeded  in  ignorance  of  his  patented  invention.  It 
appears,  from  the  correspondence  of  two  of  the  defendants, 
proved  and  in  evidence,  that  they  were  apprehensive  they  would 
be  held  to  an  account  for  the  infringement,  and  have  been  ex- 
ceedingly vigildnt  in  getting  up  evidence  to  impeach  the  novelty 
of  Hussey's  improvements. 

The  correspondence  shows  that  long  before  the  commence- 
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ment  of  this  suit  they  had  avowed  a  purpose  of  setting  Hussey 
at  defiance,  and  had  used  the  most  strenuous  efforts  to  defeat 
his  rights.  Among  other  things,  it  appears  that  they  had  pro- 
posed to  organize  a  combination  of  all  those  interested  in  the 
manufacture  of  mowers  and  reapers  in  the  United  States  who 
had  not  taken  licenses  from  Hussey,  for  the  purpose  of  contest- 
ing his  claim.  They  seem  to  have  entertained  the  hope  that  a 
combination  of  sufficient  means  and  influence  could  be  formed 
to  secure  a  triumph  before  any  court  and  jury.  I  forbear  to  speak 
in  such  terms  as  the  facts  might  well  justify  of  the  spirit  and 
motives  which  seem  to  have  impelled  these  defendants  in  their 
course  in  this  transaction.  I  advert  to  it  now  to  show  they  were 
not  taken  by  surprise  in  the  institution  of  this  suit,  and  in  the 
order  for  the  injunction  which  has  issued.  It  was  precisely  what 
they  had  long  before  anticipated,  and  what  they  seemed  deter- 
mined to  bring  about.  They  have  not,  therefore,  any  very  well- 
grounded  cause  of  complaint  if  arrested  for  a  time  in  their 
manufacturing  operations. 

The  Court  will  see  to  it  that  there  is  no  unreasonable  delay 
in  bringing  the  case  to  a  final  hearing. 

Motion  to  dissolve  injunction  overruled. 


The  Grover  &  Baker  Sewing   Machine  Company 

vs. 
Charles  W.  Williams,  et  al.     In  Equity. 

On  the  hearing  of  a  motion  for  a  preliminary  injunction,  it  is  not  sufficient  for  a  plain- 
tiff, in  order  to  make  out  a  frima  facie  case,  merely  to  produce  his  patent. 

The  prima  fade  right  under  the  patent  must  be  strengthened,  in  one  of  two  ways,  by 
a  judgment  or  decree  after  a  judicial  investigation ;  or  by  exclusive  possession  for 
some  time,  or,  in  other  words,  by  the  acquiescence  of  the  public  in  the  claim  which 
is  set  upy  under  the  patent,  to  a  monopoly. 
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Where  an  injunction  is  sought  upon  the  ground  that  suits  have  been  brought  upon  the 
patent  and  judgment  obtained  without  resistance,  and  it  appears  that  several  pat- 
ents were  sued  upon  in  the  same  action,  that  fact  must  diminish  the  force  of  the 
presumption  that  the  defendant  submitted  because  of  his  belief  of  the  validity  of 
the  patent,  to  restrain  the  infringement  of  which  the  injunction  is  sought. 

It  would  not  necessarily  follow,  because  there  were  certain  persons  carrying  on  an  art 
or  manufacture  at  their  own  manuAicturing  establishment,  and  others  did  not  enter 
into  competition  with  them,  that  that  abstaining  from  competition  was  owing  to 
the  belief  that  they  had  the  exclusive  right. 

If  a  prejudice  existed  against  the  use  of  the  patented  article,  it  could  not  be  until  the 
patentee  had  succeeded  by  the  expenditure  of  time,  labor,  and  money  in  overcoming 
that  prejudice,  and  in  introducing  the  article  into  general  demand,  that  others 
would  feel  a  desire  to  participate  in  the  manuiacture. 

If  the  manu£icturer  held  several  patents  under  which  he  was  claiming  an  exclusive 
right,  the  fact  that  the  public  abstained  from  interfering  with  his  monopoly,  would 
not  prove  that  they  supposed  them  all  to  be  equally  valid,  or  enforce  a  presump- 
tion, from  that  source,  of  the  validity  of  any  particular  one  of  them. 

If  one  of  those  patents  had  already  been  sustained,  and  the  plaintiff  was  entrenched 
behind  it,  it  could  hardly  be  said  that  tht  public  abstained  from  making  his  ma- 
chine because  they  believed  in  the  validity  of  other  patents  held  by  him. 

Undoubtedly  there  may  be  cases  in  which  an  original  patent  relates  to  and  covers  pal- 
pably the  same  thing  that  is  in  the  reissued  patent  j  and  if  it  does,  and  the  public 
have  acquiesced  in  the  claim  made  in  the  original  patent,  it  is  evidence  to  show 
that  they  believe  that  the  patentee  had  an  exclusive  right  to  it. 

But,  if  the  original  patent  did  not  claim  the  same  thing  as  the  reissue,  and  therefore 
the  public  had  no  notice  that  it  was  the  patented  invention,  or  that  the  patentee 
claimed  it,  or  had  any  exclusive  right  to  it,  then  the  acquiescence  in  the  original 
patent  can  not  be  construed  as  acquiescence  in  the  reissue. 

(Before  SpaAGVs,  J.,  District  of  Massachusetts,  December,  z86o.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
infringement  of  letters  patent,  for  an  improvement  in  sewing 
machines,  granted  to  William  O.  Grover  and  William  E.  Baker, 
February  ii,  1851,  reissued  June  15,  1858,  and  assigned  to 
complainants. 

The  claims  of  the  reissued  patents  were  as  follows : 

**First,  A  mechanism  for  making  a  stitch  substantially  such  as  is  described,  and 
consisting  of  an  eye-pointed  perforating  instrument  and  a  non-perforating  eye-pointed 
instrument,  operating  substantially  as  specified. 

**  Second,  A  stationary  table  or  support  for  the  material  to  be  sewed,  substantially  such 
as  specified,  and  performing  the  duties,  substantially  as  set  forth ;  and, 

"  Third,  A  feed,  in  which  the  cloth  is  grasped  between  two  surfaces  without  being 
attached  to  either  of  them,  substantially  in  the  manner  and  for  the  purpose  set  forth  ; 
meaning  to  claim  as  of  our  invention  none  of  these  elements  severally  or  apart  from  the 
others,  but  only  the  three  in  combination.** 
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The  facts  upon  which  the  injunction  was  asked  and  denied 
are  sufficiently  set  forth  in  the  opinion. 

r 

S.  y.  Gwdon^  Causten  Browne^  and  G.  T,  Curtis  for  complain- 
ants. 

jf,  C,  Washbume  for  defendants. 

Sprague,  J. 

This  is  a  motion  for  a  preliminary  injunction  to  restrain  the 
defendants  from  making  a  certain  kind  of  sewing  machine,  to 
which  the  plaintiflFs  claim  the  exclusive  right  by  virtue  of  a 
patent.  This  motion  is  heard  in  a  summary  way  upon  ex  parte 
affidavits,  which  is  not  the  most  satisfactory  mode  of  investi- 
gating the  rights  of  parties  when  in  contestation.  A  summary 
bearing  is  had  upon  a  necessity  more  or  less  urgent,  for  the 
immediate  interposition  of  the  Court ;  and  it  is  presumed  that 
there  is  not  time  for  that  full  and  thorough  investigation  which 
is  to  be  made  upon  the  final  hearing,  where  the  witnesses  can 
be  subjected  to  a  cross-examination,  and  the  process  of  the  Court 
may  be  used  to  compel  the  attendance  of  the  witnesses  and  the 
production  of  evidence.  In  such  a  hearing,  it  is  not  sufficient 
for  a  plaintiff,  in  order  to  make  out  a  prima  facie  case,  merely 
to  produce  his  patent.  The  Court  will  not,  upon  the  mere 
production  of  a  patent,  entertain  this  motion  for  a  preliminary 
injunction. 

The  prima  facie  right  under  the  patent  must  be  strengthened  ; 
and  that  is  done  in  one  of  two  ways  :  by  a  judgment  or  decree 
after  a  judicial  investigation  ;  or  by  exclusive  possession  for 
some  time,  or,  in  other  words,  by  the  acquiescence  of  the  public 
in  the  claims  which  the  plaintiff  has  set  up  under  his  patent  to 
a  monopoly.  In  this  instance  there  has  been  no  judicial  inves- 
tigation. There  have  been  cases— ^one  in  this  Court,  at  law, 
and  three  cases  in  Pennsylvania,  in  equity,  in  which  the  de- 
fendants have,  by  an  arrangement  with  the  plaintiffs,  submitted, 
and  a  judgment  and  decree  have  been  given  against  them — 
which  I  may,  perhaps,  advert  to  hereafter ;  but  no  case  has  been 
presented  where  the  judicial  mind  has  been  called  to  the  inves- 
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tigation  of  this  subject,  and  to  determine  upon  such  investiga- 
tion, the  validity  or  invalidity  of  the  plaintiffs'  claim.  The 
plaintiffs,  therefore,  rely  mainly  at  least — or  I  might  say,  in  the 
view  which  I  take  of  it,  entirely — upon  exclusive  possession — 
acquiescence  by  the  public  in  the  claim  set  up  under  this  pat- 
ent ;  and  we  are  called  upon,  therefore,  to  examine  with  some 
care  the  evidence  of  such  acquiescence. 

Acquiescence  is  taken  as  evidence  of  the  plaintiffs'  right, 
and  may  in  some  cases  in  a  great  degree  strengthen  the  presump- 
tion created  by  the  patent  itself.  If  a  party  set  up  an  exclusive 
right  to  the  manufacture  and  use  of  an  article  which  others  are 
desirous  of  manufacturing  or  using,  and  it  would  manifestly  be 
for  their  interest  to  do  so,  and  they  would  do  so,  did  they  not  think 
themselves  prohibited  by  the  patent  right  of  another ;  then, 
their  acquiescence,  their  abstaining  from  making  that  which  it 
is  morally  certain  they  would  do,  but  for  such  patent,  shows  the 
conviction  of  those  who  are  interested  adversely  to  it — ^and  who, 
from  being  interested  in  it,  may  be  presumed  to  have  knowledge 
on  the  subject — shows  that  they  are  convinced  of  the  patentee's 
right,  and  that  they  have  sacrificed  their  interest  to  their  convic- 
tion. But  if  there  be  no  adverse  interest,  no  person,  who 
would  be  desirous  of  using  it,  whether  it  were  patented  or  not, 
then  their  not  using  it  can  not  afford  a  presumption  of  the  right, 
and  would  not  strengthen  it. 

In  the  present  case,  I  do  not  understand  that  it  is  alleged  that 
there  has  been  an  acquiescence  since  the  issue  of  1858.  On  the 
contrary,  the  evidence  furnished  by  the  complainants  them- 
selves, and  particularly  by  Mr.  Potter's  affidavit,  shows  very 
clearly  and  very  strongly,  I  think,  that  there  has  been  no  ac- 
quiescence since  that  reissue.  That  reissue  is  dated  June,  1858.  ^ 
Mr.  Potter  says  that  since  that  time,  up  to  the  date  when  he 
gave  his  affidavit,  violations  had  been  very  numerous  ;  that  he 
had  before  him  thirty  circulars  of  persons  who  make  and  manu- 
facture* these  machines ;  and  he  adds  further,  that  not  one  in 
fifty  of  these  manufacturers  has  pecuniary  ability  to  respond  ; 
and  that,  in  fact,  the  country  is  flooded  with  spurious  machines 
greatly  to  the  injury  of  the  plaintiffs. 

He  says  that  these  violations  began  in  the  summer  of  1858, 
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the  patent  x^ras  granted  in  June,  1858,  and  I  did  not  understand 
the  learned  counsel  who  closed  this  case— or,  in  fact,  either  of 
the  counsel  for  the  plaintiiFs — as  relying  at  all  upon  any  exclu- 
sive possession  or  acquiescence  under  the  reissued  patent. 

The  suits  to  which  I  have  referred  were  brought  under  that 
reissued  patent,  the  suit  at  law  in  this  Court,  and  the  three  suits  in 
equity  in  Pennsylvania,  and  the  evidence  is  that  those  persons 
submitted  to  the  reissued  patent,  and  the  claim  that  was  in  it, 
and  that,  under  some  arrangement  or  settlement  that  was  made 
between  the  parties,  judgment  was  rendered  here,  and  decrees 
were  rendered  in  Pennsylvania.  Those  suits  were  entered,  I 
believe,  in  the  October  term,  1858.  Now,  submission  in  three 
cases  out  of  numerous  cases  of  infringement,  can  not  show  a 
general  acquiescence  under  the  reissue,  even  if  those  suits  had 
been  founded  upon  the  reissued  patent  alone,  though  they  were 
not ;  and  the  fact  that  those  suits  were  founded  upon  other  patents 
must  diminish  the  force  of  the  submission  to  this  patent,  because 
in  the  agreement  that  the  judgment  should  be  entered  and  the 
decrees  rendered,  there  is  no  distinction  made  between  patents. 

It  is  not  said  that  it  was  on  account  of  this  patent  that  judg- 
ment was  submitted  to.  Now,  in  the  suit  at  law  here,  there 
were  three  other  patents  counted  upon  ;  and  it  may  have  been 
any  one  of  these  patents  that  was  really  the  cause  of  the  parties 
submitting,  or  it  may  have  been  more  than  one,  or  it  may  have 
been  all ;  we  do  not  know  which.  So  in  Pennsylvania.  In 
two  of  the  suits,  I  think,  there  were  two  other  patents,  and  in 
the  remaining  suit  one  other  patent,  besides  this,  to  which  the 
same  observations  may  apply.  I  can  not  consider,  therefore,  that 
there  is  any  such  evidence  of  exclusive  possession  or  acquiescence 
under  the  reissued  patent,  as  can  be  said  to  strengthen  the  pre- 
sumption of  right  in  the  plaintiffs  to  that  patent.  It  would  seem 
rather  the  contrary — that  it  has  been  contested  and  disputed, 
practically,  by  numerous  persons  making  the  machine  from  the 
time  almost  of  that  reissue. 

The  plaintiffs,  then,  must  rely,  as  they  do  rely,  upon  acqui- 
escence under  the  original  patent,  which  was  granted  on  Feb- 
ruary II,  1851,  and  it  becomes  necessary  for  the  Court,  there- 
fore, to  examine  the  evidence  applicable  to  that  period  of  time. 

18 
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Now,  it  is  to  be  remarked,  that  the  plaintiffs  claim  here  an 
acquiescence  by  the  public  in  refraining  from  manufacturing  the 
Grover  &  Baker  Sewing  Machine.  It  is  not  acquiescence  by 
taking  licenses  from  them,  and  paying  them  a  sum  of  money  ; 
that  has  not  been  their  course.  They  have  neither  licensed  nor 
offered  to  license,  as  I  understand,  but  have  their  own  manufactur- 
ing establishment,  where  they  manufacture  machines  under  their 
patents  and  others.  From  185 1  to  1858,  others  did  not  inter- 
fere— did  not  manufacture  the  articles  ;  and  it  is  upon  this  absti- 
nence that  the  plaintiffs  rely  as  giving  exclusive  possession — and 
showing  general — I  may  say  universal — acquiescence,  on  the  part 
of  the  public  in  their  claims.  Now,  the  strength  of  that  acqui- 
escence, in  the  first  place,  it  is  to  be  observed,  depends  upon 
what  would  be  the  apparent  interest  of  the  public  to  manufac- 
ture if  the  plaintiffs  had  not  the  exclusive  right  which  they  claim. 
If  they  had  paid  for  licenses,  that  would  be  a  palpable  and  mani- 
fest sacrifice  of  their  interests  to  their  conviction  of  the  plaintiffs' 
right,  because  it  shows  a  desire  to  make  the  machine,  and 
abstaining  from  it,  paying  the  plaintiffs,  and  thus  making  a  pe- 
cuniary sacrifice  for  the  sake  of  getting  the  right  from  the  plain- 
tiffs. But  it  would  not  necessarily  follow,  because  there  were 
certain  persons  carrying  on  an  art  or  manufacture  at  their  own 
manufacturing  establishment,  and  others  did  not  enter,  into 
competition  with  them,  that  that  abstaining  from  competent 
was  owing  to  the  belief  that  they  had  the  exclusive  right.  It 
may  be  so,  and  it  may  not  be.  Persons  set  up  the  manufacture 
of  a  new  article :  others  may  not  enter  into  competition,  be- 
cause they  do  not  believe  it  for  their  interest ;  they  may  not  be- 
lieve it  to  be  profitable ;  and  in  that  case,  there  would  be  no  evi- 
dence that  they  believed  they  were  excluded  from  it  by  a  monop- 
oly in  possession  of  those  persons. 

In  the  present  case,  Mr.  Potter  testifies  that  he  came  in  as  a 
partner  in  the  concern  of  Grover  &  Baker  in  1852.  It  seems, 
by  his  statement,  that  they  began  the  manufacture  of  these  ma- 
chines shortly  before  the  issue  of  that  patent.  The  manufacture 
commenced  in  1850 ;  the  patent  was  issued  in  February,  1851  ; 
he  became  a  partner  in  1852;  and  speaking,  therefore,  of  what 
he  knew  as  a  partner,  he  says  there  was  a  prejudice  against  this 
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machine  which  it  required  labor,  time,  and  expense  to  over- 
come, before  it  could  be  introduced.  While  that  prejudice 
existed,  and  it  was  not  introduced  as  an  article  of  demand  to  the 
public,  it  could  hardly  be  supposed  that  others  would  feel  the 
temptation  of  interest  to  enter  into  competition  with  them  in 
the  manufacture.  It  would  not  be  until  they  had  succeeded  by 
the  expenditure  of  labor,  and  time  and  money  in  overcoming 
that  prejudice,  and  introducing  it  as  an  article  of  general  demand 
that  others  would  feel  a  desire  to  participate  in  the  manufacture. 
When  that  time  was  reached  is  not  stated  in  the  affidavit,  and 
therefore  we  can  not  say.  So  far,  it  goes  to  show  that  there  was 
a  period  when  it  can  not  be  readily  supposed  that  others  abstained 
from  manufacturing  merely  from  apprehension  that  the  plain- 
tiffs had  an  exclusive  right,  because  they  might  then  well  sup- 
pose it  would  not  be  a  profitable  undertaking 

But,  then,  coming  to  the  position  which  the  plaintiffs  hold, 
under  what  exclusive  right  did  they  carry  on  this  manufacture  ? 
In  the  first  place,  they  had  this  patent  of  1851.  They  then  had 
a  patent  granted  to  themselves  for  the  circular  needle  to  be  used 
in  their  machines  in  1852.  They  held  another  patent  for  the 
mechanism  for  making  the  stitch,  granted  to  William  G.  Bates 
originally,  which  bore  date  February,  1853,  ^"^  ^^^  purchased 
by  them  at  that  time,  or,  it  is  said,  taken  out  by  Bates  in  trust 
for  them.  They  had,  also,  the  Fitzgerald  patent,  which  issued 
I  believe  in  1854. 

They  held  those  patents.  Those  were  patents  under  which  the 
plaintiffs  were  proceeding  to  manufacture  their  sewing  machines, 
claiming  the  exclusive  right  under  those  patents,  and  under  all 
of  those  patents.  The  public  abstained  from  making  that  ma- 
chine, and  it  is  said  that  they  abstained  because  they  believed 
in  the  exclusive  right  of  the  plaintiffs  under  the  patent  of  185 1. 
But  if  they  had  an  exclusive  right  under  either  of  the  other 
patents,  valid  under  the  law,  the  public  were  barred  effectually 
by  the  law  from  making  this  sewing  machine ;  because  one  valid 
patent  is  as  effectual  a  barrier  in  law  as  four,  covering  the  same 
thing,  to  prevent  another  person's  making  it  :  that  is,  it  would 
be  a  wrong,  a  violation  of  law,  subjecting  them  to  damages,  and 
subjecting  them  to  be  stopped  by  an  injunction  of  the  Court. 
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Now,  if  they  abstained  from  making  it  because  they  believed 
the  plaintiffs  had  an  exclusive  right  to  that  manufacture,  yet 
there  is  nothing  here  to  show  whether  they^believed  that  the 
exclusive  right  was  because  of  one  of  those  patents,  or  all  of 
them,  or  more  than  one,  and,  if  of  one,  of  which  ?  How  can 
it  be  said,  then,  that  it  is  shown  by  the  plaintiffs  that  the  public 
abstained  from  making  it  because  they  believed  in  the  validity 
of  the  patent  of  1851,  when,  if  they  believed  in  the  validity 
of  the  patent  of  1852,  or  1853,  ^^  '8S4>  ^^ey  were  equally 
prevented  from  interferring  with  the  plaintiffs'  manufacture  ? 
The  most  that  can  be  said,  is,  that  they  may  have  abstained 
from  their  apprehension  of  the  patent  of  1851,  or  they  may  not. 
They  may  have  abstained  from  their  apprehension  of  the  valid- 
ity of  either  of  the  other  patents.  Now,  it  is  incumbent  upon 
the  plaintiffs  affirmatively  to  show  that  their  acquiescence  was 
under  the  patent  of  1851  ;  and  when  they  show  that  they  ac- 
quiesced either  under  that  or  under  some  one  or  all  of  the  three 
others,  it  can  hardly  be  said  that  they  have  affirmatively  shown 
that  they  acquiesced  in  the  patent  of  185 1.  That  difficulty,  I 
think,  exists  in  relation  to  these  patents. 

Thus  far  I  have  put  these  patents  upon  the  same  ground,  as 
if  they  presented  to  the  public  an  equal  bar  against  their  enter- 
ing into  this  business.  I  think,  however,  that  is  presenting  it 
rather  stronger  for  the  plaintiffs  than  the  testimony  would 
warant.  It  appears  from  the  plate  that  was  produced  by  the 
plaintiffs,  that  these  four  patents — as  also  Mr.  Howe's  patent, 
to  which  I  shall  advert  hereafter — are  engraved  on  each  of  these 
machine,  as  the  patents  under  which  it  is  made.  If  the  public 
interested  in  ascertaining  what  was  the  extent  of  the  plaintiffs' 
right,  had  gone  to  the  proper  source  of  information,  the  Patent 
Office  at  Washington,  to  learn  whether  any  or  all  of  those 
patents  were  valid,  and  whether,  therefore,  they  were  excluded 
by  law  from  entering  into  competition  with  them  in  this  manu- 
facture ;  they  would  have  found  that  in  1852,  the  patentees 
surrendered  this  patent  of  1851,  and  made  a  declaration  in 
writing  that  it  was  inoperative,  for  defects  and  applied  for  a 
reissue  for  that  cause.  They  would  have  found,  that  while 
that  application  for  a  reissue  was  pending^  William  H.  Johnson 
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made  application  for  a  patent  for  the  same  thing,  and  thereupon 
an  interference  was  declared,  a  trial  had,  a  decision  rendered  in 
&vor  of  Johnson,  a  patent  granted  upon  his  application  in  the 
name  of  Bates,  and  the  plaintiffs'  application  for  a  reissue  denied. 
That  would  all  appear  by  the  records  of  the  Patent  Office,  and 
it  would  further  appear  that,  upon  application  of  the  plaintiffs, 
their  patent  of  1851  was  returned  to  them;  and  in  that  condi- 
tion the  records  stand  and  the  facts  remain  until  1858.  If, 
therefore,  any  time  between  the  period  when  that  surrender  was 
made,  and  1858,  a  party  had  gone  to  the  Patent  Office,  he 
would  have  found,  as  to  this  particular  patent,  a  written  declara- 
tion by  the  patentee  himself  that  it  was  inoperative,  an  applica- 
tion for  a  reissue  refused,  and  that,  after  the  trial  for  an  inter- 
ference, a  patent  for  the  same  thing  for  which  they  asked  a 
reissue  was  granted  to  another  person,  the  plaintiffs  taking  that 
by  assignment  to  them  and  afterward  going  on  under  that  patent, 
claiming  it  as  valid.  I  think,  therefore,  that  there  being  nothing 
on  the  files  of  the  Patent  Office,  or  elsewhere,  so  far^  as  we 
know,  up  to  1856,  to  invalidate  the  other  patents,  if  the  public 
had  investigated  the  matter,  they  could  hardly  have  supposed 
that  the  barrier  was  as  great  from  that  patent  of  1851,  as  from 
either  of  the  other  patents,  because  the  patentee  had  declared 
that  to  be  inoperative  and  desired  a  reissue,  and  that  is  not 
proved  of  either  of  the  other  patents.  It  was  weaker,  then,  as 
a  protection  than  either  of  the  other  patents,  as  it  would  have 
appeared,  I  think,  to  any  person,  who  was  investigating  the 
claims  of  the  patentee.  Nothing  has  been  shown  here  to  in- 
validate the  patent  of  1852  for  the  circular  needle,  or  the  Fitz- 
gerald patent  of  1854 — nothing  to  show  that  they  are  not  valid 
patents. 

The  patent  for  the  particular  stitch — the  Grover  &  Baker 
stitch — for  which  they  asked  a  reissue,  and  for  which  Johnson 
obtained  a  patent,  which  they  purchased,  was  believed  to  be 
valid  in  this  country  until  1856.  It  was  then  found  that  there 
had  been  a  prior  patent  for  the  mechanism  of  that  stitch  granted 
to  Fisher  &  Gibbons  in  England,  some  years  before.  But  John- 
son, the  inventor  of  the  mechanism  of  this  stitch,  and  who  says 
that  he  had  been  in  the  business  of  inventing  and  investigating 


142  DISTRICT    OF    MASSACHUSETTS. 


Grover  Sc  Baker  Sewing  Machine  Co.  v.  Williams. 


machines,  and  especially  sewing  machines,  and  machinery  for 
years  j  Johnson  says  that  he  never  heard  of  Fisher  &  Gibbons, 
or  any  one  that  would  interfere  with  his  claim,  until  1856 ;  and 
there  is  no  evidence  that  anybody  had  heard  of  it  in  this  coun- 
try before.  Therefore,  up  to  that  time,  there  is  no  evidence 
but  that  everybody  thought  that  patent  was  valid,  and  might 
well  exclude  everybody  from  going  into  the  manufacture  of 
this  article.  After  that  time  the  patent  for  the  feed  granted  to 
Fitzgerald,  as  well  as  the  circular  needle,  was  supposed  to  be 
valid  :  and  are  now  supposed  to  be  valid.  At  any  rate,  there  is 
nothing  in  this  case  to  create  any  doubt  of  it.  There  would, 
therefore,  be  less  presumption,  perhaps,  of  acquiescence  in  the 
patent  of  1851,  than  in  respect  to  either  of  the  other  patents 
that  the  plaintiffs  hold,  for  the  reasons  that  I  have  stated. 

But  the  difficulty  the  plaintiffs  have  to  encounter  does  not 
stop  here.  In  addition  to  these  patents  they  have  a  license 
from  Mr.  Howe,  and  that  also  is  put  upon  the  plate  which  is 
attached  to  each  of  these  machines,  as  information  to  the  pub- 
lic that  they  manufacture  under  that ;  and  by  the  contract  with 
Mr.  Howe,  to  whom  the  plaintiffs  have  paid  large  sums  of 
money — over  $100,000  for  the  benefit  of  the  contract  or  obli- 
gation that  Howe  entered  into  with  them — by  that  contract 
with  Howe,  he  was  bound  not  to  license  anybody  under  his 
patents  who  was  infringing  any  of  the  patents  held  by  the  plain- 
tiffs (I  understand  that  to  have  been  one  of  the  covenants  in 
the  agreement) ;  and  further,  that  he  would  prosecute  persons 
who  should  infringe  his  (Howe's)  patent,  when  such  infringe- 
ment was  prejudicial  to  the  plaintiffs.  Upon  that  obligation 
they  relied,  and  as  they  set  forth  have  invoked  the  aid  of  Mr. 
Howe,  instituted  a  suit  which  was  heard  upon  an  application 
for  a  preliminary  injunction  in  March,  and  the  fact  that  Howe, 
for  their  protection,  as  I  understand,  was  proceeding  in  that 
suit  is  assigned  as  a  reason  why  'these  plaintiffs  should  not  earlier 
commence  this  bill  in  equity.  They  had  then  the  protection 
of  this  overshadowing  patent  of  Howe,  covering  so  large  a  pro- 
portion of  the  sewing  machines  now  in  use — they  had  that  pro- 
tection against  infringers  upon  their  manufacture,  and  no  person 
could  make  one  of  the  Grover  &  Baker  machines,  as  it  is  stated, 
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I  think,  in  the  affidavit  of  Potter,  or  in  the  bill,  without  vio- 
lating the  Howe  patent.  They  paid  to  Howe  large  sums  of 
money  to  authorize  them  to  make  it.  It  stood  thus,  then,  that 
no  man  could  make  the  article  they  were  manufacturing  with- 
out violating  the  Howe  patent,  and  if  any  one  did  make  an  arti- 
cle in  violation  of  any  one  of  their  patents,  Howe  was  bound  to 
prosecute  him  under  his  patent  ;  bound  not  only  to  refuse 
to  license  but  to  prosecute.  If,  therefore,  the  public  did  not 
believe  that  any  one  of  the  patents  held  by  the  plaintiffs  was 
valid,  if  they  believed  that  Howe's  was  valid,  and  if  they  be- 
lieved what  the  plaintiffs  assert  to  be  true,  that  they  could 
not  make  the  Grover  &  Baker  machine  without  violating 
the  Howe  patent,  they  could  not  enter  into  competition; 
they  were  effectually  excluded  by  the  validity  of  the  Howe 
patent  when  they  could  not  make  machines  without  violating 
that  patent ;  and  the  plaintiffs  being  entrenched  behind  the 
Howe  patent,  it  can  hardly  be  said  that  the  public  abstained 
from  making  their  machine  because  they  believed  in  the  valid- 
ity of  any  of  the  patents  which  the  plaintiffs  had,  for  they  may 
have  abstained  because  they  were  afraid  of  interfering  with 
Howe's  patent.  Much  less  can  it  be  said  that  they  ab- 
stained because  they  believed  in  the  validity  of  the  patent  of 
1851. 

I  think,  therefore,  that  taking  all  this  evidence  into  view,  of 
the  actual  position  which  the  plaintiffs  held,  it  would  be  diffi- 
cult to  say  that  the  plaintiffs'  patent  is  materially  strengthened 
by  any  proofs  of  exclusive  possession,  even  if  the  original  patent 
had  set  forth  exactly  the  claim  which  is  now  set  forth  in  the 
reissued  patent. 

But  it  is  contended  by  the  respondent's  counsel,  that  the 
original  patent  does  not  secure  to  the  plaintiffs  that  which  is 
described  in  the  reissued  patent :  that  the  original  patent  was  for 
the  mechanism  for  making  the  stitch ;  that  the  reissued  patent 
is  for  a  combination  of  the  three  elements  in  the  sewing  ma- 
chine which,  for  brevity's  sake,  I  will  say,  are:  the  mechanism 
for  feeding  the  cloth,  the  mechanism  for  making  the  stitch,  the 
mechanism  for  feeding  the  cloth  (the  feed),  and  the  table  or 
platform ;  and  it  is  contended  by  the  respondent  that  the  com- 
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bination,  and  only  that  combination,  is  secured  to  the  plaintiffs 
by  the  reissued  patents ;  whereas,  by  the  original  patent,  it  was 
only  an  element  of  that  combination  that  was  secured  to  the 
plaintiffs. 

This  construction,  however,  is  controverted  by  the  plaintiffs' 
counsel  who  insist  that  the  original  patent  embraced  the  combi- 
nations claimed  in  the  reissue. 

This  question  I  have  no  occasion  to  decide.  But  the  exist- 
ence of  such  a  question  of  construction  has  some  weight  against 
this  motion.  If  the  view  taken  by  the  respondent's  counsel  is 
correct,  then,  if  the  plaintiffs  had  held  only  the  original  patent, 
of  1 85 1,  and  had  had  no  protection  from  the  Howe  patent,  and 
none  of  the  other  difficulties  were  in  their  way  that  I  have 
named,  the  most  that  it  can  be  presumed  the  public  acquiesced 
in  was  the  claim  that  the  plaintiffs  had  set  up,  and  was  secured 
to  him  by  his  patent,  that  is,  to  the  mechanism  for  making  the 
Grover  &  Baker  stitch. 

With  respect  to  the  case  of  Orr  v.  Badger^  which  has  been 
cited  here,  that  only  goes  to  this  extent,  that  there  may  be 
cases  in  which  acquiescence  in  the  original  patent  is  evidence 
of  acquiescence  in  the  reissued  patent,  and  that  that  was  one  of 
these  cases.  That  is  the  whole  extent,  I  think,  of  that  author- 
ity. In  that  case,  the  Court  says:  "In  this  case,  the  evidence 
of  acquiescence,  under  the  original  patent,  is  evidence  of 
acquiescence  under  the  reissue."  What  the  circumstances  of 
that  case  were  are  not  detailed  in  the  report,  and  we  are  not, 
therefore,  able  to  say  what  the  facts  were  upon  which  the 
Court  acted  in  giving  that  decision.  Who  made  that  report  I 
do  not  know,  but  he  has  not  gone  into  a  full  statement  of  the 
facts.  Undoubtedly  there  may  be  cases  in  which  the  original 
patent  relates  to  and  covers  probably  the  same  thing  that  is  in 
the  reissued  patent ;  and  if  it  does,  and  the  public  have  acqui- 
esced in  the  claim  made  in  the  original  patent  for  the  same 
thing  that  is  claimed  in  the  reissued  patent,  it  is  evidence  to 
show  that  they  believe  that  the  patentee  had  an  exclusive  right 
to  it.  But  if  the  original  patent  did  not  claim  the  same  thing, 
and,  therefore,  the  public  had  no  notice  that  it  was  the  paten* 
tee's  invention,  and,  if  it  was  bis  invention,  had  no  notice  that 
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he  claimed  it— or,  at  all  events,  that  he  had  any  exclusive  right 
to  it — ^then  the  acquiescence  in  the  original  patent  can  not  be 
construed  as  acquiescence  in  that  which  he  did  not  then  claim, 
but  which  sometime  afterward  he  did. 

Now,  as  to  this  combination — ^assume  that  it  was  set  forth  in 
the  original  patent,  and  assume  that  it  was  so  set  forth  that  the 
party  might  have  claimed  it  if  he  had  seen  fit,  still  it  was  by  no 
means  clear  that  he  claimed  it ;  apparently  his  patent  did  not 
cover  it,  and,  therefore,  the  public  can  not  be  said  to  have 
abstained  from  it. 

Under  these  circumstances,  I  think  it  can  not  be  said  that 
the  Court  is  called  upon,  under  the  general  rules  which  govern 
this  class  of  inquiries — summary  inquiries — to  go  into  the  merits 
of  the  case,  and  certainly  not  to  grant  an  injunction,  if,  upon 
the  merits  there  are  substantial  doubts  either  as  to  the  validity 
of  the  plaintiffs'  right,  or  as  to  the  alleged  infringement  by  the 
defendants.  And  I  can  not  but  entertain  such  doubts.  Vari- 
ous questions  have  been  raised.  In  their  answer,  the  defend- 
ants deny  that  they  infringe — ^they  deny  that  the  plaintiffs  are 
assignees  of  the  patent  of  1851.  In  the  next  place,  they  deny 
that  if  they  were  the  assignees  the  patent  was  valid,  and  this 
upon  several  grounds,  ist.  That  the  patentees  were  not  the 
first  inventors.  2d.  That  if  they  were  the  first  inventors,  they 
have  not  made  such  a  description  of  their  invention  as  will 
enable  one  skilled  in  the  art  to  manufacture  an  operative  ma- 
chine. 3d.  That  they  surrendered  their  patent  in  1852,  and 
that  from  185 1  to  1858  they  did  not  claim  what  they  now  claim  ; 
during  all  which  time  they  were  making  the  sewing  machine — 
and  the  defendants  contend  that  that  is  an  abandonment  to  the 
public,  and  that  the  question  of  abandonment  is  one  for  a  jury. 

Some  of  these  points,  I  think,  are  by  no  means  free  from 
doubt  and  difficulty. 

I  can  not  but  have  some  impressions  respecting  them,  but  I 
abstain  from  the  expression  of  any  views  I  may  entertain,  be- 
cause there  will  doubtless  be  a  future  and  final  hearing,  either 
at  law  or  in  equity,  of  all  the  questions  involved. 


The  motion  for  injunction  must  be  denied. 
19 
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Charles  T.  Eames 

vs. 
Aldrich  S.  Cook. 

In  comparing  the  plaintiff's  patent  with  any  other  machine,  in  order  to  determine 
whether  the  mechanism  is  the  same,  we  must  first  see  whether  such  other  con- 
tains substantially  the  same  devices ;  and,  if  it  does,  then  whether  the  arrange- 
ment, or  mode  of  applying  them,  is  the  same. 

If  either  the  devices  or  the  mode  of  applying  them,  in  any  other  machine,  be  subsun- 
tially  diflfisrent,  then  the  machine  is  not  the  same. 

If  the  mode  of  operation  be  different,  it  is  evidence  that  the  mechanism  is  different. 
Or,  if  the  result  be  different,  then,  reasoning  from  effects  to  causes,  we  may  pre- 
sume that  some  new  instrumentality  has  been  introduced. 

But  if,  upon  examining  the  mechanism,  we  find  that  it  is  substantially  different  in  two 
machines,  then  they  are  not  the  same,  although  they  may  produce  the  same  result. 

If  an  invention  be  new  and  useful,  it  can  not  be  impeached  because  it  does  not  accom- 
plish all  that  a  sanguine  inventor  has  claimed  for  it. 

If  the  mechanism  employed  by  the  patentee  is  materially  different  from  that  used  by  a 
prior  inventor,  and  especially  if  it  be  of  such  increased  utility  as  to  have  wholly 
superseded  the  prior  machine,  it  is  no  answer  to  his  claim  for  a  patent  to  say 
that,  after  all,  the  boot  was  as  well  treed  by  the  prior  machine  as  it  is  by  that  of 
the  patents. 

The  practical  utility  o(  a  new  invention  is  firequently  increased  by  new  improvements 
or  by  the  use  of  old  instrumentalities  or  appliances  which  the  inventor  has  not 
mentioned,  either  because  it  did  not  occur  to  him,  or  because  he  deemed  it  wholly 
unnecessary  to  point  out  what  must  be  plain  to  every  operator. 

(Before  Spaagub,  J.,  District  of  Massachusetts,  December,  i860.) 

This  was  a  motion  for  a  new  trial.  A  verdict  had  been 
rendered  for  the  plaintiiF,  in  an  action  on  the  case  tried  before 
Judge  Sprague  and  a  jury,  to  recover  damages  for  the  infringe- 
ment of  letters  patent,  for  an  "  improvement  in  boot  trees," 
granted  to  plaintiff  May  27,  1856. 

The  patentee  says : 

'*  I  do  not  claim  the  employment  of  either  two  levers  or  cam,  arranged  so  as  to 
simultaneously  operate  against  both  the  upper  and  lower  part  of  the  back  portion  of 
the  leg  of  the  tree ;  but  I  claim  the  arrangement  or  mode  of  applying  a  single  cam  F 
and  inclined  plane  G,  with  respect  to  the  foot  and  leg  portion  of  the  boot  tree,  whereby 
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the  said  derices  are  made  to  first  perform  the  function  of  setting  the  foot  part  C  of  the 
tree  firmly  into  the  foot  of  the  boot ;  and  next  that  of  stretching  the  leg  of  the  boot — 
the  application  of  stretching  mechanism  directly  to  the  upper  part  of  the  leg  of  the 
tree  being  rendered  unnecessary. 

The  decision  of  the  motion  turned  mainly  upon  the  construc- 
tion of  the  patent,  and  a  comparison  of  the  invention  of  Eames 
with  a  prior  patent  granted  to  Jarvis  Howe,  October  24,  1849. 

F.  A,  Brookes  for  plaintiff. 

Causten  Browne  for  defendant. 

Sprague,  J. 

Upon  a  re-examination  of  the  ease,  the  view  which  I  have 
taken  of  the  patent  and  the  application  of  the  evidence  which 
was  given  at  the  trial  is  as  follows  : 

The  claim  at  the  close  of  the  specification  of  plaintiff's 
patent  is  in  these  words  : 

**  The  above-described  arrangement  or  mode  of  applying  a 
single  cam  and  inclined  plane,  with  respect  to  the  foot  and  leg 
portions  of  the  boot  tree,  whereby  the  said  devices  are  made  to 
first  perform  the  function  of  setting  the  foot  parts  of  the  tree 
firmly  into  the  foot  of  the  boot,  and  next  that  of  stretching  the 
leg  of  the  boot — the  application  of  stretching  mechanism  di- 
rectly to  the  upper  part  of  the  leg  of  the  tree  being  rendered 
unnecessary." 

This  claim  may  be  divided  into  two  parts :  first,  the  mechan- 
ism, and  second,  the  effect  or  result  attained  by  the  mechanism. 

The  first,  /.  e.,  the  mechanism,  is  the  arrangement  or  mode 
of  applying  a  single  cam  and  inclined  plane. 

And  this  consists  of  two  parts  :  first,  the  devices,  and  second, 
the  mode  of  applying  them. 

The  mechanism,  if  it  do  not  embrace  all  that  is  material  in 
the  plaintiff's  patent,  is  at  least  an  essential  part  of  it ;  and  when 
inquiring  whether  any  other  machine  is  similar,  we  must  ascer- 
tain whether  it  embraces  both  its  elements,  viz :  the  devices,  and 
the  mode  of  applying  them. 

The  first  element,  the  devices,  consists  of  a  single  cam  and 
inclined  plane,  requiring  no  explanation.     The  second  element 
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viz :  the  arrangement  or  mode  of  applying  these  devices  is  to 
be  ascertained  only  by  looking  at  the  previous  specification. 
We  there  find  that  the  leg  part  of  the  tree  is  divided  into  the 
back  and  front  parts,  called  A  and  B,  and  that  within  the  front 
part  B  is  a  rod,  the  lower  end  of  which  carries  a  cam,  which 
works  against  an  inclined  plane,  so  that  when  the  cam  is  moved 
upward  by  the  rod,  it  will  separate  the  back  and  front  parts. 

The  inclined  plane  is  arranged  within  the  back  part  A,  so 
that  it  shall  project  both  above  and  below  the  vertex  of  the 
angle  of  the  instep  of  the  foot,  and  the  front  side  of  the  front 
part  B. 

The  cam  E  when  drawn  up  by  the  rod,  will  work  both  above 
and  below  such  vertex. 

The  lower  part  of  the  inclined  plane  is  placed  about  as  high 
as  the  top  of  the  heel. 

This  is  the  arrangement  of  the  devices. 

The  cam  is  placed  in  the  front  part,  and  is  moved  up  and 
down  by  means  of  a  rod,  to  the  end  of  which  it  is  affixed,  and 
so  placed  that  it  presses  against  and  traverses  the  surface  of  the 
inclined  plane. 

The  inclined  plane  is  fixed  in  the  back  part  so  that  it  projects 
both  above  and  below  the  vertex  of  the  angle  made  by  the 
instep  and  leg,  and  its  lower  part  is  placed  about  as  high  as  the 
top  of  the  heel.  The  cam  will  thus  work  both  above  and  be- 
low the  vertex. 

In  comparing  the  plaintifPs  patent  with  any  other  machine 
in  order  to  determine  whether  the  mechanism  is  the  same,  we 
must  first  see  whether  such  other  contains  substantially  the 
same  devices,  and  if  it  does,  then  whether  the  arrangement  or 
mode  of  applying  them  is  substantially  the  same,  that  is,  does 
it  contain  a  single  cam  and  inclined  plane,  arranged,  placed,  and 
applied  in  the  manner  above  set  forth. 

If  either  the  devices  or  the  mode  of  applying  them,  in  any 
other  machine,  be  substantially  different  from  the  plaintifPs,  then 
it  is  not  the  same. 

In  order  to  determine  whether  the  mechanism  of  any  other 
machine  is  the  same  as  the  plaintifPs,  we  may  not  only  look  at 
the  mechanism  itself,  that  is,  the  devices  and  the  arrangement 
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of  them,  but  also  at  their  mode  of  operation,  and  their  effects 
or  results. 

If  the  mode  of  operation  be  different,  it  is  evidence  that  the 
mechanism  is  different.  Or,  if  the  result  be  different,  then, 
reasoning  from  effects  to  causes,  we  may  presume  that  some 
new  instrumentality  has  been  introduced. 

If,  upon  examining  the  mechanism,  we  find  that  it  is  substan- 
tially different  in  two  machines,  then  they  are  not  the  same, 
although  they  may  produce  the  same  result.  That  would  be 
the  common  case  where  the  same  end  is  attained  by  different 
processes  or  instrumentalities. 

But,  if  a  materially  different  result  is  reached,  it  is  evidence 
of  some  new  cause  or  means,  although  the  mechanism  may, 
apparently,  be  substantially  the  same.  Hence,  a  greater  degree 
of  utility  being  achieved  by  one  machine  is  evidence,  and 
sometimes  conclusive  evidence,  of  novelty  in  the  means  or  in- 
strumentalities which  are  used. 

In  comparing  the  plaintiff^s  patent  with  the  Howe  machine 
we  see  that  the  devices  are  different,  and  the  mode  of  applying 
them  is  different. 

The  cam  and  inclined  plane  have  been  long  known  devices 
for  certain  purposes.  But  is  not  their  application  to  a  boot 
tree  new,  and  is  there  not  invention  in  passing  from  Howe's 
device — the  toggle  joint — and  its  mode  of  application,  to  the 
cam  and  inclined  plane,  and  their  mode  of  application  i 

First,  By  Howe's  the  power  is  applied  at  one  point  one  inch 
and  a  half  above  the  vertex  of  the  above-mentioned  angle.  By 
the  plaintiff's,  the  power  is  applied  successively  below  and  above 
that  angle. 

Second.  During  the  whole  operation  of  the  toggle  joint,  its 
power  is  constantly  increasing,  while  that  of  the  cam  and  in- 
clined plane  is  always  the  same. 

Third,  The  toggle  joint  exerts  its  power  at  a  fixed  single 
joint  only  in  the  back  and  front  part  of  the  tree  respectively. 
But  the  cam,  moving  upward  on  the  inclined  plane,  exerts  its 
power  successively  on  all  parts  of  the  plane. 

Fourth.  By  this  motion  of  the  cam  upward  on  the  plane,  their 
power  is  first  applied  more  directly  to  the  filling  of  the  foot, 
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and,  afterward,  more  directly  to  the  fitting  of  the  leg.  Whereas, 
by  the  toggle  joint,  the  point  of  appplying  the  power  being  al- 
ways fixed,  it^does  not  operate  any  more  directly  to  fill  either 
the  foot  or  leg  at  one  time  than  at  another. 

Fifth.  The  rod  in  the  front  part  of  the  tree  leg,  to  the  end  of 
which  the  cam  is  affixed,  has  a  mechanism  by  which  it  is  moved 
up  and  down,  thus  carrying  with  it  the  cam,  and  thus  exerting 
its  force  on  the  inclined  plane ;  while  in  Howe's  there  is  no  such 
rod  or  cam  or  mechanism  to  impart  motion  to  any  rod  or  cam. 

Sixth.  The  toggle  joint  fiistens  the  front  and  back  part  of  the 
tree  together,  which  is  not  done  by  the  cam  and  inclined  plane. 

Seventh.  By  the  mode  in  which  the  toggle  joint  is  fixed  to 
the  front  and  back  of  the  tree,  it  is  rendered  necessary  that  those 
parts  should  be  made  of  metal ;  whereas,  the  mode  in  which  the 
cam  and  inclined  plane  are  affixed  admits  of  their  being  made 
of  wood. 

We  now  come  to  the  comparative  utility  of  the  two  machines. 
It  is  admitted  that  the  plaintifPs  is  of  so  much  greater  practical 
usefulness  that  it  has  superseded  Howe's,  and  driven  it  out 
of  use.  As  we  have  before  stated,  greater  utility  implies  a 
difference  in  the  machines.  But  it  is  insisted  that  in  the  present 
case  that  rule  does  not  apply,  because  it  is  said  that  this  greater 
utility  arises  from  two  causes  :  first  that  the  back  and  front  not 
being  fastened  together  in  the  plaintifTs  machine,  the  backs  may 
be  changed  with  greater  facility  than  in  Howe's,  and  second, 
that  the  plaintifPs  may  be  made  of  wood,  whereas,  Howe's  re- 
quires metal. 

But  this  explanation  shows  that  the  plaintifPs  machine  has 
capabilities  important  to  its  practical  use,  which  Howe's  has 
not,  and  these  new  capabilities  are  at  least  some  evidence  that 
the  means,  the  machine,  are  different. 

We  have  thus  far  not  inquired  into  the  ultimate  effect  of  the 
one  tree  or  the  other  ;  nor  whether  the  plaintifPs  machine  will 
accomplish  the  work  of  treeing  a  boot  any  better  than  Howe's. 
It  is  insisted  by  the  defendant  that  the  plaintifPs  has  no  such 
quality  as  he  claims  for  it,  of  filling  the  boot  first,  and  the  leg 
afterward,  any  more  than  Howe's ;  and  that  in  both,  the  foot  and 
the  leg  are  practically  filled  successively  in  the  same  manner  and 
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with  equal  facility  and  utility,  at  least  when  applied  to  the  com- 
mon run  and  various  classes  of  boots,  although  it  is  admitted 
that  as  to  a  single  class  of  boots  the  plaintiff's  may  have  some 
advantage  over  Howe's  in  dispensing  with  the  strap  at  the  top. 
If  this  were  so  it  would  by  no  means  follow  that  the  two  ma- 
chines are  the  same. 

There  are  many  instances  of  distinct  patentable  inventions 
producing  the  same  result,  that  is,  accomplishing  the  same  work. 

For  example,  the  Woodworth  and  Norcross  planing  machines 
not  only  plane  a  board  equally  well,  but  both  do  it  by  means  of 
a  rotary  cutter  applied  to  the  surface.  Yet  the  mechanism  be- 
ing different  both  properly  received  patents. 

A  new  machine  which  accomplishes  the  same  end  as  a  former, 
but  by  substantially  different  means,  is  patentable. 

If,  therefore,  the  mechanism  used  by  Eames  is  materially  dif- 
ferent from  that  used  by  Howe,  and  especially  if  it  be  of  such 
increased  utility  as  to  have  wholly  superseded  Howe's,  it  is  no 
answer  to  his  claim  for  a  patent  to  say,  that  after  all  the  boot 
was  as  well  treed  by  Howe's  as  it  is  by  the  plaintiff's.  And  it  is 
unnecessary  to  enter  into  the  question  whether  it  was  so  or  not. 
But  it  is  insisted  that  the  plaintiff's  machine  will  not  accomplish 
what  he  asserts  it  will.  Now,  if  an  invention  be  both  new  and 
useful,  it  can  not  be  impeached  because  it  does  not  accomplish 
all  that  a  sanguine  inventor  has  claimed  for  it.  Still,  let  us  see 
how  far  this  objection  is  founded  in  fact.  The  useful  result, 
which  the  plaintiff  asserts  that  he  has  attained,  is  set  forth  in  the 
close  of  his  claim  in  the  following  words :  "  Whereby  the  said 
devices  are  made  to  first  perform  the  function  of  setting  the 
foot  parts  of  the  tree  firmly  into  the  foot  of  the  boot,  and  next 
that  of  stretching  the  leg  of  the  boot,  the  application  of  stretch- 
ing mechanism  directly  to  the  upper  part  of  the  leg  of  the  tree 
being  rendered  unnecessary." 

He  here  asserts  that  three  things  are  achieved.  In  the  first 
place,  setting  the  foot  parts  of  the  tree  firmly  into  the  foot  of 
the  boot,  and  next  the  stretching  the  leg  part  of  the  boot,  and 
rendering  the  application  of  the  stretching  mechanism  to  the  up- 
per part  of  the  leg  of  the  tree  unnecessary.  As  to  the  third, 
the  defendant  does  not  deny  that  it  is  fully  accomplished.     But 
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is  the  foot  of  the  tree  first  set  firmly  into  the  foot  of  the  boot, 
and  then  the  leg  stretched  ?     That  the  practical  operation  is, 
first  to  set  the  foot  of  the  tree  into  the  foot  of  the  boot,  and 
then  to  stretch  the  leg  is  clear,  both  from  the  testimony  of 
operatives,  and  the  laws  of  nature,  and  the  only  question  that 
can  arise  of  the  perfect  correctness  of  the  plaintiff's  statement 
is,  whether  the  foot  of  the  tree  is  set  firmly  into  the  foot  of  the 
boot  before  the  leg  is  stretched  ?     It  is  insisted  by  the  defend- 
ant that,  although  the  foot  of  the  tree  is  first  thrust  into  the 
foot  of  the  boot,  and  next  the  leg  stretched,  that  then  the  foot 
of  the  tree  is  again  pressed  into  the  foot,  and  more  tightly  than 
before.     Now,  if  this  were  so,  still  the  effect  claimed  by  the 
plaintiff,  that  of  first  setting  the  foot  of  the  tree  firmly  into  the 
foot  of  the  boot,  is  attained  in  a  greater  degree  by  the  plaintiff's 
than  it  was  by  Howe's,  because  the  force  is  applied  at  a  lower 
point,  and,  therefore,  more  directly  to  the  foot.     And  there  is 
little  foundation  for  the  criticism  upon  the  word  firmly^  a  word 
admitting  of  degrees.     If  the  results  which  the  plaintiff  asserts 
will  be  produced,  are  substantially  attained,  it  is  sufficient.    The 
plaintiff's  assertion  as  to  the  practical  operation  of  his  machine  is 
substantially  correct,  even  when  compared  with  Howe's.     This 
precludes  the  necessity  of  considering  how  far  that  assertion  is 
material,  and  what  would  have  been  the  consequence  if  the  oper- 
ation or  result  had  been  different  from  that  asserted  by  the  plain- 
tiff.    But,  although  it  is  not  necessary  to  decide  this  question  of 
construction,  I  would  remark  that  it  is  not  said  in  the  closing 
part  of  the  claim  that  the  devices  and  arrangement  must  be  such 
as  to  produce  that  result :  far  from  it.     The  devices  and  their 
arrangement  are  distinctly  described.     And  then  it  is  said  that 
these  devices  so  arranged  will  produce  two  successive  results. 
It  would  seem,  therefore,  that  this  closing  assertion  does  not 
qualify  or  limit  what  precedes.     In  other  words,  that  the  inven- 
tion claimed  is  the  arrangement  or  mode  of  applying  the  devices, 
and  that  that  arrangement  or  mode  of  applying  is  positively  pre- 
scribed in  a  manner  not  to  be  varied  whether  the  operation  or 
effect  attributed  to  them  be  attained  or  not. 

The  defendant  insists  that  in  the  ordinary  use  of  the  plaintiff's 
machine  for  various  classes  and  sizes  of  boots,  it  is  necessary 
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to  use  a  Strap  at  the  top  to  limit  the  operation  of  the  stretching 
force  and  prevent  the  leg  from  being  split  or  ripped  ;  and  that 
the  plaintiff  has  nowhere  in  his  specification  noticed  this  necessity. 

Very  great  stress  is  laid  upon  this  objection. 

It  is  beyond  controversy  that  the  plaintiff's  machine  will 
operate  usefully  without  such  strap  or  check  at  the  top,  and, 
indeed,  that  there  is  no  occasion  for  it  when  the  boots  to  be 
treed  are  all  of  a  certain  size.  Now,  if  a  new  machine  is  in- 
vented by  which  one  class  of  boots  is  usefully  treed,  why  is  not 
such  invention  patentable?  It  may  be  true  that  the  plaintiff's 
invention  is  rendered  more  useful  by  the  use  of  a  strap.  But 
how  frequent  it  is  that  the  practical  utility  of  a  new  invention  is 
increased  by  new  improvements,  or  by  the  use  of  old  instru- 
mentalities or  appliances  which  the  inventor  has  not  mentioned 
either  because  it  did  not  occur  to  him,  or  because  he  deemed  it 
wholly  unnecessary  to  point  out  what  must  be  plain  to  every 
operator. 

But  the  defense,  when  scrutinized,  really  seems  to  consist  in 
this,  that  the  plaintiff  only  claims  to  have  discovered  a  certain 
point  or  space  where  the  power  could  be  applied  with  greater 
advantage  than  it  can  be  within  any  other  space ;  and  that  he 
has  made  no  such  discovery:  insisting  that  the  point  selected  by 
Howe  is  as  good  as  that  pointed  out  by  the  plaintiff. 

This  assumption  that  the  plaintiff's  claim  is  confined  to  the 
location  of  his  devices,  is  unfounded.  That  is  a  part,  but  not 
the  whole  of  his  claim,  which  is  expressly  for  the  arrangement 
or  mode  of  applying  the  devices  ^^with  respect  to  the  foot  and 
leg  portions  of  the  boot  tree."  A  part  of  that  arrangement  or 
mode  is  the  fixing  the  inclined  plane  in  the  back  part  of  the 
boot  tree,  and  the  cam  at  the  end  of  a  rod  in  the  front  part  of 
the  boot  tree,  which  rod  is  moved  up  and  down  by  mechanism, 
carrying  the  cam  with  it  and  against  the  inclined  plane  as  before 
described. 

And  the  question  is  whether  the  cam  and  inclined  plane,  and 
the  whole  arrangement  or  mode  of  applying  them,  are  substan- 
tially different  from  Howe's  patent  or  machine  ? 

This  question  has  already  been  considered. 

New  trial  denied. 
20 
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Charles  Goodyear,  Executor,  etc. 

vs. 

James  Bishop,  Calvin  F.  Spear,  Nicholas  William- 
son, AND  James  B.  Laing. 

In  order  to  find  actual  damages,  the  jury  must  find,  in  tlie  evidence,  the  facts  or  data 
from  which  such  actual  damaga  are  to  be  deduced. 

If  the  patentee  of  a  machine  Or  other  article  uniformly  sells  a  license  to  make  or  use 
the  thing  patented  at  a  given  rate,  such  license  fiee  would  constitute  the  actual 
damage  of  the  patentee  in  an  action  for  infringement. 

But  if  there  is  no  such  fixed  and  uniform  fee,  it  is  proper  for  the  jury  to  inquire  how 
many  customers  were  diverted  from  the  plaincifif  to  the  defendant;  whether  the 
plaintiff  was  prepared  to  supply  the  market,  and  was  prevented  by  the  defendant ; 
in  short,  whether,  by  the  competition  of  the  defendant,  the  plaintiflf  was  limited, 
hindered,  checked,  or  interfered  with  in  his  business,  or  otherwise  actually  dam- 
aged, in  a  sum  equal  to  the  profits  which  he  could  have  made  if  he  had  made  and 
sold  the  goods  made  and  sold  by  the  defendant,  over  and  above  what  he  (the 
plaintiff)  did  in  fact  make  and  sell. 

In  answer  to  the  claim  of  the  defendant,  that  he  has  made  but  a  small  sum,  it  is 
proper  to  consider  that  the  whole  expense  of  commencing  and  closing  out  the 
business  is  included  in  the  time  covered  by  the  suit,  and  that  such  expenses  are 
not  properly  chargeable  to  the  patent. 

(Before  Shipman,  J.,  Southern  Distric;;  of  New  York,  January,  1861.) 

This  was  an  action  on  the  case  tried  before  Judge  Shipman 
and  a  jury,  to  recover  damages  for  the  infringement  of  letters 
patent  for  "improvement  in  processes  for  the  manufacture  of 
India  Rubber,"  granted  to  Charles  Goodyear  June  15,  1844, 
and  reissued  December  25,  1849. 

So  much  of  this  invention  as  covered  the  right  to  manufac- 
ture wearing  apparel  for  men  and  boys,  of  rubber  cloth,  was 
conveyed,  by  license,  to  Jonathan  Trotter  for  $10,000,  and  a 
royalty  of  five  cents  per  square  yard.  Trotter  transferred  this 
license  to  the  Union  Rubber  Company,  the  parties  in  interest  (see 
Goodyear  v.  Bishops  p.  96),  for  $25,000.  In  February,  1853, 
the  defendants  who  had  been  connected  with  the  Union  Rubber 
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Company  as  stockholders  or  otherwise,  began  the  manufacture  of 
articles  covered  by  the  license,  and  continued  such  manufacture 
for  five  months. 

The  plaintiffs  insisted  that,  if  they  had  made  the  goods  man- 
ufactured by  defendants,  they  would  have  made  a  profit  of 
nearly  $30,000,  and  this  was  claimed  as  their  measure  of 
damages. 

The  defendants  insisted  that,  although  the  nominal  profits 
appeared  to  be  large,  yet  that,  in  fact,  they  had  netted  only 
$473,  and  could  only  be  liable,  at  most,  for  that  sum. 

Infringement  was  not  denied. 

G.  C.  Goddard^  F.  B.  Cutting^  and  W.  Curtis  Noyes  for 
plaintiff. 

J.  C.  T.  Smidt,  yames  T.  Brady^  and  George  Gifford  for 
defendants. 

Shipman,   J.,  charged  the  jury  as  follows : 

This  action  is  brought  to  recover  damages  for  the  infringe- 
ment by  the  defendants  of  the  rights  of  the  plaintiffs,  alleged  to 
be  secured  to  them  by  an  exclusive  license  from  Goodyear,  the 
patentee,  to  manufacture  clothing  or  wearing  apparel  for  men 
and  boys,  under  what  is  known  as  the  Goodyear  Patent. 

The  commencement  of  these  acts  of  infringement  may  be 
safely  assumed,  on  the  evidence,  to  have  been  on  February  i, 
1853,  ^"^  ^^^  manufacture  of  the  articles  in  some  stages  was 
continued  until  July  i,  1853,  ^  Period  of  five  months. 

The  premises  on  which  this  manufacture  was  carried  on 
were  situated  in  Naugatuck,  Connecticut,  and  were  hired  by 
the  defendants,  who  did  business  under  the  name  and  style  of 
the  "  National  Rubber  Company."  Th«  lessees  of  the  de- 
fendants were  the  Naugatuck  Company.  On  May  22,  1853, 
the  Naugatuck  Company,  the  original  lessees  of  the  defendants, 
conveyed  their  interest  in  the  premises  to  the  plaintiffs,  subject, 
of  course,  to  the  rights  of  the  defendants  under  their  lease. 
On  the  last  named  day  the  plaintiffs  took  forcible  possession  of 
the  premises,  and,  in  the  eye  of  the  law,  illegally  ejected  the 
defendants  therefrom.      For  this  forcible  dispossession  of  the 
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defendants  the  plaintiffs  were  liable  to  an  action,  and  the  defend- 
ants had  a  right,  under  the  law,  to  be  restored  to  the  peaceable 
occupancy  of  the  premises. 

Although  the  plaintiffs  had  thus  obtained  possession  of  the 
factory,  the  property  of  the  defendants  was  not  removed  from 
it,  and,  after  the  interruption  of  the  business  of  the  defendants 
for  some  day  or  two,  both  parties  came  to  an  understanding 
that  the  defendants  should  be  permitted  to  remain  until  the  ist 
of  July,  when  the  latter  were  to  surrender  and  vacate  the 
premises. 

At  this  point  the  defendants  make  an  important  claim,  and 
insist  to  you,  as  matter  of  fact,  that  this  understanding  or  agree- 
ment, which  was  then  entered  into,  had  a  wider  scope  than 
merely  to  permit  the  defendants  to  continue  to  occupy  the 
factory  until  the  ist  of  July — that  it,  in  point  of  fact,  authorized 
the  defendants  to  do  all  the  acts  which  they  did  after  the  22d 
of  May,  for  which  the  plaintiffs  are  now  seeking  to  recover 
damages. 

The  defendants  still  further  claim  that  this  understanding  not 
only  authorized  them  to  continue  their  manufacture  so  far  as 
they  did  continue  it  from  the  22d  of  May  down  to  the  ist  of 
July,  but  that  it  also  discharged  them  from  all  claims  of  the 
plaintiffs  for  what  they  had  manufactured  prior  to  that  time. 

It  would  follow,  if  this  claim  of  the  defendants  were  sus- 
tained by  the  evidence  to  your  satisfaction,  that  the  plaintiffs 
could  not  recover  in  this  action,  for,  in  that  case,  all  the  acts 
complained  of  in  the  plaintifPs  declaration,  after  the  22d  of 
May,  must  have  been  done  under  the  license  of  the  plaintiffs, 
and  all  those  before  that  time  have  been  legally  discharged. 

On  this  point,  gentlemen,  under  the  instructions  I  shall 
submit  to  you,  you  will  have  no  trouble.  As  I  view  the  case, 
the  only  evidence  for  you  to  consider  as  to  what  this  arrange- 
ment between  the  parties  was,  is  to  be  found  in  the  written 
memorandum  signed  by  C.  F.  Spear  and  Williamson,  two  of 
the  defendants,  and  dated  the  25th  day  of  May.  The  duty  of 
construing  this  paper  devolves  on  the  Court,  and  I  charge  you 
that  it  furnishes  no  discharge  for  the  acts  of  the  defendants 
prior  to  the  22d  of  May,  and  no  excuse  for  their  acts  after  that 
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time,  except  what  relate  to  their  occupancy  of  the  premises, 
and  which  the  plaintiffs  do  not  complain  of.  The  whole  ques- 
tion of  damages,  therefore,  lies  open  for  the  entire  time. 

There  is  another  question  of  fact  which  the  counsel  for  the 
defendants  urged  upon  your  notice,  but  upon  which  my  instruc- 
tions will  also  relieve  you  from  any  responsibility. 

The  plaintiffs,  as  you  will  recollect,  hold  their  title  to  the 
exclusive  right  to  manufacture  the  articles  in  question  under  a 
license  from  Charles  Goodyear. 

The  license  came  through  Mr.  Trotter,  but  that  makes  no 
difference.  It  is  claimed  that,  by  the  terms  of  this  license, 
Goodyear  was  bound  to  protect  the  plaintiffs  against  all  in- 
fringements, including  these  wrongful  acts  of  the  defendants ; 
that,  in  consequence  of  these  infringements  of  the  defendants, 
the  plaintiffs  withheld  from  Goodyear  a  large  amount  of  tariffs 
which  the  plaintiffs  would  otherwise  have  been  bound  to  pay  to 
him  for  their  right  to  manufacture  under  the  license,  and  that 
this  amount  so  withheld  from  Goodyear  was  ultimately  applied 
in  extinguishment  or  satisfaction  of  the  very  damages  the 
plaintiffs  are  seeking  to  recover  in  this  action. 

On  this  point,  the  defendants  insist  that  it  appears  from  the 
testimony  of  Henry  B.  Goodyear  that  some  $75,000  were  thus 
withheld  by  the  plaintiffs,  although  I  do  not  recollect  that  he 
states  that  it  was  ever  applied  in  satisfaction  of  the  damages 
claimed  in  this  suit. 

But  it  appears,  from  other  evidence  in  this  case,  that  Charles 
Goodyear,  the  patentee,  assigned  all  his  interest  in  these  tariffs 
to  William  Judson,  and  that,  by  virtue  of  that  assignment  and 
the  powers  conferred  upon  him  by  Goodyear,  he  had  authority 
to  settle  with  the  Union  Rubber  Company  (the  plaintiffs)  and 
adjust  the  matter  in  controversy  between  them  and  Goodyear. 

The  plaintiffs  aver  that  Judson  did  settle  with  them,  and 
adjust  their  differences  with  Goodyear ;  but  that  their  claim 
against  these  defendants  for  damages  for  infringing  the  rights 
secured  to  them  by  their  license,  and  which  they  are  now  seek- 
ing to  recover,  formed  no  part  of  that  settlement.  In  proof 
of  this  they  have  offered  in  evidence  the  written  agreement 
executed   by  Judson   and  themselves  on  February  25,   1858. 
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It  is  the  duty  of  the  Court  to  construe  this  instrument,  and  I 
charge  you  that  it  contains  no  evidence  of  any  release  by  or 
payment  to  the  plaintiffs  of  the  damages  resulting  from  the  acts 
of  the  defendants  complained  of. 

There  is  no  other  evidence  in  this  case  from  which  you  can 
find  such  release  or  payment,  unless  it  is  to  be  found  in  the  tes^ 
timony  of  Mr.  Henry  B.  Goodyear. 

It  follows,  gentlemen,  from  the  remarks  I  have  already  made, 
and  from  my  views  of  the  other  legal  questions  in  the  case, 
that  the  plaintiffs  are  entitled  to  recover. 

This  brings  us  to  a  most  important  question,  that  of  the 
amount  of  damages  to  which  the  plaintiffs  are  entitled ;  and 
here  the  duty  rests  mainly  on  you,  and  it  is  the  most  important 
part  of  the  case. 

The  Court  can  only  submit  to  you  the  rule  which  you  are  to 
apply  to  the  case,  and  some  suggestions  which  may  possibly  aid 
you  in  its  application.  As  to  the  rule,  it  will  be  your  duty  to 
give  the  plaintiffs  such  actual  damages  as  they  have  proved  to 
your  satisfaction  they  have  sustained  at  the  hands  of  the  defend- 
ants. And  by  actual  damages  I  mean  damages  in  fact,  and  not 
what  is  sometimes  called  in  the  law  vindictive  and  exemplary 
damages.  Sometimes  a  wrong  or  injury  is  done  by  a  defendant 
under  circumstances  of  wantonness  or  malice,  and  the  law  in 
such  cases  permits  the  jury  to  award  to  the  plaintiff  a  sum  over 
and  above  the  pecuniary  injury  which  he  has  received,  and  this 
additional  amount  is  termed  vindictive  or  exemplary  damages. 
But  that  rule  has  no  application  to  the  present  case. 

You  are  then  to  give  the  actual  damages  which  the  plaintiffs 
have  proved  that  they  suffered. 

Your  difficulty  in  this  case  will  be  to  determine  from  the  proof 
what  amount  of  actual  damages  the  plaintiffs  have  suffered. 

If  you  could  adopt  the  simple  theory  of  the  defendants'  coun- 
sel, which  is  to  give  the  amount  the  defendants  actually  netted, 
which  one  witness  stated  was  $473,  your  task  would  be  easy. 
That  sum,  with  interest  at  six  per  cent,  from  January  i,  1854,  to 
to-day,  would  fix  the  amount  of  your  verdict.  So,  too,  if  you  could 
adopt  the  equally  simple  theory  of  the  plaintiffs'  counsel,  which  is, 
to  take  the  sum  which  the  plaintiffs'  witnesses  say  they  (the  plain- 
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tifl^)  could  have  realized  in  profit  if  they  had  made  and  sold  the 
articles  made  and  sold  by  the  defendants.  This  sum  they  claim 
is  about  $27,000,  which,  with  the  interest  at  six  per  cent.,  would 
yield  about  the  sum  of  $40,000.  Both  these  positions  show 
how  easy  it  is  to  theorize,  for  they  are  very  easy  and  simple  ;  but 
their  strikingly  divers  results  show  us  also  that,  in  the  practical 
business  of  doing  justice  between  man  and  man,  mere  theories 
require  to  be  applied,  if  applied  at  all,  with  some  degree  of 
caution,  and  with  some  scrutiny  to  see  if  the  facts  presented  by 
the  evidence  support  them.  Now,  gentlemen,  I  do  not  say  to 
you  that  $27,000  was  not  the  actual  damages  suffered  by  the 
plalntiffis.  But  I  do  charge  you  that  although  the  plaintiffs 
might  have  made  $27,000  profits  if  they  had  made  and  sold 
these  goods  which  the  defendants  manufactured  and  sold,  that 
is  by  no  means  conclusive  evidence  that  $27,000  is  the  actual 
damages  they  are  entitled  to  recover. 

It  is  for  you  to  say  whether,  from  the  evidence  before  you, 
you  are  satisfied  that  the  plaintiffs  would  have  made  these  goods 
and  realized  these  large  profits  if  the  defendants  had  not  made 
them,  and  that  the  defendants  by  their  acts  deprived  them  of 
what  they  would  otherwise  have  gained.  You  are  to  examine 
the  evidence,  and  say  whether  there  is  sufficient  proof  to  satisfy 
you  that  any  and  how  many  customers  were  diverted  'from  the 
plaintiffs  to  the  defendants ;  whether  the  plaintiffs  were  pre- 
pared to  supply,  and  were  prevented  from  supplying  the  articles 
made  by  the  defendants ;  in  short,  whether,  by  the  competition 
of  the  defendants,  the  plaintiffs  were  limited,  hindered,  checked, 
or  interfered  with  in  their  business,  or  otherwise  actually  dam- 
aged in  this  sum,  equal  to  the  profits  which  they  could  have 
made  if  they  had  made  and  sold  the  same  goods  made  and  sold 
by  the  defendants  over  and  above  what  they  (the  plaintiffs)  did 
in  fact  make  and  sell. 

If  you  are  satisfied  that  the  plaintiffs  were  thus  actually  dam- 
aged, then  you  will  find  your  verdict  accordingly  ;  but,  before 
you  come  to  such  a  result,  you  must  find  in  the  evidence  the 
facts  or  data  from  which  you  deduce  that  result. 

If  the  jury  should  come  to  the  conclusion  that  the  evidence 
warrants  them  in  finding  the  actual  damages  to  be  what  this  theory 
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of  the  plaintiffs  would  indicate,  they  will,  of  course,  from  the  sell- 
ing price,  $107,520,  deduct  the  costs  of  manufacture  (includ- 
ing the  tariff)  stated  by  Trotter  to  be  $54,124,  and  by  William- 
son to  be  $58,658  (and  the  jury  must  determine  which  is  the 
correct  sum),  and  also  deduct  from  the  selling  price  ten,  twenty 
or  thirty  per  cent.,  accordingly  as  they  shall  find  from  the  evi- 
dence the  rate  proved  to  be,  and,  after  these  deductions,  interest 
at  the  rate  of  six  per  cent,  should  be  cast  on  and  added  to  the 
balance  from  January  i,  1854,  to  to-day.  This  will  give,  as  I 
make  it,  not  very  far  from  $40,000,  if  the  discount  is  twenty 
per  cent.,  and  a  less  sum  if  thirty  per  cent. 

But  as  I  have  already  remarked,  before  the  jury  come  to  this 
result,  they  must  be  satisfied  that  the  facts  proved,  warrant  them 
in  fixing  this  sum  as  the  actual  damages  sustained  by  the 
plaintiffs. 

And  if  the  jury  should  not  feel  satisfied  that  the  actual  dam- 
age proved  amounted  to  so  large  a  sum,  then  they  will  search 
for  the  true  sum  which  the  evidence  proves.  This  leads  me  to 
submit  another  aspect  of  the  case,  and  I  shall,  of  course,  leave 
it  for  them  to  say  whether  or  not  it  is  on  the  whole  the  true 
one. 

Suppose  a  patentee  of  a  carriage  or  a  machine,  which  could 
be  easily  built  by  any  person  who  desired  to  use  it,  should 
license  a  large  number  of  persons  to  build,  each  for  his  own 
use,  a  single  one,  and  suppose  this  was  the  exclusive  mode  in 
which  the  patentee  endeavored  or  desired  to  profit  by  his  inven- 
tion. The  price  of  these  licenses  of  course  would  be  uniform 
for  the  same  machine  or  article. 

Now,  suppose  one  man  should  build  one  without  a  license, 
and  should  be  sued  for  an  infringement,  what  would  be  the  act- 
ual damage  the  patentee  must  sustain  ?  Clearly,  the  price  at 
which  he  uniformly  sold  his  license.  The  infringer  in  that  case 
desires  the  article — he  obtains  it  wrongfully — and,  in  so  doing, 
actually  damages  the  patentee  by  depriving  him  of  what  right- 
fully belongs  to  him. 

Now,  I  agree  that  the  case  before  us  is  not  exactly  parallel 
to  the  one  supposed — Goodyear  was  the  patentee.  This  pat- 
ent, among  other  rights,  secured  to  him  the  exclusive  privilege 
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of  making  men  and  boys'  clothing  of  vulcanized  rubber.  The 
right  to  this  exclusive  privilege  he  sold  by  license  to  Trotter, 
and  Trotter  sold  the  same  to  the  plaintiffs.  The  price  of  that 
license  to  Trotter  was  $10,000,  and  five  cents  on  every  square 
yard  of  rubber  cloth  made.  Trotter  sold  to  the  plaintiffs  for 
$25,000,  the  latter  to  pay  the  tariff  of  course.  It  would  seem 
that  this  license  was  worth  that  tariff  at  least,  as  the  defendants 
were  willing  and  anxious  to  manufacture  and  pay  that  tariff. 
The  plaintiffs  also  made  it  a  profitable  business  at  that  tariff. 
It  may  be  fair  to  presume  (and  I  leave  it  to  the  jury  whether  it 
is  so  or  not)  that  these  very  defendants  would  have  been  glad  to 
have  bought  a  license  of  the  plaintiffs  at  that  rate.  But  the 
defendants  wrongfully  availed  themselves  of  the  business  without 
payment  to  the  plaintiffs,  the  exclusive  owners  of  the  privileges, 
and  thereby  deprived  the  latter  of  what  was  their  just  due. 

It  is  for  the  jury  to  say  whether  here  are  not  clearly,  actual 
damages  sustained  by  the  plaintiffs.  If  so,  the  amount  can  be 
exactly  determined  without  groping  after  a  result  among  theo- 
ries suspended  upon  ^^  ifs."  The  number  of  yards  manufac- 
tured by  the  defendants  was  82,693}.  Multiplying  this  number 
by  the  rate  of  the  tariff  per  yard  the  precise  result  is  easily 
obtained.  But  if  the  jury  should  be  satisfied  that  this  tariff 
furnishes  evidence  of  what  the  value  of  this  right,  appropriated 
by  the  defendants,  was,  it  does  not  follow  that  they  must  regard 
it  as  conclusive  or  as  the  exclusive  evidence  of  that  value. 

They  are  at  liberty  to  take  into  consideration  the  fact,  if  they 
find  it  proved,  that  this  was  a  very  profitable  business.  On  this 
point,  the  evidence  of  the  plaintiffs  is  explicit ;  and,  although  the 
defendants  say  they  netted  only  a  small  sum  on  what  they  man- 
ufactured, it  must  be  remembered  that  the  whole  expense  of 
commencing  a  new  establishment,  and  the  disadvantage  of 
closing  the  business,  all  had  to  come  out  of  five  months  produc- 
tion. It  is,  perhaps,  more  wonderful  that  they  did  not  lose 
than  that  they  made  no  more  ;  and  it  is  for  the  jury  to  say 
whether  the  fact  that  they  did  make  even  a  small  sum,  is  not 
evidence,  under  the  circumstances,  that  the  business  was  a  very 
profitable  one. 

The  jury  may  also  consider,  in  this  connection,  the  hct  that 
21 
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in  addition  to  the  tariff  of  five  cents  upon  the  square  yard,  the 
bonus  of  $25,000  was  paid  by  the  plaintiffs  for  this  license  over 
and  above  the  tariff,  which  constituted  a  part  of  the  price  of  the 
license. 

The  jury  can  assume  seventeen  years  as  the  period  which 
the  bonus  may  cover,  as  that  term  is  the  possible  life  of  the 
license,  and  then  give  it  such  effect  in  enhancing  the  rate  per 
cent,  as  they  think  it  is  entitled. 

If  the  jury  should  feel  satisfied  that  this  was  a  profitable  busi- 
ness, and  that  a  license  to  carry  it  on  was  worth  more  than  the 
rate  of  tariff  paid  to  Goodyear,  they  may  add  to  the  rate  such 
per  cent,  as  will,  in  their  judgment,  be  warranted  by  the  evi- 
dence, and  will  give,  when  the  rate  is  multiplied  by  the  whole 
number  of  yards  manufactured,  the  actual  damages  sustained  by 
the  plaintiffs. 

As  I  have  stated  to  you,  gentlemen,  the  tariff  rate  is  five 
cents  upon  the  square  yard,  and  the  number  of  square  yards  is 
82,693}.  In  addition  to  that,  I  have  also  mentioned  the  fact 
that  the  witnesses  for  the  plaintiffs  testify  that  it  was  a  very 
profitable  business  (but  you  are  to  judge  of  that  evidence),  and  that 
the  defendants  made,  under  all  their  disadvantages,  some  profit. 

In  addition  to  that  there  is  the  bonus  of  $25,000,  paid  by  the 
plaintiffs,  for  the  use  of  this  exclusive  privilege,  over  and  above 
the  five  cents  upon  the  square  yard.  Of  course,  that  is  evi- 
dence, and  appropriate  evidence,  for  the  jury  to  consider,  in 
saying  what  the  value  of  the  rights  of  the  plaintiffs  were,  of 
which  the  defendants  deprived  the  plaintiffs  and  appropriated  to 
themselves. 

Of  course,  to  whatever  sum  they  find  as  the  damage  accrued 
at  the  time  the  manufacture  ceased,  July  I,  1853,  they  will  add 
interest  at  six  per  cent,  for  eight  years  and  a  half  a  month. 
There  is  no  evidence  here  when  the  tariffs  were  payable,  and  I 
take  that  as  most  favorable  to  the  defendants.  They  will,  in 
their  verdict,  distinguish  between  the  principal  sum  they  find 
and  the  interest,  so  that  if  there  is  any  error,  either  in  the  time 
or  computation,  it  can  be  corrected  without  a  new  trial. 

The  jury  found  a  verdict  for  the  plaintiffs,  with  $7,180.47 
damages. 
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Orlando  B.  Potter  and  Nathaniel  Wheeler 

vs. 

Henry  L.  Stevens  and  James  H.  Stevens. 

In  Equity. 

The  application  for  a  patent  at  the  Patent  Office  is  not  a  judicial  proceeding ;  it  may 
be  made  a  contested  proceeding,  but  rarely  is  so.  It  is  made  upon  ix  partt  appli- 
cation, and  can  only  be  treated  as  an  ex  pant  adjudication. 

Where  the  complainant  makes  a  prima  facit  case  for  an  injunction,  the  defendant 
must  overcome  it  by  testimony,  or  the  injunction  will  issue. 

(Before  Smallxy,  J.,  Southern  District  of  New  York,  January,  1861.) 

This  was  a  motion  for  an  injunction  to  restrain  the  defend- 
ants from  infringing  letters  patent  for  ^^an  improvement  in 
sewing  machines/'  granted  to  Allen  B.  Wilson,  November  12, 
1850,  and  more  particularly  referred  to  in  the  case  of  Potter 
V.  fVilson^  p.  102. 

So  much  of  the  opinion  of  the  Court  is  given,  as  follows  a 
statement  of  the  substance  of  the  bill. 

George  Gifford  for  complainants. 

J.  K.  Hadley  for  defendants. 

Smallby,  J. 

The  answer  makes  substantially  but  one  issue  with  the  bill. 
It  denies  that  the  said  Allen  B.  Wilson,  in  said  bill  of  complaint 
named,  ever  was  the  original  and  first  inventor  of  these  im- 
provements in  sewing  machines.  On  the  contrary,  the  answer 
sets  up  that  one  Solomon  B.  Ellithorpe  was  the  original  and 
first  inventor  of  said  improvement ;  and  that  he,  the  said  Elli- 
thorpe, made  a  full  and  complete  drawing  and  specification  of 
said  improvement  in  the  summer  of  1847. 

Some  affidavits  have  been  filed  which  it  is  hardly  necessary 
to  refer  to,  and  also  certified  copies  of  papers  from  the  Patent 
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Office  at  Washington,  and   also  the   opinion  of   the  Circuit 
Judge, 

The  fact  that  whatever  right  Allen  B.  Wilson  or  his 
assignees  had  to  this  invention  is  now  in  these  complainants, 
is  admitted.  It  is  set  out  in  the  bill,  and  not  denied  by  the 
answer. 

The  answer,  however,  claims — and  that  is  the  real  question 
now  in  controversy  before  the  Court — that  Allen  B.  Wilson 
was  not  the  oiiginal  and  first  inventor  of  this  sewing  machine, 
the  right  to  make,  use,  and  vend  which  is  said  to  be  infringed 
by  these  defendants.  The  answer  claims  that  Solomon  B.  EUi- 
thorpe  is  the  original  and  first  inventor  thereof;  that  as  early  as 
1847  he  invented  this  machine,  this  feed  motion;  that  some 
time  after  that — the  answer  does  not  specify  when — he  applied 
to  the  Patent  Office  for  a  patent,  and  lodged  his  specifications 
and  drawings  in  the  Patent  Office.  The  papers  furnished  to 
the  Court  from  the  Patent  Office  show  that  in  June,  1858, 
nearly  eleven  years  after  he  claims  to  have  made  the  invention, 
he  made  application  to  the  Patent  Office  for  a  patent.  The 
Commissioner  of  Patents  refused  it.  From  that  Ellithorpe  took 
an  appeal  to  the  Circuit  Judge  of  the  District  of  Columbia. 
The  hearing  was  had  before  this  judge,  and  he  refused  the 
patent.  These  papers  are  referred  to,  and  relied  upon  by  the 
counsel  for  the  defendant,  for  the  purpose  of  showing  that,  in 
point  of  fact,  the  Commissioner  was  satisfied  that  Ellithorpe 
was  really  the  original  inventor,  and  that  the  judge  of  the  Cir- 
cuit Court  was  equally  well  satisfied,  but  that  they  refused  a 
patent  because  he  did  not  follow  it  up — because  he  slept  too 
long  upon  his  rights,  if  he  ever  had  any. 

Another  fact  in  the  case  should  be  stated,  that  under  an  act 
of  Congress  application  was  made  by  bill  to  the  Circuit  Court 
in  this  district,  to  have  an  order  issued  to  the  Commissioner  of 
Patents  to  grant  to  Ellithorpe  a  patent,  and  that  subsequently  a 
hearing  was  had  upon  the  bill  before  Judges  Nelson  and  Ship- 
man,  and  that  an  order  and  a  decree  were  made  that  the  Com- 
missioner of  Patents  at  Washington  should  grant  to  Ellithorpe 
a  patent. 

It  must  be  borne  in  mind  that  the  bill  sets  out  the  several 
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patents  which  were  granted  for  these  inventions,  all  the  assign- 
ments in  detail  down  to  the  present  complaints — further,  that  a 
large  amount  of  severely-contested  litigation  in  relation  to  the 
right  of  the  assignees  of  Wilson,  as  the  first  inventor,  had  been 
had  in  the  State  of  Connecticut,  and  in  the  Southern  District  of 
New  York,  and  adjudications  sustaining  their  rights ;  that  they 
had  earnestly-contested  suits  in  equity,  and  some  at  law  in  Con- 
necticut, and  others  in  equity  here ;  and  that  after  a  very  pro- 
tracted litigation,  a  very  large  amount  of  testimony  having  been 
taken,  the  whole  matter  was  finally  heard  before  Justice  Nelson 
and  myself,  in  June  last,  and  a  final  decree  made,  sustaining  the 
complainant's  claims  from  beginning  to  end,  and  awarding  a  final 
decree  against  all  infringers  in  those  suits.  This  is  not  denied 
by  the  counsel  for  the  respondents ;  and  that  of  itself  affords 
sufficient,  abundantly  sufficient,  prima  facie  evidence  for  the 
Court  to  grant  the  preliminary  injunction  asked  for  in  this  case, 
unless  the  evidence  introduced  upon  the  part  of  the  respondents 
clearly  overthrows  these  various  adjudications  in  favor  of  the 
validity  of  these  patents. 

Then  the  inquiry  returns :  What  is  the  evidence  upon  which 
the  defense  relics  to  overthrow  this  strong  prima  facie  case  ? 
They  rely,  in  the  first  place,  upon  the  answer  of  the  defendants. 
They  say  that  in  1847  SHithorpe  invented  these  improvements. 
It  seems  from  that  and  his  affidavit,  which  accompanies  the 
answer,  that  he  slept  upon  it  for  a  period  of  ten  or  eleven  years 
before  he  made  any  application  to  the  Patent  Office  for  a  patent ; 
that  he  then  applied  to  the  Patent  Office  for  a  patent,  and  the 
Commissioner  declined  to  grant  a  patent.  He  then  took  an 
appeal  to  the  judge  of  the  District  Court,  and  the  judge  also  de- 
clined it.  Now,  the  defense  insist  that  inasmuch  as  the  Com- 
missioner, in  giving  the  reasons  why  he  declined,  based  his  judi- 
cial action  upon  the  ground  that  he,  Ellithorpe,  had  slept  too 
long;  and  that,  inasmuch  as  the  judge,  in  giving  the  reasons 
why  he  refused  to  order  the  patent  to  be  issued,  assigned  the 
same  reason,  there  are  two  judgments  in  favor  of  Ellithorpe  being 
the  first  and  original  inventor. 

On  the  contrary,  this  Court,  can  give  no  such  construction 
to  these  proceedings.     In  the  first  place,  the  application  for  a 
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patent  at  the  Patent  Office  is  not  a  judicial  proceeding;  it  may 
be  made  a  contested  proceeding,  but  rarely  is  so.  It  is  made 
upon  ix  parte  application.  The  hearing  probably  rested — -judi- 
cially we  must  suppose  from  the  papers  it  rests  solely — upon 
the  affidavit  of  the  applicant,  Ellithorpe.  The  only  thing  that 
appears  in  the  proceedings  at  all  is,  that  the  officers,  after 
having  refused  the  patent,  remarked  that  they  were  of  the 
opinion  that  he,  Ellithorpe,  was  the  first  inventor,  but  failed  to 
so  follow  up  his  invention  as  to  secure  any  rights.  That  cer- 
tainly is  not  an  adjudication  of  the  point,  and  if  an  adjudication, 
it  can  only  be  treated  as  an  ex  parte  adjudication,  and  can  have 
but  very  little  weight  in  overcoming  the  earnest,  contested 
litigations  in  different  courts,  between  different  parties,  and  in 
different  States,  which  the  bill  sets  up  have  been  had  by  the 
complainants,  wherein  their  rights  have  been  fully  sustained  by 
the  Courts. 

Another  thing  relied  upon  by  the  defendants  to  overcome  this 
strong  prima  facie  case,  is  the  proceeding  before  Judges  Nelson 
and  Shipman,  in  this  Court,  by  which  a  decree  and  order  were 
issued  to  the  Commissioner  of  Patents,  directing  him  to  issue  a 
patent  to  Ellithorpe  on  his  specification  and  drawings  in  the  Pat- 
ent Office.  That,  it  should  be  borne  in  mind,  however  (as  it 
especially  appears  from  the  proceedings,  and  is  so  conceded  by 
the  arguments),  was  a  mere  ex  parte  hearing — no  one  appearing 
to  contest  it. 

Again,  in  looking  at  the  proceeding,  this  singular  state  of  facts 
appears  to  have  existed.  It  was  first  brought  up  before  Judge 
Ingersoll,  who,  after  a  full  examination,  drew  up  and  filed  an 
elaborate  and  certainly  able  opinion  upon  the  subject,  denying  the 
application  and  dismissing  the  bill.  It  is  a  little  difficult  to  see, 
that  bill  having  once  been  dismissed,  and  there  being  no  applica- 
tion for  a  rehearing  in  the  usual  form,  how  the  matter  could 
come  again  before  the  Court;  and  I  was  informed  by  Judge 
Shipman,  when  he  was  here,  that  he  had  just  a  few  hours  before 
ascertained  the  existence  of  this  written  opinion  of  Judge  Inger- 
soll, and,  that  if  he  had  known  it,  he  was  of  the  decided  opin- 
ion that  he  should  have  regarded  it  as  res  judicata. 

But  laying  the  decision  of  Judge  Ingersoll  entirely  out  of  the 
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question,  what  effect  has  this  ex  parte  hearing,  based  solely 
upon  the  affidavit  of  Ellithorpe  ?  What  eifect  ought  that  to 
have  in  overcoming  the  strong  prima  facte  case  of  the  com- 
plainants, arising  from  these  various  adjudications  ?  There  is 
nothing  more,  after  all,  than  the  affidavit  of  Ellithorpe,  on 
which  it  was  based;  it  is  not  pretended  that  there  was  any 
other  evidence  introduced.  The  Court  evidently  made  a  decree 
upon  a  bill  taken  pro  confesso. 

Therefore,  the  evidence  relied  upon  in  favor  of  Ellithorpe 
being  the  first  and  original  inventor,  in  opposition  to  the  various 
adjudications  in  favor  of  the  complainants'  right  and  title, 
seems  to  have  been  entirely  based  upon  an  ex  parte  application, 
and  upon  the  affidavit  of  the  alleged  inventor  himself,  after 
having  slept  upon  the  matter  some  ten  or  eleven  years,  accord- 
ing to  his  own  account. 

Under  such  circumstances,  I  can  have  no  doubt  that  the  evi- 
dence is  entirely  insufficient  to  do  away  with  the  prima  facie 
case  made  by  the  complainants ;  and,  therefore,  the  complain- 
ants are  entitled  to  an  injunction.  Many  other  questions  have 
been  made  in  the  case,  but  I  have  thought  it  entirely  unneces- 
sary to  consider  them,  as  this  disposes  of  the  motion,  and  it  dis- 
poses of  both  applications  in  like  manner. 

And  the  order  for  injunction  in  both  of  these  cases  will  issue 
according  to  the  prayer  of  the  bill. 


Benjamin  D.  Sanders 

vs. 

John  T.  Logan,  William  Bagaley,  et  al. 

In  Equity. 

The  Cireait  Courts  of  the  United  States,  having  jarisdiction  in  equity  of  controversies 
arising  under  the  United  States  patent  laws,  do  not  act  as  ancillary  to  a  court  of 
law,  and,  therefore,  do  not  require  the  patentee  first  to  establish  his  legal  right  in 
a  court  of  law  and  by  the  verdict  of  a  jury. 
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Where  the  injury  done  to  a  patentee  by  infringement  of  hii  patent  is  not  in  the  use  of 
his  invention,  but  in  making  use  of  it  without  compensating  the  patentee  therefor, 
it  being  the  interest  of  the  patentee  that  his  invention  should  be  used  and  adopted 
by  all,  the  measure  of  "  actual  damage "  is  the  price  or  value  of  a  license  to 
use  it. 

In  such  cases,  the  measure  of  damage  being  a  certain  sum,  an  account  of  profits  is  not 
required,  and  the  jurisdiction  of  a  chancellor  need  not  be  invoked. 

Injunction  is  not  the  proper  remedy  in  such  cases :  it  is  a  remedy  used  only  for  preven- 
tion and  protection,  and  not  to  enforce  the  payment  of  money,  nor  for  extortion. 

A  court  of  law  may  treble  a  verdict  for  **  actual  damage  **  in  a  patent  suit,  where  the 
defendant  has  acted  wantonly  or  vexatiously,  but  a  court  of  equity  can  inflict  no 
exemplary  or  punitive  damages. 

In  Sanders*  patent  for  improvement  in  winnowing  machines,  issued  June  19,  1849, 
reissued  April  10, 1855,  the  claim  in  the  original  patent  is  a  correct  description  of 
the  whole  invention.  The  third  claim  of  the  reissued  patent  is  too  broad.  The 
use  of  a  vertical  blast  spout,  so  arranged  that  grain  is  cleaned  from  impurities 
within  said  spout,  was  not  new. 

The  use  of  several  machines  in  public,  for  more  than  two  years  prior  to  applying  for  a 
patent,  although  slightly  varying  in  form  and  arrangement,  yet  substantially  the 
same  as  afterward  patented,  can  not  be  alleged  to  be  experimental,  so  as  to  avoid 
the  legal  consequences  of  such  prior  use. 

The  obvious  construction  of  section  7  of  the  Act  of  1839,  is  that  a  purchase,  sale,  or 
prior  use,  within  two  years  before  applying  for  a  patent,  shall  not  invalidate,  unless 
it  amounts  to  an  abandonment  to  the  public. 

Abandonment  may  take  place  within  the  two  years  prior  to  the  application  for  a  patent. 
(Before  Gaisa  and  McCandlkss,  JJ.,  Western  District  of  Pennsylvania,  March,  1861.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ^^improvement  in  winnowing  ma- 
chines," granted  to  Benjamin  D.  Sanders,  June  19,  1849,  ^"^ 
reissued  April  10,  1855. 

The  claim  of  the  original  patent  was  as  follows : 

''What  I  claim  as  my  invention  is  the  trunk  F  gradually  enlarged  from  below  up- 
ward, and  communicating  with  the  atmospheric  current  through  the  screen  H  in  com- 
munication with  hopper  £ ;  and  the  fan  placed  at  the  end  of  the  opposite  vertical 
trunk  D  to  separate  the  chaff  and  other  impurities  from  the  grain,  in  the  manner  sub- 
stantially as  herein  described.** 

The  invention  is  more  fully  and  clearly  described  in  the 
extract  from  the  reissued  patent,  which,  including  the  claims,  is 
given  below : 

**  A  represents  the  frame  of  the  machine,  of  rectangular  form,  and  provided  with  a 
step  at  the  lower  end,  in  which  the  lower  end  of  a  vertical  shaft  B  is  inserted. 
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''  On  the  shaft  B  a  fan  C  U  attached,  inclosed  by  a  fan  box,  the  center  of  which 
communicates  with  a  vertical  spout  D  of  any  proper  form.  The  upper  end  of  the 
spout  D  is  connected  with  a  horizontal  spout  £  having  a  stopper  £  at  its  lowest  part 
or  side.  The  opposite  end  of  the  horizontal  spout  £  is  connected  to  a  vertical  spout  F, 
that  a  requisite  quantity  of  air  may  be  admitted  into  the  spout. 

"  At  about  twelve  inches  fi-om  the  lower  end  of  the  spout  F,  and  within  it,  there  is 
placed  a  screen  H,  constructed  of  about  No.  9  wire.  The  grain  passes  over  this  screen 
into  the  hopper  G,  which  is  fixed  under  it,  a  space  (a)  being  left  for  this  purpose. 

**  The  fan  C  is  put  in  motion,  by  any  power,  by  a  band  passing  around  a  puUy  on 
the  shall  B.  A  partial  vacuum  is  formed  in  the  trunk  by  the  motion  of  the  fan  C, 
and  the  air  rushes  into  the  lower  end  of  the  spout  F,  and  passes  in  a  current  through 
the  screen  H,  lifting  up  the  cha6F  and  everything  specifically  lighter  than  the  sound 
grain,  which  passes  into  the  hopper  G,  while  the  more  heavy  matter  of  the  refuse  is 
carried  over  the  top  of  the  spout  F  and  into  the  horizontal  spout  £  and  falls  into  the 
hopper  £^  The  chaff  and  other  light  impurities  are  carried  along  through  the  fan  box, 
and  conducted  out  by  the  spout  (d).  The  trunk  F,  being  gradually  enlarged  in 
area,  firom  its  lower  end  upward,  prevents  any  good  or  sound  grain  passing  into  the  hori- 
zontal spout  £,  as  the  strength  of  the  blast,  of  course,  diminishes  with  the  increased 
area,  and  consequently  the  sound  grain  can  not  be  carried  over  the  top  of  the  spout  F. 

'*  Having  thus  described  my  invention,  what  I  claim  as  new,  and  desire  to  secure  by 
letters  patent,  is ; 

*^  1st.  The  employment  or  use  of  a  vertical  blast  spout  F,  gradually  enlarged  firom  its 
lower  to  its  upper  end,  so  that  the  strength  of  the  blast  is  decreased  in  the  upper  portion 
of  the  spout,  owing  to  tl^e  increased  space  or  area  of  the  spout,  for  the  purpose  of  pre- 
venting any  sound  or  perfect  grain  being  carried,  with  the  light  foreign  matter,  over  the 
upper  edge  of  the  spout,  the  blast  being  formed  or  generated  in  said  spout  in  any  proper 
manner. 

*'  2nd.  I  claim  the  blast  spout  F,  either  gradually  enlarged  from  below  upward,  or 
of  the  same  dimensions  throughout,  and  communicating  with  the  atmospheric  cur- 
rent through  the  screen  H  in  combination  with  the  hopper  £',  and  the  fan  placed  at 
the  end  of  the  opposite  vertical  spout  D  to  separate  the  chaff  and  other  impurities  from 
the  grain,  in  the  manner  substantially  as  herein  described. 

^  3rd.  I  claim  the  employment  or  use  of  vertical  blast  spout,  either  gradually  en- 
larged from  below  upward,  or  of  the  same  dimensions  throughout,  when  said  blast  spout 
18  so  arranged  that  the  grain  is  cleaned  or  separated  from  impurities  within  said  verti- 
cal spout.** 

The  answer  denied  infringement,  and  alleged  that  the  patent 
was  void — first,  for  want  of  novelty  ;  second,  by  reason  of  pub- 
lic use  by  the  patentee  and  others,  for  more  than  two  years  prior 
to  the  application  for  a  patent;  third,  by  reason  of  abandon- 
ment prior  to  the  application  ;  fourth,  because  of  prior  descrip- 
tion in  printed  publications ;  and  fifth,  because  the  patentee 
was  not  the  inventor. 

T,  A.  Lowrie  and  E.  M.  Stanton  for  complainant. 

George  Shiras  and  fV,  Bakewell  for  defendants. 

Grier,  J. 

The  complainant  alleges,  in  his  bill,  that  he  is  the  original 
and  first  inventor  and  patentee  of  *^  a  machine  for  winnowing 
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and  cleaning  grain  of  chafF,  smut,  and  other  impurities."  His 
original  patent  was  dated  June  19,  1849.  It  was  afterward 
surrendered  and  a  new  patent  granted,  with  an  amended  speci- 
fication, on  April  10,  1855.  The  bill  prays  for  an  injunction 
and  an  account ;  and  yet  admitting  the  validity  of  the  patent 
and  its  infringement  by  respondents,  it  is  clear  that,  as  a  proper 
remedy  for  the  injury  complained  of,  neither  an  injunction  nor 
an  account  are  necessary  or  proper.  The  invention  claimed  is 
for  an  improvement  in  the  machinery  of  grist  mills,  and  the 
only  injury  to  plaintifPs  rights  exists  not  in  using  his  invention, 
for  it  is  his  interest  that  all  mills  should  adopt  and  use  it,  pro- 

^     ^.    N  >0/:>^'^^^  ^^  *^  P^*^  ^^^  price  of  a  license.     Such  price  or  value  of 
^"^'^'^^^    X  a  license  is  the  true  measure  of  the  "  actual  damage "  suffered, 

and  of  the  remedy  which  the  patentee  can  obtain,  or  has  a  right 
to  claim  in  equity.  A  court  of  law  may  treble  such  a  verdict 
where  the  defendant  has  acted  wantonly  or  vexatiously.  Where 
the  measure  of  damage  is  a  certain  sum,  and  does  not  require 
an  account  of  profits,  the  peculiar  jurisdiction  of  a  chancellor  is 
not  needed  for  that  purpose.  The  remedy  by  injunction  is 
neither  necessary  nor  proper  to  enforce  the  payment  of  money. 
It  is  true  that  injunctions  are  now  more  liberally  granted  than 
in  former  times,  yet  the  granting  or  refusal  of  them  rests  in  the 
sound  discretion  of  the  Court.  A  rash  or  indiscreet  exercise 
of  this  power  may  be  very  oppressive,  of  no  use  to  the  com- 
plainant and  ruinous  to  the  defendant.  As  a  remedy,  it  should 
be  administered  only  for  prevention  or  protection.  Where  it 
is  not  necessary  for  these  purposes,  it  is  merely  vindictive,  in- 
juring one  party  without  benefit  to  the  other.  There  are  many 
cases  of  patents  where  it  is  the  only  efficient  remedy  to  protect 
the  patentee,  and  prevent  continuing  trespasses  on  his  rights. 
But  there  are  others  in  which  it  answers  neither  purpose,  and 
is  only  used  for  extortion  or  vengeance.  A  chancellor  who 
would  issue  an  injunction  to  stop  a  mill  or  manufactory,  loco- 
motive or  steam  engine,  because  in  their  construction  some 
patented  device  or  machine  has  been  used,  would  act  with  more 
than  doubtful  discretion.  Stopping  the  mill  or  steam  engine 
might  infiict  irreparable  injury^  but  could  not  benefit  the  in- 
ventor.    The   compensation  to   him  for  this   trespass  on   his 
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rights  is  the  price  of  a  license.  The  wrong  done  him  is  nor 
the  use  of  his  invention,  but  the  non-payment  of  a  given  sum 
of  money.  To  issue  an  injunction  in  such  a  case,  where 
neither  prevention  nor  protection  is  sought  or  required,  but 
only  compensation,  would  be  an  abuse  of  power.  An  injunc- 
tion is  not  to  be  used  as  an  execution  or  for  extortion. 

The  Circuit  Courts  of  the  United  States  have  jurisdiction  of 
controversies  arising  under  the  patent  laws  by  direct  grant  from 
Congress.  They  do  not  merely  act  as  ancillary  to  a  court  of 
law,  and  therefore  do  not  require  the  patentee  to  establish  his 
legal  right  in  a  court  of  law  and  by  the  verdict  of  a  jury. 
There  has  been  no  objection  interposed  to  the  jurisdiction  of 
the  Court  in  this  case,  nor  do  I  wish  to  be  considered  as  decid- 
ing that  the  Court  has  no  jurisdiction,  but  rather  as  suggesting 
to  counsel  whether  they  have  chosen  the  proper  tribunal,  when 
the  bill  exhibits  a  case  where  neither  account  nor  injunction 
are  proper  remedies,  but  only  a  decree  for  a  certain  sum  of 
money,  with  interest,  as  fixed  actual  damage.  A  court  of 
equity  can  inflict  no  exemplary  or  punitive  damages  as  a  court 
of  law  may.  Hence  the  party  may  have  better  remedy  in  a 
suit  at  law. 

The  complainant's  patent  gives  the  following  general  descrip- 
tion of  the  nature  of  his  invention  :  ^^  The  nature  of  my  inven- 
tion consists,  first,  in  separating  the  chaff,  smut,  and  other 
impurities  from  grain,  by  subjecting  the  same  to  a  blast  within 
a  vertical  spout,  as  will  be  hereafter  shown,  whereby  the  sound 
grain,  by  its  superior  gravity,  is  prevented  from  being  carried 
upward  by  the  blast  or  current  of  air,  and,  at  the  same  time, 
the  impurities,  which  are  light,  follow  the  current,  and  are 
drawn  through  the  fan-box  and  discharged  through  the  longi- 
tudinal trunk  of  the  same,  the  light  or  imperfect  grain  being 
carried  upward  and  lodged  within  a  hopper  at  the  lowest  part  of 
the  horizontal  trunk.  My  invention  also  consists  in  the  com- 
bination of  vertical  blast  spouts,  screen,  hopper,  and  fan,  ar» 
ranged  and  operated,  as  will  be  hereafter  shown  and  described." 

The  claim  set  forth  in  the  original  patent  of  1849  '^  ^  correct 
description  of  the  whole  invention. 

The  amended  patent  of  1855  describes  the  same  invention. 
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with  immaterial  variations,  or  more  minute  directions  as  to  size 
and  shape. 

The  chief  difference  is,  that  the  claim  of  the  last  is  made 
broader  than  that  of  the  original,  whether  better  may  be  doubted. 

The  answer  of  respondents  alleges  : 

1.  That  complainant  was  not  the  original  and  first  inventor 
of  the  machine,  or  combination  of  devices,  claimed  as  his  in- 
vention. 

2.  But  admitting  him  to  be  so,  he  had  abandoned  his  inven- 
tion to  the  public  prior  to  the  application  for  a  patent. 

3.  The  invention  was  in  public  use,  with  the  knowledge  and 
consent  of  complainant,  more  than  two  years  previous  to  his 
application  for  a  patent. 

4.  That  the  machine  used  by  the  defendant  does  not  infringe 
the  rights  of  complainant. 

If  any  one  of  these  allegations  be  established  by  the  evidence, 
the  respondents  are  entitled  to  a  decree. 

I  see  no  reason  to  doubt  that  the  plaintiff  is  the  original 
inventor  of  the  device  in  the  first  claim,  and  also,  of  the  com- 
bination claimed  in  the  second,  notwithstanding  the  valuable 
suggestions  and  assistance  rendered  to  him  by  his  partner, 
Justus,  in  perfecting  his  machine. 

The  third  claim  is  too  broad.  The  vertical  spout  had  pre- 
viously been  used,  in  the  same  way,  in  other  machines  invented 
and  patented  for  the  purpose  of  cleaning  grain  from  its  im- 
purities. It  is  to  be  found  in  Lull's  smut  machine,  patented  in 
1843,  ^^^  ^^  some  others. 

Sanders  made  his  first  machine  in  1844.  I^  embodied  the 
ideas  of  his  subsequent  patent  as  to  the  combination  of  devices 
to  be  used,  though  differing  somewhat  in  arrangement  and 
form.  He  had  put  it  in  operation  in  Hugh  Ryland's  mill  in 
Virginia.  Afterward,  in  September,  1845,  when  he  was  in 
the  employment  of  Justus,  with  whom  he  had  first  learned  his 
trade  of  millwright,  and  assisting  him  in  his  erecting  the  ma- 
chinery of  Davis'  mill,  he  informed  him  of  the  machine  he  had 
put  in  operation  in  Virginia.  Justus  seized  upon  the  ideas 
suggested  by  Sanders,  made  plans  and  a  model,  improving  upon 
them,  and  erected  the   machine,  substantially  as  it  was  after- 
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ward  patented,  in  Davis'  mill.  This  was  in  December,  1845. 
In  July,  1846,  Justus  erected  one  of  these  machines  for  Craw- 
ford. In  September,  Justus  and  Sanders  entered  into  partner- 
ship as  millwrights.  Sanders  suggested  that  they  should  take 
out  a  joint  patent  for  the  invention.  Justus  said  he  thought  it 
did  not  deserve  a  patent ;  there  was  too  little  to  be  patented. 
They  then  proceeded  to  put  these  machines  in  every  mill 
which  they  were  employed  to  erect  during  their  partnership, 
which  was  dissolved  in  1848.  They  considered  the  machine  as 
completed  by  their  joint  invention,  and  freely  gave  it  to  the 
public  till  November  30,  1848,  when  Sanders  entered  his  claim 
for  a  patent. 

It  is  clear,  therefore,  that  assuming  that  Sanders  was  the  sole 
inventor  of  the  machine,  as  perfected  in  1845,  with  Justus' 
assistance,  yet  that  he  was  not  entitled  to  a  patent  for  the  same. 
The  evidence  established  a  clear  case  of  abandonment,  and, 
moreover,  that  the  invention  was  publicly  used,  with  the 
knowledge,  consent,  and  approbation  of  the  complainant  more 
than  two  years  previous  to  his  application  for  a  patent.  The 
allegation  that  these  machines  were  made  and  incorporated  into 
so  many  mills  all  over  the  country  for  the  purposes  of  experi- 
ment, is  too  absurd  to  be  entertained  for  a  moment. 

By  the  Act  of  July  4,  1 836,  a  use  of  an  invention  by  a  single 
person,  or  a  sale  of  the  thing  invented  to  a  single  person,  might 
amount  to  such  a  public  use,  without  consent  and  allowance  of 
the  patentee,  as  would  forfeit  his  right  to  a  patent. 

Section  7  of  the  Act  of  1839  provides  a  remedy  for 
cases  where  the  conduct  of  the  party  does  not  show  an  actual 
abandonment.  It  secures  the  rights  of  those  who  may  have 
purchased  or  constructed  any  newly-invented  machine  prior  to 
the  application  for  a  patent.  It  provides  that  ^^  no  patent  shall 
be  held  to  be  invalid  by  reason  of  such  purchase,  sale,  or  use 
prior  to  the  application  for  a  patent,  except  on  proof  of  abandon- 
ment  of  such  invention  to  the  public ;  or  that  such  purchase, 
sale,  or  prior  use,  has  been  for  more  than  two  years  prior  to 
such  application  for  a  patent."  The  obvious  construction  of 
this  section  of  the  act  is,  that  a  purchase,  sale,  or  prior  use,  shall 
not    invalidate,  unless  it   amounts  to  an  abandonment   to  the 
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public.  Although  I  am  of  opinion  that  the  evidence  exhibits  a 
clear  case  of  abandonment,  as  distinguished  from  the  ^^  purchase, 
sale,  or  prior  use,"  which  is  tolerated  for  two  years,  it  is  not 
necessary  to  rest  our  decision  on  that  point  alone,  or  to  attempt 
to  draw  a  line  of  distinction  which  might  be  applicable  to  other 
cases.  The  prior  use  has  been  proved  to  have  existed  more 
than  two  years  before  application  for  a  patent. 

As  I  think  the  respondents  have  supported  this  plea,  they  are 
entitled  to  a  decree ;  I  need  not,  therefore,  enlarge  upon  the 
plea  denying  the  infringement,  further  than  to  say,  I  think  the 
respondents  would  have  been  entitled  to  a  decree  in  their  favor 
on  that  point  also. 

The  bill  must  be  dismissed,  with  costs. 


Thomas  S.  Cox 

vs. 

Jacob  W.  Griggs,  et  al. 

It  is  the  right  and  privilege  of  a  party,  when  an  idea  enters  his  mind  in  the  essential 
form  of  invention — inasmuch  as  most  inventions  are  the  result  of  experiment, 
trial,  and  effort,  and  few  of  them  are  worked  out  by  mere  will — to  perfect,  by  ex- 
periment and  reasonable  diligence,  his  original  idea,  so  as  not  to  be  deprived  of  the 
fruit  of  his  skill  and  labor  by  a  prior  patent,  if  he  is  the  first  inventor. 

But  there  must  be  reasonable  diligence  looking  at  all  the  facts  of  the  case. 

It  is  necessary,  in  order  to  prevent  a  man  from  having  the  benefit  of  his  patent,  that 
another  should  have  first  discovered  the  thing  and  reduced  it  to  actual  practice. 

I  f  two  persons  are  jointly  experimenting  and  equally  meritorious,  a  doubt  should  be 
solved  in  favor  of  him  who  first  obtains  a  patent. 

'<  Useful,**  in  the  patent  law,  is  in  contradistinction  to  "  mischievous  :**  the  invendon 

should  be  of  some  benefit. 
The  question  as  to  infringement,  is  not  whether  the  defendants*  machine  works  the 

best,  but,  does  it  use  the  plaintifTs  invention  ? 

(Before  DauMMONO,  J.,  Northern  District  of  Illinois,  April,  1861.) 

This  was  an  action  on  the  case  tried  by  Judge  Drummond 
and  a  jury,  to  recover  damages  for  the  infringement  of  letters 
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patent  for  ^^an  improvement  in  the  mole  of  drain  plows/'  granted 
to  Thomas  S.  Cox,  August  16,  1859. 

A  mole  plow  is  an  implement  of  iron,  forced  by  appropriate 
machinery,  in  a  horizontal  direction,  below  the  surface  of  the 
earth,  in  such  a  manner  as  to  leave  behind  it  a  drain  hole  or 
tube,  the  sides  of  which  are  formed  of  compressed  earth. 

An  extract  from  the  specification  and  the  claim  are  given  in 
the  charge  of  the  Court. 

S,  A.  Goodwin  for  plaintiff. 

C.  B,  Wait  for  defendants. 

Drummond,  J. 

This  case  has  been  so  fully  argued  that  it  is  not  necessary  to 
comment  on  it  at  much  length.  The  questions  of  law  are  few 
and  simple.  The  main  controversy  is  as  to  the  facts.  It  is 
proper,  in  the  first  place,  to  call  your  attention  to  the  plaintiff's 
patent.  The  specifications  are  brief,  and,  that  you  may  com- 
prehend them,  I  will  read  an  extract:  *'The  nature  of  my 
invention  consists  in  forming  the  terra  ducts  ^B'  on  either 
side  of  the  shank  ^A'  in  such  a  shape  as  to  carry  the  earth 
from  the  bottom  of  the  ditch  to  the  top,  and  deposit  it  in  the 
rear  of  the  shank  ^A,'  which,  by  means  of  the  elevated  end  of 
the  mole  ^  C,^  entirely  closing  up  the  perforation  made  by  the 
shank  ^A,'  gives  a  better  and  stronger  arch,  owing  to  its  pecu- 
liar shape,  than  any  heretofore  made."  He  then,  in  compliance 
with  the  patent  law,  describes  his  improved  mole  plow  so  that 
a  mechanic  could  build  it.  He  then  states  what  he  claims  as 
follows : 

"  The  peculiar  shape  of  the  mole  *  C,'  by  the  forward  move- 
ment of  the  mole  ^  C,'  the  earth  is  carried  from  the  bottom  of 
the  ditch,  by  means  of  the  terra  ducts,  from  the  point  of  the 
mole*D'  to  the  rear  of  shank  *  A,'  and  pressed  more  densely 
by  the  increased  earth  coming  in  contact  with  the  convex  end 
of  the  mole  ^C  in  the  rear  of  the  shank  ^A,'  in  such  a 
manner  as  to  make  a  better  arch  and  more  durable  than  any 
heretofore  made,  leaving  the  bottom  of  the  ditch  almost  entirely 
uncompressed ;    hence,    I  do   not   claim  any  thing  except   the 
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invention  of  the  terra  ducts  '  B,'  ending  in  the  convex  on  the 
top  of  the  mole  'C.'" 

He  claims  the  peculiar  construction,  as  described,  of  terra 
ducts  on  a  mole  plow  with  a  shank  and  a  convex  heel.  He 
claims  terra  ducts  which  commence  near  the  front,  pass  along 
by  the  shank,  and  unite  as  one  duct,  and  rise  gradually  so  as  to 
compress  the  dirt  in  the  arch. 

His  invention  consists  in  putting  on  his  mole  the  terra  ducts 
in  this  manner,  to  produce  the  arch  in  the  way  described.  The 
first  point  for  you  to  decide  is,  whether  the  plaintiff  is  the  first 
inventor  of  this  improvement.  The  letters  patent  are  prima 
facie  evidence  of  this.  If  the  defendants  deny  the  priority  of 
the  invention,  they  must  introduce  evidence  to  rebut  the  pre- 
sumption arising  from  the  patent ;  and  in  such  case,  the  plaintiff 
must  produce  other  testimony  to  establish  his  priority. 

In  this  case,  the  plaintiff  introduces  his  patent,  dated  August 
16,  1859.  '^^^  defendants  then  prove  by  witnesses  that,  in 
1853  ^^  '^54)  ^"^  ^^  ^^^  defendants  made  a  sort  of  model 
similar  to  that  shown  by  the  plaintiff;  one  witness  saw  him 
(the  defendant)  whittle  one  out  in  Iowa;  and  another  saw  it 
while  riding  in  a  wagon  with  one  of  the  defendants  in  this 
State. 

The  statement  of  the  witnesses  is,  in  substance,  that  the  form 
of  the  model  was  something  like  the  plaintiff's.  The  model  at 
this  time  rested  on  mere  theory.  We  know  nothing  further  of 
it  until  1857,  ^hd  Merrifield  saw  some  experiments  made  by 
one  of  the  defendants. 

No  more  is  heard  of  the  defendants'  invention  until  the  issue 
of  their  patent  in  November,  1859,  subsequent  to  that  of  the 
plaintiff's.  They  do  not  account  for  their  delay  from  1857  ^^ 
1859,  ^^  ^^^^  ^^^  defendants^  proof  to  rebut  the  plaintiff's 
priority  consists  in  the  fact  that  there  was  a  model  made  by 
them  in  1853,  shown  to  two  witnesses,  and  that  in  1857  ^^^7 
made  an  experiment  with  one  constructed  of  wood.  It  is  the 
right  and  privilege  of  a  party,  when  an  idea  enters  his  mind  in 
the  essential  form  of  invention — inasmuch  as  most  inventions 
are  the  result  of  experiment,  trial,  and  effort,  and  few  of  them 
are  worked  out  by  mere  will — to  perfect,  by  experiment  and 
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reasonable  diligence  his  original  idea,  so  as  not  to  be  deprived  of 
the  fruit  of  his  skill  and  labor  by  a  prior  patent,  if  he  is  the  first 
inventor.  But  there  must  be  what  we  would  consider  reasonable 
diligence  looking  at  all  the  facts  of  the  case.  The  defendants 
do  not  explain  their  delay  from  1853  ^^  '^57)  ^^^^  nothing  was 
done,  and  the  models  were  not  reduced  to  practice.  It  is  neces- 
sary, in  order  to  prevent  a  man  from  having  the  benefit  of  his 
patent,  that  another  person  should  first  have  discovered  the  thing 
and  reduced  it  to  actual  practice.  It  is  not  pretended  by  the 
defendants  that  they  reduced  to  actual  practice  the  crude  model 
of  1853.  ^"  ^^^  P^**^  ^^  ^^^  plaintiff,  we  have  evidence  that 
in  1855  and  1856  he  was  making  drawings  of  his  invention, 
and  a  model;  that  he  explained  the  same  to  his  son  in  1857, 
and  that  in  December,  1858,  he  actually  made  a  model  and 
casting  of  the  mole ;  that  he  was  continuously  experimenting, 
and  was  trying  to  carry  out  his  plan,  and  reduce  it  to  practice, 
and  that  he  built  and  put  in  use  his  improvement  in  the  winter 
and  spring  of  1859.  "^^^^  is  all  the  proof  on  both  sides  as  to 
the  novelty.  The  preponderance  of  proof  should  be  in  favor 
of  the  plaintiff,  but  if  they  were  jointly  experimenting  and 
equally  meritorious,  a  doubt  should  be  solved  in  favor  of  him 
who  first  obtains  a  patent. 

Secondly,  You  must  be  satisfied  that  the  invention  is  a  useful 
one,  and  of  this,  slight  evidence  only  is  necessary.  "  Useful," 
in  the  patent  law,  is  in  contradistinction  to  ^^mischievous;" 
the  invention  should  be  of  some  benefit. 

Thirdly,  Have  the  defendants  infringed  the  invention  of  the 
plaintiff?  Nos.  i,  2,  3,  and  4  are  respectively  representations 
of  the  improvement  used  by  the  plaintiff  and  the  defendants. 
It  is  conceded  that  the  defendants'  patent  does  not  claim  the 
plaintiff's  invention.  Have  they  used  it  ?  If  so,  they  have 
infringed,  and  the  plaintiff  is  entitled  to  damages.  The  ques- 
tion, then,  is  as  to  the  construction  of  the  defendants'  machine, 
and  that  resolves  itself  into  the  question  whether  the  terra  ducts 
of  the  two  machines  are  substantially  the  same.  All  that  is 
necessary  is,  that  the  defendants  should  use  substantially  the 
invention  of  the  plaintiff,  and  not  necessarily  the  precise  form. 
Is  the  construction  of  the  defendants'  terra  ducts  substantially 
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the  same  as  in  the  plaintiff's  machine  ?  Do  they  operate  sub- 
stantially in  the  same  way,  and  produce  substantially  the  same 
result  ?  If  so,  they  infringe.  You  are  to  judge  from  the  facts 
as  proved,  and  from  the  statements  of  experts.  The  mere 
opinions  of  experts  are  not  entitled  to  much  weight,  unless 
founded  on  good  and  satisfactory  reasons.  In  many  cases,  the 
testimony  of  experts  is  somewhat  colored  with  feelings  of  a 
partisan  character.  The  statement  of  a  fact  by  one  who  has 
seen  a  machine  work  is  better,  if  reliable,  than  the  mere  opin- 
ion of  ever  so  scientific  an  expert.  I  can  illustrate  this  by  J. 
B.  Cox's  testimony.  If  you  believe  him,  his  statement  as  to 
the  different  colored  dirt  on  top  of  the  arch  from  that  surround- 
ing it  on  the  same  level,  is  conclusive  of  the  work  done.  The 
question,  too,  is  not  whether  the  defendants'  machine  works  the 
best  but  does  it  use  the  plaintiff's  invention  ? 

If  so,  the  defendants  are  liable — if  not,  there  is  no  infringe- 
ment. If  they  operate  substantially  in  the  same  way — whether 
the  defendants'  mole  takes  up  more  or  less  dirt  than  the  plain- 
tifPs,  is  of  no  consequence — it  is  an  infringement. 

Fourthly.  If  you  believe  the  defendants  have  infringed,  the 
amount  of  damage  is  for  you  to  determine. 

The  rule  of  damages  I  shall  lay  down  in  this  case,  as,  perhaps, 
on  the  whole,  being  the  most  equitable  under  the  peculiar  facts, 
is,  if  you  find  for  the  plaintiff,  that  you  should  give  him  what- 
ever profits,  whatever  benefit,  the  defendants  have  received 
from  the  use  of  his  invention.  That  is  a  measure  of  actual 
damages  unattended  with  difficulty,  because  it  is  restoring  to 
the  plaintiff  what  justly  belongs  to  him,  and  what  the  defend- 
ants have  deprived  him  of. 

The  jury  found  a  verdict  for  the  plaintiff,  with  $115 
damages. 
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The   New  York  Wire   Railing   Company 

vs. 

Matthew  Walker,  Daniel  S.  Walker,  and  Mat- 
thew Walker,  Jr.     In  Equity. 

Whether  a  patent  for  a  wire  fence  can  properly  be  held  to  include  a  window  guard. 
(Before  Gribr,  J.,  Eastern  District  of  Pennsylvania,  May,  1861.) 

This  was  a  motion  for  an  attachment  for  contempt,  in  vio- 
lating an  injunction  previously  allowed  by  Mr.  Justice  Grier, 
restraining  the  defendants  form  the  infringement  of  letters  pat- 
ent for  '*an  improvement  in  wire  fences,*'  granted  to  Henry 
Jenkins,  February  13,  1849,  ^^^  assigned  to  complainants. 

The  claim  of  the  patent  was  as  follows : 

'*  I  claim  constructing  the  wrought  iron  wire  fence,  substantially  as  herein  described, 
that  is  to  say,  by  forming  the  top  and  bottom  rails  and  posts  of  the  panel  of  grooved 
bars,  through  which  the  ends  of  the  wires,  of  which  the  meshes  are  made,  are  drawn 
and  the  ends  turned  down  into  said  grooves,  and  then  covered  by  other  similar  bars  to 
hold  them  in  place,  by  which  a  perfect  finish  is  effected,  and  the  expense  and  difficulty 
of  riveting  is  avoided.** 

Leonard  Myers  for  complainants. 
George  Harding  for  defendants. 

Grier,  J. 

Complainants  filed  their  bill  against  respondents,  charging  an 
infringement  of  their  rights  under  a  patent  granted  to  Henry 
Jenkins  for  a  new  and  useful  improvement  in  wire  fences,  dated 
February  13,  1849. 

In  September,  1859,  ^Y  order  of  this  Court,  an  injunction 
was  issued  '^extending  only  to  making,  using,  or  selling  to 
others  to  be  used  beyond  the  eastern  counties  of  Pennsylvania." 

An  application  is  now  made  for  an  attachment  against  respond- 
ents for  a  contempt  in  disobeying  this  injunction. 
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The  complainants  allege  that  respondents  have  sold  certain 
^^ window  guards**  to  a  person  in  Norfolk.  Samples  of  the  pat- 
ented machine  or  improvement,  and  also  the  ^^ window  guards" 
supposed  to  have  been  sold,  have  been  exhibited  to  the  Court. 
On  inspection  of  them  it  requires  no  evidence  of  experts  to 
prove  that  the  ^^ window  guards'*  do  not  infringe  the  patent. 
The  patent  is  for  ^^an  improved  method  of  manufacturing 
wrought  iron  fence." 

The  essential  part  of  this  improvement  is  properly  described 
to  consist  in  having  the  frame  of  the  panel  composed  of  double 
bars  of  wrought  iron  rolled  into  a  groove ;  every  part  of  such 
frame  consisting  of  two  such  bars  put  together. 

The  wires,  forming  the  mesh  work  of  the  fence,  have  their 
ends  drawn  through  holes  in  the  grooved  bar  and  turned  down 
into  the  groove,  and  another  grooved  bar  is  then  put  over  them. 

By  this  means,  the  necessity  of  riveting  the  wires  is  obviated. 

The  claim  is  for  constructing  the  wrought  iron  wire  fence, 
substantially  as  described,  that  is  to  say,  forming  the  top  and 
bottom  rails  and  posts  of  the  panel,  of  grooved  bars,  through 
which  the  ends  of  the  wires  are  drawn  and  turned  down  and 
covered  by  other  similar  bars. 

Waiving  the  question  whether  a  "  window  guard**  is  properly 
within  the  category  of  a  *'  wire  fenced*  it  is  very  evident  that 
the  window  guards  in  question  do  not  infringe  the  patent. 

They  have  not  the  double-grooved  bar  which  constitutes  the 
whole  of  the  invention  patented.  That  an  iron  wire  could  be 
drawn  through  a  hole  in  a  bar,  and  fastened  roughly  by  bending 
it  and  clinching  it  without  riveting,  has  been  known  probably 
since  the  days  of  Tubal  Cain;  and  if  the  patent  included  such 
a  claim  it  would  be  void,  but  such  is  not  the  claim,  and  the 
*' window  guards"  have  not  the  double-grooved  bars,  which  is 
the  only  improvement  made  or  claimed. 

The  motion  for  an  attachment  is,  therefore,  overruled,  with 
costs. 
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Conrad  Poppenhusen 

vs. 

Oscar  Falke,  Edward  Simon,  et  al.     In  Equity. 

Where  defendants  are  acting  in  concert  in  the  infringement  of  a  patent,  the  fact  that, 
as  between  themselves,  they  are  connected  together  as  the  itockholden,  managers, 
and  servants  of  a  corporation,  does  not  exempt  them  from  the  restraints  of  an 
injunction. 

An  experiment  with  a  patented  article  for  the  sole  purpose  of  gratifying  a  philosophical 
taste,  or  curiosity,  or  for  mere  amusement,  is  not  an  infringement  of  the  rights  of 
a  patentee. 

But,  otherwise,  if  the  experiments  are  made  with  a  view  to  adapt  the  machine  or  pro- 
cess to  use  in  the  prosecution  of  business. 

The  decision  of  the  Commissioner  of  Patents  in  cases  of  reissue,  is,  if  not  final  and 
conclusive,  at  least  prima  facie  evidence,  that  the  reissued  patent  is  for  the  same 
invention  as  the  original,  in  all  cases  where  no  doubts  are  raised  in  the  mind  of 
the  Court,  by  an  examination  of  the  instruments  themselves,  and  no  fraud  b 
proved. 

Inadvertence  and  emror  may  occur  as  well  in  the  diulaimer  as  in  the  claim ;  and,  when- 
ever the  mistake  occurs,  may  be  cured  by  reissue. 

It  matters  not  how  or  when  the  mistake  was  discovered  by  the  patentee  provided  it  was 
a  mistake.  Of  that  the  Commissioner  of  Patents  decides,  in  the  first  instance, 
and  his  decision  is  prima  facie  evidence  of  the  fact,  so  fiir  as  the  good  faith  of  the 
transaction  is  concerned,  until  the  contrary  is  shown. 

The  great  question  will,  after  all,  be,  whether  or  not  the  processes  or  the  application  of 
them  as  described  in  the  new  specification,  are  a  part  of  the  invention  of  the 
patentee. 

Where  the  validity  of  an  original  patent  has  been  adjudicated  upon  and  sustained,  but  it 
is  subsequently  reissued,  and  the  reissue  covers  a  wider  space  than  the  original, 
all  that  lies  between  the  limits  fixed  by  the  first  and  those  fixed  by  the  second  is 
disputed  territory ;  and,  if  the  alleged  infringement  lies  wholly  in  that  disputed 
territory,  the  defendant  will  not  be  concluded,  upon  a  motion  for  a  preliminary  in- 
junction, by  the  adjudication  upon  the  original  patent. 

Whatever  difiiculty  or  uncertainty  there  may  be  arising  out  of  the  difference  in  the 
two  specifications,  is  the  fiiult  or  misfortune  of  the  complainant,  and  not  of  the 
defendant,  and  should  be  borne  by  the  fi)rmer  and  not  the  latter. 

(Before  SnirMAN,  J.,  Southern  District  of  New  York,  June,  1861.) 

This  was  a  motion  for  a  preliminary  injunction  to  restrain  the 
defendants  from  infringing  letters  patent  for  *^  improved  modes 
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of  treating  caoutchouc  and  other  vulcanizable  gums,"  granted 
to  L.  Otto  P.  Meyer,  December  20,  1853,  ^"^  April  4,  1854. 
A  trial  at  law,  and  motions  for  a  preliminary  injunction,  and  for 
an  attachment,  founded  upon  those  patents,  will  be  found  re- 
ported in  the  cases  of  Poppenhusen  v.  N.  T.  Gutta  Percha  Comb  Cb., 
pp.  62,  74,  and  80.  After  the  decision  of  the  latter  case,  the 
patent  was  reissued,  viz:  on  August  16,  1859,  ^'^^  ^^^  follow- 
ing claim : 

"  I  claim  the  mode  of  operaiion,  or  mode  of  procedure,  substantially  such  as  herein 
described,  which  said  mode  of  operation  consists  in  the  employment  of  pliable  or 
flexible  envelope,  substantially  such  as  herein  described,  or  the  equivalent  thereof,  ap- 
plied by  pressure  to  the  hard  compound  of  vulcanizable  gum,  while  in  the  green  or 
plastic  state,  so  as  to  insure  the  contact  of  such  covering  with  the  sur^ce  of  the  com- 
pound, and,  while  thus  covered  or  protected,  subjecting  it  to  the  vulcanized  heat,  and 
when  vulcanized  atripping  off  such  covering  ;  the  whole  process  being  substantially  as 
specified." 

George  D,  Sargent  for  complainant. 
Abbett  y  Fuller  for  defendants. 

Shipman,  J. 

There  is  no  occasion  in  the  present  stage  of  this  case  to  enu- 
merate in  detail  the  allegations  of  this  bill.  Its  object  is  to 
restrain  the  respondents,  by  injunction,  from  infringing  the 
rights  of  the  complainant,  alleged  to  be  secured  to  him  by  two 
patents  for  improved  modes  of  treating  caoutchouc  and  other 
vulcanizable  gums,  and  for  an  account.  One  of  the  patents,  de- 
nominated the  "  Grease  Patent,"  bears  date  December  20,  1853. 
The  other  called  the  "Tin  Foil  Patent,"  is  dated  April  4,  1854 
but  reissued  August  16,  1859.  'T^^^  bill  is  founded  upon  the 
*'  grease  patent,"  and  upon  the  reissued  "  tin  foil  patent." 

The  title  to  both  patents  is  in  the  complainant ;  and  the 
present  motion  is  for  a  preliminary  injunction  to  restrain  the 
respondents  from  infringing  both  or  either  of  them. 

A  preliminary  objection  has  been  suggested  to  the  bill  itself, 
on  the  alleged  ground  that  it  does  not  charge  an  infringement 
by  the  joint  acts  of  the  respondents :  and  it  is  urged  that,  as 
the  answer  shows  that  the  respondents  are  the  mere  employees 
of  a  corporation  known  as  the  "  New  York  Gutta  Percha  and 
India  Rubber  Vulcanite  Company,"  and  that  all  the  acts  alleged 
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against  them,  if  any  were  done  by  them,  were  performed  in  the 
capacity  of  servants  of  such  corporation,  they  are  therefore  not 
the  proper  parties,  or,  if  the  proper  parties,  that  they  are  improp- 
erly yw«^^  in  the  bill.  In  view  of  the  conceded  facts,  I  do  not 
think  these  objections  are  important.  The  allegation  in  the 
bill  is,  ^^that  the  respondents  are  using,"  etc.,  which  although  it 
might  be  more  explicit,  is  sufficient  in  point  of  form.  The 
proof  supports  the  allegation,  as  it  shows  that  whatever  the 
respondents  have  done,  they  have  done  in  concert,  in  the  prose- 
cution of  the  business  of  a  single  establishment.  Indeed,  the 
answer  impliedly  admits  that  whatever  is  done  by  the  respond- 
ents is  done  by  them  acting  together  j  but  they  further  aver  not 
on  their  own  account,  and  only  as  the  employees  of  a  corpora- 
tion. I  think  it  appears,  from  the  answer  and  the  proofs,  that 
the  respondents  are  acting  in  concert  in  the  use  of  the  mate- 
rials and  processes  which  constitute  the  alleged  infringement  of 
the  complainant's  rights.  The  fact  that,  as  between  themselves, 
they  are  connected  together  as  the  stockholders,  managers,  and 
servants  of  a  corporation,  does  not  exempt  them  from  the 
restraints  of  an  injunction.  This  seems  in  accordance  with  the 
view  taken  by  Judge  Nelson  in  the  case  of  Goodyear  and  the 
New  England  Car  Spring  Co.  v.  Phelps  et  al.^  3  Blatch.  91. 

In  determining  this  motion  we  will  consider  the  "  grease  pat- 
ent" first.  There  seems  to  be  no  doubt  of  its  validity,  except 
what  may  arise  out  of  the  suggestion  that  it  is  void  for  want  of 
usefulness.  But  this  has  been  settled,  sufficiently  at  least  for  the 
purposes  of  this  motioii.  In  the  case  tried  before  Judge  Inger- 
SOLL  and  a  jury,  the  verdict  found  the  patent  valid,  and  in  that 
verdict  the  judge  concurred  and  issued  an  injunction  restraining 
the  defendants  in  that  case  from  any  use  of  the  invention  secured 
by  the  "grease  patent."  In  this  state  of  the  case,  an  injunc- 
tion must  issue,  if  there  has  been  an  infringement. 

I  am  satisfied,  from  a  careful  examination  of  the  evidence, 
that  the  respondents  have  infringed.  It  is  said,  indeed,  that  the 
acts  of  the  respondents  are  not  in  violation  of  either  patent, 
because  they  are  mere  experiments.  1  do  not  think  the  facts 
disclosed  warrant  the  conclusion  that  these  were  within  that 
class  of  experiments  protected  by  law.     It  has  been  held,  and 
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no  doubt  is  now  well  settled,  that  an  experiment  with  a  pat- 
ented article  for  the  sole  purpose  of  gratifying  a  philosophical 
taste,  or  curiosity,  or  for  mere  amusement,  is  not  an  infringe- 
ment of  the  rights  of  the  patentee.  I  do  not  think,  however, 
that  the  acts  of  the  respondents  come  under  that  head.  They 
are  rivals  of  the  complainant  in  the  very  business  to  which  his 
patents  relate.  They,  or  most  of  them,  are  perfectly  familiar 
with  his  patents  and  processes,  having  formerly  been  in  his 
employ  in  manufacturing  articles  under  his  patents.  The  an- 
swer alleges  that  all  the  defendants  have  thus  far  done  since  the 
organization  of  said  company,  has  been  done  by  way  of  experi- 
ment, for  the  purpose  of  hereafter  working  under  certain  pat- 
ents, grants,  and  licenses  of  their  own ;  of  course,  these  patents, 
under  which  they  claim  to  work,  are  wholly  different  from  those 
of  the  complainant;  and  it  can  hardly  be  necessary  for  the 
respondents  to  experiment  with  the  complainant's  inventions  in 
order  to  perfect  their  own,  especially  when  they  are  already  per- 
fectly familiar  with  the  former. 

I  am  of  opinion,  therefore,  that  the  "grease  patent"  is  valid — 
that  its  validity  having  been  judicially  settled  by  a  verdict  in 
which  the  Court  concurred,  it  is  sufficiently  established  for  the 
purposes  of  this  motion,  as  little  or  no  new  light  has  been  shed 
on  it  thus  far  in  this  hearing;  and  that  the  respondents  have,  to 
some  extent,  infringed  upon  the  rights  of  the  complainant  under 
it.     An  injunction  must,  therefore,  issue  as  to  that  patent. 

But  the  most  important  part  of  this  controversy  remains  to  be 
considered,  namely — that  which  relates  to  the  "tin  foil  patent.'* 

The  original  *'tin  foil  patent"  was  issued  to  L. Otto  P.  Meyer, 
April  4,  1854.  After  having  been  assigned  to  the  complainant, 
it  was  by  him  surrendered  on  the  ground  that  it  was  inoperative 
by  reason  of  a  defective  and  insufficient  specification  or  descrip- 
tion, which  errors  were  alleged  to  have  occurred  through  inad- 
vertence and  mistake,  and  without  any  fraudulent  intentions ; 
and  on  August  16,  1859,  new  letters  patent  were  issued  to  the 
complainant. 

The  respondents  resist  this  motion  for  a  preliminary  injunc- 
tion, so  far  as  this  ^'tin  foil  patent"  is  concerned,  on  three 
principal  grounds,  to  each  of  which  I  shall  refer  at  some  length, 
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not  for  the  purpose  of  definitely  settling  any  questions  which 
more  properly  belong  to  another  stage  of  this  case,  but  to 
avoid  misconception  as  to  the  ground  upon  which  this  motion  is 
disposed  of.  The  three  objections  urged  against  the  motion 
are: 

First.  That,  on  comparing  the  reissued  "tin  foil  patent "  with 
the  original,  and  reading  them  both  in  the  light  of  the  obvious 
facts,  and  of  the  history  of  the  previous  litigation,  it  is  clearly 
evident  that  the  reissued  patent  is  not  for  the  same  invention 
as  the  original,  or  at  least  covers  more  ground  than  the  inven- 
tion of  Meyer. 

Second.  That  if  this  proposition  is  not  clear,  from  an  inspec- 
tion of  the  papers,  the  inquiry  involves  a  question  of  fact  which 
should  go  to  the  jury. 

Third,  That  the  respondents  have  not  infringed. 

I  will  refer  first  to  the  second  and  third  propositions. 

It  is  undoubtedly  true  that  the  inquiry,  whether  the  reissued 
patent  is  for  the  same  invention  as  the  original,  involves  a  ques- 
tion of  /act.  And  if  this  were  a  jury  trial,  that  fact  would 
have  to  be  disposed  of  by  the  jury.  The  case  of  Battin  v. 
Taggarty  17  How.,  and  Carver  v.  The  Braintree  Manufacturings 
Co.y  2  Story,  cited  in  support  of  the  claim  that  this  fact  in 
the  case  now  before  us  should  be  submitted  to  the  jury,  do  not, 
I  think,  sustain  that  claim.  Those  were  actions  at  law,  and 
tried,  of  course,  to  the  jury.  All  the  controverted  facts  in 
each  case  must  or  should  have  been  submitted  to  the  jury. 
But  the  power  or  duty  of  courts  of  equity  to  pass  upon  this,  or 
any  other  facts  that  may  be  put  in  issue  by  a  bill  and  answer, 
is  not  touched  by  these  cases.  If  the  fact  is  involved  in  con- 
siderable doubt,  that  may  be  a  reason  why  it  should  be  sent  to 
a  jury.  But  so  far  as  I  can  judge,  in  the  present  state  of  the 
proofs,  I  do  not  think  it  would  be  a  wise  course  to  send  this 
question  to  a  jury.  It  is  intimately  connected  with  inferences 
to  be  drawn  from  the  changes  in  the  specification  and  claim  as 
presented  in  the  reissue  when  compared  with  the  original,  and 
the  significance  of  these  inferences  must  depend  more  or  less 
on  the  construction  to  be  given  to  the  instrument  by  the  Court. 
I  see,  therefore,  at  present  no  occasion  for  the  intervention  of 
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a  jury  for  the  purpose  of  determining  the  fact  of  the  identity 
of  these  inventions,  described  in  the  old  and  new  patents. 
It  must  be  passed  upon  at  final  hearing  with  the  other  facts 
in  the  case,  unless  it  should  be  left  by  the  proofs  in  such  a 
state  of  doubt  as  ought  to  lead  the  Court  to  seek  the  aid  of  a 
verdict. 

It  is  claimed  by  the  complainant  that  the  decision  of  the 
Commissioner  of  Patents  is,  if  not  final  and  conclusive,  at  least 
prima  facie  evidence  that  the  reissued  patent  is  for  the  same 
invention  as  the  original.  This  is  undoubtedly  true  in  all  cases 
where  no  doubts  are  raised  in  the  minds  of  the  Court  by  an 
examination  of  the  instruments  themselves,  and  no  fraud  is 
proved.  But  while  in  the  present  case  I  see  no  proof  of  fraud 
as  yet,  still,  on  comparing  the  new  specification  with  the  old 
one,  and  with  the  judicial  interpretation  given  by  Judge  Inger- 
SOLL  to  the  latter,  a  substantial  doubt  is  raised  in  my  mind  as  to 
the  question  of  identity,  and  especially  as  to  the  true  construc- 
tion to  be  given  to  the  reissued  patent.  This  doubt  can  only 
be  cleared  up  by  proof,  and  is,  therefore,  a  proper  ground  upon 
which  to  deny  this  motion. 

On  the  question  whether  or  not  the  respondents  have  in- 
fringed the  rights  which  the  reissued  patent  purports  to  secure,  I 
have  no  doubt.  Whether  all  the  rights  it  purports  to  grant  are 
valid,  I  do  not  now  decide.  But  if  I  assumed  that  the  reissued 
patent  was  valid  to  the  extent  of  all  it  purports  to  grant,  I 
should  have  no  difficulty,  as  the  evidence  now  stands,  in  finding 
that  the  respondents  had  infringed.  I  make  these  remarks,  as 
already  intimated,  to  avoid  any  misconception  as  to  the  point 
upon  which  the  present  decision  turns.  We  must  look  for  the 
true  issue.  When  stripped  of  all  irrelevant  matter,  it  will,  I 
think,  be  found  tolerably  simple.  The  invention  of  Meyer 
was  a  very  important  one.  It  may  or  may  not  have  been  fully 
and  accurately  described  in  his  first  specification.  He  asserts 
that  it  was  not,  and  that,  because  it  was  not,  the  grant  to  him 
in  his  first  patent  was  inoperative  to  secure  to  him  the  fruits  of 
his  invention.  In  the  application  for  the  reissue,  he  claims  to 
have  brought  out  his  invention  by  a  more  full  and  accurate 
description.     The  invention,  as  described  in  the  reissue,  covers 
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a  wider  space  than  that  as  described  in  the  original.  All  that 
lies  between  the  limits  fixed  by  the  first,  as  interpreted  by  Judge 
Ingersoll,  and  those  fixed  by  the  second,  is  now  disputed  terri- 
tory ;  and  into  that  territory,  as  the  evidence  now  stands,  I  think 
it  is  clear  the  respondents  have  entered.  The  question  now  is, 
whether  the  field  which  they  have  thus  entered  is  included 
within  Meyer's  invention  ?  Not  merely  whether  it  is  within  the 
description  of  his  invention  contained  in  the  first  patent,  or 
within  the  description  of  what  was  intended  to  be  disclaimed  in 
the  first  patent.  But  is  it  a  part  of  his  invention?  This  ques- 
tion I  will  not  now  determine;  nor  do  I  think  it  necessary  to 
send  it  to  a  jury. 

I  should  also  remark  here  that  the  respondents  deny  that  they 
infringe  any  rights,  which  even  the  reissued  patent  purports  to 
grant,  because,  they  say,  they  use  what  Meyer  disclaimed  in  his 
first  patent.  They  allege  that  they  pile  the  sheets  and  confine 
them  between  plates  of  iron.  That  they  do  this,  in  a  certain 
sense,  may  be  true.  That  they  do  it  in  the  sense  in  which  that 
disclaimer  is  to  be  understood,  when  read  in  the  light  of  the 
state  of  the  art  at  the  time  of  the  invention,  may  be  a  different 
question.  The  argument  proceeds  upon  the  idea  that  nothing 
can  be  regarded  in  the  reissue  that  can  be  covered  by  the  lan- 
guage of  the  disclaimer  in  the  original.  Without  dwelling  upon 
or  deciding  this  question,  it  may  be  suggested  that  inadvertence 
and  error  may  occur  as  well  in  the  disclaimer  as  in  the  claim^  and 
that  whenever  the  mistake  occurs,  it  may  be  cured  by  a  reissue. 
The  effect  of  an  erroneous  disclaimer  upon  the  right  of  a  pat- 
entee to  recover  damages  which  accrued  before  the  error  was 
corrected,  by  a  reissue,  might  be  a  grave  question. 

The  respondents  also  insist  that  they  confine  their  pile  be- 
tween rigid  iron  plates,  and  have  produced,  on  the  argument,  a 
model  of  a  pile  in  which  the  plates  are  fastened  with  screw  bolts 
and  nuts.  I  can  not  regard  this  model  as  any  part  of  the  evi- 
dence in  this  case.  But  all  that  is  valuable  in  Meyer's  inven- 
tion may  be  placed  between  iron  plates,  or  any  other  rigid  or 
flexible  material,  and  still  be  his.  The  addition  of  a  useless 
appendage  to  a   machine,  or  a  useless  element  to  a  process. 
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protected  by  patent,  does  not  defeat  the  charge  of  infringement. 
Indeed,  if  the  argument  of  the  respondents  upon  this  point 
touching  the  iron  plates,  as  the  evidence  now  stands,  were  carried 
out  to  its  logical  conclusion,  it  would  annihilate  the  Meyer  pat- 
ent. The  iron  plates  would  protect  them  in  the  use  of  tin  Jhily 
when  applied  to  configurated  articles,  as  well  as  in  the  use  of  any 
other  flexible  material  applied  to  plain  surfaces ;  if  they  add  iron 
plates  and  pressure,  they  are  within  the  language  of  the  dis- 
claimer, as  they  read  it,  and  it  is  immaterial  what  substance,  or 
of  what  thickness  that  substance  is,  that  they  interpose  between 
the  sheets  of  the  pile,  in  this  view  of  the  case.  I  repeat  that 
these  remarks  relate  to  the  present  aspects  of  this  point  as  it  is 
now  presented  by  the  evidence,  and  the  claims  of  the  respond- 
ents upon  that  evidence.  What  light  may  be  shed  upon  it  here- 
after, I,  of  course,  can  not  now  know. 

I  come  now  to  the  most  important  ground  of  the  defense  to 
this  motion,  which  is,  substantially,  as  I  have  before  stated — 
^^that  on  comparing  the  reissued  tin  foil  patent  with  the  orig- 
inal, and  reading  them  both  in  the  light  of  the  obvious  facts, 
and  of  the  history  of  the  previous  litigation,  it  is  clearly  evident 
that  the  reissued  patent  is  not  for  the  same  invention  as  the 
original,  or  at  least  that  it  covers  more  ground  than  Meyer's 


invention." 


Of  course,  after  the  intimations  I  have  already  made,  I  shall, 
in  the  present  stage  of  this  case,  neither  aflirm  nor  deny  this 
proposition.  At  the  same  time  I  am  of  the  opinion  that  the 
reissued  patent,  on  its  face,  covers  a  wider  field  than  any  judi- 
cial interpretation  has  given  to  the  original.  The  controversy 
now  before  us  is,  whether  it  embraces  more  than  Meyer  in- 
vented. The  extraordinary  power  of  the  Court  is  now  invoked 
to  restrain  the  respondents  from  using  what  is  embraced  in  this 
new  description,  and  what  was  omitted,  or  imperfectly  described 
in  the  original.  To  warrant  the  exercise  of  this  extraordinary 
power  of  the  Court,  in  granting  a  preliminary  injunction,  the 
case  presented  should  be  free  from  ambiguity  or  confusion ; 
especially  should  this  rule  be  applied  to  the  present  case,  for 
whatever  difficulty  or  uncertainty  there  may  be  arising  out  of 
the  difference  in  the  two  specifications,  it  is  the  fault  or  misfor- 


JUNE,     1861.  189 

Poppenhusen  «.  Falke. 


tune  of  the  complainant  (or  his  assignor  the  patentee)  and  not 
of  the  respondents,  and  should  be  borne  by  the  former  and  not 
by  the  latter.  But  in  denying  this  motion,  it  is  due  to  the  par- 
ties, and  especially  to  the  respondents,  that  I  should  notice  one 
or  two  principal  objections  which  they  urged  against  this  reis- 
sued patent. 

The  first  is  that  it  extends  the  monopoly  of  the  complainant 
from  tin  foil  and  its  equivalent  to  all  kinds  of  flexible  metallic 
covering.  This  objection,  as  I  have  already  intimated,  in  re- 
ferring to  it  in  another  form,  covers,  perhaps,  the  most  import- 
ant ground  of  this  controversy,  and  its  determination  should  be 
left  till  final  hearing,  when  all  the  evidence  bearing  upon  the 
state  of  the  art  at  the  time  of  Meyer's  invention,  and  upon  the 
object  and  scope  of  that  invention,  shall  be  before  the  Court. 
It  is  also  insisted  that  because  the  new  specification  is  broader 
in  terms  than  the  old  one,  and  more  comprehensive  than  any 
construction  hitherto  given  to  the  latter  by  the  Courts,  it  should 
be  declared  void.  Great  stress  is  laid  upon  the  fact  that  the 
last  specification  gives  less  prominence  to  some  terms  of  descrip- 
tion, and  more  to  others,  than  the  first  one.  I  discover  nothing 
objectionable  in  this,  provided  it  is  bona  fidi.  The  very  object 
of  the  surrender  is  always  to  correct  the  specification,  to  make 
it  clearer,  fuller,  and  more  exact. 

It  is  objected,  too,  that  the  change  was  made  after  the  com- 
plainant had  discovered,  from  the  opinion  of  Judge  Ingersoll, 
that  certain  processes,  or  the  application  of  certain  processes,  to 
particular  forms  of  material,  were  not  protected  by  his  patent. 
It  matters  not,  I  apprehend,  how  or  when  he  discovered  the 
mistake,  provided  it  was  a  mistake,  and  of  that  the  Commis- 
sioner of  Patents  has  decided  in  the  first  instance,  and  his  decis- 
ion is  prima  facie  evidence  of  the  fact,  until  the  contrary  is 
shown,  so  far  as  the  good  faith  of  the  transaction  is  concerned. 
The  great  question  will,  after  all,  I  apprehend,  be  whether  or 
not  these  processes,  or  the  application  of  them  as  described  in 
the  new  specification,  are  a  part  of  Meyer's  invention.  If  they 
are  not,  then  they  are  not  protected  by  the  patent.  If  they  are, 
I  see  now  no  reason  why  the  complainant  is  not  entitled  to  the 
benefit  of  them.     The  fact  that  Meyer  was  the  original  and 
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first  inventor  of  the  process  of  applying  tin  foil  and  its  equiva- 
lent to  these  vulcanizable  gums  during  the  process  of  vulcan- 
ization, I  regard  as  well  settled,  and  I  have  discovered  nothing 
in  the  affidavits  or  other  evidence,  presented  on  this  hearing, 
which  raises  a  doubt  in  my  mind  of  the  correctness  of  the  ver- 
dict of  the  jury,  in  the  trial  before  Judge  Ingersoll.  If  I  were 
satisfied  that  the  material,  used  by  the  respondents,  was  either 
tin  foil  or  its  equivalent,  in  the  process  or  mode  of  operation,  I 
should  grant  an  injunction,  regarding,  as  I  do,  the  rights  of  the 
complainant  so  far  settled  by  the  previous  litigation.  If  the 
material  used  by  the  respondents  is  not  tin  foil  or  its  equiva- 
lent, then  two  questions  arise,  which  must  be  met  in  final 
hearing : 

First.  Is  the  material    used  by  the  respondents  the    pliable, 
flexible  envelope  described  in  the  reissued  patent  ? 

Second,  If  it  is,  was  it  a  part  of  Meyer's  invention  at  the  date 
of  his  original  patent  ? 

These  questions  I  leave  for  the  parties  to  elucidate  hereafter, 
by  such  proofs  and  arguments  as  they  may  be  able  to  present. 
There  is  one  other  important  point  which  has  been  strenuously 
insisted  upon  by  the  respondents,  and  which  I  have  very  carefully 
considered,  without  being  able  to  adopt  their  view  of  it,  and 
that  is  substantially — That  the  invention^  as  described  in  the  patent 
of  1854,  whether  confined  to  tin  foil  as  the  material  to  be  used  or 
not^  is  limited  in  its  application  to  embossed^  molded^  or  configurated 
articles  ;  thus  excluding  from  its  protection  regular  forms  and  plain 
surfaces.  It  is  true  that  irregular  forms  appear  by  the  specifica- 
tion to  have  been  more  prominent  in  the  eye  of  the  inventor 
than  regular  ones.  In  the  perfection  he  was  able  to  give  to  con- 
figurated articles,  he  evidently  saw  a  difficult,  important,  and 
striking  result  attained  by  his  invention,  and  naturally  described 
this  feature  with  more  fullness  than  others.  But  he  describes 
his  invention  as  giving  desired  forms  and  shapes  and  smoothness 
of  surface  to  the  material  enveloped  in  tin  foil  or  its  equiva- 
lents. He  confines  himself  to  no  particular  forms  or  shapes. 
The  terms  embrace  regular  as  well  as  irregular  figures.  A 
great  variety  of  articles,  in  the  manufacture  of  which  these  vul- 
canized gums  are  constantly  used,  are    made   in   both  regular 
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and  irregular  forms,  of  thick  and  thin  masses,  and  with  plain 
as  well  as  embossed  surfaces ;  and  it  is  obvious  that  the  inven- 
tion was  one  of  great  utility  in  producing  both  styles  of  articles. 
The  invention  is  well  adapted  to  give  smoothness  of  surface  to 
any  form,  and  this  smoothness  of  surface  is  of  as  much,  and  often 
of  more,  importance  on  plain  sheets  or  tablets,  as  on  more  elab- 
orate forms ;  and  is  it  to  be  supposed  that,  because  the  inventor 
has,  in  his  specification,  dwelt  more  fully  upon  the  latter,  he 
intended  to  exclude  the  former,  when  they  are  within  the  scope 
of  the  general  terms  by  which  he  has  described  his  invention  ? 
The  terms  "  form"  and  *' shape*'  embrace  the  contour  of  every 
material  object,  a  smooth  sheet  or  simple  tablet,  as  well  as 
those  of  elaborate  and  elegant  configuration.  The  invention 
that  should  fix  and  preserve  the  forms  of  the  latter  must,  it 
would  seem,  necessarily  involve  the  idea  of  fixing  and  preserv- 
ing the  forms  of  the  former,  almost  as  certainly  as  the  greater 
must  always  include  the  less.  If  a  knowledge  of  the  art  of 
giving  and  preserving  the  forms  and  surfaces  of  smooth  sheets 
or  tablets,  had  preceded  the  invention  of  Meyer,  it  must  have 
been  known  to  those  familiar  with  the  state  of  the  art  at  the 
time  of  the  trial  before  Judge  Ingersoll,  and  it  is  incredible  that 
it  should  not  then  have  been  made  known  during  the  entire 
progress  of  this  litigation. 

I  have  carefully  examined  the  construction  given  to  the  orig- 
inal patent  by  Judge  Ingersoll,  and  I  do  not  think  there  is  any 
thing  in  that  construction  which  warrants  the  claim  of  the 
respondents  on  this  point. 

The  motion  for  a  preliminary  injunction  under  this  patent 
is  denied,  and  the  case  reserved  for  final  hearing,  the  proofs  to 
be  closed  on  or  before  the  first  day  of  August  next. 
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AsAHEL  Emigh 

vs. 
Selah  Chamberlain.     In  Equity. 

An  assignment  of  the  rcTenues  of  a  railroad,  and  the  ose  of  the  rolling  stock  of  the 
company,  to  a  preferred  creditor,  is  not  a  transfer  of  corporate  entity  or  property. 
And  the  use,  by  the  assignee,  of  cars  which  have  patented  brakes  attached  to  them, 
does  not  render  him  liable  to  account  for  infringement  of  the  patent,  when  the 
brakes  had  been  licensed  to  the  company  by  the  patentee.  The  assignee  used  the 
brakes  as  an  agent  o(  the  company,  and  not  as  a  purchaser. 

(Before  Millbk,  J.,  District  of  Wisconsin,  September,  1861.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
the  infringement  of  letters  patent  for  an  ^^  improvement  in  rail- 
road car  brakes,^'  granted  to  Francis  A.  Stevens,  November  25, 
1 85 1 9  and  assigned  to  plaintiff. 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

Ryan  ^  Jenkins  for  complainant. 

Emmons  ^  Van  Dyke  for  defendant. 

Miller,  J. 

The  complainant — ^as  the  assignee^  for  the  State  of  Wiscon- 
sin, of  a  patent  right  to  Francis  A.  Stevens  for  a  combination  and 
arrangement  of  levers,  link  rods,  and  shoes  or  rubbers,  whereby 
each  wheel  of  both  trucks  of  a  car  on  a  railway  is  retarded  with 
uniform  force  when  the  brake  is  put  in  operation — brings  this 
bill  against  defendant  for  operating,  or  causing  to  be  operated, 
the  La  Crosse  and  Milwaukee  Railroad  in  this  State,  by  the 
use  of  cars  with  the  improved  brakes.  The  defendant  sets  up 
a  deed  from  the  patentee,  Francis  A.  Stevens,  given,  previously 
to  complainant's  assignment,  to  the  said  railroad  company, 
whereby,  in  consideration  of  six  hundred  dollars  to  him  paid  in 
full  satisfaction,  he  licensed  and  conveyed  to  the  company  the 
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full  and  exclusive  right  and  liberty  of  using  the  said  improve- 
ment; on  any  or  all  their  own  cars,  over  any  part  of  their  road. 
Defendant  further  shows  that,  by  an  instrument  of  writing, 
called  by  him  a  lease  or  mortgage,  the  company  granted  to  him, 
for  an  indefinite  time,  its  entire  railroad  and  road  route,  together 
with  right  of  way  and  depot  grounds,  and  all  buildings  and 
property  of  every  description,  including  the  rolling  stock :  he  to 
operate  the  road  and  receive  all  the  revenues,  and  out  of  them 
defray  all  expenses  of  operating  the  road,  purchasing  additional 
rolling  stock,  paying  interest  of  liens,  and  the  residue  to  apply 
toward  a  claim  of  his  own  against  the  company.  And  when 
his  claim  should  be  paid,  either  by  the  company,  or  out  of  the 
revenues  of  the  road,  the  property  to  revert  to  the  company. 
The  company  were  using  the  patented  improvement  upon  the 
cars  that  passed  to  Chamberlain,  and  which  he  continued  to 
use.  Chamberlain,  after  operating  the  road  for  some  time, 
under  the  deed  of  the  company,  was  superseded  by  an  order  of 
this  Court  appointing  a  receiver. 

The  assignment  to  complainant  excepts  the  license  to  the 
company.  Whether  Stevens  would  be  the  proper  person  to 
claim  damages  is  not  made  a  question  by  the  pleadings.  Can 
the  complainant  require  defendant  to  account  to  him,  is  the  only 
question  submitted. 

The  deed  of  Stevens  to  the  company  licenses  and  conveys 
the  full  and  exclusive  right  of  using  the  improvement  on  their 
own  cars.  There  is  no  power  granted  to  the  company  to  vest 
the  right  in  any  person,  by  conveyance  or  otherwise.  It  is 
simply  a  license. 

In  order  to  test  the  right  set  up  by  defendant,  we  must  bear 
in  mind  that  the  railroad  company  is  incorporated  by  a  law  of 
the  State ;  and  to  such,  Stevens  made  the  license ;  and  as  such, 
the  company  made  the  assignment  to  defendant.  The  duties 
imposed  upon  the  company  by  its  charter,  were  not  fulfilled 
by  the  construction  of  the  road.  Important  franchises  were 
granted  the  company  to  enable  it  to  provide  the  facilities  for 
communication  and  intercourse  required  for  the  public  conve- 
nience. Corporate  management  and  control  over  these  were 
prescribed,  and   corporate   responsibility  for   their  insufficiency 
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was  provided,  as  a  remuneration  to  the  community  for  the  legis- 
lative grant.  The  corporation  can  not  absolve  itself  from  the 
peformance  of  its  obligation  without  the  consent  of  the  legis- 
lature. Defendant  could  only  operate  the  road  under  and 
subordinate  to  the  charter  of  the  company  ;  and  not  he  but  the 
company  was  liable  for  the  performance  of  all  the  corporate 
duties  to  the  public.  He  could  only  perform  those  duties  in 
the  name  of  the  company.  The  franchises  of  the  company 
were  not  and  could  not  be  vested  in  him.  He  was  nominally 
substituted  for  the  company  in  the  active  use  of  the  road  and 
property. 

The  corporation,  as  a  creature  of  the  law,  must  use  the 
franchise  granted  it,  by  means  of  officers  of  its  own  appoint- 
ment, either  directly  or  indirectly.  Railroad  Co.  v.  fVtnanSy  17 
How.  30-39,  and  cases  cited. 

It  is  contended  on  the  part  of  complainant,  that  defendant 
was  a  mortgagee  in  possession,  and  as  such,  he  held  under  a 
title,  in  the  nature  of  a  conveyance  from  the  company.  This 
Court  has  uniformly  considered  the  rolling  stock  of  a  railroad 
company  as  a  fixture  not  liable  to  levy  and  sale  apart  from  the 
realty,  and  we  have  placed  liens  by  mortgage  of  those  compa- 
nies on  the  same  footing  as  of  individuals.  In  this  State  the 
mortgagor  is  the  owner  of  the  premises,  until  a  sale  is  made  in 
pursuance  of  a  decree  of  Court.  The  note  and  mortgage  are 
choses  in  action  ;  Sheldon  and  Wife  v.  5///,  8  How.  441.  The 
mortgagor  may  put  the  mortgagee  in  possession  of  the  mort- 
gaged premises,  until  the  debt  is  paid  by  receipts  of  rents  and 
issues;  but  the  mortgagee  would  not  hold  adversely  to,  but 
under  the  mortgagor. 

Technically,  the  deed  under  which  defendant  held  possession 
of  the  road,  was  not  a  mortgage.  The  defeasance  does  not 
make  it  a  mortgage  ;  as  without  it  the  company  would  have  the 
equitable  right  to  regain  possession  upon  discharging  its  debts  to 
defendant,  and  to  require  him  to  account.  The  deed  is  an 
assignment  of  the  revenues  of  the  road  to  a  preferred  creditor, 
with  the  privilege  of  using  the  road  and  property  of  the  com- 
pany for  the  mutual  interest  of  the  debtor  and  creditor.  The 
rolling  stock  and  the  road  at  the  date  of  the  assignment  to 
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defendant  were  subject  to  mortgages)  whose  accruing  interest 
be  became  obliged  to  pay  out  of  the  revenues  of  the  road.  If 
he  replenished  the  stock,  he  did  so  from  the  same  source.  The 
company  being  insolvent,  devised  the  scheme  of  placing  their 
property  in  the  hands  of  defendant,  for  the  purpose  of  com- 
pleting the  road  to  La  Crosse,  of  paying  the  annual  interest  of 
liens,  and  of  satisfying  his  claim. 

Although  this  Court  pronounced  the  arrangement  fraudulent 
and  void  as  to  creditors,  yet  it  was  valid  between  the  parties, 
and  this  suit  can  be  defended  under  it.  The  deed  to  defendant 
is  not  a  conveyance  of  the  property.  The  rolling  stock  was 
the  property  of  the  company  in  defendant's  hands.  It  might  as 
well  be  claimed  that  the  receiver  appointed  by  this  Court  should 
account  for  the  use  of  the  patented  improvement,  which,  I  pre- 
sume, will  not  be  pretended.  The  receiver  holds  the  property 
of  the  company  for  the  benefit  of  its  creditors.  Defendant  did 
so  with  consent  of  the  company,  for  the  same  purpose.  In 
both  cases,  the  compauy  is  the  owner  of  the  cars  with  the  pat- 
ented improvement  attached.  The  company  did  not  divest 
itself,  by  its  deed  to  defendant,  of  its  corporate  entity  or 
property. 

Defendant  is  to  be  viewed  in  the  light  of  an  agent,  and  trus- 
tee. He  was  a  mere  substitute  for  the  company,  and  his  use  of 
the  cars  was  the  same  as  that  of  the  company,  and  exclusive  as 
to  third  persons,  or  other  interests  in  the  meaning  of  the  license. 

The  bill  will  be  dismissed. 


Tappan,  Carpenter  &  Co. 

vs. 
The  National  Bank  Note  Company.     In  Equity. 

Courts  thoQld  be  Tery  tender  of  the  rights  of  inTentors,  and  not  draw  hasty  condusioni 
adverse  to  the  validity  of  their  rights  secured  by  patent. 
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An  injttncrion  it  neTer  granted  on  filing  a  bill  and  prodacing  a  patent.  The  patent 
itself,  although  in  a  certain  lense  it  is  primta  facie  evidence  of  the  Talidity  of  the 
grant,  is  never  sufficiently  strong  per  se  to  warrant  the  relief  by  injunction. 

The  title  of  the  patentee  roust  always,  in.  order  to  obtain  relief  by  injunction,  be 
strengthened  by  exclusive  possession  for  some  period  of  time,  or  by  an  adjudication 
in  which  the  validity  of  the  patent  has  been  sustained. 

But,  of  course,  the  use,  to  sustain  exclusive  possession,  must  have  been  a  pvhlic  uic 
under  an  avowed  claim  of  a  right  to  a  patent ;  otherwise,  there  is  no  excluuve 
possession  as  gainst  the  public,  and  no  claim  in  which  the  public  can  acquiesce. 

If,  to  sustain  a  patent,  the  Court  must  assume  the  prior  use  to  have  been  secret,  the 
ground  of  exclusive  possession  and  acquiescence  by  the  public  is  swept  away. 

(Before  Shipman,  J.,  Southern  District  of  New  York,  September,  1861.) 

This  was  a  motion  for  a  preliminary  injunction  to  restrain 
defendants  from  infringing  letters  patent  for  ^^  improvement  in 
machines  for  punching  and  perforating  paper,  etc./'  granted 
to  George  C.  Howard,  May  21,  1861,  and  assigned  to  com- 
plainants. 

The  facts  are  sufficiently  stated  in  the  opinion  of  the  Court. 

Charles  Tracy  for  complainants. 

Charles  M.  Keller  for  defendants. 

Shipman,  J. 

This  is  a  motion  for  a  preliminary  injunction  to  restrain  the 
defendants  from  using  a  machine  or  machines  for  perforating 
paper,  alleged  to  be  the  invention  of  George  C.  Howard,  and 
for  which  a  patent  was  granted  to  him.  May  21,  1861.  The 
complainants  allege  that  after  the  issuing  of  the  patent  to 
Howard,  he  assigned  to  them  the  exclusive  right  to  use  the  in- 
vention for  one  year.  It  is  not  stated  in  the  bill  when  the  year 
began  to  run,  nor  is  the  date  of  the  assignment  given.  But  I 
assume  that  the  year  commenced  on  the  day  of  the  date  of  the 
patent.  From  the  allegations  of  this  bill  and  the  affidavits  filed 
in  the  cause,  I  must,  in  deciding  this  motion,  assume  the  fol- 
lowing facts : 

1.  That  the  machine  patented  was  invented  by  Howard  more 
than  four  years  before  he  applied  for  a  patent. 

2.  That,  for  a  valuable  consideration  to  the  patentee,  and 
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for  the  profit  of  the  complainants,  the  former  permitted  the 
latter  to  use  one  or  more  of  the  machines  for  more  than  two 
years  before  any  application  was  made  for  a  patent 

3.  That,  at  the  instance  of  the  complainants,  the  patentee 
permitted  the  American  Bank  Note  Company  to  construct  one 
or  more  of  these  machines,  and  use  them  in  their  business, 
precisely  how  long  or  upon  what  consideration  does  not  appear* 

4.  That  only  one  month  and  ten  days,  or  at  the  longest 
about  two  months,  elapsed  during  which  exclusive  possession 
of  the  invention  secured  by  the  patent  could  have  been  enjoyed 
either  by  the  patentee  or  the  complainants. 

Without  touching  upon  the  question  of  abandonment,  if  I 
were  called  to  decide  this  motion  upon  the  ground  that  the 
patentee  had  forfeited  his  right  to  a  patent  under  the  seventh 
section  of  the  Act  of  1837,  I  should,  as  the  case  now  stands,  be 
compelled  to  deny  the  relief. 

I  could  not  resist  the  conclusion,  that  the  use  of  the  machines 
by  the  complainants,  with  the  consent  of  the  patentee,  for  a 
period  of  more  than  two  years  before  the  application  for  a  pat- 
ent, in  the  absence  of  any  evidence  that  a  single  step  was  taken 
to  secure  one,  or  that  either  the  inventor  or  the  complainants 
ever  intended  to  secure  one,  had  destroyed  the  right  of  the 
patentee  to  a  patent  for  his  invention. 

It  would  be  difficult,  on  the  present  evidence,  to  hold  that  the 
use  was  not  a  public  use*  And  if  it  was  a  public  use,  then  the 
patentee,  by  permitting  such  use  for  more  than  two  years  before 
he  made  any  application  for  a  patent,  forfeited  all  right  to  one, 
and  his  patent  i^  void.  This  I  understand  to  be  the  doctrine 
laid  down  in  McCormick  v.  Seymour^  2  Blatch.  254.  In  that 
case,  Mr.  Justice  Nelson  remarked,  in  construing  the  seventh 
section  of  the  Act  of  1839,  that  if  a  patentee  ^^  either  sells  a 
machine,  or  uses  one,  or  puts  one  into  public  use  two  years 
before  his  application  for  a  patent,  it  works  a  forfeiture  of  his 
right. 

But  I  do  not  wish  to  prejudge  this  point  of  forfeiture  in  the 
present  case,  nor  the  other  of  abandonment.  Courts  should  be 
very  tender  of  the  rights  of  inventors,  and  not  draw  hasty  con- 
clusions adverse  to  the  validity  of  their  rights  secured  by  patent. 
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I  am,  therefore,  disposed  to  decide  this  motion  on  another 
ground,  and  one  which  will  throw  no  doubt  on  the  validity  of 
the  patent,  although  it  is  difficult  to  see  how  it  can  be  saved  on 
the  conceded  facts.  I  will,  therefore,  assume,  for  the  purposes 
of  this  decision,  that  there  was  no  public  use  of  this  invention 
prior  to  the  application  for  a  patent — no  forfeiture  of  the  pat- 
.entee's  rights  by  a  use  of  more  than  two  years,  and  no  abandon- 
ment and  dedication  to  the  public.  I  will  assume  that  what- 
ever use  there  was,  was  secret,  and,  under  such  circumstances, 
that  the  right  to  a  patent  was  not  lost. 

But,  after  all  these  assumptions,  it  is  equally  clear  that  I  can 
grant  no  preliminary  injunction.  This  extraordinary  relief  is 
never  granted  as  matter  of  course.  It  is  never  granted  on 
filing  a  bill  and  producing  a  patent.  The  patent  itself,  although, 
in  a  certain  sense,  it  is  prima  facie  evidence  of  the  validity  of 
the  grant,  is  never  sufficiently  strong  per  se  to  warrant  the  relief 
asked  for  in  this  motion.  The  title  of  the  patentee  must,  in 
order  to  obtain  this  relief,  always  be  strengthened  by  exclusive 
possession  for  some  period  of  time,  or  by  an  adjudication  in 
which  the  validity  of  the  patent  has  been  sustained.  This 
patent,  never  having  been  litigated,  of  course  no  Judgment  has 
ever  been  pronounced  in  its  favor. 

The  right  could  not  have  been  in  the  exclusive  enjoyment  of 
any  one  for  more  than  one  month  and  ten  days,  or,  at  furthest, 
two  months,  as  the  application  was  made  April  23,  and  the  patent 
was  granted  May  21,  1861,  and,  before  July  i,  the  respondents 
asserted  their  right  to  use  the  machine,  and  insisted  that  the 
patent  was  void.  The  principle  that  exclusive  possession  for  a 
time  strengthens  the  title  of  a  patentee,  is  founded  on  the  idea 
that  as  it  is  a  claim  of  right  adverse  to  the  public,  and  the  pub- 
lic acquiesce  in  that  claim,  such  acquiescence  raises  a  presump- 
tion that  the  claim  is  good.  But  no  such  presumption  can  be 
raised  in  this  case.  There  is  no  evidence  that  the  public,  or 
that  small  portion  of  it  who  would  be  likely  to  avail  them- 
selves of  this  invention,  knew  even  of  its  existence,  much  less 
of  the  existence  of  an  exclusive  grant  to  this  patentee  or  to 
any  one  else.  Nor,  in  this  view  of  the  case,  can  I  take  into 
account  the  possession  of  the  right  and  the  use  of  the  invention 
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before  the  application  or  grant  of  the  patent.  This  is  some- 
times done  on  the  principle  laid  down  in  Sargent  v.  Seagrave^ 
2  Curtis,  555.  But,  of  course,  the  use,  in  such  a  case, 
must  be  a  public  one  under  an  avowed  claim  of  a  right  to 
a  patent ;  otherwise,  there  is  no  exclusive  possession  as  against 
the  public,  and  no  claim  in  which  the  public  can  acquiesce. 
In  this  case,  I  must  assume  the  use  prior  to  the  application  to 
have  been  secret,  or  the  patent  is  clearly  void.  This  unavoid- 
ably places  the  complainant,  so  far  as  this  motion  is  concerned, 
between  Scylla  and  Charybdis.  To  hold  that  the  use,  prior  to 
the  application,  was  a  public  use,  and  was  exclusive  as  against 
the  public,  would,  as  it  extended  beyond  two  years,  wreck  the 
patent.  To  hold  that  it  was  a  secret  use,  away  from  the  eye 
of  the  public,  sweeps  away  the  ground  of  exclusive  possession 
and  acquiescence  of  the  public,  and  leaves  no  foundation  upon 
which  the  motion  can  stand. 

But  the  latter  result  is  least  prejudicial  to  the  patent.  The 
motion  is,  therefore,  denied.  As  these  questions  of  forfeiture 
and  abandonment  are  peculiarly  within  the  province  of  the  jury, 
I  think,  unless  the  answer,  when  filed,  should  change  the 
aspect  of  the  case,  that  they  should  be  passed  upon  by  a  jury 
before  an  injunction  is  asked  for. 


George  H.  Corliss 

vs. 

The  Wheeler  &  Wilson  Manufacturing  Co. 

In  Equity. 

A  claim  for  *<  the  method,  substantially  as  described,  of  regulating  the  velocity  of  tteam 
engines  by  combining  a  regulator  with  a  liberating  valve  gear,'*  covers  not  only 
the  specific  arrangement  and  combination  described  in  the  specifications,  but  any 
arrangement  and  combination,  for  the  purposes  mentioned,  which  embody  the 
ideas,  principle,  and  mode  of  operation  of  the  patentee. 

(Before  Nblson  and  Shipman,  JJ.,  District  of  Connecticut,  October,  1 8  61.) 
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This  was  a  bill  in  equity  filed  to  restrain  the  infringement  of 
letters  patent  for  ^improvement  in  cut*ofF  and  working  the 
valves  of  steam  engines,"  granted  to  the  complainant  March 
ID,  1849,  and  reissued  May  13,  1851,  and  again,  in  six  divi- 
sions, July  12,  1859,  ^"^>  ^'^^)  ^^  letters  patent  for  ^^  improved 
cut-ofF  gear,"  granted  to  him  July  29,  1851,  and  reissued  July 
26,  1859. 

The  claims  of  the  original  patents  are  given  below;  those  of 
the  reissues  will  be  found  in  the  opinion  of  the  Court. 

Patent  of  March  10,  1849. 

**  What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is— 
**Firtt,  The  method,  substantially  as  described,  of  operating  the  slide  valves  of  steam 
engines,  by  connecting  the  valves,  that  govern  the  ports  at  opposite  ends  of  the  cylinder, 
with  separate  arms  of  the  rock  shaft,  or  the  mechanical  equivalents  thereof,  to  that, 
from  the  motion  thereof,  the  valve  that  keeps  its  port  or  ports  closed  shall  move  over 
a  less  space,  while  its  port  or  ports  is  closed,  than  the  one  that  is  opening  or  closing  its 
port  or  ports,  and  tfice  versa,  while,  at  the  same  time,  the  two  arms  by  which  they  are 
operated  have  the  same  range  of  motion,  as  described,  whereby  I  am  enabled  to  save 
much  of  the  power  heretofore  required  to  work  the  slide  valves  of  steam  engines,  and 
by  which,  also,  I  am  enabled  to  give  a  greater  range  of  motion  to  the  valves  at  the 
periods  of  opening  and  closing  the  ports  to  facilitate  the  induction  and  eduction  of 
steam,  as  specified.  And  lastly,  I  claim  the  method  of  regulating  the  modon  of  steam 
engines  by  means  of  the  centrif^igal  regulator  by  combining  the  said  regulator  with  the 
catches  that  liberate  the  steam  valves,  by  means  of  movable  cams  or  stops,  substantially 
as  described." 

Patent  of  July  29,  1851. 

**  I  claim  the  arrangement  of  the  lifting  rods,  and  the  method  of  operating  them  by 
the  disc  plate,  as  represented  in  the  accompanying  drawings,  is  peculiarly  suited  to  this 
method  of  effecting  the  disengagement  of  the  valves  firom  the  mechanism  by  which 
they  are  opened,  for  the  disc  plate  imparts  a  transverse  motion  to  the  connecting  rods, 
which  causes  them  to  rock  upon  the  stops,  and  thus  slide  off  their  respective  toes  on  the 
rock-shaft  arms.  But  while  I  prefer  this  arrangement  of  eccentric  gear,  I  wish  it  to 
be  understood  that  I  do  not  restrict  myself  to  its  employment,  as  my  improvement  may 
be  applied  to  many  other  systems  of  mechanism  by  which  valves  are  opened;  As  such 
systems  may  not  possess  the  peculiar  rocking  motion  I  have  mentioned,  it  will  be  nec- 
essary, in  some  cases,  to  disengage  the  lifting  rods  by  some  moving  member  of  the  en- 
gine, through  the  combination  of  any  convenient  and  suitable  mechanical  device. 

**  In  combination  with  the  reciprocating  motions  communicated  to  the  lifting  rods  by 
the  eccentric  gear,  I  claim  imparting  a  lateral  movement  to  the  free  extremities  of  said 
lifting  rods,  to  disconnect  them  from  the  valves  and  permit  the  latter  to  close,  to  cut 
off  the  steam  or  other  expansible  riuld  by  which  the  engine  may  be  driven,  whereby 
these  rods  are  made  to  perform  their  usual  duty  of  opening  the  valves,  and,  in  addition, 
that  of  catches  or  latches  in  alternately  connecting  the  valves  with,  and  disconnecting 
them  from,  the  mechanism  by  which  they  are  opened,  thus  greatly  simplifying  the  con- 
struction of  the  valve  gear,  rendering  the  same  more  durable  and  less  liable  to  get  out 
of  order." 

R.  S,  Baldwin^  E.  W.  Stoughton^  and  B.  R.  Curtis  for  com- 
plainant. 
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B.  F.  Thurston^  R.  J.  Ingersoll^  E.  M.  Dickerson^  and  C.  M. 
Keller  for  defendants. 

Nelson,  J. 

I.  The  patent  issued  to  Corliss,  dated  July  12,  1859,  i^um- 
bered  763,  and  which  is  a  reissue,  in  part,  of  the  original  patent, 
dated  March  10,  1849,  claims  as  follows: 

^^The  method,  substantially  as  described,  of  regulating  the 
velocity  of  steam  engines,  by  combining  a  regulator  with  a 
liberating  valve  gear." 

We  are  of  opinion  that  the  claim  covers,  not  only  the  specific 
arrangement  and  combination  described  in  the  specification,  but 
any  arrangement  and  combination,. for  the  purposes  mentioned, 
which  embody  the  ideas,  principle,  and  mode  of  operation  of 
the  patentee ;  and  that,  within  this  interpretation  of  the  claim, 
in  connection  with  the  specification,  the  defendants'  machine 
complained  of,  infringes  the  complainant's  patent.  We  are  also 
of  opinion  that  the  arrangement  and  combination  were  new  and 
patentable. 

II.  The  patent  issued  to  Corliss,  dated  July  12,  1859,  "ui^* 
bered  759,  and  which  is  also  a  reissue,  in  part,  of  the  original 
patent  of  March  10,  1849,  claims  as  follows: 

**Tbe  combination  of  liberating  valve  gear  with  valves  which 
are  moved  parallel  to  their  seats,  and  continue  their  closing 
motion  after  their  ports  are  closed,  and  commence  their  opening 
motion  before  their  ports  open," 

Another  patent  issued  to  Corliss,  dated  at  the  same  time, 
numbered  760,  and  which  was  also  a  reissue,  in  part,  of  the 
patent  of  March  10,  1849,  claims  as  follows  : 

^^  The  combination,  substantially  as  described,  of  an  air  cush- 
ion with  the  liberating  valve  gear  of  steam  engines." 

We  are  of  opinion  that  both  the  above  improvements  are  new 
and  patentable,  and  that  the  defendants'  machine  infringes  the 
patents. 

III.  The  patent  issued  to  Corliss,  July  26,  1859,  numbered 
780,  and  which  is  a  reissue  of  the  original  patent  of  July  29, 
1 85 1,  claims  as  follows: 

^^  I.  Combining  \yith  the  rocking  levers  or  their  equivalents, 
26 
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for  operating  the  valves,  the  shoulders  on  the  spring  bars  or 
their  equivalents,  substantially  as  described,  and  for  the  purpose 
specified.  2.  And  I  also  claim,  in  combination  with  the 
shoulders  on  the  spring  bars  that  operate  the  rocking  levers, 
substantially  as  described,  the  employment  of  the  gauge  bars  or 
an  equivalent  therefor,  to  regulate  the  periods  of  closing  the 
valves,  whether  the  said  gauge  bars  be  regulated  by  a  governor, 
or  by  other  means  as  set  forth." 

We  are  of  opinion  the  above  improvement  is  new  and  patent- 
able, and  that  the  defendants'  machine  infringes  the  patent. 


Frederick  E.   Sickles 

vs. 
The  Falls  Company. 

A  claim  for  "  imparting  a  co-existing  moyement  to  two  reciprocating  catch  pieces  in 
the  operation  of  trip  cut-off  valves,**  is  for  an  efiect,  or  function,  and  therefore 
not  patentable. 

An  improvement  not  embodied  or  noticed  in  an  original  patent  can  not  be  claimed  in 
a  reissue  fourteen  years  afterward,  although  the  invention  of  the  improvement  was 
earlier  in  date  than  the  original  patent. 

(Before  Nelson  and  Shipman,  JJ.,  District  of  Connecticut,  October,  1861.) 

This  was  a  bill  in  equity  filed  to  restrain  defendants  from 
infringing  letters  patent  for  ^^an  improvement  in  steam  engines,^' 
granted  to  complainant,  September  19,  1845,  extended  for 
seven  years  from  September  19,  1859,  ^^^  reissued  February 
21,  i860,  in  six  divisions.  The  facts,  including  the  claim  of 
the  fourth  division  of  the  patent,  which  was  the  one  which 
defendants  were  charged  with  infringing,  are  sufficiently  stated 
in  the  opinion. 

R.J.t^CR.  Ingersoll^  E.  N.  Dickerson^  and  C.  M.  KelUr 
for  complainants. 

Roger  S.  Baldwin  and  E.  W.  Stoughton  for  defendants. 
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Nelson,  J. 

This  is  a  patent  to  F.  E.  Sickles,  dated  September,  19,  1845, 
extended  for  seven  years  from  September  19,  1859,  ^^^  reissued 
February  21,  i860,  and  is  for  an  improvement  in  steam  engines. 
The  patentee,  after  describing  the  nature  of  his  improvement, 
and  the  machinery  for  effecting  it,  claims  as  follows : 

^^  Imparting  a  co-existing  movement  to  two  reciprocating 
catch  pieces  in  the  operation  of  trip  cut-off*  valves." 

The  claim,  in  terms,  is  for  an  effect,  or  function,  and  there- 
fore not  patentable.  But  without  placing  the  case  upon  this 
strict  ground,  the  unanswerable  objection  to  the  plaintiff's  re- 
covery is,  that  the  improvement  is  substantially  described  and 
claimed  in  a  patent  to  him,  dated  October  19,  1844.  This  is  a 
bar  to  the  subsequent  patent.  Another  difficulty  in  the  case: 
the  patentee  admits  that  he  invented  the  improvement  early  in 
1844.  It  was  not  embodied  in  the  original  patent  of  1845,  ^^^ 
one  in  question,  nor  noticed  therein,  until  the  reissue  of  Febru- 
ary 21,  i860,  more  than  fourteen  years  after  the  invention.  We 
think  the  defendant  entitled  to  judgment. 


The   Metropolitan  Washing   Machine   Company, 
The  N.  Hayward  Company,  and  Charles 

Goodyear's  Executor 

vs. 

Robert  B.  Earle,  John  W.  Parker,  and  Augustus 

Brown.     In  Equity. 

Goodyear  granted  to  B.  B.  Co.  the  right  to  manufacture  tubes  and  pipes  of  vulcaniced 
rubber.  He  also  granted  to  the  complainantt  the  exclusive  right  to  use  vulcanixed 
rubber  in  the  manufacture  of  clothes  wringers.  The  defendants  bought  tubes  of 
B.  B.  Co.  and  used  them  for  the  purpose  of  making  clothes  wringers.  Held: 
That  they  were  not  liable  to  the  complainants. 

A  coTenant  between  Goodyear  and  his  licensees  that  they  will  not  manufacture  ceruin 
articles  may  be  valid  as  between  the  parties,  but  it  does  not  run  with  the  rubber 
like  a  covenant  as  to  land.  The  defendants,  when  they  purchased  their  tubes, 
were  absolute  owners  of  them,  and  might  convert  them  into  rolls  for  wringers,  or 
put  them  to  any  other  use. 
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The  public  can  not  be  compelled  to  notice  or  regard  agreements  between  the  patentee 
and  his  licensees  as  to  the  limitation  of  the  use  of  articles  made  by  them. 

Such  a  contrivance  to  destroy  competition  may  be  valid,  but  the  covenant  binds  only 
the  parties  to  it.  If  a  stranger  purchase  the  product  firom  one  licensed  to  use  the 
process,  he  need  look  no  further ;  and  may  use  it  for  his  own  purposes  without 
inquiring  for,  or  regarding,  any  private  agreement  of  licensees  not  to  compete  with 
one  another. 

(Before  Grisk,  J.,  Eastern  District  of  Pennsylvania,  October,  1861.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendants  from  infringing  letters  patent  for  ^^  improvement  in 
processes  for  the  manufacture  of  India  rubber,"  granted  to 
Charles  Goodyear,  June  15,  1844,  reissued  December  25,  1849, 
and  extended  for  seven  years  from  June  15,  1858. 

The  facts  were,  in  substance,  as  follows: 

Goodyear  conveyed  to  the  Boston  Belting  Company,  for  a 
royalty  of  two  cents  per  pound,  the  right  to  use  the  patented 
compound,  known  as  ^^  vulcanized  India  rubber,^'  in  the  manu- 
facture of  ^^hose  pipe  and  tube,"  or  *^  conduit  hose  pipe  and 
tube,"  and  no  further.  He  also  conveyed  to  his  co-complain- 
ants, for  a  royalty  of  three  cents  per  pound,  the  exclusive  right 
to  use  the  said  rubber  ^^  in  combination  with  all  wringing,  wash- 
ing, and  starching  machines."  The  rubber,  as  used  in  the  con- 
struction of  wringers,  was,  in  effect,  in  the  form  of  a  tube, 
through  the  caliber  of  which  an  iron  shaft,  of  somewhat  larger 
diameter,  was  forced,  so  that  the  rubber  would  gripe  and  cling  to 
the  shaft,  and  turn  with  it,  making  the  shaft  and  rubber,  ^^  in  ef- 
fect," as  insisted  upon  by  the  complainants,^^  one  entire  solid  roll." 

The  defendants,  or  those  who  manufactured  the  wringers 
sold  by  them,  purchased  rubber  tubes  from  the  Boston  Belting 
Company,  and,  cutting  them  into  pieces  of  suitable  length,  con- 
verted them  into  rollers  in  the  manner  stated.  This,  it  was 
claimed,  was  an  infringement  of  the  exclusive  right  granted  to 
complainants. 

T.  A.  Jenckes  for  complainants. 

Georgi  Gifford  for  defendants. 

Grier,  J. 

The  right  of  the  Boston  Belting  Company  to  manufacture 
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pipes  or  tubes  is  not  disputed.  They  pay  a  certain  tariff  per 
pound  for  the  right  to  use  the  patented  process.  The  material 
thus  manufactured  by  them  belongs  to  them,  and  not  to  Good- 
year. Any  covenant  between  them  and  him  that  they  will  not 
manufacture  certain  articles,  may  be  valid  as  between  the  parties, 
but  it  does  not  run  with  the  rubber  like  a  covenant  as  to  land. 
Colley  &  Co.,  when  they  purchase  their  tubes,  are  absolute 
owners  of  them,  and  may  convert  them  into  rolls  for  wringers 
to  their  washing  machines,  or  put  them  to  any  other  use.  They 
might  have  bought  belting  or  overshoes,  or  any  other  article 
made  by  the  licensees  of  Goodyear,  and  converted  the  material 
to  any  purpose  that  suited  them.  I  may  purchase  a  tobacco 
pipe  made  of  this  material,  but  am  not  bound  to  smoke  with  it, 
but  may  convert  it  into  an  inkstand.  The  agreement  between 
the  licensees  that  A  shall  make  all  the  pipes  and  B  all  the 
inkstands,  gives  neither  of  them  a  right  to  the  interference  of  a 
chancellor  to  compel  me  to  smoke  with  my  pipe,  or  to  put  ink 
alone  in  my  inkstand.  They  can  not  oblige  me  to  use,  in 
subservience  to  their  arrangements,  that  which  has  become  my 
property.  But,  say  the  complainants,  although  it  is  true  that  a 
tube  is  defined  to  be  a  hollow  cylinder,  yet  it  is  generally  used 
to  convey  water,  and  is  called  a  water  pipe.  In  addition,  the 
Boston  Belting  Company  pay  a  tariff  of  but  two  cents  ;  whereas, 
the  complaining  corporation  pay  three  cents,  and,  therefore, 
ought  to  have  a  monopoly  of  making  rollers. 

The  perfect  answer  to  this  is,  that  the  complainants  have  no 
patent  or  exclusive  monopoly  of  making  rollers  of  vulcanized 
rubber.  Goodyear,  by  virtue  of  his  patent,  might  have  manu- 
factured it  all  himself,  and  sold  it  for  such  price  as  he  could  get ; 
but  his  patent  gives  him  no  power  to  control  the  use  which  per- 
sons who  purchase  it  may  make  of  it.  Vulcanized  rubber  may 
be  applied  to  a  thousand  purposes,  from  a  tube  to  a  steam  engine, 
but  this  patent  gives  no  power  to  the  patentee  to  parcel  out  his 
one  monopoly  into  a  thousand  submonopolies.  He  may  make 
any  covenant  he  pleases  with  his  licensees,  and,  by  that  means 
may  dispose  of  his  special  licenses  to  great  profit ;  but  he  can 
not  compel  the  public  to  notice  or  regard  such  agreements,  or 
the  right  conferred  or  reserved  by  them.     If  his  licensees  do 


206  SOUTHERN    DISTRICT    OF    NEW   YORK. 

Metropolitan  Washing  Machine  Co.  v.  Earle. 

not  perform  their  agreements,  his  remedy  is  by  action  against 
them  on  his  covenants,  and  not  by  recourse  to  a  chancellor  to 
restrain  third  persons,  who  have  purchased  vulcanized  rubber 
from  his  licensees,  from  using  it,  when  it  is  theirs  for  any  pur- 
pose they  please. 

The  bill  does  not  complain  that  the  machines  sold  by  the 
defendants  are  made  out  of  rubber  purchased  from  one  who  had 
perverted  the  patented  process,  but  that  the  manufacturer  who 
made  them  did  not  buy  them  from  the  complaining  corporations, 
on  whom  Goodyear  assumes  to  have  the  power  of  conferring  a 
monopoly,  to  apply  his  rubber  to  that  purpose.  But  the  patent 
conferred  no  such  power  on  him  or  them.  Every  person  who 
pays  the  patentee  for  a  license  to  use  his  process  becomes  the 
owner  of  the  product,  and  may  sell  it  to  whom  he  pleases,  or 
apply  it  to  any  purpose,  unless  he  binds  himself  by  covenants  to 
restrict  his  right  of  making  and  vending  certain  articles  that 
may  interfere  with  the  special  business  of  some  other  licensees. 
The  contrivance  of  the  patentee  to  destroy  competition  may  be 
valid,  but  the  covenant  binds  only  the  parties  to  it.  If  a  stran- 
ger purchase  the  product  from  one  licensed  to  use  the  process, 
he  need  look  no  further,  and  may  use  it  for  his  own  purposes 
without  inquiring  for  or  regarding  any  private  agreement  of 
licensees  not  to  compete  with  one  another. 

In  conclusion,  the  right  of  the  Boston  Belting  Company  to 
use  the  process  in  their  manufacture  of  belting,  packing,  hose, 
pipe,  and  tubing  is  admitted,  consequently  that  Company  may 
tell  their  manufactures  to  whom  they  please,  without  inquiring  of 
the  purchaser,  or  imposing  any  condition  on  him  as  to  how  he 
shall  use  his  property. 

As  a  corollary  from  these  propositions,  it  follows  that  CoUey 
ic  Co.  may  convert  any  of  these  articles,  when  purchased  by 
them,  into  rollers  for  their  wringing  machines,  without  infring- 
ing the  rights  of  the  complainants,  whose  arrangements  to  cre- 
ate a  monopoly  can  not  affect  the  rights  of  Colley  &  Co.  to  do 
as  they  please  with  that  which  is  their  own. 

Injunction  refused  with  costs. 


NOVEMBER,     1 86 1.  dOy 


LiTingston  v.  Jonet. 


Laureston  R.  Livingston,  W.  B.  Copeland,  James 

k.  moorhead,  et  al. 

vs. 

J.  Hbrvey  Jones,  Alexander  M.  Wallingford, 

ET   AL.     In  Equity. 

Tiie  only  cases  in  which  the  measure  of  the  patentee*s  damages  is  the  amount  of  the 
infringer's  profit,  are,  when  the  inrention  is  of  some  new  machine,  or  a  new  form 
of  any  kind  of  known  machine,  which,  as  a  distinct  species  of  machine  or  mann- 
iactore,  b  more  valuable,  or  can  be  put  into  market  cheaper,  so  as  to  supersede  or 
exclude  other  machines  or  manufactures  of  the  same  genus  ;  and,  where  the  profit 
of  the  patentee  consists  in  a  complete  monopoly  of  the  right  to  make  and  vend 
the  new  machine  or  manu5icture  as  a  unit,  to  the  exclusion  of  all  competition. 

If  the  inventor's  profit  consists  neither  in  the  exclusive  use  of  the  thing  invented,  nor 
in  the  monopoly  of  making  it  for  othen  to  use,  but  in  having  a  general  use  of  it 
by  all  who  are  willing  to  pay  him  the  price  of  his  license,  then  the  non-payment 
of  the  license  fee  by  the  infringer  is  the  only  vrrong  done  to  the  patentee. 

It  is  plain  that  a  patentee,  whose  invention  is  only  valuable  because  used  by  all  who 
pay  a  license  fee,  has  fixed  his  own  measure  of  compensation,  aud  needs  none  of 
the  remedies  which  it  is  the  duty  of  the  chancellor  to  give  for  his  protection.  An 
injuncdon  would  do  him  no  good ;  an  account  is  not  wanted ;  and  the  only 
remedy  to  which  he  is  entitled  being  a  judgment  for  a  given  sum  of  money,  with 
interest,  a  court  of  law  is  his  proper  resort. 

Although  the  statute  gives  original  cognisance  of  patent  controversies  equally  to  courts 
of  equity  as  to  courts  of  law  j  and  consequently,  a  chancellor  may  decide  a  con- 
troversy as  to  infnngement  without  requiring  a  previous  verdict  in  a  court  of  law, 
yet  it  does  not  follow  that  all  distinctions,  as  to  remedies  granted  by  each  tribunal, 
are  to  be  abolished. 

A  court  of  law  can  not  issue  an  injunction,  nor  a  court  of  equity  take  jurisdicdon  to 
enforce  a  penalty  or  merely  punitive  damages.  Each  court  will  give  the  remedy 
peculiar  to  its  own  fiincdons. 

The  machine  being  a  unit,  a  specific  article  well  known  in  the  market,  having  peculiar 
value  because  of  the  patentee's  discovery  or  invention,  the  attempt  to  arbitrarily 
divide  the  profits  of  the  monopoly  of  the  whole  machine,  among  its  parts,  is 
without  precedent,  and  receives  no  countenance  from  the  case  of  Seywnur  v. 
McCormiekf  i6  How. 

(Beibre  Grxbr  and  McCandlvss,  J  J.,  Western  District  of  Pennsylvania,  November, 
1861.) 
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This  was  a  motion  to  modify  the  report  of  a  master  in  chan- 
cery. The  Court  having  found  infringement  in  the  cases  of 
Livingston  v.  Jones^  Vol.  I,  p.  521,  and  Adams  v.  Jones^  Vol.  I, 
p.  527,  the  case  was  referred  to  a  master  to  ascertain  and  report 
the  gains  and  profits  of  the  defendants,  by  reason  of  the  in- 
fringement. The  master  reported  that  the  net  profits  of  the 
defendants,  upon  all  the  locks  (including  the  entire  lock)  made 
or  sold  by  them,  were  $13,282.93. 

The  complainants  asked  for  a  decree  for  three  times  this 
sum,  under  the  authority  of  section  14  of  the  Act  of  1836. 

The  defendants  insisted  that  they  could  not  properly  be 
charged  with  the  profits  of  the  whole  lock  ;  but,  that,  as  the  claim 
of  Sherwood,  the  patentee,  was  limited  to  improvements  in  the 
case  of  the  lock  (see  Livingston  v.  yones^  Vol,  I,  p.  521),  and  the 
claim  of  Adams  (see  Adams  v.  Jones ^  Vol.  I.  p.  527),  was  limited 
to  improvements  in  the  latch  and  keeper,  they  were  liable,  if  at 
all,  only  for  so  much  of  the  net  profits  as  was  properly  derived 
from  those  portions. 

Distributing  the  profits  among  the  parts  of  the  lock,  in  pro- 
portion to  the  cost  of  each  part,  the  account,  as  stated  by  them, 
stood  thus  : 

Profits  on  the  case  (Sherwood*s  patent), 


C(  C( 


latch  and  keeper  (Adams*  patent), 


'*         '*         other  parti  of  the  lock, 


i(         it 


trimmings. 


$3."»3 

48 

1,111 

S3 

-  4,S77 

01 

4,360 

9' 

$13,182  93 


They  also  denied  the  right  of  a  court  of  equity  to  give  a  de- 
cree for  treble  damages. 

JVilliam  Bakewell  for  complainants. 

Stowe  &  Hampton  and  A.  W.  Loomis  for  defendants. 

Grier,  J. 

An  examination  of  the  facts  and  the  principles  of  Seymour  v. 
McCormick^  16  How.  480,  relied  on  by  both  sides  here,  and  a 
comparison  of  its  facts  with  those  presented  by  this  case,  will 
be  necessary  to  a  correct  decision  of  the  present  controversy. 

The   patent   of  the   reaping  machine   of   McCormick   had 
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expired,  but  McCormick  had  obtained  a  patent  for  a  small  addi- 
tion or  improvement  to  this  machine  (a  raker's  seat).  The 
machine  with  the  raker's  seat  did  not,  as  a  whole,  constitute  a 
new  machine  or  manufactured  article^  giving  an  entire  monopoly 
in  the  market  to  the  patentee  and  his  licensees.  The  patentee 
had  not  the  exclusive  right  of  making  or  selling  the  peculiar 
reaping  machine  as  one  invention.  He  could  not  supply  the 
market  with  the  machines  with  or  without  the  addition  of  the 
raker's  seat.  On  the  contrary,  his  price  for  a  license  to  make 
and  use  this  improvement  on  the  machine  was  ten  dollars. 
The  wrong  done  McCormick  was  the  non-pavment  of  the 
license  fee,  which  respondent  had  previously  paid.  The  Court 
below  had  instructed  the  jury  that  the  measure  of  damages  for 
infringing  the  patent  for  this  addition  or  improvement,  to  a  well 
known  machine,  should  be  the  profit  made  on  the  whole  ma- 
chine. This  was  decided  to  be  error.  The  Court  say  that 
there  can  not,  in  the  nature  of  things,  be  any  one  rule  of 
damages  which  will  apply  to  all  cases,  and  the  mode  of  ascer- 
taining the  damages  must  depend  upon  the  peculiar  nature  of 
the  monopoly  granted. 

/If  the  inventor's  profit  consists  neither  in  the  exclusive  use  • 
ipf  the  thing  invented,  nor  in  the  monopoly  of  making  it  for 
others  to  use,  but  in  having  a  general  use  of  it  by  all  who  are 
willing  to  pay  him  the  price  of  his  license,  then  the  non-pay- 
ment of  the  license  fee  by  the  infringer  is  the  only  wrong  done 
to  the  patentee.  The  only  cases  in  which  the  measure  of  the 
patentee's  damages  is  the  amount  of  the  infringer's  profit,  are, 
when  the  invention  is  of  some  new  machine,  or  a  new  form  of 
any  kind  of  known  machine,  which,  as  a  distinct  species  of 
machine  or  manufacture,  is  more  valuable,  or  can  be  put  into 
market  cheaper,  so  as  to  supersede  or  exclude  other  machines 
or  manufactures  of  the  same  genius ;  and  where  the  profit  of 
the  patentee  consists  in  a  complete  monopoly  of  the  right  to 
make  and  vend  the  new  machine  or  manufacture  as  a  unit,  and 
in  the  exclusion  of  all  competition.  In  such  a  case,  the  only 
measure  of  damage  in  a  court  of  equity  is  the  amount  of  profits 
made  by  the  infringer,  and  it  is  in  such  cases  that  the  injured 
party  should  seek  his  remedy  in  a  court  of  chancery,  where  he 
27 
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can  have  a  decree  for  an  account,  and  an  injunction  to  protect 
his  monopoly.  But  it  is  plain  that  a  patentee,  whose  invention 
is  only  valuable  because  used  by  all  who  pay  a  license  fee,  and 
who  suffers  no  other  wrong  than  the  detention  of  such  fee,  has 
fixed  his  own  measure  of  compensation,  and  needs  none  of  the 
remedies  which  it  is  the  duty  of  the  chancellor  to  give  for  his 
protection.  An  injunction  would  do  him  no  good  ;  an  account 
is  not  wanted  ;  and  the  only  remedy  to  which  he  is  entitled 
being  a  judgment  for  a  given  sum  of  money,  with  interest,  a 
court  of  law  is  his  proper  resort,  where  also  he  may  recover  a 
penalty  to  the  extent  of  treble  damages,  if  the  judge  sees  fit  to 
inflict  it.) 

An  mjunction  is  never  granted  vindictively,  but  only  when 
it  is  necessary  to  protect  the  rights  of  the  complainant.  An 
account  can  not  be  required  unless  where  a  knowledge  of  the 
profits  made  by  the  infringer  is  necessary  to  a  just  determination 
of  the  controversy. 

Although  the  statute  gives  original  cognizance  of  patent  con- 
troversies equally  to  courts  of  equity  as  to  courts  of  law,  and 
consequently,  the  chancellor  may  decide  a  controversy  as  to  in- 
fringement without  requiring  a  previous  verdict  in  a  court  of 
law,  yet  it  does  not  follow  that  all  distinction,  as  to  remedies 
granted  by  each  tribunal,  is  to  be  abolished  ;  a  court  of  law  can 
not  issue  an  injunction,  nor  a  court  of  equity  take  jurisdiction 
to  enforce  a  penalty,  or  merely  punitive  damages.  Each  court 
will  give  the  remedy  peculiar  to  its  own  functions.  The  rem- 
edies of  a  court  of  chancery  are  by  injunction  and  account: 
penalties  and  vindictive  damages  can  be  recovered  only  in  courts 
of  law.  The  case  of  Dean  v.  Mason ^  20  How.  203,  was  one 
where  the  monopoly  of  use  of  a  patented  machine  (a  planing 
machine),  in  a  particular  county,  had  been  infringed.  It  is  said 
in  such  a  case,  that  ^^the  rule  of  damages  is  the  amount  of 
profits  received  by  the  unlawful  use  of  the  machines,  as  this,  in 
general,  is  the  damage  done  to  the  owner  of  the  patent."  The 
Court  afterward  say:  "Generally  this  is  sufficient  to  protect 
the  rights  of  the  owner.  But  where  the  wrong  has  been  done 
under  aggravated  circumstances,  the  Court  has  the  power,  under 
the  statute,  to  punish  it  adequately  by  an  increase  of  the  dam- 
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ages."  This  is  no  doubt  correct  as  a  general  proposition.  But 
the  question  whether  a  chancellor  would  interfere  to  punish 
parties  by  assuming  the  functions  of  a  common  law  court,  and 
whether  the  remedies  given  in  a  court  of  chancery  should  not 
be  such  as  are  peculiar  to  that  jurisdiction,  was  not  before  the 
Court. 

These  remarks  as  to  inflicting  penal  damages,  though  a  little 
out  of  regular  order,  have  been  made  in  answer  to  an  argument 
of  the  learned  counsel  in  this  case,  in  which  he  questions  the 
correctness  of  our  remarks  on  this  subject  in  the  case  of  Sanders 
V.  Logan^  p.  167,  and  9  Amer.  Law  Reg.  477. 

The  great  question  of  the  case  now  recurs :  Is  this  Janus- 
faced  lock  a  peculiar  and  distinct  machine,  introduced  into 
market  as  a  cheaper  and  better  article,  than  other  machines 
without  the  peculiar  characteristic  of  the  patented  one  ?  Does 
the  value  of  the  patent  to  its  owners  consist  in  the  close  mo- 
nopoly of  the  right  to  make  and  sell  this  species  of  lock  as 
one  individual  machine  ?  Has  it  peculiar  characteristics  which 
distinguish  it  from  other  machines  of  the  same  genus,  and  which 
give  it  a  peculiar  value  in  market  ?  If  so,  the  complainants  have 
a  right  to  demand  that  the  defendants,  who  have  infringed  their 
exclusive  right  to  make  and  sell  this  peculiar  machine  or  man- 
ufacture, are  justly  liable  to  refund  all  the  net  profits  made  by 
such  infringement.  If,  on  the  contrary,  the  patent  is  for  some 
addition  or  improvement  on  an  old  and  well-known  implement, 
or  some  separate  part  or  device  thereof  of  small  importance 
compared  with  the  whole — if  the  license  to  use  the  improve- 
ment or  addition  was  sold  as  separate  and  distinct  from  the 
whole  machine,  the  measure  of  damage  would  be  the  price  of  a 
license^  and  not  the  profit  made  by  the  exclusive  right  to  make 
and  sell  the  whole  machine. 

The  history  of  this  invention,  its  object  and  results  are  fully 
stated  in  the  case  of  Livingston  v.  Jones^  Vol.  I,  p.  521,  between 
these  same  parties,  when  the  originality  of  Sherwood's  invention 
was  assailed. 

The  claim  of  the  Sherwood  patent  was  for  *^  making  the  case 
of  door  locks  and  latches  doubled-faced,  or  so  finished  that  either 
side  may  be  used  for  the  outside."     The  arrangements  of  the 
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internal  parts  of  the  lock  and  devices  necessary  to  such  a  lock, 
are  set  forth  in  the  specification.  They  were  rather  complex, 
and  required,  in  order  to  change  the  lock  from  a  right-hand 
to  a  left-hand  lock,  that  it  should  be  opened  and  some  change 
made  in  the  position  and  arrangements  of  the  internal  parts. 
For  the  purpose  of  the  present  discussion  it  is  unnecessary  to 
describe  these  devices.  The  name  "  Janus-faced  "  locks  was 
given  to  this  machine,  to  distinguish  it  from  others  which  had 
not  its  peculiar  qualities.  Now,  it  is  evident,  that  although  the 
patent  of  Sherwood  may  be  said  to  be  for  an  improvement  in 
the  manufacture  of  locks,  a  well-known  implement  or  machine, 
nevertheless,  the  lock  contrived  by  him  was  a  new  and  different 
species,  having  certain  qualities  differing  from  all  other  locks  ; 
that  the  Janus-faced  lock  is  a  specific  article  (although  of  the 
genus  lock),  known  in  the  market,  having  peculiar  value  ;  and 
that  the  value  of  the  monopoly  granted  by  the  patent  consisted 
in  the  exclusive  right  to  manufacture  this  peculiar  machine 
without  any  competition,  and  have  all  the  profits  of  such  mo- 
nopoly. The  respondents  have  made  large  gains  by  trespassing 
on  the  rights  of  the  complainants.  The  profits  they  made  by 
this  trespass  justly  belong  to  the  true  owner.  They  have  par- 
taken equally  with  the  complainants  in  the  profits  of  the  mo- 
nopoly granted  to  them  alone,  without  license  and  in  defiance  of 
their  rights.  The  only  measure  of  the  redress  to  which  the 
complainants  are  entitled  is  an  account  of  the  actual  profits  made 
by  respondents.  It  has  been  argued  that  this  is  not  full  measure 
of  compensation  for  the  injury  done  to  complainants,  but  it  is 
all  that  can  be  made  matter  of  account  in  equity  ;  all  that  is 
specifically  claimed  in  the  bill,  and  all  that  comes  properly 
within  the  sphere  of  the  remedies  administered  by  a  chancellor. 
The  machine  being  a  unit,  a  specific  article  well  known  in 
the  market,  having  peculiar  value  because  of  the  patentee's  dis- 
covery or  invention,  the  attempt  to  arbitrarily  divide  the  profits 
of  the  monopoly  of  the  whole  machine  among  its  parts  is  with- 
out precedent,  and  receives  no  countenance  from  the  case  of 
Seymour  v.  McCormick. 

Decree  for  $13,282.93. 
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As  to  the  case  of  Adams  v.  Jones^  the  Court  said :  **  The 
complainants  are  sole  owners  of  the  right  to  make  this  improved 
machine,  either  with  or  without  the  improvement  invented  by 
Adams.  As  equitable  owners  of  their  partner's  invention,  and 
their  claim  being  for  the  infringement  of  their  exclusive  right 
to  make  the  machine  with  or  without  it,  their  damages  can 
neither  be  apportioned  nor  increased,  in  consequence  of  the 
mistake  of  a  separate  suit  on  the  Adams  patent.  A  decree  for 
profits  on  the  whole  machine  to  the  partners  jointly,  will  pre- 
clude any  claim  by  any  one  of  them  for  a  particular  part." 

The  Court,  therefore,  in  decreeing  $13,282.93  to  Livingston 
&  Co.,  in  the  first  case,  render  a  decree  for  one  cent  in  the 
case  of  Adams  v.  Jones, 


Conrad  Poppenhusen 

vs. 

Oscar  Falke,  Edward  Simon,  et  al.     In  Equitv. 

The  qoescion  whether  the  improvement  claimed  in  a  patent  required  invention  or  not, 
it,  in  an  action  at  law,  proper  to  be  considered  by  a  jury. 

A  patent  for  the  use  of  oil  or  equivalent  substance  to  prevent  the  gum  from  sticking  to 
the  molds  during  the  process  of  vulcanization  and  to  aid  in  the  expulsion  of  air, 
is  infringed  by  the  use  of  spirits  of  turpentine,  if  the  latter  substance  accomplishes 
the  same  results  in  the  same  way,  and  by  substantially  the  same  properties  of  mat- 
ter in  the  material  used. 

The  reissued  tin  foil  patent  of  L.  Otto  P.  Meyer  embraces  the  use  and  application  of  all 
metal  plates  that  are  sufficiently  flexible  to  be  used  in  substantially  the  same  way, 
and  with  substantially  the  same  results,  that  tin  foil  could  be  used  when  applied, 
not  only  to  irregular,  but  to  plain  flat  sheets  of  the  compound. 

The  addition  to  the  patented  contrivance  of  an  immaterial  or  useless  element,  which 
the  patentee  dispenses  with,  can  not  relieve  a  defendant  from  the  charge  of 
infringement. 

Although  the  object  of  a  reissue  is  to  extend  the  monopoly  beyond  the  limits  assigned 
to  it  by  a  judicial  construction,  and  the  desirableness  of  a  reissue  may  have  been 
first  suggested  by  such  a  construction,  the  inference  that  the  reissue  is,  therefore, 
fraudulent  and  void,  it  wholly  inadmissible. 
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It  not  anfrcquently  happens  that  a  judicial  interpretation  of  the  specification  or  claim  of 
a  patent,  or  both,  discloses  to  the  patentee,  for  the  first  time,  the  defects  in  the 
instrument,  and  shows  him  that  he  has  unwittingly  restricted  his  rights  within 
narrower  limits  than  his  discovery,  or  so  inartiiicially  described  his  invention  that 
he  has  failed  to  secure  any  substantial  advantage  firom  it. 

Such  a  disclosure  furnishes  a  proper  occasion  for  a  surrender  and  reissue,  when  the  error 
is  inadvertent,  and  is  clearly  within  the  beneficent  design  of  the  statute. 

To  hold  that  the  inventor  should  not  be  allowed  to  restate  his  claims  by  the  use  of  new 
terms,  would  defeat  the  object  of  the  law,  and  abridge  or  strangle  the  inventor*s 
rights  with  the  imperfect  language  in  which  he  has  attempted  to  clothe  his 
discovery. 

(Before  Nilson  and  Shipman,  JJ.,  Southern  District  of  New  York,  February,  1862.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  the  patents  granted  to  L.  Otto  P.  Meyer  which  are 
more  particulary  referred  to  in  the  reports  of  the  cases  of  Pop^ 
penbusen  v.  N.  T.  Gutta  Percha  Comb  Co.^  pp.  62,  74,  and  80, 
and  of  Poppenhusen  v.  Falke^  p.  181.  In  the  last  named  case,  a 
motion  for  a  provisional  injunction  was  granted  upon  the  ^^  grease 
patent,"  and  denied  upon  the  ^^tin  foil  patent."  This  case  now 
came  on  for  final  hearing  upon  both  patents  and  was  argued 
before  the  full  bench. 

George  D,  Sargent  and  C  M,  Keller  for  complainant. 

Abbett  £5f  Fuller  and  T.  A,  Jenckes  for  defendants. 

Shipman,  J. 

In  deciding  the  controversy  between  the  parties  to  this  suit, 
we  do  not  feel  called  upon  to  discuss  in  detail  the  mass  of  mat- 
ter which  has  been  introduced  into  the  case.  Much  of  it,  if 
not  wholly  immaterial,  sheds  but  a  feeble  light  on  the  main 
points  upon  which  the  rights  of  the  parties  must  rest,  and  it  is 
to  these  points,  and  the  facts  and  principles  directly  bearing  upon 
them,  that  we  shall  direct  what  we  have  to  say. 

Before  stating  these  points,  and  the  conclusions  to  which  we 
have  come,  it  will  be  well  to  refer  to  the  subject-matter  of  the 
patents  in  question,  and  to  the  litigation  which  preceded  this 
bill. 

In  the  year  185 1,  Nelson  Goodyear  patented  the  peculiar 
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substance  known  as  the  hard  compound  of  India  rubber.  He 
produced  this  remarkable  material  by  combining  sulphur  with 
the  native  rubber  in  certain  proportions,  and  subjecting  the 
compound  to  a  high  degree  of  heat.  The  material  produced 
by  this  combination,  when  operated  on  by  the  proper  degree  of 
heat,  proved  to  be  of  great  value  and  well  adapted  to  a  great 
variety  of  uses.  It  is  free  from  any  disagreeable  odor,  impene- 
trable to  ordinary  fluids,  hard,  like  ebony  or  ivory,  susceptible 
of  polish,  and  with  an  elasticity  similar  in  kind  to  that  of  tem- 
pered steel.  For  many  purposes  of  utility  and  ornament,  its 
value  is  proved  by  its  extensive  use  in  the  community.  But 
the  manufacture  of  this  substance  into  articles  for  use  was 
attended  with  difficulty,  as  it  was  both  hard  and  brittle ; 
although  the  combination  of  sulphur  and  native  rubber,  before 
the  heat  in  acting  upon  them  had  fused  the  mass  and  evolved 
the  new  substance,  was  soft  and  plastic.  It  was  obvious  that 
any  contrivance  that  would  impress  on  the  mass,  while  in  its 
soft  and  plastic  state,  the  precise  or  approximate  form  ultimately 
desired,  and  preserve  that  form  through  all  the  stages  of  indura- 
tion, until  it  was  rigidly  fixed  in  the  new  material  evolved, 
would  be  of  great  value.  It  would,  in  effect,  enable  the  artisan, 
while  working  in  a  soft  and  yielding  substance,  to  produce  any 
desired  form  or  surface,  in  a  material  of  a  hard  and  compara- 
tively indestructable  character.  It  was  to  accomplish  this  de- 
sirable end  that  the  two  inventions  set  forth  in  this  bill  were 
made.  These  inventions  were  made  and  patented  by  one  L. 
Otto  P.  Meyer,  and  are  known  as  the  "grease  patent"  and  the 
"tin  foil  patent.'^  The  first  was  issued  December  20,  1853; 
the  second  was  issued  April  4,  1854,  and  reissued  August  16, 
1859.  Subsequently  to  the  original  issue  of  these  patents,  they 
were  both  assigned  to  the  complainant  in  this  bill,  who  now 
owns  them,  and  who  seeks  to  enjoin  the  respondents  from  using 
what  he  alleges  to  be  infringements  of  each. 

At  the  April  term  of  this  Court,  in  1858,  before  the  late 
Judge  Ingersoll  and  a  jury,  an  action  at  law,  brought  by  the 
present  complainant  against  the  New  York  Gutta  Percha  Comb 
Company,  was  heard  and  determined,  which  resulted  in  a  ver- 
dict for  the  plaintiiF  on  both  patents,  sustaining  the  validity  of 
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each.  With  this  verdict  the  judge  who  presided  was  satisfied, 
and  on  July  3,  1858,  after  full  hearing,  on  a  motion  for  a  pre- 
liminary injunction  against  the  same  defendants  in  the  action  at 
law,  enjoined  them  from  any  further  violation  of  the  rights 
secured  by  each  of  these  patents. 

At  the  October  term  of  this  Court,  1858,  a  motion  was  made 
for  an  attachment  for  an  alleged  contempt  in  violating  that  in- 
junction. On  January  4,  185Q,  Judge  Ingersoll  filed  his 
opinion,  dismissing  the  motion  on  grounds  that  will  be  referred 
to  hereafter. 

There  has  also  been  some  litigation  in  the  district  of  New 
Jersey,  to  which  it  is  not  necessary  here  to  refer.  The  history 
of  it  appears  in  the  proofs  and  exhibits. 

Subsequent  to  the  filing  of  Judge  Ingersoll's  opinion,  dis- 
missing the  motion  for  an  attachment,  already  referred  to,  the 
tin  foil  patent  was  surrendered,  and  a  new  one  issued  on  an 
amended  specification.     The  grease  patent  has  not  been  reissued. 

The  present  bill  is  brought  on  the  grease  patent,  and  on  the 
reissued  tin  foil  patent.  After  the  filing  of  the  bill  a  motion 
was  made  for  a  preliminary  injunction,  which  was  granted,  on 
the  grease  patent;  but  for  reasons  set  forth  in  an  opinion  which 
appears  among  the  papers  in  the  case,  was  denied  on  the  tin  foil 
patent. 

We  come  now  to  the  questions  involved  in  the  present  suit, 
and  we  will  consider  first  those  which  relate  to  the  grease  patent. 
This  patent,  in  its  present  form,  has  been  sustained  by  a  verdict 
in  which  the  Court  that  tried  the  cause  appears  to  have  concur- 
red. Indeed,  the  respondents  in  this  case  do  not  seriously 
impugn  its  validity.  The  amount  of  inventive  fertility  or  skill 
required  to  conceive  and  put  in  practice  the  ideas  involved  in  it, 
was  certainly  not  large.  But  the  question,  whether  it  required 
invention  or  not,  was  one  to  be  submitted  to  the  jury  in  the 
trial  before  them.  Their  verdict  sustained  the  patent,  and  we 
see  no  reason  to  disturb  the  conclusion  to  which  they  came. 
The  only  question,  then,  left  for  our  decision  in  the  present 
case,  is  that  of  infringement.  The  invention  claimed  by  Meyer, 
in  this  patent,  is  for  ^^  producing  smooth  and  glossy  surfaces 
upon  the  hard  compound  of  caoutchouc  and  other  vulcanizable 
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gums,  by  means  of  the  use  of  oil  or  other  equivalent  substance 
applied  to  the  surface  of  the  prepared  gum  and  the  plates  of 
metal  or  molds,  substantially  as  therein  described.*'  For  this 
purpose,  his  specification  states  that  animal  or  vegetable  oils,  or 
concrete  fats,  may  be  used.  The  application  of  these  materials 
prevents  the  sticking  of  the  gum  or  compound  to  the  plates  or 
molds  between,  or  in  which  it  is  placed  and  kept  during  the  pro- 
cess of  vulcanization,  and  aids  in  the  expulsion  of  air  from  be- 
tween the  plates  and  the  gum  when  they  are  pressed  or  rolled 
into  contact.  It  is  obvious,  and  experience  demonstrates,  that 
this  application  gives  a  smooth  and  glossy  surface  to  the  com- 
pound, which  remains  when  the  plates  are  removed. 

The  respondents  insist  that  they  do  not  use  oil  or  concrete 
fat,  or  the  equivalent  of  either.  They  admit  that  they  use  spir- 
its of  turpentine,  with  a  small  quantity  of  rubber  dissolved  in  it. 
We  are  inclined  to  the  opinion  that  this  solution,  as  they  term 
it,  IS  an  equivalent  for  the  materials  covered  by  the  Meyer  pat- 
ent. For  all  the  purposes  for  which  it  is  applied  in  this  process, 
it  accomplishes  the  same  results  in  the  same  way,  and  by  sub- 
stantially the  same  properties  of  matter  in  the  material  used. 
A  small  quantity  of  rubber  might  be  dissolved  and  mixed  with 
the  liquid  product  of  the  castor  oil  bean,  or  the  olive,  and  ac- 
complish the  same  result,  but  would  be  clearly  within  the  Meyer 
patent,  as  we  think.  Whether  the  addition  of  the  small  quantity 
of  rubber  used  by  the  respondents  would  be  an  improvement  to 
the  oil,  we  need  not  stop  now  to  inquire.  The  turpentine  may  be 
an  inferior  equivalent,  and  may  be  improved  by  the  addition  of 
the  dissolved  rubber,  bift  lye  think,  upon  the  evidence,  that  it  is 
shown  to  be  an  equivalent,  and  that  its  use  is  an  infringement  of 
the  Meyer  patent.  The  injunction,  therefore,  must  be  made 
perpetual. 

But  the  most  important  questions  in  this  controversy  relate 
to  the  tin  foil  patent.  This  patent,  under  the  original  issue,  was, 
as  already  remarked,  the  subject  of  litigation  before  Judge  In- 
GERSOLL  and  a  jury.  The  validity  of  the  patent  \yas  sustained, 
and  subsequently  the  judg^  who  presided  at  the  trial,  granted, 
after  full  hearing,  an  injunction  on  thisf  as  well  ^s  pn  the  grease 
patent.  We  discover  nothing  in  the  evidence  before  us  that 
28 
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leads  us  to  doubt  the  correctness  of  that  result.  The  trial  be- 
fore the  jury  seems  to  have  been  full  and  thorough,  and  the  judge 
who  presided  having  approved  the  verdict,  we  should  hesitate 
long  before  we  disturbed  it,  unless  clear  proof  was  presented  that 
some  error  had  intervened.  But  we  are  satisfied  from  an  exam- 
ination of  the  evidence  presented  in  support  of  this  bill,  and  by 
the  respondents  in  reply,  that  Meyer  was  the  first  to  apply  tin 
foil  and  its  equivalents  to  the  preservation  of  the  forms  and 
shapes  of  the  hard  rubber  compound  during  the  process  of  vul- 
canization. 

We  are  clear,  also,  that  the  invention,  as  described  in  the 
original  patent,  applied  as  well  to  flat  sheets  and  plain  surfaces, 
as  to  those  which  were  molded  or  wrought  into  irregular  and 
configurated  forms.  On  this  point  it  is  not  necessary  to  enlarge 
here,  but  we  affirm  the  views  stated  in  the  opinion  denying  the 
motion  for  a  preliminary  injunction. 

After  the  original  tin  foil  patent  had  been  sustained  by  a 
verdi.ct,  and  by  a  preliminary  injunction  immediately  following 
that  verdict,  a  motion  was  made  before  Judge  Ingersoll  for  an 
att^ichment  for  an  alleged  violation  of  the  injunction.  This 
motion  was  denied,  on  the  ground  that  it  was  not  proved  that 
the  metal  plates  used  by  the  respondents  in  that  motion  were 
equivalents  of  tin  fotl^  and  within  the  scope  of  the  injunction. 
We  do  not  doubt  the  correctness  of  Judge  Ingersoll's  decision 
of  that  motion.  The  litigation,  up  to  that  point,  had  related 
to  the  fact  of  the  invention  rather  than  to  its  scope.  The  par- 
ticular subject-matter  upon  which  the  attention  of  the  triers 
appears  to  have  been  expended,  was  the  validity  of  the  patent 
so  far  as  it  secured  the  exclusive  right  to  use  tin  foil  in  the 
manufacture  of  embossed  or  configurated  forms.  Neither  on 
the  trial  to  the  jury,  nor  on  the  motion  for  an  injunction,  does 
there  appear  to  have  been  any  effort  to  fix  the  limits  of  the 
invention,  either  by  construction  or  by  proof,  so  far  as  these 
limits  depended  upon  the  question  as  to  what  materials  were  or 
were  not  the  equivalents  of  tin  foil.  In  his  opinion.  Judge 
Ingersoll  remarked:  ^^ Since  the  injunction  issued,  the  defend- 
ants have  not  used  or  applied  tin  foil  in  the  process  of  vulcan- 
ization.    They  have,  however,  used  sheets  of  brass  and  sheets 
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of  tin,  something  like  roofing  tin,  for  that  purpose,  and  it  is 
claimed  that  the  sheets  of  tin,  so  used,  are  an  equivalent  for  tin 
foil,  and,  therefore,  equally  to  be  prohibited  to  be  used  by  the 
defendants. 

^*'  It  is  not  claimed  that  all  plates  or  sheets  of  tin  or  other 
metals  are  equivalents  for  tin  foil.  The  opinion  of  the  Court, 
on  granting  the  injunction,  is  against  any  such  claim,  for  the 
Court  say  that  it  had  been  common,  before  the  patent  to 
Meyer,  to  place  the  material  between  plates  of  tin  or  other 
metals,  so  that  the  material  would  be  in  close  contact  with  the 
plates  to  preserve  its  form.  It  is  admitted  that  there  is  a  sub- 
stantial difference  between  some  plates  or  sheets  of  metal  and 
tin  ioil.  But  it  is  claimed  that  the  sheets  of  brass  and  tin  used 
by  the  defendants  are  an  equivalent  for  tin  foil ;  that  they  are 
substantially  like  it;  that  they  substantially  perform  the  same 
office  in  the  same  way.  They  are  not  rigid.  They  are  some- 
what flexible  ;  but  not  sufficiently  flexible  to  make  them  an 
equivalent  for  tin  foil.  They  can  not  be  molded  into  any 
desired  shape  and  form,  as  tin  foil  can.  They  are  like  rigid 
plain  plates  or  sheets,  fitted  only  for  plain  surfaces.  They  can 
not  be  said  to  be  tin  foil  or  its  equivalent ;  and  the  defendants 
were  restrained  only  against  the  use  of  tin  foil  or  its  equivalent. 

^*'  The  complainant  claims  that  the  patent  is  for  the  use  not 
only  of  tin  foil,  but  also  for  the  use  of  all  sheets  of  metal  that 
are  not  rigid.  This  construction  was  not  put  upon  the  patent, 
either  on  the  trial  at  law,  or  on  the  trial  of  the  bill  for  an 
injunction  ;  such  construction  was  not  claimed  on  either  of  said 
trials.  The  defendants  were  not  restrained  from  the  use  and 
application  of  tin  or  other  sheets  of  metal  that  were  rigid,  but 
only  from  the  use  and  application  of  tin  foil  or  its  equivalent. 
Tin  foil  does  not  include  all  sheets  of  metal  that  are  not  rigid  ; 
and  if  it  is  to  be  claimed  that  the  patent  is  for  the  use  and 
application  of  all  sheets  of  metal  that  are  not  rigid,  the  defend- 
ants should,  if  the  patent  will  bear  that  construction,  have  an 
opportunity  to  show  that  the  use  and  application  of  such  sheets 
was  not  new  when  the  patent  was  obtained.  As  yet,  no  such 
construction  has  been  put  on  the  patent. '* 

Since  the  rendition  of  that  opinion,  the  patent  has  been  reis- 
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sued  ;  and,  according  to  our  construction,  it  embraces  the  use 
and  application  of  all  metal  plated  that  are  sufficiently  flexible 
to  be  used  in  substantially  the  tame  way,  with  substantially  the 
same  results,  that  tin  foil  could  be  used  when  applied  not  only 
to  irregular,  but  to  plain  flat  sheets  of  the  compound.  It  covers, 
in  our  judgment,  all  plates  that  are  sufficiently  flexible  to  admit 
of  their  being  rolled  upon  the  compound  substantially  in  the 
manner  described  in  the  reissued  Meyer  patent,  and  so  firmly 
united  as  to  expel  the  air,  and  secure  the  adhesion  of  the  plates 
and  compound,  through  the  process  of  vulcanization,  without 
the  necessity  of  other  pressure  or  force. 

We  are  of  the  opinion  that  the  proofs  in  the  present  case  fully 
maintain  the  claim  that  the  original  invention  of  Meyer  was 
co-extensive  with  this  construction  of  the  reissued  patent. 

The  respondents  allege  that  they  use  other  pressure  or  force ; 
that  they  confine  the  mass,  or  series  of  plates  of  metal  and 
sheets  of  compound,  between  rigid  outside  plates  of  iron,  held 
together  by  means  of  clamps  or  screw-bolts,  and  thus  compress 
the  pile.  But  we  have  searched  the  evidence  in  vain  for  proof 
of  the  necessity  or  utility  of  these  outside  iron  plates.  We  think 
that,  as  the  defendants  use  them,  these  iron  plates  hold  between 
them  the  soul  and  body  of  Meyer's  invention.  Upon  the 
proofs,  we  judge  them  to  be  neither  material  nor  useful,  and 
can  not  see  how  they  relieve  the  respondents  from  the  charge 
of  infringement. 

It  was  suggested,  on  the  argument,  that  it  would  appear,  by 
a  comparison  of  the  original  and  reissued  patents  in  the  light  of 
Judge  Ing£Rsoll*s  opinions,  that  the  object  of  the  reissue  was  to 
extend  the  monopoly  secured  by  the  patent  beyond  the  limits 
assigned  to  it  by  those  opinions. 

This  may  be,  and  doubtless  is,  true.  It  is  quite  likely,  too, 
that  the  necessity,  or  at  least  desirableness  of  a  reissue,  was 
first  suggested  by  the  the  remarks  of  Judge  Ingersoll  in  defining 
the  original  patent. 

But  the  inference  that  we  are  asked  to  draw  from  this  fact, 
that  the  reissue  was  therefore  fraudulent  and  void,  is  wholly 
inadmissible.  It  not  unfrequently  happens  that  a  judicial  inter- 
pretation of  the    specification  or  claim  of  a   patent,  or   both. 
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discloses  to  the  inventor  and  patentee,  for  the  first  time,  the  de- 
fects in  the  instrument,  and  shows  him  that  he  has  unwittingly 
restricted  his  rights  within  narrower  limits  than  his  discovery,  or 
so  inartificially  described  his  invention  that  he  has  failed  to  secure 
any  substantial  advantage  by  it.  Such  a  disclosure  furnishes  a 
proper  occasion  for  a  surrender  and  reissue,  when  the  error  was 
inadvertent,  and  is  clearly  within  the  beneficent  design  of  the 
statute.  The  judicial  mind  gives  a  legal  construction  to  the  lan- 
guage of  the  instrument,  and  this  construction  may  reveal  the 
fiict  that  the  terms  used  fail  to  cover  the  invention.  To  hold 
that  the  inventor  should  not  be  allowed  to  restate  his  claims  by 
the  use  of  new  terms,  would  defeat  the  object  of  the  law,  and 
abridge  or  strangle  the  inventor's  rights  with  the  imperfect  lan- 
guage in  which  he  has  attempted  to  clothe  his  discovery. 

It  is  hardly  necessary  to  add  that  we  discover  no  evidence  of 
fraud  tending  to  invalidate  the  reissued  tin  foil  patent.  An  in- 
junction must  therefore  issue. 


Mr.  Justice  Nelson  concurs  in  this  opinion. 


The   Clark   Patent   Steam  and    Fire   Regulator 

Company 

vs. 

Charles  W.  Copeland. 

Clark*!  patent  it  for  a  mecbaniim,  to  organised  and  connected  to  the  boiler  of  a  tteam 
engine  or  tteam  generator,  that,  when  properly  set  to  a  given  pretiore  in  the  boiler 
or  generator,  it  will,  aatomatically  and  promptly,  by  force  of  the  preuure  in  the 
boiler  or  generator,  open  and  close  the  damper,  at  the  pretsvre  in  the  boiler  or 
generator  rises  above  or  falls  below  the  figure  at  which  the  mechanism  is  set. 

In  order  to  find  this  invention  anticipated  in  a  prior  printed  publication,  the  jury  must 
find,  from  the  evidence,  that  the  description  embodies  substantially  the  same 
prgamiaed  wuckmnitm^  operating  substantially  in  the  same  manner  as  that  described 
in  Clark*s  patent. 
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Where  a  patent  is  oflfered  in  evidence  as  proof  of  prior  invention,  the  construction  of 
such  patent,  as  of  other  written  or  printed  instruments,  is  a  duty  which  devolves 
upon  the  Court. 

It  is  a  pertinent  question,  if  the  mechanism  described  in  the  prior  patent  was  substan- 
tially the  same  as  the  plaintiff^s,  organized  and  capable  of  operating  substantially 
in  the  same  way,  why,  during  the  period  of  nearly  thirty  years  that  it  was  known 
to  the  world,  it  was  not  applied  to  the  same  use  as  the  plaintiff's  f 

Old  instruments,  placed  in  a  new  and  different  organization,  producing,  in  such  new 
organization,  different  results,  or  the  same  results,  by  a  new  and  difiierent  mode  of 
operation,  do  not  prevent  such  newly-organized  mechanism  firom  being  patentable. 

With  regard  to  the  degret  of  mental  labor  and  inventive  skill  required  in  the  work  of 
invention,  the  law  has  no  nice  or  rigid  standard.  There  must  be  Mome  inventive 
skill  exercised,  but  the  degree  of  that  skill  is  not  material. 

It  not  unfrequently  happens,  in  the  progress  of  the  mechanic  arts,  that  the  time  arrives 
when  the  whole  atmosphere  of  inventive  thought  is  quickened  with  the  life  of  an 
approaching  discovery,  that  many  lines  of  investigation  and  experiment,  converg- 
ing for  a  long  time  toward  the  point,  almost,  but  not  quite,  reach  it ;  when,  at 
last,  some  mind,  by  a  happy  thought,  supplies  some  new  element,  or  instrument  or 
mode  of  organization,  and  instantly  gives  birth  to  the  organized  idea. 

(Before  Shipman,  J.,  Southern  District  of  New  York,  February,  1862.) 

This  was  an  action  in  the  case  tried  by  Judge  Shipman  and 
a  jury,  to  recover  damages  for  the  alleged  infringement  of  letters 
patent  for  an  ^^  improved  safety  apparatus  for  steam  boilers/' 
granted  to  Timothy  Clark,  August  21,  1847,  ^^^  extending  for 
seven  years  from  August  21,  1 861. 

The  improvement  consists  in  the  employment  of  a  flexible 
vessel,  which  is  expanded  by  the  pressure  of  the  steam ;  the 
outside  of  the  said  vessel  being  connected  with  the  damper  or 
valve  which  regulates  the  draught  or  blast,  by  a  lever  or  levers 
controlled  by  a  weight  or  spring,  set  to  the  required  pressure  of 
steam,  so  that  when  the  pressure  in  the  boiler  exceeds  the 
required  pressure,  the  weight  or  spring  shall  be  lifted  to  close 
the  damper  or  valve,  to  check  the  iire ;  and  when  the  pressure 
in  the  boiler  falls  below  such  required  pressure,  the  weight  or 
spring  preponderating,  shall  produce  motion  in  the  opposite  di- 
rection to  open  the  damper  or  valve,  and  thereby  increase  the 
intensity  of  the  fire. 

The  effect  is  to  maintain  a  uniform  pressure  in  the  boiler, 
avoid  the  wasteful  use  of  fuel,  and  prevent  explosions. 

The  disclaimer  and  claim  of  the  patent  were  as  follows: 
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"I  am  aware  that  dampen  for  steam  boilers  have  been  operated  by  the  pressure  of 
the  steam,  by  means  of  pistons,  in  various  ways ;  and,  therefore,  I  do  not  claim  the 
opening  and  closing  of  the  dampers  by  the  pressure  of  the  steam  by  means  of  pistons. 

**  But  what  I  do  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is  the 
application  of  an  elastic  vessel,  substantially  as  is  herein  described,  instead  of  the  piston, 
whereby  the  friction  of  the  piston  is  avoided,  and  the  operation  on  the  damper  is 
rendered  much  more  uniform,  the  whole  constructed  and  operating  substantially  as 
herein  described." 

Charles  M,  Keller  for  plaintiffs. 
George  Gtfford  for  defendant. 

Shipman,  J.,  charged  the  jury  as  follows  : 

The  plaintiffs  are  the  owners  of  what  is  termed,  in  the  present 
controversy,  the  '*  Timothy  Clark  "  Patent. 

The  alleged  invention  secured  by  the  patent  was  made,  ac- 
cording to  the  testimony  of  the  inventor,  in  the  spring  of  1847. 
The  original  patent  was  issued  in  August  of  the  same  year. 
Owing  to  some  defect  or  obscurity  in  the  original  specification, 
a  very  common  circumstance,  the  patent  was  surrendered,  a 
new  specification  filed,  and  the  patent  reissued.  The  patent 
was  afterward  extended,  by  the  Commissioner  of  Patents,  for  a 
further  term  of  years. 

This  suit  is  brought  on  the  reissued  patent  ;  and,  although 
the  plaintiffs  seek  to  recover  for  an  infringement,  it  has  been 
wisely  agreed  between  the  parties,  that  if  the  jury  find  a  verdict 
for  the  plaintiffs,  they  may  find  nominal  damages  only. 

The  main  object  of  the  controversy  is  to  settle  the  validity 
of  the  patent,  as  it  generally  is  in  patent  suits,  damages  being 
of  minor  importance.  It  is  always  wise,  where  it  can  be  done, 
without  too  great  a  sacrifice,  to  relieve  the  controversy  of  the 
embarrassment  which  often  arises  in  attempting  to  fix  the 
amount  of  damages,  where  the  rules  to  be  applied  are  not  very 
clear,  or  easy  of  application.  The  jury,  in  this  case,  then,  are 
relieved  from  all  perplexity  on  that  subject,  and,  if  they  find 
for  the  plaintiffs,  should  assess  the  damages  at  six  cents. 

But  the  important  question  for  the  jury  to  determine  is.  Is 
this  Timothy  Clark  Patent  valid  ? 

Congress  has  wisely  provided  by  law  that  inventors  shall 
exclusively  enjoy,  for  a  limited  season,  the  fruits  of  their  inven- 
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tions.  To  enable  them  thus  to  reap  the  benefits  of  their  inven- 
tionsy  letters  patent  are  issued  to  them,  conferring  upon  them 
an  exclusive  grant,  authorizing  them  alone  to  manufacture,  sell, 
or  practice  what  they  have  invented. 

Upon  such  letters  patent  or  grant  the  present  suit  is  brought. 

In  order  to  sustain  the  suit^  the  grant  must  be  vatid.  In 
other  words,  the  invention  described  in  it  must  be  new  and 
useful^  for  it  is  to  new  and  useful  inventions  alone  that  the  law 
applies. 

A  small  degree  of  utility  is  sufficient  to  Support  a  patent  ; 
and,  in  the  present  case,  the  defendant  frankly  admits  that  the 
patent  is  useful  in  some  degree,  and,  therefore,  is  valid,  so  far 
as  that  question  is  concerned. 

This  leaves  but  two  questions  for  you  to  dispose  of: 

1.  Was  the  invention  new  ? 

2.  Has  the  defendant  infringed  ? 

If  you  find  the  firtc  question  in  favor  of  the  plaintiffs,  you 
will,  I  apprehend,  have  no  difficulty  in  coming  to  a  correct 
conclusion  on  the  second ;  and  I  shall  follow  the  course  pur- 
sued by  both  counsel,  and  confine  my  remarks  to  what  I  deem 
the  only  question  which  will  require  much  of  your  attention. 

Was  the  invention  described  in  the  plaintiffs'  patent  new  at 
the  time  Clark  says  he  invented  it — in  the  spring  of  1847? 

In  order  to  start  correctly  on  this  inquiry,  let  us  first  see 
clearly  what  is  the  precise  invention  described  in  the  plaintiffs' 
patent ;  what,  in  other  words,  is  the  true  construction  of  the 
plaintiffs'  patent. 

It  is  the  duty  of  the  Court  to  determine  this  construction. 

I  charge  you,  then,  gentlemen,  that  the  invention  described 
in  the  patent  is  a  mechanism,  so  organized  and  connected  to 
the  boiler  of  a  steam  engine  or  steam  generator,  that,  when 
properly  set  to  a  given  pressure  in  the  boiler  or  generator,  it 
will,  automatically  and  promptly,  by  force  of  the  pressure  in 
the  boiler  or  generator,  open  and  close  the  damper,  as  the 
pressure  in  the  boiler  or  generator  rises  above  or  falls  below  the 
figure  at  which  the  mechanism  is  set. 

The  practical  object  of  this  organized  mechanism,  in  its 
application  to  a  steam  engine,  is  to  regulate  and   control   the 
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Steam  by  uniformly  maintaining  the  pressure  at  which  the  steam 
shall  work  the  engine,  at  any  given  power  the  engineer  chooses 
to  fix,  within  the  range  of  his  engine,  and  thus  to  release  the 
hand  and  mind  of  the  engineer  from  the  performance  of  that 
duty. 

This  is  the  invention  which  the  inventor  describes  in  his 
patent.  His  patent  is  prima  facie  evidence  that  this  invention 
is  new^  or,  in  other  words,  that  he  is  the  first  and  original 
inventor  of  it.  The  defendant  insists  that,  notwithstanding 
the  patent,  the  invention  is  not  new.  He  says  that  substan- 
tially the  same  organized  mechanism  existed,  and  was  well 
known,  before  Clark's  invention,  and  that,  it  is  to  be  found  in 
the — 

1.  Float  Regulator. 

2.  Piston  Regulator. 

3.  Brunton's  Operative  Thermometer. 

As  to  the  float  regulator,  it  is  not  claimed  that  it  is  adapted 
to  high  pressure  engines,  and  it  is  for  the  jury  to  say  whether 
they  find,  in  any  description  of  this  float  regulator  before  them, 
the  invention  of  this  patentee.  That  the  float  regulator  was 
described  in  books  before  the  invention  ^of  Clark  was  made,  of 
course,,  there  is  no  doubt.  That  its  description  was  well  known 
to  inventors  and  engineers  for  years  before  the  invention  of 
Clark,  is  equally  true.  But,  in  order  to  aiFect  the  validity  of 
Clark's  patent,  the  jury  must  find,  from  the  evidence,  that  the 
description  of  this  float  regulator  embodies  substantially  the 
same  organized  mechanism^  operating  substantially  in  the  same 
manner  as  that  described  in  Clark's  patent. 

As  to  the  piston  regulator — this  is  older  than  Clark's,  but 
the  same  inquiry  arises,  and  is  to  be  disposed  of  by  the  jury  : 
Does  this  piston  regulator  embody  substantially  the  same  organ- 
ized mechanism,  operating  substantially  in  the  same  manner  as 
Clark's  ? 

In  regard  to  both  the  float  and  piston  regulators,  the  plaintiflFs 
say  that  it  may  well  be  asked,  why  neither  of  these  old  contriv- 
ances were  in  any  considerable  use,  at  the  time  of  Clark's  in- 
vention, and  why  they  have  not  been  since,  if  they  were  sub- 
stantially the  same  as  his. 
29 
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They  claim  to  have  proved  that  Clark's  contrivance  possesses 
great  beauty  and  utility ;  that  it  performs,  with  ease  and  pre- 
cision, what  engineers  were  desirous  of  having  performed  by 
some  mechanism  chat  would  dispense  with  their  constant  atten- 
tion ;  and  they  insist,  that  if  either  the  float  or  piston  regulator 
was  substantially  like  Clark's,  it  would  have  possessed  substan- 
tially the  same  beauty  and  utility,  and  would  have  come  into 
use.  Of  the  force  of  this  claim  of  the  plaintiffs,  when  tried  by 
the  clear  light  of  the  evidence  before  them,  the  jury  are  to 
judge.  If  the  jury  do  not  iind  that  either  the  piston  or  float 
regulator,  as  presented  to  them  by  the  evidence,  embodies  the 
invention  of  Clark,  as  I  have  defined  that  invention,  then  they 
will  inquire,  if  the  description  of  Brunton's  machine,  contained 
in  the  printed  specification  of  Brunton,  sets  forth  substantially 
Clark's  organized  mechanism  as  an  organized  mechanism,  opera- 
ting in  substantially  the  same  way  ?  There  has  been  a  question 
raised  as  to  the  construction  of  one  portion  of  Brunton's  patent, 
and  as  the  construction  of  printed  or  written  instruments  is  a 
duty  which  the  law  devolves  on  the  Court,  I  will  determine  its 
construction  upon  that  point. 

The  question  is,  whether  the  *'  Brunton's  Operative  Ther- 
mometer," as  he  terms  it,  is  described  as  to  be  operated  by 
liquids  merely,  or  hj  fluids^  when  understood  in  the  broad  sense, 
as  including  both  liquids  and  elastic  vapors,  such  as  steam  and 
gases  ? 

Brunton's  patent  speaks  of  his  machine  as  having  the  elastic 
vessel  expanded  by  fluids^  and  if  the  term  fluids,  as  he  used  it^ 
is  to  be  understood  as  embracing  elastic  vapors,  then  the  de- 
scription includes  steam  as  one  of  his  agents  of  expansion.  But, 
as  I  read  his  patent,  he  descr  ibes  his  machine  or  apparatus  as  to 
be  expanded  by  liquids  only.  It  does  not  necessarily  follow  from 
this  construction  that  his  operated  thermometer  could  not  be 
expanded,  and  operate  by  the  expansive  power  of  steam.  Whe- 
ther the  organized  mechanism  he  described  was  substantially 
like  Clark's,  and  would,  like  Clark's,  operate  substantially  in  the 
same  manner  by  the  pressure  of  steam,  the  jury  must  determine 
from  all  the  evidence. 

And  upon  this  point,  the  plaintiffs  properly,  in  their  argu- 
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ment,  present  to  the  jury  the  question — If  the  mechanism 
described  by  Brunton  was  substantially  the  same  as  Clark's, 
organized  and  capable  of  operating  substantially  in  the  same  way, 
why,  during  the  period  of  nearly  thirty  years  that  it  was  known 
to  the  world,  was  it  not  applied  to  the  same  use  as  Clark's  ? 

That  the  elastic  vessel  in  Brunton's  machine  was  substantially 
like  that  of  Clark's,  there  is  no  doubt. 

This  is  conceded  by  the  plaintiffs,  and  is  obvious  to  any  one. 
But  this  is  not  of  itself  sufficient  to  invalidate  the  plaintifPs 
patent.  Old  instruments,  placed  in  a  new  and  different  organi- 
zation, producing,  in  such  new  organization,  different  results, 
or  the  same  results,  by  a  new  and  different  mode  of  operation, 
do  not  prevent  such  newly-organized  mechanism  from  being 
patentable. 

You  will  then  look  at  Brunton's  description,  and  see  if  you 
find  there  substantially  described  the  invention  of  Clark,  to 
wit :  a  mechanism,  so  organized  and  connected  to  a  steam 
generator,  that,  when  properly  set  by  the  engineer  or  operator, 
at  a  given  pressure  in  the  boiler  or  generator,  it  will,  automat- 
ically, by  force  of  the  pressure  in  the  boiler  or  generator,  open 
and  shut  the  damper,  as  the  pressure  in  the  boiler  or  generator 
rises  above  or  falls  below  the  figure  at  which  the  mechanism 
is  set.  If  you  find  in  Brunton's  patent  such  a  mechanism,  so 
organized^  then,  of  course,  Clark's  invention  is  not  new.  But, 
if  you  do  not  find  such  a  mechanism,  not  only  substantially  the 
same  in  its  particular  parts,  but  so  organized  as  that,  when  set 
in  operation,  it  will  produce  substantially  the  same  results  in 
substantially  the  same  way,  then  Clark's  patent  is  valid,  unless 
the  change  made  by  Clark  is  so  obvious  that  it  required  no  in- 
vention or  labor  of  thought  to  make  that  change. 

With  regard  to  the  degree  of  mental  labor  and  inventive  skill 
required  in  the  work  of  invention,  the  law  has  no  nice  or  rigid 
standard.  There  must  be  some  inventive  skill  exercised,  but 
the  degree  of  that  skill  is  not  material.  It  not  unfrequently 
happens,  in  the  progress  of  the  mechanic  arts,  that  the  time 
arrives  when  the  whole  atmosphere  of  inventive  thought  is 
quickened  with  the  life  of  an  approaching  discovery,  that  many 
lines  of   investigation  and  experiment,  converging  for  a  long 
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time  toward  the  point,  almost,  but  not  quite,  reach  it ;  when,  at 
last,  some  mind,  by  a  happy  thought,  supplies  some  new  ele- 
ment, or  instrument,  or  mode  of  organization,  and  instantly 
gives  birth  to  the  organized  idea. 

If  this  inventor,  Timothy  Clark,  has,  in  this  instance,  supplied 
to  what  was  old  some  new  element,  instrument,  or  new  organ- 
ization, and  thus  produced  a  better  practical  result  than  had 
been  included  by  the  old  means,  he  is  entitled  to  the  merit  and 
,  fruits  of  his  labor. 

It  is  claimed  by  the  defendant,  that  the  hand  of  the  engineer 
is  a  better  regulator  than  any  automatic  machine,  and  that  that 
is  a  sufficient  answer  to  the  question,  why  these  inventions,  to 
wit :  the  float,  piston,  and  Brunton's  regulators  are  not  in  use, 
and  have  not  attracted  more  attention  from  engineers. 

Of  the  force  of  this  you  are  to  judge,  in  the  light  of  the 
evidence,  of  the  value  of  Clark's  invention,  and  in  view  of  the 
fact  that  the  defendant,  himself  an  engineer,  has  patented  an 
apparatus  having  the  same  object. 

If  you  find  Clark's  invention  new,  then  the  only  remaining 
question  is,  Has  the  defendant  infringed  ?  On  this  point,  I  do 
not  apprehend  that  you  will  have  any  difficulty.  The  mere 
change  in  the  form  of  the  elastic  or  flexible  vessel,  or  the  ma- 
terial of  which  it  is  composed,  does  not  take  it  out  of  Clark's 
invention,  if  the  original  mechanism  is  substantially  the  same, 
and  operates  substantially  in  the  same  way. 

As  I  have  already  remarked,  if  you  find  for  the  plaintiflFs,  you 
will  assess  the  damages  at  six  cents  only.  The  plaintiffs  then 
can  resort  to  a  court  of  equity  for  any  further  protection  of 
their  rights. 

The  JURY  found  a  verdict  for  the  plaintiff". 
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Richard  A.  Tilghman 

vs. 

Michael  Wbrkl,     In  Equity. 

TUghinan*s  invention  consiiu  in  a  process  for  manttfiicturing  free  fat  acids  and  glycerine, 
by  the  action  of  water,  in  a  liquid  state,  above  the  ordinary  boiling  pmnt  of  water, 
and,  consequently,  under  pressure,  on  fatty  bodies  or  substances. 

The  invention  is  based  on  a  discovery  made  by  plaindfF  that  water  highly  healed  and 
under  pressure,  of  itself ^  possesses  a  chemical  power  of  decomposing  fat  bodies  into 
their  elements,  £it  acid  and  glycerine. 

The  plaintiff^s  patent  covers  all  the  modes  and  processes  by  which  the  principle  of  his 
invention  is  made  operative  in  practice. 

The  degree  of  utility  is  not  pertinent  to  the  question  of  the  validity  of  a  patent,  but 
may,  perhaps,  form  a  proper  subject  of  inquiry  in  estimating  the  quantum  of  injury 
resulting  from  the  infringement. 

The  description  of  Tilghman*s  process  in  his  specification  is  sufficient.  A  fixed  rule  is 
given,  which  will  certainly  insure  success,  and  it  is  also  made  known  that  certain 
variations  may  be  made  without  changing  the  process. 

The  gist  of  the  plaintifF^s  invention  is  the  discovery  of  a  principle  in  science,  which  he 
claims  to  have  made  practically  useful  by  the  process  he  describes.  It  is  plain  that 
he  who  adopts  that  principle,  to  an  available  or  practical  extent,  so  for  invades  the 
exclusive  right  of  the  patentee ;  and  to  the  extent  that  he  has  adopted  or  used  the 
process,  is  chargeable  with  infringement. 

Hence,  where  the  patentee  described  a  process  for  the  decomposition  of  fatty  matter  by 
the  action  of  water  at  a  high  temperature  and  pressure,  so  as  to  dispense  with  the 
fourteen  per  cent,  of  lime  previously  used,  and  the  defendant  used  heated  water  at 
a  lower  temperature  and  less  pressure,  and  used  seven  per  cent,  of  lime — Held : 
That  thu  was  an  infringement  of  the  patent. 

The  amount  which  the  plaintiff  should  recover,  is  to  be  measured  by  the  profit  which 
the  defendant  has  derived  from  the  adoption  and  use  of  the  plaintiff  *s  invention. 

(Before  Lkavitt,  J.,  Southern  District  of  Ohio,  February,  1861.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent,  granted  to  the  complainant  October  3, 
1854,  for  an  ^improvement  in  processes  for  purifying  fatty 
bodies." 

The  nature  of  the  invention  will  appear  from  the  following 
extracts  from  the  specification: 


230  SOUTHERN    DISTRICT    OF   OHIO. 

Tilghman   v.  Werk. 

'*  My  invention  consists  of  a  process  for  producing  firee  fat  acids  and  solution  of 
glycerine  from  those  fatty  and  oily  bodies  of  animal  and  vegetable  origin  which  contain 
glycerine  as  their  base.  For  this  purpose,  I  subject  these  fatty  or  oily  bodies  to  the 
action  of  water,  at  a  high  temperature  and  pressure,  so  as  to  cause  the  elements  of  these 
bodies  to  combine  with  water,  and  thereby  obtain,  at  the  same  time,  free  fat  acids  and 
solution  of  glycerine.  I  mix  the  fatty  body,  to  be  operated  upon,  with  from  a  third  to 
a  half  of  its  bulk  of  water,  and  the  mixture  may  be  placed  in  any  convenient  vessel,  in 
which  it  can  be  heated  to  the  melting  point  of  lead,  unt'l  the  operation  is  complete. 
The  vessel  must  be  closed,  and  of  great  strength,  that  the  requisite  amount  of  pressure 
may  be  applied  to  prevent  the  conversion  of  water  into  steam.     ****** 

"  The  melting  point  of  lead  has  been  mentioned  as  the  proper  heat  to  be  used  in 
this  operation,  because  it  has  been  found  to  give  good  results.  But  the  change  of  fatty 
matter  into  fit  acid  and  glycerine,  takes  place  with  some  materials  (such  as  palm  oil) 
at  or  below  the  melting  point  of  bismuth,  yet  the  heat  has  been  carried  considerably 
above  the  melting  point  of  lead,  without  any  apparent  injury,  and  the  decomposing 
action  of  water  becomes  more  powerful  as  the  heat  is  increased.     ****** 

**  What  I  claim  as  my  invention  is  the  manufacture  of  fat  acids  and  glycerine  from 
^tty  bodies,  by  the  action  of  water  at  a  high  temperature  and  pressure.** 

The  defendant  used  a  tank,  in  which  he  proposed  to  effect 
the  decomposition  of  the  fat  by  the  direct  application  of  super- 
heated steam  lo  the  mass  of  oil  or  fatty  substances,  thus  pro- 
ducing fat  acids  without  distillation  or  the  direct  application  of 
fire.  For  this  process  he  obtained  letters  patent,  dated  October 
5,  1858,  in  which,  after  stating  that  superheated  steam  alone,  of 
a  temperature  of  from  800°  to  900°  F.,  will  effect  the  decom- 
position, he  says  that  acids  and  alkalies  may  be  used  in  combi- 
nation with  the  superheated  steam  to  render  so  high  a  tempera- 
ture unnecessary,  and  states  that  at  a  temperature  of  from 
400°  to  530°  F.,  the  use  of  seven  pounds  of  lime  and  fifty 
pounds  of  water  to  every  one  hundred  pounds  of  fatty  matter 
will  be  sufficient. 

George  Harding  and  Henry  Stanbery  for  complainant. 

N,  C.  McLean  and  Charles  Fox^  for  defendant. 

Leavitt,  J. 

As  explanatory  of  the  delay  which  has  occurred  in  the  de- 
cision of  this  case,  it  is  proper  to  remark  that  it  was  argued 
before  Judge  McLean  and  myself,  near  the  close  of  the  Octo- 
ber term,  i860.  A  short  time  after  the  argument,  and  before  he 
could  prepare  an  opinion,  that  distinguished  and  lamented  judge 
left  this  city  to  take  his  place  in  the  Supreme  Court  at  Wash- 
ington.    After  some  conference  in  relation  to  the  case,  from 
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which  it  was  apparent  there  was  an  entire  concurrence  of  views 
between  the  judges  as  to  all  the  principal  points,  it  was  arranged 
that  Judge  McLean  should  take  the  papers,  and  write  an  opin- 
ion at  Washington.  Owing  probably  to  his  feeble  health  through 
the  winter,  resulting  in  his  death,  he  did  not,  so  far  as  I  am  in- 
formed, state  his  views  in  writing,  and  now,  under  some  disad- 
vantages certainly,  it  has  devolved  on  me  to  announce  the  con- 
clusions of  the  Court. 

The  plaintiff,  Tilghman,  has  iiled  his  bill  in  equity,  claiming 
to  be  the  iirst  and  original  discoverer  of  a  new  and  useful  im- 
provement in  the  process  for  the  decomposition  of  fatty  sub- 
stances and  oils  for  practical  purposes.  He  alleges  that  the  exclu- 
sive right  to  his  invention  is  secured  to  him  by  letters  patent, 
granted  by  the  United  Sutes,  dated  October  3,  1854;  and  that 
the  defendant,  Werk,  has  violated  the  right  thus  secured  to  him 
under  his  patent,  by  the  use  of  a  certain  apparatus  and  process 
in  the  manufacture  of  fat  acids  at  the  city  of  Cincinnati.  The 
bill  prays  for  a  discovery  as  to  the  matters  alleged,  and  such  relief 
as  the  equity  of  the  case  may  require. 

In  his  answer,  the  defendant  denies,  in  the  first  place,  that  the 
plaintiff  is  the  first  and  original  discoverer  of  the  method  or  pro- 
cess described  in  his  specification  and  covered  by  his  patent ;  and 
avers  that  substantially  the  same  process  was  known  long  before 
the  date  of  the  plaintiff's  patent,  and  in  practical  use  in  France, 
and  is  described  in  several  works  published  in  that  country,  the 
authors  and  compilers  of  which  are  named  and  specifically  referred 
to.  The  defendant  also  denies  any  infringement  of  the  rights 
of  the  plaintiff  under  his  patent,  and  avers  that  the  method  or 
process  used  by  him  is  essentially  different  from  that  claimed 
and  described  by  the  plaintiff,  and  is  the  product  of  his  own  in- 
vention, and  is  secured  to  him  by  a  patent,  granted  October  5, 
1858.  The  answer  further  alleges,  in  substance,  that  the  im- 
provement claimed  by  the  plaintiff  is  of  no  value,  and  incapable 
of  being  practically  and  economically  used  by  manufacturers. 

The  plaintiff,  in  his  specification,  describes  the  nature  of  his 
improvement  as  follows : 

**My  invention  consists  of  a  process  for  producing  free  fat 
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acids  and  solution  of  glycerine  from  those  fatty  and  oily  bodies 
of  animal  and  vegetable  origin  which  contain  glycerine  in  their 
base.  For  this  purpose,  I  subject  these  fatty  or  oily  bodies  to  the 
action  of  water,  at  a  high  temperature  and  pressure,  so  as  to 
cause  the  elements  of  these  bodies  to  combine  with  water,  and 
thereby  obtain,  at  the  same  time,  free  fat  acid  and  solution  of 
glycerine.  L  mix  the  fatty  body,  to  be  operated  upon,  with  from 
a  third  to  a  half  of  its  bulk  of  water,  and  the  mixture  may  be 
placed  in  any  convenient  vessel,  in  which  it  can  be  heated  to  the 
melting  point  of  lead,  until  the  operation  is  complete.  The 
vessel  must  be  closed,  and  of  great  strength,  that  the  requisite 
amount  of  pressure  may  be  applied,  to  prevent  the  conversion  of 
the  water  into  steam." 

This  comprehends  substantially  the  nature  of  the  invention 
claimed  by  the  plaintiff  as  new  and  original.  The  other  part 
of  the  specification  describes  minutely  and  with  great  clearness 
the  apparatus  and  appliances  by  which  the  proposed  result  is  pro* 
duced.  It  is  not  necessary  to  notice  critically  the  process  as  de- 
scribed, as  the  defendant's  answer  takes  no  exception  to  the  suf- 
ficiency of  the  specification. 

I.  As  to  the  originality  of  the  invention  claimed  by  the 
plaintiff  and  covered  by  his  patent. 

It  appears^  from  the  above  extract  from  the  specification,  that 
the  invention  of  the  plaintiff  consists  in  a  process  for  the  man- 
ufacture of  fat  acids  and  glycerine,  by  the  action  of  water,  in  a 
liquid  state,  above  the  ordinary  boiling  point  of  water,  and,  con- 
sequently, under  pressure,  on  fatty  bodies  or  substances.  The 
invention  is  based  on  the  discovery,  claimed  by  the  plaintiff  to 
be  original  with  him,  that  water,  under  the  conditions  above  set 
forth,  of  itself,  possesses  a  chemical  power  of  decomposing  or 
separating  fat  bodies  into  their  elements,  fat  acid  and  glycerine. 

Now,  the  answer  of  the  defendants  sets  up  that  the  same 
process  is  described  in  PayetCs  Chitnistryy  published  in  the 
year  1851 ;  in  Regnault^s  Chimistry^  published  in  1853;  ^"^ 
in  Rorefs  Encylopedia.  These  are  all  French  publications, 
of  dates  anterior  to  the  date  of  the  plaintiff's  patent;  and, 
under  the   patent  laws  of  the  United    States,  if  any  of  the 
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processes  described  are  identical  with  the  invention  claimed 
by  plaintiff,  it  is  fatal  to  the  validity  of  his  patent.  By 
reference  to  these  publications,  and  to  the  testimony  of  the 
distinguished  experts  which  is  before  the  Court,  the  inference 
seems  to  be  irresistible  that  there  is  a  substantial  difference 
between  the  processes  they  describe  and  that  patented  to  the 
plaintiff.  Neither  of  the  works  referred  to  describe  or  notice 
any  such  chemical  decomposing  power  pertaining  to  water  at  a 
high  temperature,  and  under  pressure,  which  constitutes  the 
main  element  in  the  discovery  claimed  by  the  plaintiff.  Rcg- 
nault  and  Payen  describe  a  process  of  decomposition  consisting 
in  a  separation  of  fat  acids  by  the  destruction  of  the  glycerine, 
one  of  the  elements  of  the  fatty  body,  but  do  not  mention  the 
use  of  water  highly  heated,  under  pressure,  as  the  decomposing 
agent.  In  the  description  contained  in  Roret*s  Encyclopedia^ 
lime  is  required  as  the  decomposing  agent,  in  quantities  suffi- 
cient to  effect  the  separation  of  the  fatty  body  into  fat  acid  and 
glycerine.  No  allusion  is  made  to  the  process  described  by  the 
plaintiff,  and  which  is  the  distinguishing  feature  of  his  invention. 
In  confirmation  of  this  view  of  the  publications  referred  to,  and 
as  conclusive  of  the  point  under  consideration,  it  may  be  re- 
marked that  the  experts  examined  on  behalf  of  the  plaintiff — 
Professors  Booth,  Rogers,  and  Genth,  gentlemen  of  distin- 
guished reputation  in  the  walks  of  science,  and  who  profess  to 
be  acquainted  with  the  French  works  referred  to — unite  in 
saying  that  they  describe  no  process  resembling  or  identical 
with  that  described  by  and  patented  to  the  plaintiff.  They  also 
agree  in  saying,  that  in  so  far  as  their  knowledge  and  research 
extend,  there  is  no  publication  extant  which  describes  the 
plaintifFs  process,  and,  in  their  judgement,  it  is  new  and  original 
with  him  ;  and  even  the  scientific  gentlemen  who  have  testified, 
as  experts,  on  behalf  of  the  defendant,  do  not  say  that  they  have 
knowledge  of  any  work  or  publication,  dating  back  of  the 
plaintifPs  patent,  which  describes  his  process.  The  invention 
of  Milly  &  Motard,  described  in  Roret's  Encyclopedia^  is 
perhaps  a  nearer  approximation  to  that  of  the  plaintifPs  than  any 
other  referred  to  by  the  defendant.  They  describe  a  close 
boiler,  in  which  the  fat  and  water  were  subjected  to  the  action 
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of  high  temperature  and  pressure.  But,  in  their  process,  they 
do  not  rely  on  these  agencies  to  effect  the  separation  of  the 
elements  of  the  fatty  bodies,  but  require  lime  in  sufficient 
quantities,  to  combine  with  all  the  fat,  and  thus  prevent  the 
formation  of  any  free  fat  acid. 

So,  too,  it  appears,  that  in  the  patent  of  Arthur  Dunn,  de- 
scribed in  Vol.  II,  second  series  of  the  Repertory  of  Patent  In^ 
ventions^  he  used  a  steam  tight  vessel,  and  applied  a  temperature 
of  310^  F.,  and,  by  the  use  of  soda,  produced  soda  soap,  and 
not  free  fat  acid. 

It  is  obvious  that,  in  all  the  descriptions  of  these  processes, 
they  are  essentially  different  from  the  plaintifPs  invention,  by 
whose  apparatus  free  fat  acid  is  produced  solely  by  the  chemical 
action  of  water,  at  a  high  temperature,  under  pressure. 

It  is  certainly  true  that  some  of  the  discoveries  referred  to, 
especially  Milly  &  Motard,  and  Dunn,  approached  very  nearly 
to  the  discovery  of  the  plaintiff;  but  as  certainly  stopped  short 
of  the  object.  They  failed  to  reach  the  important  chemical 
truth,  that  highly  heated  water,  under  pressure,  will  produce 
from  fatty  bodies  free  fat  acid  and  solution  of  glycerine  with- 
out any  other  agency. 

This  view  is  most  convincingly  exhibited  by  the  testimony 
of  the  experts  who  have  been  examined  as  witnesses.  It  is 
also  sustained  by  the  Commissioner  of  Patents,  who  in  his 
note  to  the  defendant  Werk,  of  June  26,  1858,  rejecting  his 
first  application  for  want  of  novelty,  distinctly  informs  him  that 
Mr.  Tilghman  is  the  acknowledged  discoverer  of  this  process. 

I  have  no  hesitation  in  concluding  that  the  attempt  to  invali- 
date the  plaintifPs  patent  for  want  of  originality  in  his  invention 
has  wholly  failed. 

II.  The  patent,  however,  is  assailed  on  other  grounds,  which  I 
will  briefly  notice. 

Fint.  It  is  insisted  that  while  it  may  be  practicable  to  sepa- 
rate fatty  bodies  by  the  action  of  heated  water,  according  to  the 
plaintiff's  process,  it  can  not  be  economically  and  practically 
used,  and,  therefore,  the  invention  patented  is  of  no  utility. 
The  defendant,  in  his  answer,  while  he  does  not  take  issue  dis- 
tinctly on  the  utility  of  the  invention,  alleges  that  it  is  liable  to 
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two  objections,  which  prevent  it  from  being  of  practical  use. 
The  first  is,  that  the  great  heat  required  to  produce  the  result 
proposed,  will  speedily  destroy  or  greatly  injure  the  tank 
and  pipes  employed ;  and,  second,  that  so  much  time  is  re- 
quired in  completing  the  process,  that  practically  it  is  of  no 
utility. 

As  to  this  point,  it  is  only  necessary  to  advert  to  the  familiar 
principle  in  the  law  of  patent  rights,  that  a  presumption  of  the 
utility  of  an  invention  arises  from  the  grant  of  the  patent ;  and 
this  presumption  can  only  be  repelled  by  clear  proof  that  it  is 
utterly  worthless.  There  is  not  only  no  such  evidence  in  this 
case,  but  it  is  proved  upon  actual  experiments,  that  the  plaintiff's 
process  has  been  successfully  applied  to  practical  use.  What 
may  be  the  degree  of  utility  is  not  an  inquiry  pertinent  to  the 
question  under  consideration,  but  may,  perhaps,  form  a  proper 
subject  of  inquiry  hereafter,  if  it  is  proved  that  the  defendant 
has  infringed  the  plaintiff's  patent,  in  estimating  the  quantum 
of  injury  which  has  been  sustained. 

Second.  It  is  also  contended  by  the  defendant's  counsel,  that 
the  patent  of  the  plaintiff  is  a  nullity,  because  it  does  not  describe 
the  process  by  which  the  result  claimed  is  to  be  produced,  with 
sufficient  precision,  and  that  no  one,  though  skilled  in  the  busi- 
ness, could  determine,  except  by  experiment,  the  precise  degree 
of  heat  required. 

On  this  point  it  may  be  remarked,  in  the  first  place,  that  the 
defendant  has  offered  no  evidence  tending  to  prove  the  existence 
of  any  practical  difficulty  in  the  use  of  the  process  described  in 
the  plaintiff's  specification.  The  learned  experts  who  have 
testified  for  him,  say  they  have  tested  the  practicableness  of  the 
described  process,  by  actual  and  successful  experiments.  And 
it  also  appears  from  the  evidence  of  the  witnesses,  Ropes  and 
Grant,  that  they  have  actually  produced  free  fat  acid  and  solu- 
tion of  glycerine  by  the  plaintiff's  process,  making  no  mention 
of  any  difficulty  from  a  want  of  exactness  in  the  specification, 
as  to  the  degree  of  heat  required.  And  referring  to  the  specifi- 
cation, it  seems  to  be  sufficiently  explicit  to  answer  the  require- 
ments of  the  statute,  construed  in  the  liberal  spirit  in  which,  by 
repeated  judicial  decisions,  this  instrument  should  be  viewed. 
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The  language  of  the  specification  in  reference  to  the  tempera- 
ture of  the  heated  water,  is  as  follows : 

^^The  melting  point  of  lead  has  been  mentioned  as  the  proper 
heat  to  be  used  in  this  operation,  because  it  has  been  found  to 
give  good  results.  But  the  change  of  fatty  matter  into  fat  acid 
and  glycerine,  takes  place  with  some  materials  (such  as  palm 
oil)  at  or  below  the  melting  point  of  bismuth,  yet  the  heat  has 
been  carried  considerably  above  the  melting  point  of  lead,  with* 
out  any  apparent  injury,  and  the  decomposing  action  of  water 
becomes  more  powerful  as  the  heat  is  increased." 

Now,  it  is  well  known  that  lead  melts  at  612°  Fahrenheit, 
and  bismuth  at  about  510°.  There  is,  then,  a  precise  degree 
of  heat — 6x2° — recommended  and  prescribed  as  sure  to  produce 
a  good  result  in  changing  common  fatty  bodies  to  acid  and  gly- 
cerine— and  a  lower  temperature — the  melting  point  of  bismuth 
— 510*^ — when  palm  oil  or  similar  substances  are  to  be  opera- 
ted upon.  And  it  clearly  does  not  render  the  specification 
liable  to  objection  for  want  of  certainty  and  clearness,  that  the 
patentee  states  that  the  degree  of  heat  may  be  carried  above 
these  figures  without  injury.  Nor  is  the  sufficiency  of  the 
description  impeached  by  the  fact  that  the  desired  result  has 
been  produced  at  a  lower  temperature  of  water.  There  is  a 
fixed  rule  given  which  may  be  safely  followed,  while  it  is  made 
known  that  the  manufacturer  may  safely  depart,  to  some  extent, 
from  this  rule,  if,  from  experiment  and  a  just  exercise  of  discre- 
tion, it  should  be  expedient  to  do  so.  This  specification  is  not, 
therefore,  liable  to  the  objection  urged  in  argument,  and  so  often 
referred  to  in  the  books,  that  the  process  described  can  not  be 
carried  out  without  the  necessity  of  previous  experiments. 

Third,  Another  ground  of  objection  to  the  validity  of  the 
patent,  is,  that  it  is  merely  for  a  principle^  and  not  for  a  process, 
and,  therefore,  void. 

It  seems  to  the  Court  this  objection  is  fully  met  by  a  refer- 
ence to  the  words  of  the  patentee  in  describing  his  invention. 
In  the  introductory  part  of  his  specification,  he  claims  to  have 
invented  "  a  new  and  improved  mode  of  treating  fatty  and  oily 
bodies,"  and  continues  as  follows :  ^^  My  invention  consists  of  a 
process  for  producing  free  fat  acids  and  solution  of  glycerine,  etc." 
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Now,  it  is  well  settled,  and  needs  no  citation  of  authorities  to 
prove  it,  that  the  discovery  of  a  new  and  abstract  principle  in 
science  or  mechanics,  can  not  be  the  subject  of  a  patent.  And 
clearly,  if  this  patentee  has  discovered  merely  the  principle^  or 
scientific  fact  that  superheated  water,  by  its  own  power,  will 
effect  the  decomposition  or  separation  of  fatty  substances  into 
acids  and  solution  of  glycerine,  he  could  not  have  obtained  a 
patent — or,  if  a  patent  issued,  it  would  be  void. 

But  he  claims  and  has  describe^!  more  than  this.  He  claims 
the  discovery  of  a  new  principle,  and  a  process  by  which  that 
principle  may  be  made  practical  and  operative.  This  process  is 
minutely  and  fully  described,  and  that  is  all  the  law  requires. 
It  has  been  adjudged  a  patentable  invention  by  the  officer  of  the 
Government  selected  with  special  reference  to  his  qualification 
for  the  position,  and  by  him  a  patent  has  been  issued,  securing 
to  the  patentee  the  exclusive  benefit  of  his  invention,  for  the 
term  prescribed  by  law.  I  do  not  feel  called  upon  to  overrule 
and  set  aside  the  judgment  of  the  Commissioner  of  Patents,  in 
the  case  now  before  me. 

III.  The  next  inquiry  relates  to  the  question  of  infringement. 

The  bill  alleges  that  the  defendant  ^^  is  now  constructing  and 
using  the  said  patented  improvement  in  some  part  thereof,  sub- 
stantially the  same  in  construction  and  operation  as  in  said  letters 
patent  mentioned.'' 

On  the  point  of  infringement,  a  mass  of  evidence  has  been 
offered  on  both  sides,  and  it  has  been  discussed  at  length  by 
counsel.  Without  reviewing  the  evidence  in  its  details,  I  will 
state  as  concisely  as  I  can,  the  conclusions  to  which  I  have 
arrived ;  and  I  may  remark  that  as  there  seems  to  be  no  con* 
troversy  as  to  the  process  or  appliances  by  which  the  defendant 
decomposes  fatty  bodies,  it  is  unnecessary  here  to  describe  them 
with  minuteness. 

The  sole  inquiry  is,  whether  the  mode  or  process  used  by  the 
defendant  is  substantially  identical,  in  whole  or  in  part,  with 
that  patented  to  and  used  by  the  plaintiff? 

The  invention  of  the  plaintiff  has  been  already  sufficiently 
noticed. 

As  to  the  defendant's  invention,  it  appears,  that  in  May,  1858, 
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he  applied  for  a  patent,  and  filed  his  specifications  describing 
his  invention,  and  the  process  by  which  it  was  to  be  made  prac- 
tical. He  there  claimed  as  his  invention  ^^  the  manufacture  of 
fat  acids  by  subjecting  fatty  or  oleaginous  bodies  to  the  direct 
action  of  superheated  steam,  either  with  or  without  the  use  of 
other  agents." 

This  application  was  rejected  for  the  reason  stated  by  the 
Commissioner,  that  the  invention  claimed  by  the  defendant  was 
covered  by  the  previous  patent  granted  to  the  plaintiff. 

The  defendant  filed  a  new  application,  in  which  he  modified 
his  original  claim  and  describes  his  invention  as  consisting  ^^  in 
the  combination  and  arrangement  of  the  apparatus  as  herein  set 
forth,  for  the  saponification  of  fatty  bodies."  And  this  he  pro- 
poses to  effect  by  the  direct  application  of  superheated  steam, 
to  the  mass  of  oil  or  other  fatty  substances,  and  thus  producing 
fat  acids  without  distillation,  or  the  direct  application  of  fire.  In 
his  conclusion,  he  claims,  as  new,  ^^  the  combination  of  boiler, 
superheating  furnace,  and  tank,"  In  the  description  of  h'ls  pro- 
cess, he  says :  ^^  The  superheated  steam  alone,  of  a  tempera- 
ture of  from  800°  to  900°  F.,  will  effect  the  decomposition, 
but  acids  and  alkalies  may  be  used  in  combination  with  the 
superheated  steam  to  render  so  high  a  temperature  unnecessary." 
He  then  states  that  at  a  temperature  of  from  400°  to  530°  F., 
the  use  of  seven  pounds  of  lime  and  fifty  pounds  of  water  to 
every  one  hundred  pounds  of  fatty  matter  will  be  sufficient  for 
the  superheated  steam.  Thus  modified,  a  patent  was  granted 
to  the  defendant,  October  5,  1858. 

In  his  answer,  the  defendant  calls  his  invention  ^^  a  combina- 
tion of  machinery,  or  improvement  in  apparatus  for  manufactur- 
ing fatty  acids,  etc.,  by  superheated  steam,  and  a  tight  tank  by 
which  the  fatty  acids  are  produced  without  distillation,  or  the 
direct  action  of  fire."  He  also  states  that  the  fatty  substances 
are  placed  in  the  tank,  closed  at  the  top  to  retain  the  heat  and 
steam,  with  six  or  seven  pounds  of  lime,  and  one  hundred  and 
thirty  pounds  of  water  to  every  one  hundred  pounds  of  the  fatty 
matter,  and  introduces  steam  heated  to  340°  or  350°  F.,  which, 
in  connection  with  the  action  of  the  lime  and  water  produces  a 
lime  soap,  and  sets  the  glycerine  free  in   five  hours  after  the 


FEBRUARY,     1 862.  2^9 


Tilghman  v.  Werk. 


operation  is  begun.     The  lime  soap  is  afterward  decomposed 
by  the  use  of  sulphuric  acid,  and  the  fat  acids  become  free. 

This  synopsis  of  the  defendant's  invention  as  described  and 
used  by  him,  sufficiently  exhibits  its  essential  features.  And 
the  question  for  decision  is,  whether  in  any  of  its  processes,  or 
modes  of  operation,  it  infringes  any  right  granted  to  the  plaintiff 
by  his  patent. 

It  has  been  before  stated,  that  the  claim  of  the  plaintiff  is  in 
substance,  that,  by  his  process,  superheated  water  under  pres- 
sure, is  the  sole  agent  in  the  decomposition  of  fatty  substances, 
and  separating  them  so  as  to  form  free  fat  acids,  and  solution  of 
glycerine. 

Does  the  defendant's  process  effect,  or  is  it  capable  of  effect- 
ing, the  same  result  by  substantially  similar  means  ? 

In  giving  an  answer  to  this  question,  it  is  unnecessary  to 
institute  a  critical  comparison  of  the  machinery  and  appliances 
respectively  used  by  the  patentees.  It  is  not  controverted  that 
they  are  essentially  alike.  The  defendant  produces  the  heat 
necessary  to  decompose  the  fatty  mass  in  his  tank,  by  the  use 
mainly  of  steam  heated  to  a  high  temperature,  which  necessarily 
causes  the  water  forming  a  part  of  the  contents  of  the  tank,  to 
rise  to  the  same  temperature  as  the  steam,  thus  avoiding  the 
direct  application  of  fire  to  the  tank,  according  to  the  process 
he  describes ;  and  by  his  distinct  admission  in  his  answer,  a 
portion  of  water  is  used  as  a  decomposing  agent.  It  is  also 
proved  by  the  witnesses,  that,  in  the  defendant's  process,  water 
is  required  and  used.  And  it  is  clear  that,  in  that  process,  it  is 
the  superheated  water,  necessarily  under  pressure,  which  effects, 
to  a  certain  extent,  the  decomposition  of  the  fatty  contents  of 
the  tank. 

The  scientific  gentlemen  examined  as  witnesses  for  the  plain- 
tiff unite  in  saying,  after  full  experiments,  that,  in  their  judg- 
ment, this  result  is  due  to  the  chemical  action  of  the  superheated 
water,  on  the  precise  principle  of  the  plaintiff's  invention. 

It  is  true  that  two  experts,  called  as  witnesses  for  the  defend- 
ant, state  it  as  their  belief,  not  based,  however,  on  experiment, 
that  the  decomposition  can  not  take  place  at  a  temperature  of 
water  less  than  550°  or  600^.     And  hence  it  is  urged  by  the 
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counsel  for  the  defendant,  that  there  is  no  identity  in  the  two 
processes. 

In  support  of  this  view,  it  is  insisted,  that  in  the  defendant's 
process  the  water  is  heated  only  to  350^  or  400°,  and  at  that 
temperature  can  have  no  decomposing  power,  and,  therefore, 
that  the  processes  are  essentially  different  in  principle. 

The  fact  relied  upon  to  sustain  this  position  is  not  made  out 
by  the  evidence.  The  opinions  of  the  two  chemical  experts 
referred  to,  can  not  prevail  against  the  positive  statements  of 
no  less  than  five  witnesses,  that  by  experiment  it  is  found  that, 
at  a  temperature  of  350°,  the  heated  water,  under  pressure,  as 
applied  by  the  defendant,  will  produce  free  fat  acid  by  its  chem- 
ical action  alone. 

As  I  understand  the  law,  the  plaintiff's  patent  covers  all  the 
modes  and  processes  by  which  the  principle  of  his  invention  is 
made  operative  in  practice.  In  Curtis  on  Patents,  section  233, 
the  author  says:  ^^ These  cases  show  that  when  a  party  has 
invented  some  mode  of  carrying  into  effect  a  law  of  natural 
science,  or  a  rule  of  practice,  it  is  the  application  of  that  law  or 
rule  which  constitutes  the  peculiar  feature  of  his  invention ; 
that  he  is  entitled  to  protect  himself  from  all  other  modes  of 
making  the  same  application ;  and,  consequently,  that  every 
question  of  infringement  will  present  the  question  whether  the 
different  mode,  be  it  better  or  worse,  is  in  substance  an  applica- 
tion of  the  same  principle.  The  substantial  identity,  therefore, 
that  is  to  be  looked  to  in  cases  of  this  kind,  respects  that  which 
constitutes  the  essence  of  the  invention,  viz :  the  application  of 
the  principle." 

On  this  point  the  authorities  are  numerous ;  but  it  seems  to 
the  Court  unnecessary  to  make  a  special  reference  to  them.  It 
is  clear  the  plaintiff,  in  this  case,  does  not,  in  his  specification, 
restrict  himself  to  any  certain  or  fixed  temperature  of  heated 
water  as  necessary  to  produce  the  required  result.  He  names 
the  melting  point  of  lead,  612°,  because,  as  he  says,  it  is  known 
to  operate  successfully  ;  but  he  does  not  say,  or  intimate,  that  a 
higher  or  lower  temperature  may  not  be  expedient  or  useful. 
He  does  indeed  state,  what  would  be  entirely  obvious  without 
it,  that  the  rapidity  of  the  process  of  decomposition,  by  the 
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chemical  action  of  the  heated  water,  will  be  in  proportion  to  the 
degree  of  its  heat.  He  has,  therefore,  in  effect,  provided  for  a 
much  higher  temperature  than  612^,  by  recommending  the  use 
of  a  tank  strong  enough  to  resist  a  pressure  of  ten  thousand 
pounds  to  the  inch. 

There  is  but  one  other  point  connected  with  the  question  of 
infringement,  to  which  it  seems  necessary  to  advert.  I  refer  to 
the  position  assumed  by  the  counsel  for  the  defendant,  which,  as 
I  understand  it,  is,  that  if  the  defendant  has  adopted  the  principle 
of  the  plaintiff's  invention  in  part  only,  and  uses  an  agency  in 
his  process,  which  is  not  a  part  of  the  plaintiff's  invention,  he 
does  not  infringe  his  right  under  his  patent. 

It  is  contended,  and  the  evidence  proves  it,  that  the  defendant 
uses  two  distinct  agents  in  his  process.  He  has  the  superheated 
water,  and,  in  addition,  uses  six  or  seven  pounds  of  lime  to  each 
one  hundred  pounds  of  the  fatty  mass  in  the  tank. 

The  result  of  this,  as  appears  satisfactory  from  the  evidence, 
is,  that  a  part  of  this  mass  is  converted  into  free  fat  acid,  and  a 
part  is  saponified  or  converted  into  what  some  of  the  experts 
designate  as  an  acid  lime  soap. 

There  seems  to  be  no  question  that  the  production  of  the  free 
fat  acid  is  due  solely  to  the  decomposing  power  of  the  heated 
water,  and  the  saponifying  effect  to  the  alkaline  properties  of  the 
lime  acting  on  the  mass  of  fat. 

As  to  the  first  of  these  effects,  the  production  of  free  fat  acid, 
the  precise  principle  which  constitutes  the  distinguishing  feature 
of  the  plaintiff's  invention,  is  clearly  brought  into  requisition  in 
the  process. 

As  to  the  other,  the  saponifying  action  of  the  lime,  there  is 
no  invasion  of  the  plaintiff's  claim,  for  the  obvious  reason  that 
he  does  not  name  or  provide  for  the  use  of  lime,  in  the  process 
described  in  his  specification. 

Upon  this  state  of  facts,  the  question  is,  has  the  defendant  so 
far  appropriated  the  invention  of  the  plaintiff  as  to  render  him 
liable  for  an  infringement  ?  The  answer  to  this  inquiry  seems 
so  obvious  that  I  shall  not  discuss  it  at' any  length. 

The  principle  is  undoubted,  that  in  a  patent  for  a  mechanical 
structure,  the  novelty  and  utility  of  which  consists  wholly  in  a 
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combination  of  things  before  known  and  in  use,  there  is  no  infringe- 
ment by  the  use  of  any  of  the  separate  parts  of  the  combination. 

But  this  principle  can  have  no  application  to  the  present  case. 
The  gist  of  the  plaintiff's  invention  is  the  discovery  of  a  princi- 
ple in  science,  which  he  claims  to  have  made  practically  useful 
by  the  process  he  describes.  Now,  it  seems  plain  that  he  who 
adopts  that  principle,  to  an  available  or  practical  extent,  so  far 
invades  the  exclusive  right  of  the  patentee.  The  logical 
sequence  of  the  opposite  doctrine  would  be,  that  there  could  be 
no  infringement  unless  the  patented  invention  was  adopted  to  the 
extent  of  producing  the  full  results  proposed  by  the  patentee. 
In  the  case  of  this  defendant,  his  discovery,  which  constitutes  a 
distinct  part  of  his  claim,  that  a  small  percentage  of  lime  will 
facilitate  and  hasten  the  decomposition  of  the  fatty  mass  in  the 
tank,  may  be  and  probably  is  useful  and  meritorious,  and  would 
well  entitle  him  to  a  patent ;  but  certainly  it  gave  him  no  right 
to  adopt  the  plaintiff's  invention  in  giving  effect  to  his  own. 
His  claim  for  a  patent  should  have  rested  on  the  fact,  that  he 
had  discovered  an  improvement  of  the  principle  and  process 
covered  by  the  prior  patent  to  the  plaintiff.  To  the  extent, 
therefore,  that  he  has  without  the  license,  or  authority  of  the 
plaintiff,  adopted  and  used  his  process,  the  defendant  is  charge- 
able with  an  infringement. 

It  is  perhaps  to  be  regretted  that  the  defendant,  in  applying  for 
a  patent,  had  not  limited  his  claim  to  an  improvement  of  the 
plaintiff's  invention.  In  that  form  his  patent  would  have  been 
sustainable,  and  would  have  been  beneficial,  not  only  to  the 
defendant,  but  the  public.  It  is  in  evidence  that  under  the  old 
process  of  separating  fatty  matter  for  manufacturing  purposes, 
fourteen  pounds  of  lime  were  required  to  every  one  hundred 
pounds  of  the  mass,  which  produced  lime  soap ;  and  the  separa- 
tion of  this  soap  into  free  fat  acid  and  glycerine,  required  the  use 
of  thirty-five  per  cent,  of  sulphuric  acid.  This  was  an  expen- 
sive process ;  and  the  discovery  that,  through  the  joint  agency 
of  superheated  water,  and  six  or  seven  per  cent,  of  lime,  the 
desired  result  could  be  speedily  and  successfully  effected,  was  an 
economical  view,  an  important  invention,  and  apparently  of  prac- 
tical utility.    • 
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I  can  not  hesitate  upon  the  law  of  this  case,  apph'cable  to  the 
facts  proved,  in  holding,  first,  that  the  plaintiff's  patent  is  valid 
to  the  extent  of  his  claim — and  secondly,  that  the  defendant  has 
infringed  upon  the  plaintiff's  patented  rights,  to  the  extent  indi- 
cated.    In  the  present  posture  of  the  case,  it  is  obvious  no  de- 
cree can  be  entered  for  damages  arising  from  the  infringement. 
The  rule  of  compensation  sanctioned  by  the  express  provision 
of  the  statute,  is  the  actual  damage  sustained  by  the  plaintiff; 
and  this  damage  is  measured  by  the  profit  which  the  defendant 
has  derived  from  the  adoption  and  use  of  the  plaintiff's  inven- 
tion.    But  in  this  case,  this  adoption  and  use  have  only  been  to  a 
partial  extent,  and  there  are  no  data  before  the  court  by  which 
the  profit  to  the  defendant  can  be  ascertained.     The  amount  of 
the  recovery  in  the  case  can  not  be  great — and  it  may  be,  the 
plaintiff  does  not  desire  a  decree  for  damages.     While  it  is  clear 
from  the  evidence  that  it  is  practicable  by  the  plaintiff's  process 
alone  to  effect  the  decomposition  of  a  fatty  mass  as  claimed  by 
his  patent;  yet  it  is  perhaps  questionable  whether  it  can  be  suc- 
cessfully adopted  by  the  manufacturer.     The  evidence  shows 
that  about  twenty  hours  are  required  to  effect  the  desired  result  by 
this  process ;  and  some  of  the  witnesses  are  positive,  that  in  this 
country  at   least,  the  length   of  time  required   to  perfect  the 
process  is  a  fatal  objection  to  its  practical  use.     It  appears  that 
those  who  have  tried  it,  have  found  it  necessary  to  expedite  the 
process  of  decomposition  by  the  use  of  from  one-half  to  two 
per  cent,  of  lime;  and  with  this  addition  the  trials  have  been 
very  successful.     But  the  plaintiff,  under  the  conviction  that  the 
use  of  superheated  water,  under  pressure,  would,  of  itself,  effect 
the  desired  end,  has  made  no  claim  for  the  use  of  lime  in  his 
process,  and  can  not  complain  of  its  use  as  an  invasion  of  his 
rights. 

If  the  plaintiff,  desires  it,  the  case  will  be  referred  to  a  master 
to  inquire  into  and  report  the  actual  profit  which  the  defendant 
has  derived  from  the  adoption  and  use  of  the  plaintiff's  process, 
to  the  extent  that  it  has  been  adopted  and  used  by  the  defendant. 

A  DECREE  may  be  entered  in  accordance  with  the  views  stated 
by  the  Court. 
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Theodore  T.  Woodruff,  John  S.  Miller,  Orville 
W.  Childs, 'and  George  R.  Dykeman 

vs. 

Elam  E.  Barney,  C.  Parker,  S.  F.  Woodsum,  and 

J.  A.  Tenney. 

The  words  *' pursuant  to  law,**  in  the  Act  of  February  26,  1853,  are  equivalent  to  the 
word  *' summoned,**  in  the  Act  of  February  28,  1799,  and,  in  both  cases,  import 
that  witnesses  who  attend  without  being  summoned,  are  voluntary  witnesses, 
whose  fees  can  not  be  taxed  against  the  losing  party. 

If  a  witness,  whose  residence  is  not  at  the  place  of  holding  court,  is  summoned  at  the 
place  of  trial,  he  is  allowed  mileage  for  returning  to  his  home,  but  not  for  coming 
to  the  court ;  and  by  a  liberal  construction  of  the  statute,  return  travel  has  been 
allowed,  even  beyond  the  limits  of  the  district  for  which  the  court  was  held. 

Models  of  the  invention  described  in  the  plaintiflTs  patent,  and  procured  by  the  defend- 
ant in  good  ftith,  may  be  included  in  the  taxation  of  costs,  but  not  other  models. 

Copies  of  patents,  either  that  of  the  plaintiff  or  others,  procured  by  the  defendant,  can 
not  be  taxed  as  costs  to  the  plaintiff. 

(Before  Lxavitt,  J.,  Southern  District  of  Ohio,  February,  1862.) 

This  was  a  motion  to  retax  costs.])  The  facts  sufficiently  ap- 
pear in  the  opinion  of  the  Court. 

George  E.  Pugh  for  plaintiffs. 

y.  D,  Lincoln  for  defendants.  | 

Leavitt,  J. 

On  the  part  of  the  plaintiffs  in  this  case,  a  motion  is  made  to 
retax  the  costs,  by  striking  from  the  cost  bill  the  charges  for 
mileage  to  such  of  the  defendants'  witnesses  residing  out  of  this 
district,  and  more  than  one  hundred  miles  from  Cincinnati,  as 
attended  at  the  request  of  the  defendants,  and  without  service  of 
process  requiring  their  attendance.  And  the  defendants  move 
for  a  relaxation,  by  which  they  may  be  allowed  for  expenses 
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incurred   in    procuring  certain    models    and    copies  of  patents 
deemed  necessary  in  their  defense. 

The  plaintiff's  motion  will  be  first  considered.  It  presents 
simply  the  question  whether  a  party,  against  whom  a  judgment 
for  costs  has  been  entered,  is  chargeable  with  the  mileage  of 
witnesses  who  have  attended  without  being  summoned  by  legal 
process. 

The  facts  necessary  to  notice,  and  about  which  there  is  no 
controversy,  are,  that  the  suit  was  brought  for  alleged  infringe- 
ments of  four  different  patent  rights  for  distinct  improvements 
in  railroad  sleeping  cars,  of  which  the  plaintiffs  had  the  title  by 
assignment  from  the  patentee.  The  defendants,  by  their  pleas, 
put  in  issue,  not  only  the  infringements  charged,  but  also  the 
novelty  of  the  different  patented  improvements.  The  case  was 
on  the  docket  for  trial  at  the  last  December  term,  and,  by 
arrangement  between  the  counsel,  was  continued  to,  and 
especially  assigned  for  trial,  on  the  first  day  of  the  last  June 
term. 

When  called  for  trial  at  that  term  the  plaintiffs  entered  a  dis- 
continuance of  the  suit,  and  a  judgment  was  rendered  against 
them  for  costs,  in  the  usual  form.  A  large  number  of  witnesses, 
residents  of  the  city  of  New  York,  and  perhaps  other  places 
outside  of  this  district,  were  in  attendance  at  the  December 
and  June  terms,  on  behalf,  and  at  the  request  of  the  defendants, 
without  being  summoned,  either  out  of,  or  within  the  district. 
At  each  of  those  terms,  these  witnesses  proved  their  attendance 
before  the  clerk ;  and  in  taxing  the  costs  against  the  plaintiffs, 
mileage  is  allowed  to  them  at  both  terms,  for  travel  in  coming 
to  and  returning  from  Cincinnati,  the  place  of  holding  the  court. 
There  is  no  reason  to  doubt  that  these  witnesses  attended  in 
good  faith.  It  appears  satisfactorily  to  the  Court,  that  their 
testimony  was  deemed  material  by  the  distinguished  counsel  for 
the  defendants,  by  whose  advice  they  were  requested  to  attend. 

The  subject  of  costs  in  cases  at  law,  in  the  courts  of  the     | 
United  States,  is  wholly  governed  by  statute,  and  is  not  depend- 
ent on  the  discretion  of  the  judges  of  those  courts.     Section  6 
of  the  Act  of  Congress  of  February  28,  1799  ( i  Laws  U.  S,, 
626),' after  providing  that  jurors  shall  receive  a  per  diem  com- 
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pensation  for  their  attendance,  and  fees  for  traveling  at  the  rate 
of  five  cents  per  mile  from  their  place  of  abode  to  the  place  of 
holding  court  and  the  like  sum  for  returning,  closes  with  this 
provision:  ''To  the  witnesses  summoned  in  any  court  of  the 
United  States,  the  same  allowance  as  is  provided  for  jurors." 
In  the  case  of  Driskellv,  Parrish^  5  McLean,  213,  it  was  held 
by  this  court  under  the  Act  of  1799,  that  the  fees  of  a  witness 
who  voluntarily  appeared  without  subpena,  could  not  be  taxed 
to  the  losing  party  in  the  case.  Judge  McLean,  who  gave  the 
opinion  of  the  court,  says:  "If  he  (a  witness)  attend  volunta- 
rily, or  without  summons,  his  fees  cannot  be  taxed  against  the 
losing  party.  The  attendance,  if  not  summoned,  is  voluntary." 
And  again:  "The  service  must  be  made  by  the  marshal,  or  one 
of  his  deputies.  As  no  such  service  was  made  on  the  witnesses 
above  named,  their  per  diem  and  traveling  expenses  can  not  be 
charged  to  the  defendant,  but  must  be  taxed  to  the  party  sum- 
moning them."  In  a  case  between  the  same  parties  (5  McLean, 
241),  the  same  question  arose  and  was  decided  in  the  same  way. 

But  it  is  insisted  by  the  counsel  for  the  defendants,  that  the 
above  cases  were  decided  under  the  old  law,  and  that  the  Act  of 
1853,  ui^d^r  which  the  taxation  in  the  present  case  was  made, 
is  different  in  its  terms,  and  justifies  a  different  construction. 
There  can  be  no  doubt  that  the  latter  act  must  control  the  ques- 
tion before  the  court.  It  provides,' In  the  first  section,  that  the 
fees  which  it  allows  to  the  various  officers  and  persons  named, 
shall  be  "in  lieu  of  the  compensation  now  allowed  by  law;" 
thus  virtually  repealing  the  Act  of  1799,  so  far  as  it  regulates 
the  fees  and  compensations  of  those  referred  to.  The  provision 
of  the  Act  of  1853,  relating  to  witnesses'  fees,  is  in  these  words: 

"For  each  day's  attendance  in  court,  or  before  any  officer 
pursuant  to  law,  one  dollar  and  fifty  cents,  and  five  cents  per 
mile  for  traveling  from  his  place  of  residence  to  said  place  of 
trial  or  hearing,  and  five  cents  per  mile  for  returning." 

Thus  it  will  be  seen  that  the  diversity  in  the  phraseology  of 
the  Act  of  1799  and  the  Act  of  1853  '^  ^^^^  •  ^Y  ^^^  former  act, 
witnesses  summoned  to  attend  court  were  entitled  to  a  certain  per 
diem  compensation,  and  mileage  to  and  from  the  place  of  hold- 
ing court ;  and  by  the  latter  act,  they  are  allowed  "  for  each  day's 
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attendance  in  court,  or  before  any  officer  pursuant  to  law," 
mileage  at  the  rate  of  five  cents  per  mile  in  going  to  and  return- 
ing from  court.  But  clearly,  the  language  of  the  two  sections 
is  of  the  same  legal  import.  In  the  one,  is  required  expressly  the 
service  of  a  summons ;  in  the  other,  the  witness  must  attend 
**  pursuant  to  law."  Now,  by  every  just  rule  of  grammatical 
construction,  these  words  must  be  held  to  apply,  both  to  wit- 
nesses attending  a  court,  and  to  those  attending  before  an  officer 
having  authority  to  summon  witnesses.  In  either  case,  to 
entitle  them  to  compensation,  they  must  attend,  pursuant  to  law^ 
and  not  merely  on  the  request  of  a  party^  without  process.  The 
words  of  the  Act  of  1853  ^^^  more  comprehensive  than  those 
used  in  the  old  law,  and  were  adopted  to  supply  an  obvious  omis* 
sion  in  that  law.  The  old  law  did  not  provide  for  the  case  of 
a  witness  attending  before  a  master  in  chancery,  commissioner, 
or  other  officer,  authorized  for  any  purpose  to  call  witnesses 
before  him  ;  nor  did  it  provide  for  a  witness  attending  before  a 
court,  under  a  recognizance  by  which  he  was  legally  bound  to 
attend.  These  cases  are  plainly  embraced  in  the  Act  of  1853. 
But  clearly  there  is  not  a  word  in  that  act,  from  which  by  any 
just  reasoning,  it  can  be  inferred  that  a  witness  who  voluntarily 
attends,  can  claim  per  diem  compensation,  or  allowance  for 
traveling. 

The  case  of  Whipple  v.  Cumberland  Cotton  Co.y  3  Story,  84, 
referred  to  by  the  counsel  for  the  defendants,  does  not  sustain 
the  taxation  of  the  witnesses'  fees  in  the  case  before  the  court. 
The  decision  of  Judge  Story  was  to  the  effect,  that  if  a  ma- 
terial witness  for  a  party  residing  in  another  State,  or  more 
than  one  hundred  miles  from  the  place  of  holding  court  is 
summoned  to  attend  court,  his  travel  may  be  allowed  and  taxed 
to  his  place  of  residence.  This  rule  was  also  recognized  by 
Judge  Woodbury  in  Hathaway  v.  Roach^  2  W.  &  M.  63.  In 
these  cases,  however,  the  witnesses  were  actually  served  with  pro- 
cess requiring  their  attendance,  though  it  does  not  appear  in  the 
reports  whether  they  were  summoned  within  or  without  the  dis- 
trict. And  this  accords  with  the  practice  in  this  court.  If  a 
witness  whose  residence  is  not  at  the  place  of  holding  court  is 
summoned  there,  he  is  allowed  mileage  for  returning  to  his  home, 
but  not  for  coming  to  the  court.     And,  by  a  liberal  construction 
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of  the  Statute,  return  travel  has  been  allowed,  even  beyond  the 
limits  of  the  district  for  which  the  court  was  held.  But  it  has 
never  been  held  by  this  court  or  any  other,  that  the  fees  of  a  wit- 
ness attending  merely  by  the  request  of  a  party,  without  subpena, 
can  be  legally  taxed  against  the  losing  party,  as  a  part  of  the  costs 
for  which  he  is  liable.  Such  a  witness,  under  the  Act  of  1799,  is 
not  ^^  summoned,"  and  under  the  Act  of  1853  ^^^^  ^^^  attend 
court  ''  pursuant  to  law." 

The  construction  contended  for  by  the  defendants'  counsel 
would  not  only  conflict  with  the  plain  reading  of  the  acts  referred 
tOy  but  would  open  the  door  to  great  abuses.  If  a  party  in  any 
case  could,  by  mere  request,  procure  the  attendance  of  any  number 
of  witnesses,  from  remote  parts  of  the  country,  and  tax  their 
travel  to  his  adversary  in  case  the  judgment  was  against  him,  he 
would  not  only  be  subject  to  a  ruinous  amount  of  costs,  but 
might  be  taken  wholly  by  surprise  at  the  trial.  No  process  hav- 
ing been  ordered  to  procure  the  attendance  of  the  witnesses,  he 
could  not  anticipate  their  presence,  and  would  have  no  means  of 
contradicting  or  counteracting  their  evidence.  There  is  no  prin- 
ciple of  public  policy  or  justice  justifying  such  a  practice.  If  a 
witness  resides  out  of  the  district  in  which  the  court  is  held,  or  at 
a  greater  distance  than  one  hundred  miles  from  it,  the  act  of  Con- 
gress authorizes  his  deposition  to  be  taken  and  used  on  the  trial. 
It  is  undoubtedly  true,  that  it  is  often  desirable  to  have  the  per- 
sonal presence  of  a  material  witness  as  the  oral  examination  before 
the  court  and  jury  is  more  satisfactory  than  his  testimony  pre- 
sented in  the  form  of  a  deposition.  But  this  is  for  the  benefit  of 
the  party  who  wishes  the  testimony  thus  exhibited.  He  can  not, 
however,  avail  himself  of  this  benefit  at  the  expense  of  his  adver- 
sary. If  he  brings  witnesses  into  court  without  process,  he  must 
pay  them  for  their  attendance.  He  may  relieve  himself  from  this 
burden  in  part  at  least,  by  causing  them  to  be  served  with  pro* 
cess  after  they  come  within  the  district.  This,  however,  the 
defendants,  for  reasons  best  known  to  themselves,  failed  to  do, 
and  the  witnesses,  therefore,  who  attended,  can  be  regarded  only 
as  mere  volunteers,  and  their  fees  can  not  be  taxed  against  the 
plaintiffs  as  a  part  of  the  legal  costs.  The  plaintiffs'  motion  to 
retax  is  therefore  sustained,  and  the  fees  of  these  witnesses  will 
be  excluded  from  the  taxation. 
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I  have  yet  to  consider  the  motion  by  the  defendants,  to  include 
in  the  taxation  the  expense  of  procuring  models  of  sleeping  cars, 
and  copies  of  patents  from  the  Patent  Office.  These,  it  is  insisted, 
were  necessary  for  their  defense,  and  were  obtained  by  them  in 
good  &ith ;  and  that  they  should  be  indemnified  for  this  outlay. 
The  issues  presented  by  the  pleadings  were  no  doubt  numerous 
and  somewhat  complicated,  by  reason  of  the  number  of  distinct 
improvements,  which  were  claimed  as  embraced  in  the  four  pat- 
ents held  by  the  plaintiffs.  The  novelty  of  all  these  improve- 
ments was  in  issue,  under  the  various  notices  given  by  the  defend- 
ants, and  it  was,  doubtless,  necessary,  in  sustaining  their  defenses 
against  the  alleged  infringements,  to  exhibit  these  models  to  the 
jury.  It  would  materially  assist  them  in  coming  to  a  conclusion 
as  to  the  novelty  of  the  claims  of  the  patents.  The  defendants 
allege  that  they  procured  these  models  at  an  expense  exceeding 
six  hundred  dollars.  Can  this  be  taxed  to  the  plaintiffs  as  a  part 
of  the  legal  cost  in  the  case  ?  There  is  no  statutory  provision  by 
which  such  an  expenditure  is  taxable  as  costs ;  and  it  is  perhaps 
within  the  discretion  of  the  court  to  tax  them,  if  necessary  to  the 
processes  of  justice.  It  does  not  occur  to  me  that  this  question 
has  before  been  presented  for  the  decision  of  this  court.  Nor 
are  any  authorities  referred  to,  which  sustain  the  claim  of  the 
defendants*  counsel  to  the  extent  urged  by  them.  It  is  obvious, 
that  it  would  subject  litigants  in  contested  patent  cases  to  onerous 
burdens,  if  either  party  was  permitted,  ad  libitum^  to  procure 
models,  and  tax  his  unsuccessful  adversary  in  the  case,  with  the 
entire  expense.  I  am  not  aware  that  any  of  the  courts  of  the 
United  States  have  given  any  sanction  to  such  a  principle.  The 
case  of  Hathaway  v.  Roach^  3  W.  &  M.  63,  is  referred  to  by 
counsel,  but  clearly  it  does  not  sustain  the  claim  of  the  defend- 
ants in  this  motion.  That  was  an  action  for  the  infringement  of 
the  plaintifPs  exclusive  right  to  certain  improvements  in  a  stove, 
for  which  a  patent  had  been  granted.  The  defendant  had  pro- 
cured several  models  of  stoves,  to  be  used  on  the  trial,  and  the 
expense  of  these  had  been  taxed  in  the  bill  ot  costs.  Judge 
Woodbury,  held,  that  so  far  as  these  were  models  of  stoves 
described  in  the  plaintifPs  patent,  as  the  plaintiff  was  not  bound 
to  exhibit  them,  it  was  proper  for  the  defendants  to  produce  them 
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to  be  used  on  the  trial.  'To  that  extent  he  held,  that  the  expense 
was  properly  carried  into  the  taxation  of  costs.  These  models, 
the  learned  judge  remarks,  ''  were  likely  to  be  beneficial  in 
explaining  the  patent,  and  were  competent  evidence  of  its  coin- 
cidence or  difference  compared  with  other  stoves,  as  they  related 
to  the  doings  of  the  plaintiff  himself  on  the  subject  of  his  pat- 
ent. The  judge  proceeds  to  say  :  '*  If  other  models  are  taxed, 
I  do  not  think  them  proper  items  for  the  bill  of  costs,  any  more 
than  the  drawings  of  other  patents  procured,  or  the  books  which 
describe  them  ;  they  all  being  rather  arguments  than  proofs." 

I  concur  with  Judge  Woodbury  in  the  case  cited.  It  is  rea- 
sonable and  just,  that  so  far  as  the  defendants  in  this  case  have, 
in  good  faith,  procured  models  of  sleeping  cars,  or  improvements 
therein,  embraced  in  the  four  patents,  for  the  infringement  of 
which  the  plaintiffs  have  brought  suit,  they  should  be  indemnified, 
and  to  that  extent  the  expense  of  the  models  may  be  included 
in  the  taxation.  The  Court  is  not  informed  how  many,  if  any, 
of  the  models  procured  by  the  defendants,  fall  within  the  rule 
prescribed.  If  necessary,  it  can  be  referred  to  a  competent 
expert  to  inquire  and  report,  as  to  the  number  and  cost  of  the 
models  procured  by  the  defendants,  which  correspond  with  the 
improvements  described  in  the  plaintiffs'  patent,  and  are  claimed 
by  the  patentee  as  his  inventions. 

As  to  the  copies  of  patents  obtained  by  the  defendants  from 
the  Patent  Office,  I  do  not  know  of  any  principle  or  any  prece- 
dent by  which  the  expense  can  be  taxed  as  costs  in  the  case.  I 
am  not  aware  of  any  case  in  which  it  has  been  allowed  in  this 
court,  nor  of  any  authority  which  sanctions  it.  If  the  motion 
now  made  includes  the  expense  of  copies  of  the  plaintiffs'  pat- 
ents, it  can  not  be  allowed,  for  the  obvious  reason  that  the  plain- 
tiffs are  bound  to  exhibit  these  as  a  necessary  part  of  their  evidence, 
and  there  could  be  no  necessity  that  the  defendants  should  pro- 
cure them.  If  they  are  copies  of  patents  for  other  improve- 
ments, not  included  in  the  patents  held  by  the  plaintiffs,  they  are 
clearly  within  the  decision  of  the  court  in  the  case  of  Hathaway 
V.  Roach^  before  referred  to,  and  the  expense  must  be  excluded 
from  the  cost  bill.  If  the  defendants  deemed  these  copies  nec- 
essary in  making  their  defense,  the  plaintiffs  can  not  be  held 
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chargeable  with  their  cost.  It  is  possible  that  there  may  be  cir- 
cumstances, which  being  made  known  to  the  Court  before  the 
trial  of  the  case,  an  order  would  be  made  authorizing  the  pro- 
curement of  copies  of  patents  or  other  documents,  the  cost  of 
which  might  be  taxed  in  the  case,  to  await  the  result  of  the 
trial.  Without  such  previous  order,  I  am  clear,  they  can  not  be 
properly  included  in  the  taxation.  This  part  of  the  defendants' 
motion  is,  therefore,  overruled. 


Orlando  B.  Potter,   Nathaniel  Wheeler,  et  al. 

vs. 
Abraham  Fuller.     In  Equitv. 

Where  machines  were  not  manufactured  by  the  defendants,  but  were  sold  by  them  as 
agents  of  the  maker,  an  injunction  against  such  selling  is  not  such  an  irreparable 
injury  as  could  prevent  the  issue  of  the  writ. 

Where  the  validity  of  the  patent  is  fully  established,  and  the  infringement  is  clear,  a 
party  has  a  right  to  protection  by  injunction,  although  it  may  cause  great  injury  to 
the  infiringer. 

The  tendency  of  the  courts  in  equity,  as  evinced  in  their  decisions,  both  in  England 
and  America,  for  the  last  few  years,  has  been  to  consider  cases,  arising  under  letters 
patent,  thomselves,  upon  full  proof,  instead  of  sending  them  to  a  jury. 

There  is  no  reason  why  parties,  all  of  whom  are  interested  in  a  patent,  may  not  make 
a  common  fund  for  the  purpose  of  protecting  their  common  rights,  by  prosecuting 
those  who,  they  think,  have  infringed  them. 

While  a  decision  in  a  former  case  is  conclusive  only  upon  the  parties  to  the  litigation, 
it  may  be  an  adjudication  upon  the  points  in  issue,  so  far  as  rhe  validity  of  the 
patents  is  concerned,  which  is  entitled  to  great  weight  in  other  cases,  and  which 
any  court,  upon  a  motion  for  a  preliminary  injunction,  would,  with  extreme  reluc- 
tance, attempt  to  overrule. 

If  verdicts  are  obtained  without  contest— -without  collusion — because  the  defendants 
chose  to  yield  to  a  judgment,  as  much  weight  should  be  given  to  such  verdicts  as 
if  there  had  been  a  full  trial,  and  a  jury  had  passed  upon  the  facts. 

(Before  Smallby,  J.,  Southern  District  of  New  York,  June,  18 6a.) 

This  was  a  motion  for  a  preliminary  injunction  to  restrain 
the  defendant  from  infringing  reissued  letters  patent,  Nos.  346 
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and  414,  for  improvements  in  sewing  machines,  granted  to 
Allen  B.  Wilson,  and  more  particularly  referred  to  in  the  report 
of  the  case  of  PotUr  v.  IVihon^  p.  102. 

The  defendant  was  selling  what  was  knoWn  as  the  ^^  Williams 
&  Orvis ''  machine,  in  the  Southern  District  of  New  York,  as 
an  agent  of  the  manufacturers,  who  constructed  the  machines 
in  Massachusetts. 


George  Gifford  for  complainants. 

Blatchford^  Seward^  and  Griswold  for  defendants. 

Smalley,  J. 

The  bill  is  predicated  upon  two  reissued  letters  patent  to  A. 
B.Wilson,  one  marked  "346,"  dated  January  22,  1856,  and 
the  other  marked  ^^414,''  dated  December  9,  1856.  All  the 
right,  title  and  interest  which  Wilson  had  to  this  invention  and 
patent  have  passed,  by  various  assignments  duly  executed,  to 
the  orators.  The  title  of  the  orators  to  these  Wilson  reissued 
patents  is  not  denied.  The  bill,  among  other  things,  states  that 
after  the  orators  became  the  owners  of  said  letters  patent  and 
the  inventions  therein  described,  and  after  the  said  reissues,  the 
said  reissue  marked  ^^  346  **  was  infringed  by  one  Joel  Chase, 
and  his  confederates,  in  the  city  of  New  York,  by  the  manu- 
facture of  sewing  machines,  and  the  orators  caused  a  suit  in 
equity  to  be  commenced  against  him  in  the  United  States  Cir- 
cuit Court  for  the  Southern  District  of  New  York,  and  an 
application  to  be  made  to  said  court  for  an  injunction  to  issue 
against  him ;  that  on  or  about  September  27,  1856,  an  injunction 
was  issued  by  said  Court,  restraining  and  enjoining  the  said  de- 
fendant Chase,  and  his  confederates,  from  further  infringement 
of  said  patent ;  that  afterward,  certain  persons,  seeking  to 
possess  themselves  of  the  advantages  of  said  invention,  had 
prepared  for  and  commenced  the  manufacture  of  sewing  ma- 
chines in  the  State  of  Connecticut,  differing  considerably  from 
the  inventions  of  said  Wilson,  but  employing  some  parts  thereof 
— the  orators  caused  actions  at  law  to  be  instituted  against  said 
persons  in  the  Circuit  Court  of  the  United  States  for  the  Dis- 
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trict  of  Connecticut,  to  establish  the  validity  of  said  patents, 
and  to  recover  damages  for  the  infringement  thereof:  that  the 
defendants  in  said  actions  appeared  by  counsel,  and  the  plain- 
tiffs proceeded  without  delay  to  prepare  for  the  trial  of  the  same 
at  the  first  term  thereafter  of  said  court,  that  is,  the  April 
term  of  1858,  and  at  that  term  obtained  verdicts  and  recovered 
damages  therein.  That  the  validity  of  said  patents  to  Wilson, 
and  the  utility  of  his  inventions,  and  the  exclusive  rights  secured 
thereby,  were  acknowledged  and  acquiesced  in  by  all  said  de- 
fendants and  the  public  to  a  large  extent,  and  the  same  were 
thereby  established. 

But  thereafter,  in  other  suits  in  equity  in  said  court,  on  ap- 
plications for  preliminary  injunctions,  some  of  the  defendants 
not  appearing  to  be  satisfied  with  the  adjudications  already  had, 
defended,  and  set  up,  and  urged  by  their  counsel  in  opposition 
to  such  applications,  that  the  complainants  had  not  sufficient 
title  to  said  patents  ;  that  the  subject-matter  of  some  of  the 
claims  was  not  patentable ;  that  the  inventions  made  by  the 
patentee  were  not  useful,  and  that  he  was  not  the  first  or  the 
original  inventor  of  what  is  claimed  in  said  patents ;  that  said 
reissued  patents  were  void,  because  said  A.  B.  Wilson  had  no 
right  to  apply  for  the  same,  and  because  they  are  not  for  the 
same  invention  as  was  the  original :  also,  that  said  inventions,  or 
substantial  parts  thereof,  had  been  anticipated  by  inventions  of 
Thimonier,  of  France ;  Elias  Howe,  Jr.,  Bradshaw,  Walker, 
Bachelder,  Sewell,  Carpenter,  and  others.  Long  and  elaborate 
arguments  were  had,  and  the  Court,  after  full  deliberation,  over- 
ruled all  of  said  objections,  and  all  matters  which  were  set  up 
in  defense,  and  about  the  last  of  December,  1858,  granted  and 
issued  injunctions  against  the  defendants. 

That  in  the  month  of  February,  1-859,  ^^^^  than  twelve  pre- 
liminary injunctions  were  granted  and  issued  by  the  United  States 
Circuit  Court  for  the  Southern  District  of  New  York,  against 
infringers  of  said  patents.  That  subsequently  thereto  a  motion 
was  made  to  dissolve  one  of  said  injunctions,  and  the  motion, 
after  a  hearing  thereof  by  the  Court,  was  denied,  and  the  injunc- 
tion was  continued. 

That  in  the  year  1858,  suits  in  equity  were  brought  upon  said 
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patents  in  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York,  against  James  G.  Wilson  and  others, 
also  against  John  R.  Gibbs;  and  in  December,  1858,  another 
suit  in  equity  was  brought  against  George  B.  Sloat  and  others 
for  infringements  of  said  patents.     That  in  the  month  of  Feb- 
ruary, 1859,  preliminary  injunctions  were  granted  and  issued 
by   the  Court   against   the  defendants  in  said   suits  ;  that  the 
defendants,  in  their  answers  in  said  last  three  suits,  set  up  as 
a  defense  therein  most  of  the  matters  which  had  been  set  up 
in  the  suits  in  the   District  of  Connecticut ;  and  in  addition 
thereto,  they  alleged  in  their  answers  that  the  English  patents 
issued  to  John  Fisher  and  James  Gibbons,  Edward  Newton 
and  Thomas  Archbold,  James  Cropper,  John  Brown  Milnes, 
and    the  American    patents    issued    to  William  H.  Akins  and 
Jacob  D.  Felthousen,  dated  August  5,  1851,  and  the  patent  to 
William  H.  Johnson,  dated  March  7,  1854,  and  the  caveat  of 
said  William  H.  Johnson,  filed  November  7,  1848,  contained 
the  inventions,  or  substantial  and  material  parts  thereof,  patented 
in  and  by  said  two  reissued  patents  to  said  Allen  B.  Wilson ; 
and  that  said    inventions  of  said  Wilson,  and  substantial  and 
material  parts  thereof,  patented  by  said  two  reissued  patents  to 
said  Allen  B.  Wilson,  had,  prior  to  the  invention  of  said  Allen 
B.  Wilson,  been  made  by  and  was  known  to  and  used  by  said 
Akins    and    Felthousen,   Leander  W.    Langdon,   William    H. 
Johnson,  and  divers  other  persons  in  the  United   States.     That 
general   replications    were   filed    by    the   complainants   to   said 
answers,  denying  said  allegations,  and  a  large  quantity  of  testi- 
mony was  taken  in   said  suits  preparatory  for  final  hearing  on 
pleadings  and   proofs,  commencing  about  January  i,  1859,  ^"^ 
ending    about    November   14,   1859,  ^^^  amounting    to    over 
eighteen  hundred  pages  in  print.     That  said  suits  were  brought 
to  a  final  hearing  on  pleadings  and  proofs,  before  Justice  Nelson, 
Judge  Sm ALLEY  sitting  with  him,  on  June  20,  i860,  and  were 
argued  by  counsel  on  both  sides,  the  arguments  continuing  for 
about  two  weeks.     After  the  arguments  were  closed,  the  Court 
held  said  suits  under  advisement   until  about  August  17,  i860, 
when  Justice  Nelson  rendered  the  decision  of  the  Court  in  said 
suits,  overruling  the  defenses  set  up  by  the  defendants  therein- 
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and  deciding  that  said  Allen  B.  Wilson  was  the  first  and  orig- 
inal inventor  of  all  that  is  claimed  in  said  patents,  or  either  of 
them,  and  that  said  patents  are  both  good  and  valid,  and  that 
the  same  had  been  infringed  by  all  the  defendants  in  said  suits, 
and  ordered  an  account  from  said  defendants,  and  each  of  them, 
and  that  perpetual  injunctions  be  issued  against  all  of  said 
defendants  in  said  suits.  And  that  on  October  4,  i860,  a  final 
decree  was  entered  by  the  Court  against  the  defendants  in  each 
of  said  suits,  adjudging  and  decreeing  that  said  two  reissued 
patents  are  good  and  valid  ;  that  said  Allen  B.  Wilson  was  the 
original  and  first  inventor  of  the  improvements  thereby  secured  ; 
that  the  complainants  in  each  of  said  suits,  by  virtue  of  said 
patents,  and  by  the  assignments  alleged  in  the  bill  of  complaint 
in  each  of  said  suits,  were  vested  with  the  exclusive  rights  and 
privileges  granted  and  secured  in  and  by  said  patents  and  each 
of  them  ;  that  the  defendants  in  each  of  said  suits  had  infringed 
upon  said  patents  and  each  of  them,  and  the  exclusive  rights  of 
orators  under  the  same  ;  and  also  adjudging  and  deciding  that 
the  complainants  in  said  suits  should  recover  of  the  said  defend- 
ants therein  the  gains,  advantages,  and  profits  which  had  arisen 
or  accrued  to  the  defendants  therein  respectively  from  (heir 
infringements  of  said  patents,  and  each  of  them,  together  with 
the  cost  of  the  complainants  in  said  suits ;  and  also  that  a 
perpetual  injunction  be  granted  and  issued  against  the  defend- 
ants in  each  of  said  suits  ;  and  ordered  a  reference  to  a  master 
of  said  court  to  take  account  of  the  same. 

The  bill  further  states,  that  a  like  final  decree  was  entered  by 
the  said  court  on  November  5,  i860,  in  another  suit  upon  said 
two  reissued  patents,  wherein  Louis  Planer  and  Joseph  Anger, 
of  the  city  of  New  York,  were  defendants,  and  against  whom 
a  suit  had  been  brought  in  said  court  for  the  infringement  of 
said  patents. 

And  also,  that  a  like  final  decree  was  entered  by  said  court 
on  December  4,  i860  in  another  suit  upon  said  two  reissued 
patents,  wherein  James  Harrison,  Jr.,  of  the  city  of  New  York, 
was  defendant,  and  against  whom  a  suit  had  been  brought  in 
said  court  for  the  infringement  of  said  patents. 

The  bill   further  states,  that   after   the  orators  became  the 
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owners  of  said  letters  patent  and  inventions  as  aforesaid,  and 
after  the  reissues  346  and  414  above  named,  the  same  were  at 
various  times  and  at  divers  places  infringed  by  Isaac  F.  Shepard, 
and  many  others  who  are  named  in  the  bill,  in  the  District  of 
Massachusetts,  by  the  manufacture  and  sale  of  sewing  machines ; 
and  the  orators  caused  suits  in  equity  to  be  commenced  against 
them  in  the  United  States  Circuit  Court  for  that  district,  and 
applications  to  be  made  to  said  court  for  injunctions  to  issue 
against  said  defendants.  And  such  proceedings  were  there- 
upon had,  that  perpetual  injunctions  were  duly  ordered  to 
issue  by  said  court,  restraining  and  enjoining  all  of  said  defend- 
ants and  their  confederates  from  further  infringement  of  said 
reissues. 

And  the  bill  further  states,  that  in  the  month  of  October, 
i860,  several  suits  in  equity  upon  said  patents  were  pending  in 
the  Circuit  Court  of  the  United  States  for  the  Eastern  District 
of  Pennsylvania ;  that  the  defendants  had  appeared  by  counsel 
in  each  of  said  suits,  and  put  in  answers  therein  ;  and  in  their 
answers  respectively  had  set  up  as  defense,  among  other  things, 
the  various  matters  of  defense  which  had  been  set  up  by  the 
defendants  in  the  above-mentioned  suits,  in  the  Southern  Dis- 
trict of  New  York,  and  in  the  District  of  Connecticut ;  that 
replications  were  filed  to  said  answers,  denying  said  allegations  ; 
and  testimony  was  taken  in  said  suits  preparatory  for  final  hear- 
ing thereof;  and  that  in  or  about  the  month  of  October,  i860, 
said  suits  were  brought  to  a  final  hearing  on  pleadings  and  proofs 
before  his  Honor,  Justice  Grier,  at  Philadelphia,  in  said  district, 
and  final  decrees  were  granted  and  entered  therein  overruling 
all  the  defenses  set  up  by  the  defendants  in  said  suits  and 
adjudging  and  decreeing  that  said  Allen  B.  Wilson  was  the  first 
and  original  inventor  of  all  that  is  patented  in  and  by  said 
patents,  or  either  of  them  ;  and  that  said  patents  are  good  and 
valid  ;  and  that  the  complainants  owned  the  same  ;  and  that  the 
said  patents  had  been  infringed  by  all  the  defendants  in  said 
suits,  and  ordered  and  decreed  an  account  from  said  defendants 
and  each  of  them,  and  that  perpetoal  injunctions  be  issued 
against  all  of  said  defendants  in  said  suits. 

These  are  the  material  facts  stated    in  the  bill.     They  are 
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sustained  to  some  extent  by  the  affidavits  of  four  machinists  and 
experts  in  relation  to  the  question  of  infringement. 

Now,  if  the  defendant's  machine  is  found  upon  examination 
to  infringe  these  patents,  it  is  obvious  that  the  bill  makes  a  clear 
and  strong  case  for  an  injunction.  And  certainly  the  orators  are 
entitled  to  an  injunction  unless  the  evidence  and  exhibits,  intro- 
duced by  the  defendant,  defeat  that  right.  That  the  defendant's 
machine  has  infringed,  and  that  the  one  they  are  now  selling  is 
an  infringement  of  said  reissued  patents,  and  each  of  them,  in 
defiance  of  the  rights  of  the  orators,  by  using  and  vending  to 
others  to  be  used  the  inventions  therein  described,  is  claimed 
to  be  proved  by  the  testimony  of  four  experts  and  machinists, 
whose  affidavits  are  attached  to  and  read  in  support  of  the  bill, 
and  who  testify  that  the  defendant  has  been  and  is  still  using,  or 
selling  rather,  machines  similar  in  principle  and  operation  to  those 
described  in  the  specification  of  said  Wilson's  reissued  patents. 

The  defendant  resists  this  application  for  a  preliminary  injunc- 
tion on  four  grounds.  First,  he  says,  that  this  is  not  a  case 
where  a  preliminary  injunction  should  issue,  even  if  it  be  true 
that  the  Wilson  patents  are  valid,  and  if  it  should  turn  out  upon 
a  hearing  in  chief  that  the  defendant's  machine  is  an  infringe- 
ment 'f  for,  he  says,  first,  that  to  grant  a  preliminary  injunction 
would  produce  irreparable  injury  to  the  defendants.  It  is  diffi- 
cult to  see  how  that  objection  can  well  be  sustained  in  this  case, 
even  if  such  a  fact  would  be  good  cause  for  withholding  a' pre- 
liminary injunction;  for,  it  appears  from  the  case  that  these 
machines  are  not  being  manufactured  in  New  York ;  that  they 
are  only  being  sold  here  by  an  agent  for  the  manufacturers, 
Williams  and  Orvis,  who  construct  them  in  Massachusetts. 
Therefore,  there  is  not  much  force  in  the  objection  that  a  pre- 
liminary injunction  in  this  case  would  produce  irreparable  injury, 
if  it  be  really  an  infringement  of  these  patents,  by  simply 
enjoining  them  from  selling  in  the  Southern  District  of  New 
York.  Besides,  where  the  validity  of  the  patent  is  fully  estab- 
lished and  the  infringement  is  clear,  a  party  has  a  right  to  pro- 
tection by  injunction,  although  it  may  cause  great  injury  to  the 
infringer. 

Another  objection  that  is  urged  is,  that  the  plaintiffs  are  not 
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entitled  to  a  preliminary  injunction,  because  they  have  been 
guilty  of  great  laches ;  and  as  evidence  of  these  laches,  defend- 
ants asserted  in  the  affidavits  filed  by  them  and  proved  by  records, 
that  certain  suits  had  been  commenced  against  ^^  Williams  and 
Orvis,''  in  the  District  of  Massachusetts,  for  a  violation  of  the 
Wilson  patents  in  the  manufacture  and  vending  of  the  same 
machines  sold  by  the  defendant.  The  Court  is  not  disposed  to 
regard  that  claim  favorably.  It  is  said  that  the  parties  have  had 
an  opportunity  in  that  district  to  bring  these  matters  to  issue 
before  a  jury,  and  therefore  that  a  preliminary  injunction  should 
not  issue.  It  is  unquestionably  true  that  in  former  years  it  has 
been  much  the  practice  of  the  courts,  in  adjudicating  upon 
patents,  when  there  was  a  seriously-disputed  question  of  fact,  to 
send  the  matter  to  a  jury.  But  I  think  the  tendency  of  the 
courts,  as  evinced  by  their  decisions,  both  in  England  and 
America,  for  the  last  few  years,  has  been  to  consider  the  cases 
themselves  upon  full  proof,  instead  of  sending  them  to  the  jury. 
And  I  believe  that  the  decision  of  a  competent  court,  accus- 
tomed to  the  investigation  of  facts  of  this  kind  in  relation  to 
matters  of  art  and  science,  would  be  more  satisfactory  to  intelli- 
gent minds  than  the  verdict  of  a  jury  would  be  likely  to  be. 
There  is  usually  a  great  mass  of  evidence  put  in  (and  it  has  been 
shown,  in  this  case,  that  a  similar  one  in  Boston  occupied  fifty- 
eight  days  in  trial  before  the  jury).  The  jurors,  at  least  many 
of  them,  are  not  accustomed  to  investigations  of  this  character, 
their  minds  become  fatigued,  their  recollection  of  the  testimony 
imperfect,  and  few,  if  any,  take  minutes  of  the  evidence.  For 
these  reasons,  and  others  not  necessary  to  mention,  I  am  inclined 
to  think  that  the  decision  of  a  court  of  equity,  upon  a  full  inves- 
tigation of  the  facts,  //,  and  ought  to  be,  more  satisfactory  than 
the  verdict  of  a  jury  under  such  circumstances.  And  after  this 
question  of  the  validity  of  these  patents  has  been  once  adjudi- 
cated, as  it  appears  from  the  bill,  and  is  conceded  by  the  defendant 
in  the  argument  that  it  has,  and  after  it  has  been  again  examined, 
I  should  hesitate  long  before  I  would  listen  to  the  argument 
that  the  injunction  should  not  issue  because  a  jury  has  not  passed 
upon  the  case.  I  think,  therefore,  that  that  objection  is  not  well 
founded. 
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The  third  reason  urged  by  the  defendant  why  an  injunction 
should  not  be  granted  in  this  particular  case,  is  alleged  to  be  on 
account  of  the  oppresive  conduct  of  the  plaintiffs.  That  is  said 
to  consist  in  the  fact,  which  appeared  in  the  evidence  by  the 
affidavits  and  the  papers,  that  the  various  parties  in  interest  in 
these  Wilson  patents,  the  three  classes  of  orators  here,  had 
agreed  among  themselves  that  they  would  make  a  common  fund 
to  prosecute  infringements  upon  these  patents,  and  thus  protect 
their  rights.  This  it  is  alleged,  is  a  combination,  oppressive  in 
its  character,  which  ought  to  be  frowned  upon  by  the  Court. 
But  I  can  see  nothing  improper  in  the  transaction.  It  does  not 
appear  that  any  parties  entered  into  that  arrangement  who  were 
not  themselves  interested  in  those  patents ;  and  why  they  might 
not  make  a  common  fund  for  the  purpose  of  protecting  their 
common  rights  by  prosecuting  those  they  thought  had  infringed 
them,  I  am  at  a  loss  to  conceive.  1  can  see  no  objection  to  the 
injunction,  therefore,  upon  that  ground. 

The  second  ground  on  which  the  defendant  resists  the  appli- 
cation is,  that  there  has  been  no  general  acquiescence  in  the 
validity  of  these  patents,  and  that  the  former  adjudications  upon 
them,  which  are  set  forth  in  the  orators'  bill,  were  based  upon 
erroneous  propositions ;  that  Judge  Ingersoll,  in  granting  the 
injunction  in  the  case  of  Potter  v.  Holland^  in  Connecticut,  was 
led  to  believe  three  erroneous  propositions,  which  are  now  shown 
to  be  erroneous.  These  three  errors,  the  defendant  insists, 
consist  in  this  :  First,  That  Judge  Ingersoll  supposed  that  the 
Wilson  machine  of  1850  was  capable  of  producing  the  result 
claimed  for  it  by  the  patentee  j  Secondly.  That  the  feeding 
instrument  was  a  combination  of  two  elements,  namely,  of  the 
feeder  and  presser  only,  whereas,  in  fact,  it  is  a  combination  of 
three  elements.  As  to  these  two  questions,  the  defendant 
claims  that  Judge  Ingersoll  committed  a  serious  error  in  the 
hearing  before  him  (which  appears  to  have  been  elaborately 
argued  and  carefully  considered),  and  that  the  same  errors  were 
sustained  by  the  Court  in  deciding  the  case  of  Potter  v.  Wilson^ 
at  Cooperstown,  decided  by  Judge  Nelson,  heard  before 
Judge  Nelson  and  myself;  that  Judge  Ingersoll  first  made  the 
mistake,  and  the  full  bench  followed  him.     It  is  sufficient  to 


26o  SOUTHERN    DISTRICT    OF    NEW    VORK. 

Potter  V.  Fuller. 

dispose  of  that  position  by  saying  that  inasmuch  as  it  has  been 
once  passed  upon,  after  being  fully  argued  before  the  late  Judge 
Ingersoll,  certainly  an  eminent  patent  law  judge  and  by  the  full 
bench,  Mr.  Justice  Nelson  presided,  it  would  hardly  be  pre- 
sumed that  this  Court,  on  a  motion  for  a  preliminary  injunction, 
would  attempt  to  reconsider  and  overrule  those  decisions,  made 
after  such  full  consideration.  In  addition  to  that,  though  there 
has  been  much  time  spent  upon  these  propositions,  I  have  yet  to 
see  any  reason  to  believe  that  the  first  ruling  of  Judge  Ingersoll, 
sustained  by  Judge  Nelson  and  myself,  was  not  correct. 

The  third  reason  which  the  defendant  assigns,  is  a  question 
of  fact.  That  Wilson  was  not  the  first  person  who  invented 
any  feeding  instrument  by  which  the  cloth  could  be  fed  auto- 
matically, while  the  direction  of  the  seam  could  be  changed  at 
the  will  of  the  operator,  without  interfering  with  the  regularity 
of  feed.  All  the  machines  that  the  defendant  now  relies  upon 
to  sustain  the  proposition  were  before  Judge  Ingersoll,  it 
appears,  and  again  before  the  full  court  at  Cooperstown,  in 
i860,  except  Eilithorpe's  machine,  which  I  shall  consider  more 
hereafter.  That  disposes  of  the  three  objections  made  by  the 
defendant  upon  that  point. 

Then  the  inquiry  returns,  what  weight  and  consideration 
ought  to  be  given  to  those  various  adjudications  in  Connecticut, 
the  Southern  District  of  New  York,  in  Massachusetts,  and  in 
Pennsylvania  ?  It  is  stated  in  the  bill,  and  not  denied  by  any 
affidavit  (no  answer  having  been  put  in),  that  the  case  was  very 
fully  heard  on  the  final  trial  in  June,  i860;  that  the  argument 
occupied  some  twelve  days,  and  the  testimony  produced  to  the 
court  occupied  over  eighteen  hundred  printed  pages,  that  it 
received  a  full  consideration,  and  that  a  final  decree  was  made. 
Now,  it  is  undoubtedly  true  that  as  this  defendant,  and  as  ^^  Wil- 
liams and  Orvis,''  whose  machines  this  defendant  is  selling,  were 
not  parties  to  any  of  those  suits,  that  decision  is  not  conclusive 
upon  them  ;  but  it  is  not  an  adjudication  upon  the  points  in  issue j 
so  far  as  the  validity  of  these  patents  is  concerned^  which  is  entitled 
to  great  weight,  and  which  any  court,  sitting  as  this  Court  now 
does,  hearing  a  motion  for  a  preliminary  injunction,  would,  with 
extreme  reluctance,  attempt  to  overrule  ?     In  addition,  it  seems 
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that  in  Connecticut  various  suits  were  brought  and  verdicts 
obtained.  An  affidavit,  produced  by  the  defendant,  tends  to 
show  that  those  verdicts  were  not  obtained  upon  trial,  but  by 
consent.  But  Judge  Ingersoll,  who  was  holding  the  court 
when  those  verdicts  were  rendered,  states,  in  his  opinion,  that 
they  were  rendered  without  collusion ;  the  suits  were  fully  con- 
tested, although,  before  they  went  to  trial,  the  parties  defendant 
yielded  to  a  verdict  agreeing  to  the  damages.  Under  those 
circumstances,  the  defendant  says,  those  verdicts  are  not  entitled 
to  any  consideration.  I  take  a  very  different  view  of  the  ques* 
tion. 

If,  as  Judge  Ingersoll  states — and  certainly  we  are  bound  to 
take  his  statement  as  correct — the  suits  were  without  collusion, 
were  honestly  defended,  and  finally,  the  defendants  only  yielded 
to  a  judgment  when  it  was  evident  that  the  contest  could  not 
be  sustained,  I  think  the  evidenc  is  quite  as  strong  in  favor  of 
the  propriety  of  those  verdicts,  and  quite  as  much  weight  should 
be  given  to  them,  as  if  there  had  been  a  full  trial  and  a  jury  had 
passed  upon  the  facts ;  because  it  would  indicate  decidedly  that 
the  defendants  and  their  counsel  (and  the  papers  show  that  they 
were  eminent  counsel-^some  of  the  first  members  of  the  bar), 
after  a  full  examination  of  the  facts  in  the  cases,  came  to  the 
conclusion  that  they  could  not  be  successfully  defended,  and, 
therefore,  did  not  choose  to  risk  a  verdict  of  the  jury  upon  them. 
It  is  sa;d,  as  to  those  cases  in  Massachusetts,  there  were  no 
trials,  but  decrees  were  entered  by  consent,  and  so  also  in  the 
cases  before  Justice  Grier.  There  is  no  evidence  in  cither  of 
those  cases  that  there  was  any  collusion,  and,  in  the  absence  of 
evidence,  certainly  the  presumption  is  that  there  was  none. 
These  objections,  therefore,  to  the  force  that  should  be  given 
to  the  previous  adjudications,  we  think  can  not  be  sustained. 

The  defendant  claims,  among  other  things  on  this  present 
hearing,  that  Wm.  H.  Johnson  was  the  first  inventor  of  the 
four-motion  feed,  and  that  Wheeler  &  Wilson's  four-motion 
feed  was  an  infringement  of  Johnson's ;  and  he  insists  that  it 
was  so  determined  by  the  jury  in  the  case  recently  tried  in 
Massachusetts-— y0/&;ij^»  v.  Root.  The  answer  to  this  objection 
is  contained  in  one  paragraph,  in   Judge   Nelson's   opinion. 
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delivered  in  the  case  of  Potter  v.  fVilson^  p.  102,  before  referred 
to.  Judge  Nelson's  last  proposition  was  this :  ^^  It  is  further 
insisted  that  the  device  described  in  the  caveat  filed  by  Wm.  H. 
Johnson,  November,  1848,  and  in  the  patent  issued  to  hioi  7th 
March,  1854,  contains  the  principle  of  this  improvement  of 
Wilson ;  but  it  is  only  necessary  to  read  the  description  and 
examine  the  model  of  this  machine  to  see  that  the  device  has  no 
resemblance  to  that  of  Wilson  in  this  improvement  in  question." 
That  would  seem,  therefore,  to  very  effectually  dispose  of  the 
claim  that  Johnson  was  the  original  inventor. 

The  defendant  now  produces,  however,  and  relies,  as  he 
states,  upon  two  inventions  prior  to  Wilson,  which  have  not 
been  before  presented,  as  it  is  claimed,  to  any  court.  One  is 
that  of  Solomon  B.  Ellithorpe,  invented  and  reduced  to  practice, 
as  is  asserted,  in  1847.  ^^  establish  this  position,  the  defendant 
relies  upon  the  affidavits  of  Ellithorpe,  Marsh,  and  an  exhibit 
and  copies  of  drawings  from  the  Patent  Office.  I  have  looked 
into  those  affidavits  very  attentively.  This  subject  of  Ellithorpe's 
invention  is  not  new  to  me ;  it  was  before  me  some  eighteen 
months  ago,  in  a  question  of  injunction,  and  passed  upon. 
Without  any  reference  to  that  decision,  however,  I  am  disposed 
to  review  the  evidence  now  before  the  Court,  and  see  if  this 
position  can  be  maintained.  It  appears,  from  Ellithorpe's  affidavit 
(which  is  certainly  very  adroitly  drawn),  which  has  been  read  in 
the  case,  that  he  was,  from  1841  up  to  1847,  living  in  Albany  ; 
that  he  was  an  apprentice  at  the  hatter's  trade,  but  had  given 
much  attention  to  experimenting  in  making  sewing  machines 
from  that  time  (1841)  to  1847;  ^"^  ^^^^  previous  to  1847  ^^ 
had  perfected  a  number  of  machines,  four  at  least,  and  had  put 
them  in  use;  that  early  in  the  year  1847  he  had  made  specifica- 
tions for  one  of  them,  and  this  specification  (a  copy  of  which  is 
said  to  be  before  the  Court)  is  dated  July  7,  1847. 

He  says  he  made  a  machine  like  it  before  that  date ;  that  a 
number  of  them  were  used  ;  one  was  used  by  a  tailor  in  the 
interior  of  New  York,  carrying  on  his  trade,  from  whom  he 
expected  to  obtain  money  to  procure  a  patent,  but  he  did  not 
succeed  in  getting  it ;  that  he  made  arrangements,  he  said, 
with  a  friend  of  his  to  furnish  him  money  to  procure  a  patent. 
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but  that  failed.  It  is  a  little  singular  that  if  he  had  at  that 
time  been  the  Inventor  of  the  machine,  a  small  model  of  which 
has  been  before  the  Court,  certainly  a  very  superior  piece  of 
mechanism,  exhibiting  great  ingenuity,  evidently  containing  all 
the  elements  of  this  automatic  feed  of  Wilson,  that  no  one 
could  be  found  who  would  advance  the  necessary  funds,  thirty, 
forty,  or  fifty  dollars,  to  procure  a  patent.  Nothing,  however, 
seems  to  have  been  done  in  any  manner  by  him  until  eleven 
years  afterward,  in  1858.  His  excuse  for  this  long  delay  is, 
that  a  great  fire  happened  in  Albany  soon  after  he  had  got 
his  papers  and  model  partially  prepared,  which  destroyed  his 
property ;  and  he  had  supposed  his  drawings  were  all  lost,  and 
did  not  find  them  until  some  time  in  1858,  after  he  had  re- 
moved to  the  city  of  New  York,  when,  in  looking  over  a  box, 
to  use  his  own  phrase,  containing  some  old  trumpery,  he  found 
this  first  drawing,  from  which,  he  says,  he  copied  the  one  sent 
to  the  Patent  Office,  a  copy  of  which  is  before  the  Court. 
The  inquiry  might,  perhaps,  suggest  itself — Where  had  this  old 
box  of  trumpery  been  all  this  time  ?  How  came  these  draw- 
ings, so  very  valuable,  the  only  ones  he  had,  to  remain  there 
unexhumed  for  a  period  of  eleven  years  ?  No  explanation  is 
given,  and  we  are  left  to  conjecture.  In  1858  he  filed  his 
drawings  in  the  Patent  Office,  which,  he  says,  were  copied 
from  this  original  draft  he  found  in  this  box,  which  he  made  in 
1847,  ^"^  asked  for  a  patent,  but,  singularly,  not  for  an  im- 
provement in  the  feed-motion  of  sewing  machines,  but  for  an 
alleged  improvement  in  the  bobbins  of  a  sewing  machine,  an 
entirely  different  thing  from  this ;  his  specification  does  not 
indicate  any  thing  of  this  kind.  A  copy  of  that  application  is 
before  the  Court,  furnished  by  the  defendant,  that  describes  it 
as  being  an  application  for  an  improvement  in  bobbins.  Now, 
if  his  attention  had  been  given  from  1841  to  1847  to  improve- 
ments in  sewing  machines,  and  if  he  really  had  invented  this 
invaluable  feed,  which  has  done  so  much  to  improve  these  ma- 
chines, creating  such  an  immense  amount  of  litigation  through- 
out the  country,  it  is  hardly  conceivable  that  he  waited  from 
1 841  to  1858,  found  his  old  drawings,  and  then  only  asked  for 
an  improvement  in  bobbins. 
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The  story  is  incredible.  Mr.  Marsh's  affidavit  is  relied  upon 
to  sustain  Mr.  Eliithorpe.  It  seems  irom  Mr.  Marsh's  testi- 
mony that  he  was  living  in  Albany  about  the  same  period  of 
time,  from  1841  to  1847,  and  he  was  an  apprentice  to  the 
watchmaking  business.  He  says  he  saw  some  drawings  some* 
time  before  1847,  which  Eliithorpe  had  made,  and  from  his 
recollection,  they  are  substantially  like  the  ones  that  are  now 
in  the  Patent  Office.  Well,  that  certainly  is  very  vague,  incon- 
clusive, and  uncertain.  The  idea  that  he,  not  being  a  machinist 
or  expert,  and  knowing  nothing  about  sewing  machines  himself, 
could  carry  in  his  mind  twelve  or  fifteen  years  what  the  peculiar 
character  of  those  drawings  were,  is  hardly  credible.  But  he 
says  further,  that  he  remembers  seeing  a  model  which  he  says 
is  similar  to  the  one  that  is  exhibited  in  this  case,  and  which  he 
(Eliithorpe)  made  at  that  time ;  that  he  (Marsh)  remembers 
making  the  brass  spiral  wire  for  it,  and  putting  it  into  it.  A 
number  of  suggestions  are  brought  to  the  mind  in  relation  to 
this  part  of  the  testimony ;  presuming  Mr.  Marsh  to  be  an 
honest  witness,  and  the  Court  does  not  intend  to  question  that. 
If  Eliithorpe  made  such  a  model  as  that  at  that  time,  where  has 
it  been  ?  They  do  not  claim  that  that  was  burned  in  the  build- 
ing. The  first  we  hear  of  the  model  is  now.  Where  has  that 
slept  for  fifteen  years  ?  The  truth  is,  and  it  is  useless  to  dis- 
guise it,  this  whole  affair  of  EUithorpe's  resembles  very  much 
an  entire  after-thought  for  defeating  the  orators  in  their  just 
rights,  if  they  have  any,  and  can  not,  in  my  view  of  the  case, 
with  this  evidence,  be  regarded  favorably  at  all. 

It  is  again  claimed  that  the  Bachelder  machine,  known  as  the 
wheel-feed  machine,  which  Bachelder  in  his  affidavit  states  was 
put  in  use  in  January,  1849,  and  was  patented  in  May,  1849,  ^^ 
prior  to  Wilson's  invention,  and  defeats  his  claim  of  novelty, 
and  that  that  question  has  not  been  before  passed  upon  by  any 
court.  There  are  three  difficulties  in  sustaining  this  position. 
The  first  is,  that  it  does  not  appear  that  this  invention  of 
Bachelder  was  prior  to  Wilson.  Bachelder  states  that  this 
machine  was  built  as  early  as  January,  1849,  ^^^  i^  i^  ^^^  P^^' 
tended  that  it  was  used  before  that  date,  while  Wilson's  inven- 
tion goes  back  into  1848,       In   the  case  of  Potter  v.  JVilson^ 
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Nelson,  J.,  says:  "The  proof  is  very  full  and  satisfactory  that 
the  invention  of  Wilson  was  so  far  matured  as  to  admit  of  sewipg 
curved  seams  by  way  of  experiment  as  far  back  as  1848/'  This 
opinion,  it  should  be  remecnbered,  was  pronounced  after  a  very 
long  hearingi  as  before  stated,  and  a  large  amount  of  testimony 
pro  and  con.  Again,  it  does  not  appear  when  the  machine,  of 
which  Exhibit  J.  B.  is  a  copy,  was  first  constructed.  It  is 
claimed  by  Bachelder  in  his  affidavit  to  be  described  in  his  appli- 
cation for  a  patent,  December  27,  1848.  But  it  seems  from  his 
own  statement,  that  he  had  used  various  feed  motions  for  his 
machines  previous  to  that  time  (I  think  at  least  six  are  described 
by  him,  all  diiFering  each  from  the  other) ;  that  at  one  time  he 
used  sand-paper ;  at  another  time  he  used  dog-fish  skin.  These 
he  called  his  rough-surface  feeds.  And  he  states  that  as  late  as 
November,  1850,  he  made  an  application  for  a  patent  for  this 
rough-surface  feed,  for  an  improvement  upon  his  original  machine, 
and  that  at  a  public  exhibition  in  Boston  in  1850,  he  exhibited 
a  machine  with  a  dog-fish  skin  rough-surface  feed,  and  received 
a  medal  therefor.  In  what  season  of  the  year  that  exhibition 
was,  the  affidavit  does  not  state,  but  probably  it  was  in  the 
autumn.  Now,  it  should  be  borne  in  mind  that  this  exhibit  (J. 
B.)  of  the  defendant,  is  a  very  ingenious  machine,  and  as  it  was 
worked  in  presence  of  the  Court,  does  sew  seams  of  nearly  any 
desirable  curvature ;  and  I  apprehend  it  can  not  be  contended 
by  any  one  but  that  it  is  infinitely  preferable  to  any  of  Bachel- 
der's  rough-surface  feed  machines.  Then,  if  Bachelder  had, 
previous  to  this  time  (1850),  when  he  presented  his;  dog-fish 
skin  rough-surface  machine  in  Boston,  and  Novemb^,  1850, 
when  he  asked  for  a  patent  for  that  as  an  improvement  upon  his 
previous  machine,  for  which  he  had  got  his  patent,  for  which  he 
applied  in  December,  1848  i  I  say,  if  he  had,  previous  to  this 
time  invented  and  put  in  operation  a  machine  that  worked  so 
well  and  eflPectiveiy,  as  an  examination  of  Exhibit  J.  B.  shows 
that  it  does,  it  is  inconceivable  that  he  should  have  exhibited  at 
fairs,  and  made  models  of  machines  with  dog-fish  skin  ro.ugh- 
surface,  and  afterward  have  applied  for  a  patent  for  that  as  an 
improvement  upon  his  previous  patent.  It  should  be  noticed 
that   Bachelder  does  not  pretend   to  say  when  this   machine, 
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exhibited  in  court,  was  made.  He  says  himself,  that  it  is 
made  in  accordance  with  one  of  his  claims ;  but  for  the  reasons 
I  have  already  assigned,  I  can  hardly  come  to  that  conclusion. 
Bachelder's  drawings  were  not  furnished  the  Court.  They 
were  here  on  the  trial  ;  but  on  looking  for  them  among  the 
papers,  I  could  not  find  them.  Again,  one  or  more  of  the 
Bachelder  machines,  his  drawings  and  patents,  have  heretofore 
been  before  the  Court,  were  presented  in  Connecticut  and  at 
Cooperstown,  and  they  have  been  passed  upon.  The  Court,  in 
both  instances,  decided  that  they  did  not  interfere,  or  in  any  way 
affect  the  vaKdity  of  Wilson's  patents,  and  could  not  be  set  up 
against  them  on  that  ground.  For  these  reasons  I  think  that 
this  objection  of  the  defendant  can  not  be  sustained. 

The  defendant  presents  another  reason  why  this  injunction 
should  not  issue.  He  says  that  the  machines  of  Williams  and 
Orvis,  which  are  sold  by  the  defendant  Fuller,  do  not  infringe 
upon  either  of  Wilson's  reissued  patents.  Now,  whether  they 
do  or  do  not,  depends  very  much  upon  the  construction  that  is 
to  be  given  to  those  reissues.  If  the  Court  should  give  to 
those  reissued  patents  the  limited  and  narrow  construction 
claimed  for  them  by  the  defendant's  counsel,  I  am  inclined  to 
think  that  that  position,  perhaps,  could  be  maintained.  If,  on 
the  other  hand,  this  Court,  on  this  question  of  preliminary 
injunction,  follows  the  decision  of  Judge  Ingersoll,  and  the  full 
bench  at  a  subsequent  period,  in  relation  to  these  same  patents, 
it  is  very  clear  that  the  Williams  and  Orvis  machines  do  infringe 
these  reissued  patents ;  and  in  truth  it  is  hardly  contended  by 
the  counsel  for  the  defendant,  that  they  do  not.  It  seems  to 
have  been  conceded  by  the  principal  argument  made  on  behalf 
of  the  defendant,  that  if  the  decision  of  Judge  Ingersoll,  which 
was  subsequently  adopted  and  sustained  by  Judge  Nelson,  is  a 
sound  construction  of  those  patents,  that  this  is  an  infringement 
of  Wilson's  patent ;  but  the  attempt  was  made  to  show  that 
both  courts  had  committed  several  errors  in  the  construction 
of  those  patents.  I  have  said  all  I  care  to  say  upon  that  branch 
of  the  case.  Much  time  was  spent  in  the  argument  upon  this 
very  thing,  more  than  upon  any  other ;  much  ingenuity  and  nice 
criticism.     But  it  should  be  borne  in  mind,  and  probably  was 
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known  by  some  of  the  defendant's  counsel,  that  there  was  no 
criticism  urged  before  this  Court  that  was  not  urged  with  equal 
ingenuity  and  zeal  and  force  before  the  court  at  Cooperstown. 
I  have  compared  the  briefs  upon  that  subject,  and  I  find  that 
thesie  questions  were  there  presented  and  all  have  been  passed 
upon.  Justice  Nelson,  in  the  conclusion  of  his  opinion  in  the 
case  of  Potter  v.   fVilson^  says: 

^^  3.  An  objection  is  also  taken  that  the  defendant's  machines 
do  not  infringe  the  improvement  of  the  feed  motion  of  Wilson. 

"  The  leading  original  idea  of  Wilson,  and  which  he  has 
embodied  into  his  improvement,  is  the  substitution  of  the  two 
surfaces  between  which  the  cloth  is  clasped  or  held,  for  the 
baster-plate  of  previous  machines,  and  so  arranging  these  two 
surfaces  that  one  of  them,  by  an  automatic  intermittent  motion 
of  one  or  both,  would  advance  the  cloth  to  the  needle,  and  at 
the  same  time  admit  of  its  being  turned  by  the  hand  so  as  to 
sew  curved  seams.  Now,  it  is  quite  clear  that  this  conception, 
which  has  remedied  a  great  defect  in  previous  machines  by  get- 
ting rid  of  the  frame  upon  which  the  cloth  was  fastened,  and 
which  could  move  only  with  the  frame  or  baster-plate,  and 
hence,  practically,  could  sew  straight  seams  and  fixed  curves 
only,  was  capable  of  being  embodied  into  a  working  machine  in 
various  modes  and  forms.  A  skillful  mechanic,  by  mere  skill, 
and  without  the  use  of  the  inventive  faculties,  could  embody  it 
and  adapt  it  to  practical  use  by  different  mechanical  devices. 
This  requires  ingenuity  simply,  not  invention.  But  so  long  as 
Wilson's  ideas  are  found  in  the  construction  and  arrangement, 
no  matter  what  may  be  its  form  or  shape  or  appearance,  the 
party  using  it  is  appropriating  bis  invention,  and  must  be  held  an 
infringer  ;  and  within  this  view  we  are  satisfied  the  machines  of 
the  several  defendants  must  be  regarded  violations  of  the  patents 
in  question." 

It  can  hardly  be  expected,  these  questions  having  already  been 
settled  by  the  highest  judicial  tribunal  in  the  Southern  District 
of  New  York,  that  I  should  on  a  question  of  preliminary 
injunction,  attempt  to  overrule  it.  If  that  decision  at  Coopers- 
town  was  wrong,  the  defendants  coul^  have  carried  it  up ;  and 
it  will  not  be  pretended  that  that  was  a  collusive  case :  it  was 
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fought  too  earnestly.  I  might  almost  say  bitterly^  But  they 
chose  to  settle  down  under  the  decision  of  the  Court,  making  it 
a  perpetual  injunction  upon  the  hearing  in  chief.  If,  upon  this 
case,  after  they  have  a  hearing  in  chief,  the  Court  should  again 
take  the  same  construction  of  these  reissued  patents  that  has 
been  before  taken,  then  there  is  an  appeal  to  a  higher  tribunal ; 
but  until  that  time  comes,  all  the  courts  of  this  district  will — 
and  most  certainly  I  shall — feel  bound  by  this  decision.  The 
consequence  is,  the  injunction  must  issue  according  to  the  prayer 
of  the  bill. 


Jarvis  Case 


vs. 


George  W.  Brown. 

The  claim  of  Case  is  for  the  combination  of  the  valve  in  the  seed  tube,  the  valve  in 
the  seed  hopper,  and  the  lever  with  it&  arrangements  for  readjusting  the  valves  as 
described. 

The  patentee  is  not  confined  to  the  precise  form  of  the  combinations.  Any  person 
who  shall  take  what  is  the  substance  of  the  combination  although  the  form  may 
be  changed,  would  still  violate  the  patent  of  the  plaintiff. 

If  a  prior  invention  be  described  in  an  application  made  to  the  Patent  Office  for  a  pat- 
ent, it  can  make  no  difference,  if  it  was  substantially  the  same  thing  as  plaintifF*s, 
whether  it  was  patented  or  not. 

The  plaintiff  can  not  claim  double  dropping  of  corn  ;  that  is  a  result,  or  an  effect.  He 
can  only  claim  the  double  dropping  by  the  particular  mode  which  he  has  devised. 

In  order  to  constitute  a  violation  of  plaintiff's  patent,  it  is  necessary  that  a  party  should 
use  the  whole  combination  ;  that  is  to  say,  the  tube  valves  and  lever  combined  in 
substantially  the  same  way  as  the  plaintiff  has  combined  them. 

A  clear  and  simple  rule  of  damages  is  to  ascertain  what  pecuniary  profits  or  benefits 
the  defendant  has  derived  from  the  use  of  the  invention  of  the  plaintiff. 

(Before  Devmmond,  J.,  Northern  District  of  Illinois,  June,  1862.) 

This  was  an  action  on  the  case  tried  by  Judge  Drummond 
and  a  jury,  to  recover  damages  for  the  infringement  of  letters 
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patent  for  an  ^*  improvement  in  seed  planters/'  granted  to  plain- 
tiff January  17,  1855,  and  reissued  November  16,  1858.  The 
claim  of  the  patent  was  as  follows : 

"  In  combination  with  a  corn  planting  machine  that  n  constantly  moved  over  the 
ground,  and  drops  the  grain  intermittently,  the  so  combining  of  two  slides,  one  of 
which  is  at  or  near  the  seed  hopper,  and  the  other  at  or  near  the  ground,  or  their 
equivalents,  with  a  lever,  as  that  the  operator,  or  attendant  on  the  machine,  can  open 
said  slides  at  the  proper  time  to  deposit  the  seed,  and  prepare  a  new  charge  by  the  double 
dropping  herein  specified." 

The  device  used  by  the  defendant  was  covered  by  letters 
patent  granted  to  him  May  8,  1855,  and  reissued  December  11, 
i860.     The  claim  of  the  defendant's  reissue  was  as  follows : 

^  So  combining  with  a  lever  by  which  both  may  be  operated,  a  valve  or  slide  in  the 
seed  hopper,  and  a  valve  in  the  seed  tube,  as  that  a  half  motion  of  the  lever  by  the 
operator  riding  on  the  machine,  by  which  they  are  operated,  shall  both  open  and  close 
the  seed  passages  at  regular  periods,  and  pass  measured  quantities  only,  substantially  as 
described." 

The  difference  claimed  by  the  defendant  between  the  two 
machines  was  that  the  plaintiff  attained  the  result  of  double 
dropping  of  the  corn  in  planting  by  a  backward  and  forward  mo- 
tion of  a  hand  lever,  the  backward  motion  being  obtained  by  a 
weight  and  recoil  spring  acting  automatically^  while  the  defend- 
ant attained  the  result  by  contriving  a  double  seed  tube,  with  the 
valve  hung  therein  upon  a  central  pivot,  whereby  but  one  mo- 
tion (or  a  half  motion)  of  the  lever  was  required. 

The  defendant,  in  reference  to  the  construction  of  the  plain- 
tiff's patent,  and  the  originality  and  novelty  of  his  claim,  offered 
in  evidence  a  machine  invented  and  used  in  1852  by  Charles 
Finn,  and  described  in  an  application  filed  by  him  in  the  Patent 
Office. 

The  defendant  insisted  that  the  plaintiff's  machine  was  iden- 
tical with  the  Finn  machine  in  every  respect  (both  requiring  two 
motions  of  the  lever  to  produce  the  result),  except  that  the  return 
motion  in  the  Finn  machine  attained  by  hand,  was  in  the  plain- 
tiff's machine  attained  by  the  recoil  spring  connected  with  and 
forming  a  part  of  the  lever ;  and  that,  in  order  to  uphold  the 
plaintiff's  patent,  the  claim  should  be  construed  to  cover  only 
such  a  lever  as  he  described  with  its  recoil  and  automatic  return ; 
and  that  upon  this  construction  it  should  be  submitted  to  the 
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jury  whether  the  device  of  the  defendant  (he  not  using  the  recoil 
spring)  attained  the  result  in  a  substantially  different  manner 
from  either  the  plaintiff  or  Finn,  or  whether  the  plaintiff's  claim 
was  not  void  for  want  of  novelty. 

The  counsel  for  the  plaintiff  asked  the  Court  to  instruct  the  jury: 

^^  That  the  plaintiff,  in  and  by  his  patent,  claims  any  mode  of 
combining  a  valve  in  the  seed  tube,  and  a  valve  in  the  seed 
hopper,  or  their  equivalents,  with  a  lever,  so  that  the  operator 
may,  by  one  operation,  or  the  application  of  one  muscular  force, 
carry  a  charge  of  corn  from  the  seed  hopper  into  the  seed  tube, 
and  arrest  it  at  the  lower  valve,  and  by  the  same  operation,  or 
muscular  force,  let  out  from  the  lower  valve  and  drop  into  the 
furrow  a  charge  of  corn,  previously  dropped  and  lying  at  the 
lower  valve. 

^^  That  the  plaintiff,  by  his  patent,  is  not  confined  to  the 
peculiar  means  of  returning  the  seed  slides  which  he  has  adopted 
in  his  said  model,  which  is  called  by  the  witnesses  the  automatic 
element. 

^^  That  it  appears  from  the  patent  that  he  did  not  intend  to 
confine  his  combination  to  a  machine  when  the  operator  walked 
after  the  machine  drawn  by  one  horse  which  he  drives,  but  that 
he  intended  to  employ  it  in  a  machine  where  he  also  rode  and 
another  drove,  if  you  please.  That  his  claim  covers  any  arrange- 
ment to  operate  the  valves  and  lever  in  a  machine  of  different 
shape  from  his  model,  which  will  produce  the  result  in  substan- 
tially the  same  way,  although  he  may  not  in  the  other  machine 
employ  the  rock  shaft  and  weighted  lever,  or  any  automatic  ele- 
ment ;  he  may  employ  some  substitute  for  the  automatic  ele- 
ment so  that  he,  by  one  operation,  in  the  application  of  a  single 
muscular  force  applied  to  the  lever,  drops  from  the  lower  valve 
and  supplies  a  new  charge  to  take  its  place  by  the  same  opera- 
tion or  muscular  force,  as  aforesaid,  applied  to  the  lever  com- 
bined with  the  valve  at  the  seed  tube,  or  their  equivalents." 

The  Court  declined  to  give  the  instructions  requested,  but 
charged  the  jury  as  set  forth. 

y.  0.  Felton^  y.  H.  Roberts  and  S.  B,  Gookins  for  plaintiff. 
L.  Douglass^  E,  C.  Lamed  and  S.  A.  Goodwin  for  defendant. 
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Drummond,  J.,  charged  the  jury  as  follows  : 

The  allegation  of  the  plaintiff  is  that  the  defendant  has  viola- 
ted a  combination  in  machines  for  planting  corn  by  what  is  called 
a  double  drop,  secured  by  letters  patent.  The  plaintiff  claims 
that  he  invented  the  combination  in  February,  1853,  ^^^  which 
an  application  for  a  patent  was  subsequently  made  and  a  patent 
granted ;  which  was  afterward  surrendered,  and  a  reissue  taken 
in  1858.  It  is  this  last  patent  that  governs  the  rights  of  the 
plaintiff,  although  the  reissued  patent  must  stand  upon  the  in- 
vention as  originally  set  forth  in  the  first  letters  patent.  The 
construction  of  the  patent  is  for  the  Court. 

The  claim  of  the  plaintiff  is  combining  a  seed  hopper  and  seed 
tube  and  lever,  so  that  by  a  slide  or  valve  in  the  hopper  and  at 
the  end  of  the  tube,  the  corn  by  one  operation  can  pass  from  the 
hopper  into  the  tube,  and  from  the  tube  to  the  ground,  at  one 
instant  of  time.  The  corn  being  placed  in  the  hopper,  and  the 
slide  opened,  a  hill  of  corn  is  deposited  at  the  end  of  the  seed 
tube.  The  machine  is  then  ready  to  perform  its  office  as  it  is 
drawn  over  the  ground,  viz :  to  plant  in  what  are  called  check 
rows.  The  operator  or  attendant,  by  means  of  a  mere  pressure 
of  the  thumb  or  hand  upon  the  lever,  opens  the  valves  in  the 
hopper  and  in  the  tube  at  once,  and  the  corn  goes  from  the  tube 
to  the  ground,  to  be  immediately  replaced  by  corn  frqm  the  hop- 
per. The  slides  or  valves  are  instantly  readjusted  by  a  spring 
and  weight  attached  to  the  lever,  and  this  completes  the  opera- 
tion. 

So  that  the  claim  of  the  plaintiff  consists  of  the  combination 
of  the  valve  in  the  seed  tube,  the  valve  in  the  seed  hopper,  and 
the  lever  with  its  arrangement  for  readjusting  the  valves  as  de- 
scribed. In  this,  the  patentee  is  not  confined  to  the  precise  form 
of  the  combination.  Any  person  who  shall  take  what  is  the 
substance  of  the  combination,  although  the  form  may  be  chang- 
ed, would  still  violate  the  patent  of  the  plaintiff. 

And  the  question  in  all  cases  of  this  kind  is,  whether  by  mere 
change  of  form  the  substantial,  the  essential,  part  of  the  com- 
bination is  retained  ? 

And,  perhaps,  no  better  criterion  can  be  adopted  than  to  de- 
termine whether  in  the  change  that  is  made,  there  is  an  exercise 
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of  mere  mechanical  skill  or  inventive  power.  If  the  former 
merely,  then  it  may,  with  confidence,  be  declared  that  the  sub- 
stantial, the  essential,  part  of  the  combination  is  not  changed ; 
if  the  latter,  then  the  principle  is  not  the  same. 

Having  ascertained  the  nature  and  character  of  the  invention 
which  is  secured  to  the  plaintiff  by  letters  patent,  the  first  inquiry 
is,  was  the  plaintiff  the  original  inventor  of  the  combination 
which  is  set  forth  in  his  specifications  ? 

The  law  declares  when  a  patent  has  been  issued  to  a  party, 
that  he  shall  be  presumed  to  be  the  first  inventor,  because  cer- 
tain prerequisites  are  required  before  the  patent  shall  issue.  But 
it  also  declares  that  a  party  may  contest  the  right  of  the  patentee 
by  showing  that  the  thing  patented  has  been  known  or  used 
before.  As  it  is  only  for  some  unknown  combination  or  ma- 
chine that  the  patent  can  issue,  the  defendant  has  in  this  case 
contested  the  novelty  of  the  invention  by  the  plaintiff,  and  has 
alleged  that  the  combination  has  been  known  and  used  before. 
He  has  introduced  evidence  which  he  alleges  tends  to  establish 
that  fact.  It  is,  therefore,  a  question  to  be  determined  by  the 
jury  upon  the  evidence,  whether  the  patentee  is  the  first  and 
original  inventor  of  the  combination  which  he  claims.  If  he 
is  not,  his  patent  must  fall,  and  he  can  not  recover  damages 
in  this  case.  It  is  alleged  on  the  part  of  the  defendant  in  the 
first  place,  that  there  was  a  machine  constructed  by  Charles 
Finn,  of  Laporte,  Indiana,  in  1852,  which  had  substantially 
the  same  combination.  Whether  the  machine  of  Finn,  which 
has  been  introduced  in  evidence,  is  substantially  the  same  as 
that  of  the  plaintiff,  is  a  question  of  fact  to  be  found  by  the 
jury. 

Finn's  machine  was  not  patented,  but  an  application  was  made 
to  the  Patent  Office  for  a  patent,  and  it  was  described  ;  and  if  it 
was  substantially  the  same  thing  as  the  plaintiff's,  it  can  make 
no  difference  whether  it  was  patented  or  not. 

But  the  machine  of  Finn  must  have  been  a  practical  machine, 
capable  of  performing  the  object  of  the  maker.  It  has  been 
asserted  that  there  were  various  differences  between  the  machine 
of  Finn  and  that  of  the  plaintiff.  It  is  said  that  in  the  latter, 
there  is  the  application  of  but  one  force  to  produce  the  double 
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dropping  referred  to,  while  in  the  former  there  are  two  forces. 
It  is  for  the  jury  to  say  whether  the  means  which  the  plaintiff 
adopts  to  readjust  the  slides  are  substantially  the  same  as  the 
force  which  is  applied  to  the  lever  in  Finn's  machine  to  readjust 
the  slides  there.  It  is  admitted  that  by  the  application  of  one 
force  there  is  not  a  double  dropping  produced  in  Finn's  machine, 
as  in  the  plaintiff's  machine,  but  there  must  be  an  application  of 
another  force.  In  the  one  instance  this  force  readjusts  the 
slides ;  in  the  other  they  are  readjusted  automatically,  as  it  is 
termed — that  is  to  say,  without  the  aid  of  the  operator  or  attend- 
ant, but  simply  by  the  weight  and  spring  attached  to  the  lever. 
The  material  point,  as  to  Finn's  machine,  consists  in  the  fact, 
as  alleged  by  the  defendant,  that  Finn's  machine  and  Brown's 
are  identical  in  the  manner  in  which  the  readjustment  takes 
place,  and  that  if  the  plaintiff's  machine  and  Brown's  are  ident- 
ical in  this  respect,  then  the  plaintiff's  is  also  identical  with 
Finn's.  How  this  may  be,  is  a  question  of  fact  to  be  found  by 
the  jury. 

In  order  to  constitute  an  infringement  of  a  combination,  the 
whole  combination  must  be  used.  For  instance,  the  combina- 
tion of  the  plaintiff,  as  already  stated,  consists  of  a  valve  at  the 
end  of  the  seed  tube,  the  valve  in  the  hopper  and  the  lever. 
Now,  admitting  that  the  plaintiff  was  the  first  inventor  of  this 
combination,  and  that  it  is  secured  to  him  by  letters  patent,  still 
any  one  can  use  the  whole  combination  except  the  valve  at  the 
end  of  the  seed  tube,  or  the  whole  except  the  valve  in  the  hop- 
per, or  all  except  the  lever  as  described,  and  still  not  infringe 
the  claims  of  the  plaintiff.  In  order  to  constitute  an  infringe- 
ment the  whole  combination  must  be  used,  because  he  claims, 
not  the  various  parts,  but  the  whole  combination  together.  The 
plaintiff  can  not  claim  double  dropping  of  corn,  that  is  a  result, 
or  an  effect.  He  can  only  claim  the  double  dropping  by  the 
particular  mode  which  he  has  devised.  Any  one  can  produce 
the  same  results  by  other  and  different  modes,  and  still  not  vio- 
late the  claim  of  the  plaintiff.  In  order  to  constitute  a  violation, 
there  must  be  a  use  of  the  same  method  substantially  as  that 
adopted  by  the  plaintiff. 

As   for  example,  Morse  invented  a   method   of  writing  by 

35 
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means  of  electricity  evolved  by  the  galvanic  battery ;  but  it  has 
been  decided  that  any  one  else  can  produce  the  same  results  by 
different  means.  And  although  he  claimed  the  result^  the 
Supreme  Court  of  the  United  States  held  that  that  was  a  void 
claim,  and  all  that  he  could  claim  was  simply  the  means  by 
which  he  produced  the  result.  The  claim  of  the  plaintiflF  has 
been  stated.  It  will  be  observed  that  he  claims  that  he  has  so 
adjusted  the  valves  in  the  seed  hopper,  in  the  seed  tube,  and 
the  hopper,  and  the  tube,  and  the  lever,  as  to  produce  what  he 
terms  the  double  dropping — that  a  charge  of  corn  shall  leave 
the  hopper  and  the  bottom  of  the  seed  tube  simultaneously. 
He  does  not  claim  in  language,  what  has  been  termed  by  the 
counsel  on  both  sides,  the  automatic  return  of  the  lever,  but  he 
claims  the  kind  of  lever  connected  with  the  hopper,  the  seed 
tube  and  the  slides,  which  has  been  described  in  the  specifica- 
tions, and  we  can  not  separate  the  specifications  from  "the 
claim,"  and  we  must  take  the  lever  as  he  has  described  it,  and 
its  mode  of  operation  just  as  though  he  had  distinctly  set  it 
forth  in  "the  claim."  The  Court  has  already  stated  that  the 
invention  of  the  plaintiff  is  the  so  combining  these  parts  as  to 
produce  a  new  and  useful  result.  His  invention,  then,  is  not  in 
having  discovered  a  new  thing,  but  a  new  combination  of  things, 
and  it  consists  of  the  whole  combination ;  so  that  in  order  to 
constitute  a  violation  of  the  patent,  it  is  necessary  that  a  party 
use  the  whole  combination,  that  is  to  say,  the  tube,  valves  and 
lever  combined  in  substantially  the  same  way  as  Mr.  Case  has 
combined  them.  If  any  one  of  the  elements  which  is  neces- 
sary to  constitute  the  entire  combination  is  left  out,  then  there 
is  no  infringement. 

For  example:  if  you  take  out  what  is  called  the  flipper  at  the 
bottom  of  the  seed  tube,  or  the  valve  in  the  seed  tube,  or  the 
lever,  and  use  the  rest  without  one  of  these,  you  would  not 
infringe,  because  Mr.  Case  claims  the  entire  combination. 

So  that  in  order  to  constitute  an  infringement  of  the  letters 
patent,  there  must  be  used,  by  the  defendant,  the  valve  at  the 
end  of  the  seed  tube,  the  valve  in  the  hopper,  and  the  lever,  all 
of  these  combined  and  operating  substantially  in  the  same  way 
as  they  do  in  Mr.  Case's  machine. 
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But  a  mere  change  of  form — for  example,  in  the  lever  and  its 
mode  of  operation,  the  adoption  of  some  equivalent,  suggested 
by  mere  mechanical  skill — would  not  prevent  it  from  being  an 
infringement;  otherwise,  if  the  change  were  one  of  substance, 
and  requiring  the  exercise  of  inventive  power.  The  only 
remaining  question  is  as  to  the  damages  which  the  plaintiff  may 
have  sustained  if  the  defendant  has  infringed. 

And  the  Court  thinks  that  the  clear  and  simple  rule  to  guide 
the  jury  in  this  case  is — if  they  shall  believe  from  the  evidence 
the  defendant  has  infringed  the  patent  of  the  plaintiff — to  ascer- 
tain what  pecuniary  profits  or  benefits  the  defendant  has  derived 
from  the  use  of  the  invention  of  the  plaintiff.  That  would  be, 
any  profits  which  he  may  have  derived  on  a  machine  constructed 
between  the  time  of  the  reissued  patent  in  November,  1858, 
and  the  commencement  of  the  suit  in  September,  i860.  Con- 
siderable evidence  has  been  introduced  tending  to  show  that  the 
lower  valve,  or  flipper,  as  it  is  called,  does  not  add  anything 
materially  to  the  value  of  the  defendant's  machine.  If  that 
shall  be  so,  and  if  it  is  also  true  that  the  defendant  has  by  the 
use  of  that  valve  violated  the  plaintifPs  letters  patent,  still  it  is 
the  duty  of  the  jury  to  give  the  plaintiff  nominal  damages. 

The  jury  found  a  verdict  for  the  defendant. 


Henry  A.  Burr 

vs. 

Peter  S.  Duryee,  et  al.     In  Equity. 

The  Talue  of  the  franchise  granted  to  a  patentee  depends  on  the  mode  in  which  he 
may  find  it  meet  profitable  to  exercise  it. 

He  has  a  right  to  divide  out  his  monopoly  in  the  category  of  its  locality,  and  may  thus 
create  any  number  of  exclusive  franchises,  each  bounded  by  the  limits  of  a  city, 
county,  or  State,  where  the  patentee  himself  may  be  treated  as  a  trespasser,  if  he 
interferes. 
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He  may  find  it  most  profitable,  as  in  the  case  of  a  labor-saving  machine,  where  a 
cheaper  article  may  engross  the  whole  market,  to  retain  the  monopoly  wholly 
under  his  own  control  and  that  of  his  agents  or  licensees. 

In  other  cases  the  patentee  may  have  the  value  of  his  franchise,  not  in  making  the 
machine,  but  in  its  use,  either  wholly  by  himself  or  by  his  special  licensees,  paying 
him  a  certain  toll,  tariff,  or  annuity,  for  a  license  to  use  a  certain  number  of  the 
machines  invented. 

Equity  may  relieve  against  a  forfeiture ;  it  never  inflicts  one. 

The  recitals  in  a  deed  can  estop  no  one  but  parties  or  privies  who  are  claiming  under  or 
against  it,  and  in  a  controversy  founded  upon  its  covenants. 

The  purchase  of  a  license  forms  no  bond  or  allegiance  to  the  patentee ;  or  an  estoppel 
to  the  licensee  from  averring  or  proving  any  defense  in  an  action  for  the  infringe* 
ment  of  a  patent,  which  any  other  person  might  use. 

Previous  to  the  Act  of  July  4,  1836,  which  established  a  board  or  bureau  composed  of 
competent  examiners,  patents  had  frequently  been  adjudged  invalid  firom  the  in- 
sufficiency of  the  specification ;  usually  because,  by  inadvertency,  accident,  or 
mistake,  the  patentee  had  not  sufficiently  separated  the  old  from  the  new,  and 
had  claimed  more  than  he  was  entitled  to. 

Few  inventors,  or  even  learned  lawyers,  were  capable  of  correctly  and  clearly  setting 
forth  in  a  specification  the  proper  limits  of  the  just  claim  of  the  invention.  Sec- 
tion 13  of  the  Act  of  July  4,  1836,  was  intended  to  remedy  this  evil  by  permit- 
ting the  patentee  to  surrender  his  defective  patent,  and  have  it  renewed  in  proper 
form,  under  the  limitations  named  in  the  section. 

This  valuable  and  just  privilege  given  to  inventors  has  been  much  abused  by  their 
assignees.  Since  the  date  of  the  Act  of  1836,  not  only  the  Patent  Office  but  the 
bar  can  furnish  gentlemen  fully  competent  to  the  task  of  drawing  up  proper  speci- 
fications, and  but  little  liable  to  commit  blunders  from  inadvertency.  Neverthe- 
less, this  privilege  of  surrender  and  reissue  is  resorted  to  more  frequently  than  ever. 

Section  13  of  the  Act  of  1836  does  not  absolutely  require  that  the  suggestion, 
that  a  patent  is  inoperative  and  void,  should  be  made  under  oath ;  nor  does  it 
appear  that  the  Patent  Office  requires  that  the  fact  should  have  been  judicially 
ascertained. 

Taylor  was  not  the  inventor  of  the  conical  cover  used  in  hardening  hat  bodi^  formed 
on  a  cone,  nor  rubbing  them  by  a  reciprocating  motion,  but  merely  of  a  certain 
combination  of  devices  to  produce  a  certain  effect.  Both  the  operation  and  the 
result  were  well  known,  and  the  invention  consisted  only  of  the  devices  combined  to 
perform  the  operation  and  produce  the  result.  It  was  open  to  every  other  person 
to  make  any  other  combination  of  devices  to  perform  the  operation,  which  was 
not  a  mere  colorable  adoption  of  the  patentee*s  combination. 

(  Before  Gribr,  J.,  District  of  New  Jersey,  September,  1862.) 

These  were  three  bills  in  equity  filed  by  the  same  complainant 
to  restrain  the  same  defendants  from  the  infringement  of  three 
separate  patents. 
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The  first  bill  charged  the  infringement  of  letters  patent 
granted  to  Henry  A.  Wells,  April  25,  1846,  for  an  "improve- 
ment in  the  machinery  for  making  hat  bodies,  and  in  the  process 
of  their  manufacture.'^  This  patent  was  surrendered  and  reis- 
sued in  two  divisions,  one  dated  September  30,  1858,  and  num- 
bered 396,  and  the  other  dated  October  7,  1856,  and  numbered 
400.  Reissue  No.  396  having  been  extended  and  assigned  to 
complainant,  by  the  administratrix  of  the  patentee,  was  again 
reissued  in  two  separate  patents,  December  4,  i860,  which  reis- 
sues were  numbered  1086  and  1087. 

The  claims  of  the  original  patent  were  as  follows: 

"  What  I  claim,  etc.,  is  the  arrangement  of  the  two  feeding  belti  (bbi),  with  their 
planes  inclineil  to  each  other,  and  passing  around  the  lips  (ddi)  formed  substantially  as 
described,  the  better  to  present  the  fibers  to  the  action  of  the  rotating  brush  (F),  as  de- 
scribed in  combination  with  the  rotating  brush  and  tunnel  or  chamber  (M)  which  con- 
ducts the  fiben  to  the  perforated  cone  or  other  former  placed  in  front  of  the  aperture  or 
mouth  thereof,  substantially  as  herein  described.  I  claim  the  chamber  (M)  into  which 
the  fibers  are  thrown  by  the  brush,  in  combination  with  the  perforated  cone  or  other 
'  former  *  (o)  placed  in  the  front  of  the  delivery  aperture  thereof,  for  the  purpose  and  in 
the  manner  substantially  as  herein  described,  the  said  chamber  being  provided  with  an 
aperture  (N)  below  and  back  of  the  brush,  for  the  admission  of  a  current  of  air  to  aid 
in  throwing  and  directing  the  fibers  on  to  the  cone  or  other  former,  as  described. 

*'  I  also  claim  the  employment  of  the  hinged  hood  (S)  to  regulate  the  distribution 
of  the  fibers  on  the  perforated  cone  or  other  former,  as  described. 

'<  And  I  also  claim  providing  the  lower  part  or  delivery  aperture  of  the  tunnel  or 
chamber  with  a  hinged  flap  (q),  for  the  purpme  of  regulating  the  delivery  of  the  fibers 
to  increase  the  thickness  of  the  bat  where  more  strength  is  required,  as  herein  described, 
in  combination  with  the  hood,  as  herein  described." 

The  claim  of  Reissue  No.  396  was  as  follows : 

"  What  is  claimed  herein  as  the  invention  of  the  said  Henry  A.  Wells,  deceased,  is 
forming  bats  of  fiir  fibers,  by  throwing  the  fur  in  properly  regulated  quantities,  substan- 
tially as  herein  described,  against  a  section  of  the  circumference  of  a  perforated  cone  or 
other  form,  as  the  same  is  rotated  to  present  in  succession  every  part  of  the  circumfer- 
ence thereof  to  the  current  of  impelled  fiir,  to  obtain  the  required  thickness  of  bat, 
substantially  as  described,  in  combination  with  the  method  of  holding  the  fibers  on  to 
the  cone  or  other  form  during  the  operation,  substantially  as  described,  and  for  the  pur- 
pose specified.'* 

The  disclaimer  and  claims  of  Reissue  1086  were  as  follows: 

**  Having  thus  described  the  mode  of  application  of  the  said  invention  of  the  said 
Henry  A.  Wells,  as  the  same  was  successfully  reduced  to  practice  by  him,  I  do  not  wish 
to  be  understood  as  limiting  the  claim  of  my  invention  to  such  mode  of  application ;  as 
other  modes  may  be  devised  having  the  same  mode  of  operation  or  principle,  and  only 
diflfering  from  it  in  form,  or  in  the  substitution  of  equivalent  means. 

*'  Nor  do  1  wish  to  be  understood  as  making  claim  therein  to  the  combined  process 
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of  farming  and  hardening  hat  bodies  on  pervious  cones  or  other  analogous  *  formers  * 
preparatory  to  taking  them  off  in  a  suitable  condition  for  the  after  process  of  sizing  by 
felting,  as  this  is  the  subject  of  another  patent. 

"  What  I  claim  as  the  invention  of  the  said  Henry  A.  Wells,  in  machinery  for  form- 
ing bats  of  fur  fibers  in  the  manufacture  of  fur  hai  bodies,  is  the  mode  of  operation, 
substantially  as  herein  described,  of  forming  bats  of  fur  fibers  of  the  required  varying 
thickness,  from  brim  to  tip,  which  mode  of  operation  results  from  the  combination  of 
the  rotating  picking  mechanism,  or  the  equivalent  thereof,  the  pervious  'former*  and 
its  exhausting  mechanism,  or  the  equivalent  thereof,  and  the  means  for  directing  the 
fur-bearing  current,  or  the  equivalent  thereof,  as  set  forth. 

"  I  also  claim  the  combination  of  the  rotating  picking  mechanism,  or  the  equivalent 
thereof,  the  pervious  former  with  its  exhausting  mechanism,  and  the  lower  deflector, 
substantially  as  described,  to  regulate  the  deposit  of  the  fur  fibers  on  the  lower  part  of 
the  former,  as  described. 

"  I  also  claim  the  combination  of  the  rotating  picking  mechanism,  or  the  equivalent 
thereof,  the  pervious  former  with  its  exhausting  mechanism,  and  the  upper  deflector, 
substantially  as  described,  to  regulate  the  deposit  of  the  fur  fibers  on  the  tip  of  the  per- 
vious former,  as  set  forth. 

**  And,  finally,  I  claim  the  combination  of  the  rotating  picking  mechanism,  the 
pervious  former  with  its  exhausting  mechanism,  and  the  means  described,  or  the  equiv- 
alent thereof,  for  inducing  a  current  of  air  to  aid  in  carrying  and  giving  direction  to 
the  fur,  and  insuring  its  proper  deposit  on  the  surfiice  of  the  pervious  former,  as  re- 
quired, as  set  forth." 

The  claim  of  Reissue  1087  ^^^  ^^  follows  : 

'*  What  I  claim  as  the  invention  of  Henry  A.  Wells,  it  the  combined  process  of 
forming  fur  hat  bodies  by  depositing  fiir  fibers  to  a  suitable  thickness  on  the  surface  of 
a  pervious  former  of  the  required  shape,  and  holding  them  thereon  by  the  pressure  of 
the  suirounding  air  as  they  are  deposited,  and  then  hardening  or  partially  felting  the 
bat  so  formed,  and  while  it  is  held  by  suitable  pressure  ou  the  surface  of  the  former,  to 
give  it  the  required  consistency  to  admit  of  removing  it  therefirom  in  a  suitable  condi- 
tion for  the  after  process  of  sizing  by  felting,  as  set  forth.** 

The  second  bill  charged  the  infringement  of  letters  patent 
granted  to  Alva  B.  Taylor,  March  18,  1856,  for  an  "improve- 
ment in  the  machinery  for  making  hat  bodies." 

This  patent  was  assigned  to  complainant,  and  was  reissued 
August  21,  i86o. 

The  claim  of  the  original  patent  was  as  follows : 

**  What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent  is,  the  arrange- 
ment for  hardening  the  hat  body  in  a  dry  state,  by  machinery  operating  substantially  at 
herein  set  forth.** 

The  claim  of  the  Reissue  was  as  follows : 

*'  What  I  claim  as  my  invention  is  the  combination  of  a  vibrating  concave  surface, 
substantially  as  described,  with  an  exhausted  pervious  cone,  on  which  the  hat  of  floccu- 
lent  fibers  is  held  by  the  pressure  of  the  surrounding  air,  substantially  as  and  for  the 
purpose  specified.** 
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The  third  bill  charged  the  infringement  of  letters  patent 
granted  to  Lansing  E.  Hopkins,  December  21,  1852,  and  sub- 
sequently assigned  to  complainant. 

The  claims  of  this  patent  were  as  follows  : 

"  I  do  not  claim  the  conical  vibrating  rollers  for  the  purpose  of  felting  or  compress- 
ing a  bat,  or  the  cone  separately,  as  that  is  well  known ;  but  I  claim  combining  the 
hardening  rollers  with  the  perforated  cone,  by  means  of  a  yielding  or  hinged  frame,  in 
which  they  are  placed,  substantially  in  the  manner  and  for  the  purpose  specified. 

'*  1  also  claim  giving  to  said  rollers,  in  combination  with  said  perforated  cone,  a 
vibrating  endwise  motion,  as  well  as  a  rotary  motion,  substantially  as  described  and  for 
the  purpose  set  forth. 

"  1  also  claim  blowing  the  exhaust  air  from  the  former,/^  into  the  chamber,  ^,  for 
the  purpose  and  in  the  manner  described. 

**  And  I  also  claim  the  mode  of  forming  the  steam  pipe  outlet,  as  above  specified,  by 
covering  the  steam  pipe  with  cloth,  and  incasing  it  with  an  outer  metal  case. 

*'I  also  claim  covering  the  perforated  cone,  preparatory  to  a  deposition  of  fur  thereon, 
with  a  covering  of  thin  cloth,  easily  pervious  to  air,  upon  which  the  fur  is  to  be  depos- 
ited— said  cloth,  or  fabric,  to  be  removed  at  each  operation,  with  the  hat  body  deposited 
thereon." 

The  main  controversy  related  to  the  methods  of  forming 
**  bats ''  or  hat  bodies,  by  depositing  the  fibers  of  fur  or  wool 
upon  a  cone  or  '*  former." 

In  1833,  one  T.  R.  Williams  had  invented  and  patented  a 
machine  consisting  of  a  carding  apparatus,  by  which  the  fibers 
were  disintegrated,  a  fan  by  which  they  were  blown  from  the 
carding  machine  on  to  a  revolving  cone  or  ^^  former,"  and  of 
the  cone  or  "  former,"  which  was  perforated,  and  from  which 
the  air  was  exhausted  by  a  fan  placed  below  it,  so  that  the  fibers 
would  be  drawn  toward  and  deposited  upon  it. 

Wells  substituted  for  the  carding  machine  a  rapidly  revolving 
brush  which  disintegrated  the  fibers  and  threw  them  toward  the 
cone.  He  placed  a  trunk  or  trough  between  this  brush  and  the 
revolving  cone,  which  trunk  was  provided  with  a  hinged  hood,  flap, 
or  deflector,  at  its  outer  end,  or  that  nearest  the  former,  to  direct 
the  fibers  and  deposit  them  at  pleasure  on  any  part  of  the  cone. 
The  cone,  and  the  apparatus  for  revolving  and  exhausting  the  air 
from  it,  was  substantially  the  same  as  that  used  by  Williams. 

The  defendants  claimed  under  letters  patent  to  Seth  Boyden, 
dated  January  10,  1861. 

Boyden  substituted  a  rapidly  revolving  picker  for  the  brushes 
of  Wells,  and  in  front  of  this,  he  placed  a  short  curved  guide- 
plate  or  hood,  by  means  of  which  he  directed  the  fibers  to  any 
part  of  the  cone.     He  uses  the  revolving  cone  of  Williams  and 
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Wells,  but  dispensed  entirely  with  the  trunk  or  trough  employed 
by  the  latter  as  intermediate  between  the  picker  and  the  cone. 

Wells  claimed,  that  having  described  one  mode  of  guiding 
the  fur  to  the  cone,  to  wit :  the  trunk,  he  was  entitled  to  claim 
any  method  for  producing  the  same  result ;  and  insisted  that  the 
short  guide-plate  of  Boyden,  which  merely  gave  direction  to  the 
fibers,  which  were  blown  thence  through  the  open  air,  was  the 
equivalent  of  his  trunk,  which  conveyed  the  fibers  from  the 
picker  to  the  cone,  and  there  gave  direction  to  them  by  the 
deflector  or  hinged  cap  at  the  outer  end. 

C,  M.  Keller  and  George  Gifford  for  complainant. 

C  Parker  and  George  Harding  for  defendants. 

Grier,  J. 

HENRTA,  WELLS'  PATENT. 

The  complainant  is  assignee  of  a  patent  granted  to  Henry  A. 
Wells,  April  25,  1846,  for  an  '*  improvement  in  the  machinery 
for  making  hat  bodies,  and  in  the  process  of  their  manufacture.'' 

This  patent  was  surrendered  by  the  owners  in  1856,  and 
reissued  in  two  separate  and  distinct  patents,  one  for  the  im- 
proved machine  and  the  other  for  the  process.  In  i860,  these 
patents  were  extended  for  a  term  of  seven  years ;  and  afterward, 
in  December,  i860,  they  were  again  surrendered  and  reissued, 
with  what  were  alleged  to  be  amended  specifications. 

This  bill  charges  that  by  a  contract  under  seal  made  between 
the  owners  of  this  patent  and  the  parties  representing  the  present 
respondents,  on  November  7,  1848,  they  were  authorized  to  ^^use 
either  one  or  two  machines  constructed  according  to  said  patent^  with 
all  improvements^^  etc.,  for  all  time  to  come,  to  be  used  in  the 
city  of  Newark,  and  there  only,  and  by  one  manufacturing  con- 
cern, and  to  be  used  only  for  hats  manufactured  by  them,  and 
not  in  manufacturing  hat  bodies  for  any  other  persons,  or  for 
sale  in  an  unfinished  state.  For  this  the  licensees  were  to  pay 
five  hundred  dollars  a  year,  in  quarterly  installments,  so  long  as 
they  continued  to  use  the  machines ;  and  in  case  the  machines 
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were  used  contrary  to  the  terms  of  the  license,  or  the  payments 
not  made  within  thirty  days  after  they  became  due,  ^^  this  contract 
shall  cease  and  become  void^  and  shall  be  thereby  absolutely  canceled*^ 
The  bill  then  charges  that  the  respondents  have  no  right  or  title 
to  use  the  said  two  machines,  or  any  other  machines,  under  said 
agreement,  because  they  have  become  void  and  canceled,  and 
annulled  by  the  acts  of  the  parties ;  that  the  complainant  has 
given  notice  to  respondents  that  he  considers  the  agreements 
annulled,  and  has  ever  since  refused  to  accept  the  payment  under 
them. 

The  breaches  of  the  agreement  charged  on  the  respondents 
are,  that  they  have  constructed,  without  authority,  two  machines 
in  addition  to  the  two  so  furnished  by  the  complainant,  one  of 
which  he  had  replaced  by  a  new  one,  with  which  they  were  man- 
ufacturing hat  bodies,  which  they  sell  in  an  unfinished  state,  in 
violation  of  their  license.  It  is  charged,  also,  that  the  respond- 
ents have  four  other  machines,  differing  in  some  of  the  details  of 
their  construction,  on  which  they  manufacture  hat  bodies  for 
sale,  and  thus  compete  with  the  complainant. 

The  respondents,  in  their  answer,  do  not  deny  the  validity  of 
the  letters  patent  originally  granted  to  Wells,  and  which  they 
are  licensed  to  use.  They  deny  that  they  have  used  more  than 
two  machines,  or  sold  hat  bodies  made  on  them,  or  in  anywise 
broken  the  covenant  of  the  deed  of  license.  They  aver  that 
the  quarterly  payments  were  regularly  made  up  to  January  i, 
1861,  and  until  complainant  refused  to  receive  them,  and  that 
they  are  always  ready  to  pay  the  annuity  according  to  the  letter 
of  their  contract.  The  evidence  in  the  case  fully  supports  these 
allegations  of  the  answer,  and  raises  the  first  question  to  be  con- 
sidered in  the  case,  namely :  Have  the  respondents  forfeited 
their  contract,  and  the  protection  of  their  license,  by  a  breach  of 
its  conditions,  so  that  the  complainant  has  now  a  right  to  treat 
them  as  trespassers,  and  demand  the  interpositiofi  of  a  court  of 
equity  to  restrain  them  from  using  their  two  machines  according 
to  the  contract  ? 

On  this  point,  I  think  the  complainant  has  failed  to  establish 
any  right  to  an  injunction,  or  any  other  remedy,  having  suffered 
no  wrong. 

36 
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The  value  of  the  franchise  granted  to  the  patentee  depends 
on  the  mode  in  which  he  may  find  it  most  profitable  to  exercise 
it.  He  has  a  right  to  divide  out  his  monopoly,  ^^to  make,  use, 
and  vend  to  others  to  be  used,"  the  thing  patented,  in  the  cate- 
gory of  its  locality,  and  may  thus  create  any  number  of  exclusive 
franchises,  each  bounded  by  the  limits  of  the  city,  county,  or 
State,  where  the  patentee  himself  may  be  treated  as  a  tres- 
passer, if  he  interferes.  Or  he  may  find  it  most  profitable,  as 
in  case  of  a  labor-saving  machine,  where  a  cheaper  article  may 
ingross  the  whole  market,  to  retain  the  monopoly  wholly  under 
his  own  control  and  that  of  his  agents  or  licensees.  A  plow  or 
a  reaping  machine  has  its  value,  not  in  the  exclusive  use,  but  in 
the  profits  from  an  exclusive  right  to  manufacture  and  sell  the 
machine  to  others  to  be  used.  The  patentee  can  not  have  any 
right  to  use  that  machine  which  he  has  sold  to  another  to  use. 
But  in  cases  where  the  mere  making  and  selling  the  machine  to 
others  to  use  would  afford  a  very  small  compensation — as  those 
who  would  purchase  would  have  all  the  profit  of  supplying  the 
market  with  a  cheaper  article — the  patentee  has  the  value  of  his 
franchise,  not  in  making  the  machine,  but  in  its  use  either 
wholly  by  himself  or  by  his  special  licensees  paying  him  a  cer- 
tain toll,  tariff,  or  annuity,  for  a  license  to  use  a  certain  number 
of  the  machines  invented.  The  invention  of  Wells  is  a  labor- 
saving  machine  to  be  used  in  a  certain  manufacture*  All  the 
manufacturers  of  hats,  who  supply  the  market  with  that  article, 
and  who  could  afford  to  pay  a  high  price  for  the  machine,  would 
not  exceed  one  or  two  hundred.  The  most  profitable  enjoy- 
ment of  the  franchise  would  evidently  consist  in  a  license  to  use 
the  machine,  for  which  the  manufacturer  could  well  afford  to 
pay  a  share  of  the  profits.  Such  a  licensee  may  either  construct 
his  machine  for  himself,  or  buy  it  from  the  patentee,  if  he  sees 
fit  to  construct  it.  Whether  the  machine  be  constructed  by 
one  or  the  other  is  but  an  accident  of  the  contract,  which  may 
be  made  the  subject  of  stipulation,  if  the  parties  think  it  of 
importance  sufficient  to  be  specially  provided  for.  The  con- 
tract, in  this  case,  authorizes  the  respondents  to  use  two 
machines,  ^^  constructed  according  to  said  patents,"  etc.  It  does 
not  provide  for  their  construction,  or  any  price  or  profit  to  be 
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paid  (o  the  constructor.  The  licensee  ni\ay  use  two  at  all  times, 
whether  constructed  by  himself  or  another.  If  he  constructs 
machines,  and  sells  them  to  others  to  be  used,  he  is  an  infringer 
of  the  patent,  and  liable  to  an  action.  If  he  uses  but  two,  he 
is  within  the  letter  and  spirit  of  his  contract.  If  he  should 
construct  a  dozen,  yet  if  he  use  but  two,  he  has  not  broken  bis 
contract ;  he  may  possibly  be  liable  to  nominal  damages,  as  any 
person  who  constructs  a  patented  machine  which  he  does  not 
use  or  sell  to  others.  If  the  complainant  can  show  that  he  is 
injured  by  the  defendant's  having  in  his  possession  worn-out 
machines  in  his  garret,  he  can  bring  his  action,  and,  on  proof  of 
damage,  may  recover  it  in  a  court  of  law.  But  he  has  not 
made  out  a  case  for  the  interference  of  a  chancellor.  Equity 
may  relieve  against  a  forfeiture ;  it  never  inflicts  ane.  So  far, 
therefore,  as  the  extent  of  this  license  is  concerned  in  this  case, 
the  complainant  has  wholly  failed  to  establish  a  case  which 
demands  relief  from  a  court  of  equity. 

2.  This  contract  between  the  parties  evidently  was  not  in- 
tended to  restrain  the  respondents  from  manufacturing  hat 
bodies  in  any  other  way  than  on  these  two  machines.  They 
were  consequently  at  liberty  to  manuf^tcture  and  sell  as  many  as 
they  pleased,  either  by  the  old  method,  or  by  any  new  machine 
which  might  be  invented.  It  is  not  denied  that,  for  this  pur- 
pose, the  respondents  use  a  machine  invented  by  Boyden,  and 
patented  to  him  January  10,  i860.  Since  this  machine  was 
invented  and  put  in  operation,  the  complainant  has  surrendered 
his  Wells  patent  a  second  time,  and  had  it  reissued  with  what 
is  called  an  amended  specific<ition.  It  is  supposed  now  to  be 
made  broad  enough  to  suppress  all  other  machines  that  can  be 
invented.  It  has  been  contended,  with  apparent  seriousness, 
that  the  defendants  are  estopped  to  deny  the  validity  of  this 
renewed  patent,  by  the  recitals  in  the  contract.  But  what  rule 
of  law  or  equity  can  be  found  to  support  such  a  pretense,  it  is 
hard  to  perceive.  The  respondents  affirm  the  contract,  and 
claim  its  protection ;  it  is  the  complainant  who  seeks  to  nullify 
it.  How  it  could  be  declared  void  by  one  party,  and  yet  estop 
the  other,  has  not  been  explained.  If  the  defendants  were 
setting  up  a  plea  to  an  action  for  the  money  due  by  the  contract. 
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they  might  be  estopped  by  the  recital  of  the  deed  to  deny  that 
the  complainant  is  the  assignee  of  the  Wells  patent;  and  if  they 
continued  to  enjoy  the  benefit  of  the  monopoly,  they  would  be 
estopped  from  denying  the  validity  of  the  patent.  But  the 
recitals  in  a  deed  can  estop  no  one  but  parties  or  privies  who  are 
claiming  under  or  against  it,  and  in  a  controversy  founded  on  its 
covenants.  The  respondents  had  a  right  to  purchase  and  use 
any  other  machine.  If  such  machine  should  be  challenged  as 
an  infringement  of  a  prior  patent,  they  have  a  right  to  defend 
themselves  by  any  plea  that  any  other  person  might  use.  Their 
purchase  of  a  license  forms  no  bond  of  allegiance  to  the  patentee, 
or  an  estoppel  from  averring  and  proving  the  truth. 

3.  Previous  to  the  Act  of  July  4,  1836,  which  established  a 
board  or  bureau  composed  of  competent  examiners,  patents  had 
frequently  been  adjudged  invalid  from  the  insufficiency  of  the 
specification  ;  usually  because,  by  inadvertency,  accident,  or 
mistake,  the  patentee  had  not  sufficiently  separated  the  old  from 
the  new,  and  had  claimed  more  than  he  was  entitled  to.  Few 
inventors,  or  even  learned  lawyers,  were  capable  of  correctly 
and  clearly  setting  forth  in  a  specification  the  proper  limits  of 
the  just  claim  of  the  invention.  Section  13  was  intended  to 
remedy  this  evil,  by  permitting  the  patentee  to  surrender  his 
defective  patent,  and  have  it  renewed  in  proper  form,  *'  when- 
ever it  shall  be  imperative  or  invalid^  by  reason  of  a  defective  or 
insufficient  description  or  specification^  or  by  reason  of  the  patentee 
claiming  in  his  specification  as  his  own  invention  more  than  he 
had  a  right  to  claim  as  new,  if  the  error  has  arisen  by  inadver* 
tency,  accident,  or  mistake,"  etc. 

This  valuable  and  just  privilege  given  to  inventors  has  been 
much  abused  by  their  assignees.  Since  the  date  of  this  act,  not 
only  the  Patent  Office  but  the  bar  can  furnish  gentlemen  fully 
competent  to  the  task  of  drawing  up  proper  specifications,  and 
but  little  liable  to  commit  blunders  from  inadvertency.  Specifi- 
cations now  seldom  issue  from  the  Patent  Office  to  which  such 
an  imputation  can  be  made.  Nevertheless,  this  privilege  of 
surrender  and  reissue  is  resorted  to  more  frequently  than  ever. 
Formerly,  when  in  course  of  investigation  in  a  court  of  justice, 
it  was  discovered  that  a  patent  was  invalid  for  any  of  the  reasons 
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mentioned  in  the  act,  it  was  resorted  to  for  protection.  NoWy 
after  a  patent  has  been  declared  to  be  valid,  the  specification 
without  defect,  and  the  claim  for  nothing  more  than  the  inven- 
tion, after  it  has  undergone  examination  for  many  years,  and 
courts  and  juries  have  decided  that  the  patent  is  not  invalid, 
through  inadvertency,  accident,  or  mistake,  the  assignees  come 
forward  and  make  oath,  without  scruple^  that  their  patent  is 
defective  and  invalid. 

For  thirty  years  past,  there  is  hardly  any  operation  in  agricul- 
ture or  manufactures  which  has  not  been  the  subject  of  numerous 
labor-saving  machines.  Those  who  have  been  successful  in 
contriving  a  machine  that  will  supersede  all  prior  inventions 
have  to  exercise  great  care  and  caution  in  stating  the  peculiar 
nature  of  their  invention,  and  the  combination  of  devices  which 
distinguish  it  from  all  others  which  preceded  it,  so  that  they  may 
not  be  found  to  claim  what  other  inventors,  thougH  unsuccessful, 
may  have  exhibited  in  their  patents.  Inventors  often  receive 
but  a  small  portion  of  the  profits  of  their  invention.  It  requires 
capital  and  enterprise  to  get  the  machine  into  general  use  and 
demand.  When  it  has  established  its  value,  it  has  to  contend 
with  infringers.  When  these  have  been  suppressed  by  the  arm 
of  the  law,  after  the  patent  has  been  extended  (often  with  small 
profit  to  the  inventor  or  his  heirs),  it  becomes  an  object  of  the 
fortunate  and  enterprising  assignees  to  protect  their  monopoly 
by  suppressing  all  other  inventions  for  the  same  purpose.  If 
another  inventor  has  succeeded  in  inventing  a  machine  equal  or 
even  inferior  to  theirs,  he  must  be  frightened  oiF  the  course  by 
threats  of  ruinous  litigation,  and  made  willing  to  sell  his  new 
invention  for  a  small  sum,  that  it  may  be  suppressed  by  them. 
An  experience  of  some  thirty  years  on  the  bench  enables  me  to 
say  that  I  have  known  this  scheme  to  be  practiced  more  than 
once,  to  the  detriment  of  the  public,  amounting  to  millions. 

To  enter  into  a  minute  investigation  of  the  numerous  ma- 
chines, patents,  and  specifications  connected  with  this  case, 
would  be  extremely  tedious  and  unintelligible,  without  models 
or  drawings.  I  shall,  therefore,  only  state  the  results  of  a  care- 
ful consideration  of  the  case,  without  endeavoring  to  vindicate 
them  by  argument.     The  invention  of  Wells  is  well  set  out  in 
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his  original  patent  of  1847,  ^"^  carefully  guarded  against  claim- 
ing any  thing  which  would  render  it  inoperative  or  invalid,  so  far 
as  the  machine  itself  is  concerned.  The  combination  of  devices 
essential  to  the  successful  operation  of  the  machine,  was  the 
connecting  of  the  rotatory  brush  with  the  tunnel  or  chamber  of 
the  form  described  in  combination  with  the  cone  placed  in  front 
of  the  delivery  aperture.  This  tunnel,  and  its  peculiar  form, 
was  the  leading  feature  of  the  invention.  It  was  undoubtedly, 
as  to  its  form  and  position,  a  valuable  improvement  upon  pre- 
vious machines,  by  means  of  which  the  fur  could  be  cast  on  the 
cone.  But  as  a  hat  body  requires  to  be  made  of  unequal  thick*- 
ness  in  certain  parts,  a  hinged  hood  was  added  to  regulate  the 
distribution  of  the  fibers;  It  was  attempted  to  make  the  device 
automatic  \  but  it  was  soon  discovered  that  it  could  not  be  used 
to  advantage  without  having  a  skillful  operator  to  guide  it. 
When  so  operated  on,  it  did  succeed  in  making  hat  bodies 
cheaper  >  than  they  could  be  manufactured  by  hand,  but  the 
machine  was  not  satisfactory  to  the  trade,  and  not  completely 
successful.  To  accomplish  the  desideratum,  many  plans  were 
suggested  and  tried,  at  great  expense  to  the  owners,  by  the 
original  inventor.  Wells,  and  by  other  machinists,  but  without 
success.  Messrs.  Burr  and  Taylor,  after  many  expensive 
experiments,  finally  devised  the  plan  of  making  this  chamber  or 
trunk  of  thin  sheet  metal,  in  combination  >yith  a  movable  top, 
by  means  of  which  the  deposit  of  fibers  might  be  regulated  by 
adapting  the  form  of  the  delivery  aperture  to  any  size  required. 
With  this  improvement  the  machine  is  nwj  in  successful  opera- 
tion, and  is  no  doubt  of  great  value. 

The  machine  invented  by  Boyden  is  certainly  inferior  to  it,  but 
its  claims  to  originality  and  invention  are  even  greater  than  that 
of  Wells.  Compared  with  the  machine  as  Wells  left  it,  with- 
out Taylor  and  Burr's  improvement,  it  is  perhaps  equal  if  not 
superior.  But  that  is  a  question  of  no  importance.  It  has  not 
the  combination  of  devices  first  invented  by  Wells,  nor  has  It 
any  substantial  identity  with  it ;  although  it  produces  the  same 
effect,  it  is  not  in  the  same  way  nor  substantially  in  the  same 
way.  Its  modus  operandi  is  entirely  different.  There  is  nothing 
to  be  found  in  the  Wells  patent  to  suggest  the  peculiar  device 
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invented  by  Boyden.  No  one,  who  looks  at  the  two  machines 
with  a  knowledge  of  the  state  of  the  art,  and  wherein  consists 
the  peculiarity  of  the  Wells  machine,  can  say  that  Boyden's  is 
an  infringement.  In  order  to  do  this,  he  must  assume  that  the 
Wells  machine  is  not  a  combination  of  devices  to  eflFect  a  par- 
ticular purpose  in  a  cheaper  way,  but  an  abstraction  or  generali- 
zation broad  enough  to  include  all  combinations  of  devices  to 
produce  the  same  effect  by  any  means  whatever. 

The  reissued  patent,  on  which  this  bill  is  founded,  has  been 
got  up  since  the  invention  of  the  Boyden  machine,  and  as  appears 
by  the  evidence  after  a  careful  examination  of  it,  and  for  the  evi« 
dent  purpose  of  suppressing  it.  The  most  astute  counsel  and 
experts  have  been  employed  to  surround  this  machine  or  inven- 
tion of  Wells  with  a  fog  of  nebulous  rhetoric,  and  to  make  this 
concrete  machine  appear  a  transcendental  abstraction,  and  mag- 
nify it  into  a  monopoly,  not  of  a  machine,  but  of  a  principle, 
effect,  or  result. 

I  have  not  time  to  analyze  more  particularly  this  bank  of  fog 
with  which  this  machine  has  been  enveloped.  It  must  suffice  to 
say,  that  the  invention  of  Boyden  is  not  an  infringement  of  the 
invention  of  Wells,  and  if  it  be  an  infringement  of  this  reissued 
patent,  the  patent  is  void. 

5.  As  to  the  patent  for  the  process,  there  is  no  evidence  of 
any  infringement,  and  if  there  were,  I  must  say  that  by  testi- 
mony now  for  the  first  time  produced,  it  is  clearly  established 
that  Weils  is  not  the  first  and  original  inventor  or  discoverer  of 
the  process  claimed.  It  is  to  be  found  in  an  English  patent 
granted  to  William  Ponsford  in  1839.  Wells  is  proved  to  have 
been  in  England  at  the  time,  and  when  be  afterward  took  out 
his  English  patent,  he  did  not  include  a  claim  to  the  discovery 
of  this  process,  as  it  would  have  invalidated  his  patent. 

The  bill  is  therefore  dismissed  with  costs. 
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jiLFA  B,  TATLOR'S  PATENT. 

In  this  case  the  respondents  are  charged  with  infringing  a 
patent  granted  to  Alva  B.  Taylor,  in  1856,  for  a  certain  new  and 
useful  improvement  in  machinery  for  making  hat  bodies.  Com- 
plainant became  owner  of  this  patent  in  October  1859.  Previ- 
ous to  this,  namely,  in  August,  1859,  ^^^^  Boy  den  (under  whom 
respondents  claim)  had  obtained  a  patent  ^^for  a  new  and  useful 
improvement  in  machinery  for  hardening  hat  bodies."  The  com- 
plainant, after  seeing  and  examining  the  invention  of  Boyden, 
entered  upon  his  process  of  suppressing  it,  by  means  of  amend- 
ing previous  patents,  to  make  them  broad  enough  to  cover  the 
new  invention,  as  we  have  seen  in  the  examination  of  the  pre- 
ceding case.  This  Taylor  patent  was  then  purchased,  and  im- 
mediately in  i860  surrendered  as  ^^ inoperative,^'  for  the  purpose 
of  suppressing  Boyden's  invention,  and  the  present  amended 
patent  taken  out,  which  is  expected  to  be  more  operative. 

Many  men  are  very  wise  after  an  event  has  happened  or  an 
invention  is  made,  and  can  at  once  demonstrate  that  it  is  but  a 
mere  piracy  of  some  previous  unsuccessful  one,  or  of  some 
patented  machine,  the  specification  of  which  might  have  been 
made  broad  enough  to  cover  all  other  combinations  or  devices  to 
effect  the  same  purposes,  if  the  patentee  had  only  thought  of  it. 
The  inadvertency,  accident,  or  mistake,  is  never  perceived  till 
some  new  machine  is  put  into  operation,  and  the  defect  in  the 
original  specification  consists  in  not  being  made  broad  enough  to 
cover  combinations  of  which  the  first  patentee  had  no  concep- 
tion. Section  13  of  the  act  does  not  absolutely  require  that  this 
suggestion,  that  a  patent  is  inoperative  and  void,  should  be  made 
under  oath ;  nor  does  it  appear  that  the  Patent  Office  requires 
that  the  fact  should  have  been  judicially  ascertained.  On  the 
contrary,  these  reissues,  so  far  as  they  have  come  under  my 
notice,  have  been  usually  after  the  courts  have  decreed  that  the 
original  patent  //  operative  and  valid.  The  first  great  contest 
which  a  patent  has  to  meet  is  with  previous  unsuccessful  inven- 
tions ;  to  this  end  the  patentee  is  careful  not  to  make  his  speci- 
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fications  too  broad,  in  order  to  avoid  defeat  from  prior  inventors. 
But  when  it  has  succeeded,  by  means  of  this  narrow  specifica- 
tion, in  putting  down  all  infringers,  and  when  the  monopoly  in 
the  hands  of  some  powerful  corporation  or  association  has  become 
of  great  value,  the  next  operation  is  to  suppress  all  new  inven- 
tions which  might  affect  the  value  of  the  monopoly.  All  at 
once,  after  the  original  patent  has  for  years  sustained  itself 
against  all  infringers,  some  ingenious  manipulator  is  employed  to 
reconstruct  the  specification,  and  make  it  broad  enough  to  sweep 
out  of  the  way  all  other  inventions  to  effect  the  same  purpose. 
To  this  use  has  the  valuable  privilege  granted  by  the  thirteenth 
section  been  perverted.  In  this  case  the  invention  of  Taylor  was 
the  application  of  pressure  by  means  of  rollers,  with  a  contrivance 
to  give  them  the  reciprocating  motion  necessary  to  this  process 
of  hardening.  He  was  not  the  inventor  of  the  conical  cover 
used  in  hardening  hat  bodies  formed  on  a  cone,  nor  of  rubbing 
them  by  a  reciprocating  motion,  but  merely  of  a  certain  combin- 
ation of  devices  to  produce  a  certain  effect.  Both  the  operation 
and  the  result  were  well  known,  and  the  invention  consisted  only 
of  the  devices  combined  to  perform  the  operation  and  produce 
the  result.  It  was  open  to  every  other  person  to  make  any  other 
combination  of  devices  to  perform  the  operation,  which  was  not 
a  mere  colorable  adoption  of  the  patentee's  combination.  The 
original  specification  of  Taylor  is  drawn  with  sufficient  care  and 
judgment  to  cover  all  the  patentee  knew  he  had  invented,  and 
the  whole  machine  as  described  therein. 

A  comparison  of  the  devices  used  in  the  two  machines  would 
be  unintelligible  without  models  or  drawings.  The  Taylor  patent 
is  but  for  a  form,  or  rather  a  combination  of  known  devices,  to 
perform  a  certain  operation  and  produce  a  certain  desirable  effect. 
The  combination  used  by  Boyden  is  not  a  mere  colorable  or  sub- 
stantial adoption  of  the  same  combination  of  devices.  It  has  as 
much  claim  to  originality  as  that  of  Taylor,  but  it  has  a  vibrating 
concave  surface  of  cloth,  pressing  against  the  cone.  Accordingly, 
the  reissued  patent  to  Taylor,  or  rather  to  Burr,  got  up  after  an 
examination  of  Boyden's  machiiie,  contained  this  interpolation  in 
the  description  of  his  invention,  *'^A  vibrating  concave  surface  held 
by  pressure^  etc.,  etc ; "  and  the  claim  extended  to  the  "  combina- 
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tion  of  a  vibrating  concave  surface ; "  then  follow  the  words  sub* 
stantially  as  described.  In  a  contest  with  a. previous  patent,  the 
last  words  can  be  called  in  to  qualify  the  first,  and  iiarrow  it  down 
to  the  peculiar  combination  of  devices  described ;  while,  in 
assaulting  a  new  combination,  for  the  purpose  of  suppressing  it, 
the  claim  may  be  stretched  to  cover  every  machine  having  a 
^^  concave  vibrating  surface,*^  by  calling  all  the  other  parts 
*' equivalents." 

It  is  plain  that  this  interpolation  of  an  abstract  generalization, 
to  render  the  specific  description  of  the  concrete  machine  more 
elastic,  was  suggested  by  an  examination  of  the  Boyden  machine. 
If  the  same  construction  be  given  to  the  claim  of  Taylor,  as  it 
would  necessarily  invoke  in  a  contest  with  preceding  inventions, 
to  save  it  from  the  charge  of  being  too  broad,  the  Boyden  ma- 
chine would  be  properly  pronounced  as  no  infringement;  on  the 
contrary,  such  a  construction  of  it  as  would  include  the  Boyden 
machine,  would  make  it  void  for  being  too  broad.  It  matters 
little  on  which  horn  of  this  dilemma  the  case  be  put,  the  result 
must  necessarily  be  that  the  bill  is  dismissed  with  costs. 

LANSING  E.  HOPKINS'  PATENT. 

This  bill  charges  the  respondents  with  infringing  a  patent 
granted,  in  1852,  to  Lansing  £.  Hopkins,  which  became  the 
property  of  the  complainant  in  September,  i860,  after  it  had 
been  defeated  in  a  contest  with  the  Wells  patent.  It  has  the 
negative  merit  of  not  having  been  surrendered  and  renewed  to 
accommodate  itself  to  the  state  of  the  arts  in  i860.  Although, 
as  a  whole,  the  machine  of  Hopkins  may  be  considered  worth- 
less, yet  it  is  contended  that  there  are  certain  combinations  of 
devices  claimed  in  it  which  are  valid  claims,  and  which  the  Boy- 
den machine,  claimed  by  respondents,  infringes. 

A  large  museum  of  exhibits  in  the  shape  of  machines  and  mod- 
els, have  been  presented  to  the  Court,  on  the  argument  of  this 
and  the  two  preceding  cases.  They  were  absolutely  necessary 
(whether  successful  or  not),  to  give  the  Court  a  proper  under- 
standing of  the  merits  of  the  controversies.  But  although,  after 
a  careful  examination  of  them,  I  have  come  to  a  conclusion  sat- 
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isfactory  to  my  own  mind^  I  despair  of  being  able  to  vindicate  it 
without  the  use  of  the  same  means.  I  shall  therefore  only  state 
the  result,  referring  the  curious  for  reasons  to  those  given  by  Mr. 
Treadwell,  a  witness  examined  in  the  case.  I  do  not  think  that 
the  Boyden  machine  infringes  any  combination  of  devices  justly 
claimed  in  the  Hopkins  patent. 


The  bill  is  therefore  dismissed  with  costs. 


William  H.  Johnson 
James  £.  Root. 

The  patent  n  prima  facit  evidence  that  the  patentee  ii  the  original  and  first  inventor 
of  what  he  has  described  therein  as  his  inventioni  and  when  taken  in  connection 
with  his  original  application  is  prima  faeit  evidence  that  the  invention  was  made 
at  the  time  the  application  was  filed. 

When  the  patentee  proposes  to  show  that  his  invention  was  of  a  date  prior  to  his  orig- 
inal application,  he  takes  the  burden  upon  himself,  and  must  prove  by  competent 
and  sufficient  evidence  that  he  made  the  invention  at  the  period  suggested,  and 
that  he  reduced  the  same  to  practice  in  the  form  of  an  operative  machine. 

If  the  patentee  having  invented  a  needle  feed  in  1848,  and  put  it  into  a  machine,  after* 
ward  took  the  parts  out  and  laid  them  aside  as  something  incomplete  and  requiring 
more  thought  and  experiment,  before  constructing  an  operative  machine,  although 
not  with  a  definite  intention  of  abandoning  what  he  had  accomplished,  and  did 
nothing  to  restore  the  invention  in  the  form  of  an  operative  machine,  or  to  mature 
the  needle  feed  until  1851,  when  he  ctmimenced  to  make  a  model  with  a  view  to 
apply  for  a  patent,  and  in  the  mean  time,  another  inventor  without  knowledge  of 
what  the  patentee  had  accomplished,  invented  the  same  thing,  reduced  it  to  prac- 
tice in  the  form  of  an  operative  machine,  filed  his  application  for  a  patent,  obtained 
letters  patent  for  the  same,  and  manufactured  maciiines  under  that  patent  for  prac- 
tical use  containing  the  same  feed,  and  the  machines  so  manufactured  were  sold 
in  the  market  and  went  into  use  befbre  the  patentee  commenced  to  restore  his 
invention  or  make  his  model,  then  the  plaintifif  can  not  carry  back  his  invention 
to  any  period  prior  to  the  date  of  such  attempted  restoration. 

The  patentee  having  taken  the  machine  apart  and  laid  the  parts  aside  as  something 
incomplete,  and  requiring  more  thought  and  experiment ;  and  never  intending  to 
reconstruct  the  machine,  or  to  restore  -the  needle  feed  in  the  form  of  an  operative 
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•ewing  machine  without  material  modifications  or  alterations,  but  only  to  preserve 
the  parts  to  be  used  in  other  inventions  as  circumstances  might  arise,  the  jury 
would  be  warranted  in  finding  that  he  deserted  and  abandoned  the  invention  of 
the  needle  fised,  if  he  did  nothing  to  restore  it  in  the  form   of  an  operative  ma- 
chine fi-om  November  7,  184S,  to  January  1,  1853. 

When  the  Court  instructed  the  jury  that  their  verdict,  if  for  the  plaintiflT,  must  be  fef 
nominal  damages,  and  they  returned  a  verdict  for  five  hundred  do\\xn-^He/d g 
That,  while  erron  of  this  description  may  sometimes  be  obviated,  by  allowing  the 
prevailing  party  to  remit  the  excess,  when  the  Court  is  satisfied  that  the  error  hat 
resulted  from  oversight  or  mere  inadvertence ;  yet,  when  the  finding  is  not  only 
contrary  to  the  evidence,  but,  in  direct  contravention  of  the  charge  of  the  Court, 
the  difficulty  can  not,  in  general,  be  so  remedied.  Parties  have  a  right  to  an  im- 
partial trial  according  to  law,  and,  when  it  appears  to  the  Court  that  they  have  not 
had  it,  the  verdict  must  be  set  aside  and  a  new  trial  granted. 

Irregularity  on  the  part  of  the  party  charged,  or  of  the  jury,  must  be  satisfactorily 
proved,  in  order  to  lay  the  foundation  for  the  interposition  of  the  Court ;  buty 
when  I  he  irregular  conduct  is  established,  it  is  not  necessary  that  it  should  cer- 
tainly appear  that  it  influenced  the  jury.  It  is  sufficient  that  the  irregularity  ap- 
pears to  be  of  such  a  character  that  it  might  have  aflwcted  the  impartiality  of  the 
proceedings. 

(Before  CLirroao,  J.,  District  of  Massachusetts,  October,  1862.) 

This  was  a  motion  for  a  new  trial.  Suit  had  been  brought 
against  the  defendant  to  recover  damages  for  the  infringement  of 
letters  patent  granted  to  plaintiff  for  an  ^^  improvement  in  sewing 
machines,"  March  7,  1854,  and  reissued  February  26,  1856. 
Upon  a  former  trial,  reported  in  Vol.  I.  p.  351,  the  jury  disa- 
greed, but  at  a  subsequent  trial,  lasting  nearly  two  months,  a  ver- 
dict was  rendered  for  the  plaintiff  with  $500  damages.  The 
grounds  upon  which  the  motion  for  a  new  trial  were  predicated, 
are  sufficiently  stated  in  the  opinion  of  the  Court. 

J.  C.  Washburn  and  fTilliam  Whiting  for  plaintiff. 

O.  B.  Potter  and  B.  R.  Curtis  for  defendant. 

Clifford,  J. 

This  was  an  action  of  trespass  on  the  case  for  an  alleged 
infringement  of  certain  letters  patent.  Letters  patent  were 
granted  to  the  plaintiff  on  March  7,  1854,  for  a  new  and  useful 
improvement  in  sewing  machines  ;  but  the  original  patent  was 
^subsequently  surrendered  and  canceled,  and   on  February  26, 
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T856,  a  new  patent  was  issaed  to  him  on  an  amended  specifica- 
tion, to  continue  for  the  term  of  fourteen  years  from  the  date  of 
the  original  patent.  Suit  was  commenced  on  April  28,  1856, 
and  the  plaintiff  alleged  that  the  defendant,  on  March  4,  in  the 
same  year,  and  at  divers  other  times  before  the  date  of  the  writ,  did 
unlawfully  and  wrongfully,  and  without  the  consent  of  the  plaintiff, 
make,  use,  and  vend  to  others  to  be  used,  the  improvement  se- 
cured to  him  in  his  reissued  letters  patent.  Defendant  pleaded  that 
he  was  not  guilty^  and  filed,  under  the  act  of  Congress,  certain  spec- 
ifications of  defense,  denying  that  the  machine  he  sold  infringed 
the  plaintifPs  patent,  or  that  the  plaintiff  was  the  original  and 
first  inventor  of  any  thing  embodied  in  his,  the  defendant's 
machine,  and  on  that  issue  the  parties,  on  March  26,  1861,  went 
to  trial.  Testimony  was  introduced  on  both  sides,  and  under  the 
instruction  of  the  Court  the  jury  returned  their  verdict  in  favor 
of  the  plaintiff,  assessing  damages  in  the  sum  of  ^vi  hundred  dol- 
lars. Motion  for  new  trial  was  duly  filed  by  the  defendant,  for 
the  following  reasons:  First,  Because  the  verdict  is  against  the 
law  and  the  evidence.  Second,  That  the  verdict  is  against  the  evi- 
dence and  the  weight  of  the  evidence.  Third,  That  the  jury 
have  neglected  and  refused  to  apply  the  instructions  given  them 
by  the  Court,  respecting  the  thing  patented,  in  the  third  claim  of 
the  patent  declared  on  in  the  case  ;  as  well  upon  the  question, 
whether  the  plaintiff  was  the  original  and  first  inventor  of  the 
thing  patented,  as  upon  the  question,  whether  the  defendant  had 
infringed  thereon.  Fourth,  That  the  damages  found  by  the  jury 
are  grossly  excessive,  and  in  plain  contravention  of  the  explicit 
and  repeated  instructions  of  the  Court  to  allow  nominal  damages. 
Another  reason  assigned,  is  the  refusal  of  the  Court  to  instruct 
the  jury  as  requested  by  the  defendant ;  but  in  the  view  taken  of 
the  case  it  will  not  be  necessary  to  consider  it,  and  it  is  therefore 
omitted.  Representations  in  writing,  and  under  oath,  were  sub- 
sequently made  to  the  Court  by  the  defendant,  as  a  foundation 
for  a  further  motion  for  new  trial.  Those  representations  were 
in  substance  and  effect  as  follows :  i.  That  the  plaintiff,  during 
the  progress  of  the  trial,  and  before  the  verdict  had  been  ren- 
dered, and  while  the  Court  was  not  in  session,  and  out  of  the  pres- 
ence and  bearing  of  the  defendant  and  of  his  counsel,  by  himself 
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and  his  agents,  made  communications  to,  and  received  commnni- 
cations  from,  jurors  impanneled  in  the  case,  touching  the  merits 
thereof.  2.  That  the  plaintifF,  by  himself  and  his  agents,  did 
unduly  and  unlawfully  influence  and  bias  the  minds  of  jurors 
impanneled  to  try  said  cause,  by  acts,  conduct,  and  declarations, 
done  and  made  with  that  unlawful  intent,  while  the  Court  was 
not  in  session,  and  out  of  the  presence  and  hearing  of  the  defend* 
ant  and  his  counsel.  3.  That  jurors  impanneled  to  try  the  cause, 
privately  declared,  and  made  known  to  the  plaintiff  and  his  agents, 
that  they  had  determined  to  render  a  verdict  in  favor  of  the 
plaintiff,  and  so  declared  and  made  known  such  determination, 
before  the  testimony  on  the  part  of  the  defendant  had  been  all 
exhibited,  and  before  the  counsel  of  the  defendant  had  been 
heard,  and  before  the  jury  had  received  the  instruction  of  the 
Court,  and  before  the  case  had  been  committed  to  them.  4. 
That  the  trial  was  not  by  an  impartial  jury,  such  as  the  defendant 
had  a  constitutional  and  lawful  right  to  have.  Leave  was  granted 
to  the  defendant  to  make  proper  proofs  of  the  respective  repre- 
sentations, upon  giving  due  notice  to  the  plaintifF  or  his  counsel, 
it  appearing  that  all  the  matters  set  forth  had  come  to  the  knowl- 
edge of  the  defendant  and  his  counsel  since  the  last  adjournment 
of  the  Court.  Testimony  was  accordingly  taken  by  both  parties 
in  open  court  bn  October  17,  i86r,  and  the  same  by  agreement, 
was  duly  reported  for  the  consideration  of  the  Court.  Parties 
were  duly  heard  during  the  same  term,  upon  the  several  matters 
involved  in  the  respective  motions,  and  the  case  has  been  held 
under  advisement  to  the  present  time.  Some  brief  reference  to 
the  positions  assumed  by  the  respective  parties  at  the  trial  will 
be  indispensable,  in  order  that  the  precise  nature  of  the  questions 
presented  under  the  first  motion,  may  be  clearly  and  fully  under-* 
stood.  When  the  case  came  on  for  trial,  the  plaintifF  proposed 
to  open  his  whole  case  to  the  jury,  as  well  such  matters  as  were 
in  reply  to  the  defenses  stated  in  the  specifications  of  defense,  as 
those  which  were  immediately  necessary  to  make  out  a  ptimd 
facie  case,  and  no  objection  being  made  by  the  defendant,  the 
parties  were  allowed,  perhaps  unadvisedly,  to  proceed  in  that 
way. 

Application  for  a  patent  was  filed  by  the  plaintifF  on  March 
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31,  1853,  but  his  original  patent  was  not  issued  until  March  7 
in  the  following  year.  His  charge  against  the  defendant  was 
that  he  had  infringed  the  third  claim  of  the  reissued  patent  as 
already  explained.  Omitting  the  first  and  second  claims  as 
unimportant  in  this  investigation,  it  reads  as  follows:  ^^What  I 
claim  as  my  invention  and  desire  to  secure  by  letters  patent  is : 
Third,  The  feeding  of  the  material  to  be  sewn,  by  means  of  a 
vibrating  piercing  instrument,  whether  said  instrument  be  the 
needle  itself,  or  an  independent  instrument  in  the  immediate 
vicinity  thereof,  substantially  as  herein  described."  To  maintain 
the  issue  on  his  part,  he  introduced  his  reissued  letters  patent, 
together  with  the  model  of  the  patented  machine  furnished  to 
the  Patent  Office.  He  also  introduced  the  machine  which  he 
alleged  the  defendant  sold,  and  which  he  claimed  was  a  violation 
of  the  exclusive  right  secured  to  him,  and  upon  the  introduction 
of  the  machine,  the  defendant  admitted  that  he  sold  the  machine 
at  the  time  and  place  alleged  in  the  declaration,  but  denied  that 
the  machine  infringes  the  third  claim  of  the  plaintiff,  or  that  the 
plaintiff  was  the  original  and  first  inventor  of  any  thing  embodied 
in  that  machine.  Two  questions,  therefore,  were  presented : 
First.  Whether  the  plaintiff  was  the  original  and  first  inventor 
of  any  thing  embodied  in  the  machine  sold  by  the  defendant, 
called  machine  K.  Second.  Whether  the  machine  sold  by 
the  defendant,  and  given  in  evidence  by  the  plaintiff,  infringed 
the  third  claim  of  the  plaintiff's  reissued  letters  patent.  Defend- 
ant set  up  that  the  machine  sold  by  him  was  constructed  under 
certain  patents  granted  to  A.  B.  Wilson,  or  to  his  assigns,  and 
that  the  invention  of  Wilson  was  prior  to  that  of  the  plaintiff's, 
which  was  one  of  the  important  questions  in  the  case.  Wilson 
made  the  application  for  his  first  patent  on  March  18,  1850,  and 
the  patent  was  issued  on  November  12,  in  the  same  year.  His 
i^r0;i// application  was  on  July  8,  1 851,  and  the  second  patent  was 
issued  August  12,  in  the  following  year.  Patentee  assigned  his  in- 
terest to  Wheeler,  Wilson,  Warren,  and  Woodruff,  before  the 
date  of  the  third  application,  which  was  made  on  February  7, 
1852,  and  the  third  patent  was  issued  on  June  15,  in  the  same 
year.  Other  patents  subsequently  issued  to  A.  B.  Wilson,  or 
his  assigns  were  also  admitted,  as  showing  that  the  three  inven- 
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tions  already  mentioned,  were  still  under  the  protection  of  sub- 
sisting patents,  and  had  not  become  public  property.  Letters 
patent  to  Grover  &  Baker,  dated  June  22,  1852,  together  with 
the  disclaimer  accompanying  the  same,  dated  December  11, 
1854,  were  also  admitted  as  showing  that  the  claim  of  Wilson 
to  the  four-motion  feed,  in  his  application  of  June  15,  1852, 
was  withdrawn  by  mistake  as  to  the  date  of  the  invention. 
Two  of  the  patents,  to  wit:  the  firtt  and  the  thtrd^  were 
reissued,  but  it  is  unnecessary  to  describe  the  new  patents,  or  to 
refer  to  the  assignments  under  which  they  were  reissued,  except 
to  say  that  the  machine  introduced  by  the  plaintiff,  as  the  ma- 
chine sold  by  the  defendant,  was  constructed  under  the  patent 
reissued  to  W.  P.  N.  Fitzgerald,  dated  December  19,  1854,  and 
it  is  admitted  that  it  was  sold  by  the  defendant,  as  the  agent  of 
the  Wheeler  &  Wilson  Manufacturing  Company,  to  which  the 
patent  had  previously  been  assigned.  Assuming  the  facts  to  be 
so,  then  it  clearly  appears  that  the  machine  of  the  defendant 
was  constructed  under  an  invention  made  and  patented  prior  to 
the  application  of  the  plaintiff  for  his  original  patent.  Unless, 
therefore,  he  could  overcome  those  facts,  he  could  not  prevail  in 
any  view  of  the  case,  because  if  the  machine  sold  was  substan- 
tially  the  same  as  that  described  in  the  plaintiff's  patent,  then 
the  inference  was  a  clear  one  that  the  plaintiff  was  not  the 
original  and  first  inventor  of  his  supposed  improvement.  And 
if  the  two  machines  were  not  substantially  the  same  in  principle 
and  mode  of  operation,  then  there  was  no  infringement,  and  the 
verdict  must  be  for  the  defendant.  Such  formidable  difficulties 
could  not  be  evaded,  but  they  must  be  met  and  overcome  by 
proof,  and  consequently  it  became  of  vital  importance,  on  the 
part  of  the  plaintiff,  to  show  that  his  invention  was  actually 
made  and  reduced  to  practice  as  an  operative  machine^  at  some 
time  prior  to  the  invention  by  A.  B.  Wilson,  to  which  reference 
has  already  been  made.  Full  proof  was  exhibited  that  machines 
like  that  of  the  defendant,  and  not  distinguishable  from  it  in  any 
respect,  material  to  this  investigation,  were  constructed,  and  in 
the  market  for  sale,  before  the  time  when  the  plaintiff  completed 
his  model  for  the  Patent  Office,  and  several  months  before  he 
made  his  application  for  his  original  patent.     Undeniable  proof 
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to  that  effect  was  introduced  by  the  defendant,  and  both  parties, 
it  is  believed,  so  understood  it,  and  it  was  so  understood  by  the 
Court,  and  must  have  been  so  understood  by  the  jury.  Evidence 
to  repel  this  inference  was  introduced  by  the  plaintiff  in  the 
opening,  and  it  was  upon  that  evidence  that  he  relied  in  his  close 
to  overcome  the  difficulty.  Beyond  question,  his  patent  was 
prima  facie  evidence  that  he  is  the  original  and  first  inventor  of 
wh%t  he  has  described  therein  as  his  invention,  and  when  taken 
in  connection  with  his  original  application  is  prima  facie  evidence 
that  the  invention  was  made  at  the  time  the  application  was  filed. 
Presumptions  were  in  favor  of  the  plaintiff  to  that  extent ;  but 
when  he  proposed  to  show  that  his  invention  was  of  a  date  prior 
to  his  original  application,  he  took  the  burden  upon  himself;  and 
to  maintain  that  theory,  it  was  incumbent  upon  him  to  prove  by 
competent  and  sufficient  evidence  that  he  made  the  invention  at 
the  period  suggested,  and  that  he  reduced  the  same  to  practice  in 
the  form  of  an  operative  machine,  and  if  he  failed  to  prove  either 
of  the  elements  of  the  proposition,  then  the  verdict  should  have 
been  for  the  defendant.  Judge  Story  said,  in  Bradford  v.  Hunty 
et  aLy  I  Mason,  305,  that  ^^the  intent  of  the  statute  was  to  guard 
against  defeating  patents,  by  the  setting  up  of  a  prior  invention 
which  hacf  never  been  reduced  to  practice.  If  it  were  the  mere 
speculation  of  a  philosopher  or  mechanician,  which  had  never 
been  tried  by  the  test  of  experience,  and  never  put  in  actual 
operation  by  him,  the  law  would  not  deprive  a  subsequent  inven- 
tor, who  had  employed  his  labor  and  his  talents  in  putting  it  into 
practice,  of  the  reward  due  to  his  ingenuity  and  enterprise." 
Language  equally  explicit  is  employed  by  Mr.  Justice  Nelson,  in 
the  case  of  Parkhurst  v.  Kinsman^  i  Blatch.  C.  C.  494,  wherein 
he  says,  ^^  it  is  not  enough  to  defeat  a  patent  already  issued,  that 
another  conceived  the  possibility  of  effecting  what  the  patentee 
accomplished.  To  constitute  a  prior  invention,  the  party  alleged 
to  have  produced  it  must  have  proceeded  so  far  as  to  have 
reduced  his  idea  to  practice,  and  embodied  it  in  some  distinct 
form."  "  It  must,"  says  the  learned  judge,  ''  have  been  carried 
into  practical  operation ;  for  he  is  entitled  to  a  patent,  who,  being 
an  original  inventor,  has  first  perfected  the  invention  and  adapted 
it  to  practical  use.     Crude  and  imperfect  experiments,  equivocal 
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in  their  results,  and  then  given  up  for  years,  can  not  be  permitted 
to  prevail  against  an  original  inventor,  who  has  perfected  his 
improvement  and  obtained  his  patent."  Plaintiff  claimed  at  the 
trial  that  the  feeding  apparatus  described  by  him,  in  the  third 
claim  of  his  patent,  was  invented  by  him,  and  reduced  to  practice 
in  the  form  of  an  operative  machine,  as  early  as  October  27, 
1848,  and  that  the  same  feeding  apparatus  was  embodied  in  his 
original  letters  patent.  Every  branch  of  the  proposition  was 
controverted  by  the  defendant.  He  denied  that  the  plaintiff 
invented  any  such  feeding  apparatus  at  so  early  a  period,  or  at 
any  time  prior  to  the  date  of  the  application  for  his  original 
patent,  or  that  he  ever  reduced  the  same  to  practice  in  the  form 
of  an  operative  machine,  or  that  the  feeding  apparatus  which  he 
alleges  he  invented  and  reduced  to  practice  at  that  period  of  time, 
is  now  embodied  in  the  third  claim  of  his  reissued  letters  patent. 
Reference  to  the  third  claim  of  the  patent  will  show  what  the 
feeding  apparatus  is  in  the  reissued  letters  patent  on  which  the 
suit  is  brought,  and  it  may  be  well  to  refer  briefly  to  the  instruc- 
tions given  by  the  Court  to  the  jury  upon  that  subject,  before 
stating  the  evidence  introduced  by  the  plaintiff  to  prove  that  he 
invented  the  apparatus,  and  reduced  it  to  practice,  before  the 
application  for  his  original  patent.  Such  brief  portions  only  of 
the  instructions  will  be  referred  to  as  appear  to  be  material  to  the 
point  under  consideration.  After  reciting  the  claim,  the  jury 
were  instructed  that  the  third  claim  of  the  plaintifPs  patent  was 
for  his  described  means  of  feeding  the  cloth,  or  other  material,  to 
be  sewed  in  a  sewing  machine.  Feeding  the  cloth,  or  material, 
was  defined  as  signifying  such  a  regular,  progressive  advance  of 
the  material  as  would  space  the  stitches  of  the  seam  regularly,  so 
that  the  stitches  would  be  of  equal  length.  Responsive  to  the 
argument  of  the  plaintiff,  that  the  feeding  instrument  was  distinct 
from  the  devices  for  holding  the  cloth  or  material  to  be  sewed, 
the  jury  were  told  that  there  was  included  in  the  claim,  as  part 
of  his  mode  of  operation,  not  only  the  vibrating,  piercing  instru- 
ment, substantially  as  described,  but  also  whatever  parts  neces- 
sarily act  in  connection  therewith,  to  feed  the  material  to  be 
sewed  in  a  sewing  machine,  so  far  as  any  function  they  performed 
modified  the  action  of  the  feeding  instrument.     As  explanatory 
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of  that  instruction,  the  jury  were  told  that  there  must  be  a  table, 
or  some  equivalent  mechanical  device,  to  keep  the  cloth  in  posi- 
tion, so  that  it  would  resist  the  thrust  of  the  piercing  instrument 
while  it  was  making  the  perforation,  after  the  pressure  of  the 
holder  upon  it  was  relieved  to  permit  the  needle,  as  it  vibrated, 
to  move  forward  the  cloth  a  sufficient  distance  for  the  succeeding 
perforation.  In  this  connection,  the  jury  were  also  told  that  the 
vertical  bar,  or  holder,  when  held  down  upon  the  cloth  by  the 
spring,  was  quite  necessary  to  the  proper  operation  of  the  feeding 
arrangement,  and  were  accordingly  instructed  to  the  effect  that 
the  surface  below  the  material,  called  the  table,  which  supported 
the  cloth  when  it  was  pressed  by  the  vertical  bar,  or  holder,  so 
as  to  keep  the  cloth  from  slipping  as  the  needle  descended  and 
perforated  it,  and  also  the  cloth  holder^  which  exerted  its  pressure 
for  that  purpose,  were  included  in  the  claim  as  necessary  to  the 
plaintiff's  mode  of  operation  in  feeding  the  material  to  be  sewn, 
so  far  as  the  functions  peformed  by  those  devices  modified  the 
action  of  the  feeding  instrument.  To  show  that  he  invented 
this  feeding  apparatus,  and  reduced  it  to  practice  within  the 
meaning  of  those  terms,  the  plaintiff  introduced  the  ^^  Old  Red  " 
machine,  as  it  was  called  throughout  the  trial.  Parties  are  com- 
petent witnesses  by  the  local  law,  and  accordingly  the  plaintiff 
was  very  fully  examined  upon  this  subject.  According  to  the 
testimony  of  the  plaintiff,  his  first  step  toward  constructing  a 
sewing  machine  was  taken  in  July,  1848,  when  he  made  certain 
patterns  for  needle  bars,  and  he  states  that  needle  bars  were  sub- 
sequently made  from  the  patterns  by  his  directions.  He  arranged 
them  in  a  temporary  frame,  and  got  some  gearings  made,  but 
they  proved  not  to  be  of  a  character  to  answer  any  purpose, 
except  as  a  basis  of  calculation  for  another  set  of  patterns,  and 
he  states  that  he  did  not  attempt  to  sew  with  the  machine. 
Having  made  his  calculations,  he  constructed  a  new  set  of  pat* 
terns  and  sketches,  and  employed  a  mechanic  to  make  another 
set  of  needle  holders  and  apparatus  for  a  machine.  They  were 
made  in  August,  1848,  and  after  they  were  completed,  the  plain- 
tiff took  them,  together  with  the  shafting  and  gearing  which  he 
had  provided,  to  a  cabinet  maker,  and  employed  him  tb  make  the 
frame.     That  machine  had  the  straight  clamps  or  what  was  called 
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the  wooden  bolder^  during  the  trial,  and  the  witness  states  that  he 
did  sewing  enough  with  the  machine  to  satisfy  himself  that  it 
^^was  going  to  be  a  good  practical  thing."  Intending  to  recon* 
struct  the  machine  more  thoroughly,  with  a  view  to  apply  for  a 
patent,  he  took  the  needle  holders  out  of  the  frame  and  carried 
them  back  to  the  machinist,  in  order  to  have  another  set  made 
with  certain  additions  and  alterations.  After  the  needle  holders 
were  completed,  and  the  shafting  and  gearing  had  been  somewhat 
improved,  he  then  had  a  new  frame  made  for  the  machine,  and 
put  the  whole  in  working  order,  using  for  that  purpose  the  third 
set  of  needle  holders.  About  the  same  time  he  also  had  a 
ratchet  clamp  made,  but  as  it  was  not  fully  completed,  and  the 
arrangement  to  receive  it  was  not  finished,  except  on  one  side  of 
the  machine,  it  could  not  be  used.  Castings  were  also  made  by 
the  plaintiff  for  a  rotary  clamp  holder,  but  they  proved  to  be  too 
heavy  and  were  never  finished,  so  that  the  only  device  ever  used 
by  him,  before  he  went  to  Washington  with  the  machine,  was  a 
straight  clamp,  or  wooden  holder,  like  the  one  produced  at  the 
trial,  but  that  was  not  carried  to  Washington,  and  the  identical 
device  was  not  produced  at  the  trial. 

On  cross-examination,  the  witness  testified  in  substance  and 
effect  that  he  used  the  straight  clamp  to  try  the  machine  and  see 
what  the  effect  would  be  as  a  feeder,  and  that  he  afterward 
arranged  the  wheel  or  circular  clamp  to  make  the  machine  au- 
tomatic, and  that  the  other  was  given  up,  adding,  in  the  same 
connection,  that  he  did  not  consider  that  the  straight  clamp  was 
very  curious  or  patentable.  Short  pieces  of  canvass  and  padding 
were  sewed  by  the  plaintiff  in  the  machine  before  he  went  to 
Washington,  and  he  states  that  he  used  the  straight  clamp  or 
wooden  holder  for  that  purpose,  and  that  he  sometimes  sewed 
the  length  of  the  piece,  and  then  around  the  edge,  and  back 
again  in  various  forms.  He  started  for  Washington  on  October 
27,  1848,  having  completed  the  machine  a  few  days  before, 
taken  with  him  the  patterns  for  the  rotary  clamp,  but  leaving 
behind  the  castings  and  the  wooden  holder.  After  his  arrival  in 
Washington,  he  employed  a  patent  solicitor,  and  soon  learned 
that  some  parts  of  his  invention  had  been  anticipated  by  others, 
and  that  his  model  was  too  large,  and  would  not  be  received  at 
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the  Patent  Office  on  account  of  its  size.     Forwarded  as  this 
machine  was,  by  the  merchandise  train,  he  arrived  in  Washington 
several  days  before  the  machine  came  to  band,  and  during  that 
period  he  constructed  a  rotary  clamp,  which  was  made  of  ma* 
hogany.     Injury  had  been  done  to  the  machine  on  the  route, 
but  he  repaired  it  and  fitted  in  the  rotary  clamp  for  the  first 
time.     Up  to  that  period  of  time  he  had  never  used  any  other 
than  the  straight  clamp  or  wooden  holder,  and,  in  point  of  fact, 
could  not  do  so  because  he  had  not  constructed  any  rotary  clamp, 
and  one  of  the  necessary  arrangements  for  the  ratchet  clamp  had 
not  been  completed.     Having  fitted  in  the  rotary  clamp,  he  says  - 
he  operated  the  machine  in  the  presence  of  his  patent  solicitor, 
but  he  does  not  state  that  he  used  it  to  sew  seams.     When  he 
found  he  could  not  patent  the  machine,  he  decided,  under  the 
advice  of  his  solicitor,  to  file  a  caveat^  and  his  solicitor  also  pre- 
pared another  paper,  in  the  nature  of  a  petition  for  a  patent,  but 
it  was  never  presented  at  the  Patent  Office,     His  patent  solicitor 
prepared  the  caviot^  and  it  was  duly  executed  and  filed  on  No*- 
vember  7,  1848,  and  was  accompanied  with  a  drawing  to  illus- 
trate the  invention.     Nothing  further  was  done  by  him  toward 
procuring  a  patent*      On  the  contrary,  having  executed  those 
papers,  and  filed  the  caveat^  he  took  the  machine  out  of  the 
frame,  leaving  the  frame  there,  put  the*  parts  of  the  machine 
into  a  trunk,  which  he  purchased  for  the  purpose,  and  on  the 
same  afternoon  left  Washington  to  return  to  his  home.     All 
those  parts  of  the  machine  remained  in  the  trunk,  in  his  house  at 
New  Hartford,  until    he  removed  to  Granville,  when  he  put 
them  into  a  box,  and,  with  the  exception  of  some  few  parts, 
which  he  afterward  used  in  other  machines,  they  remained  in  the 
box  until  the  first  part  of  January,  1853.     During  the  period, 
from  November  7,  1848,  when  he  left  Washington,  to  the  last 
of  December,  1852,  or  the  first  part  of  January,  1853,  he  did 
nothing  to  perfect  or  construct  any  needle-feed  apparatus  for 
feeding  the  material  to  be  sewn  in  a  sewing  machine.     Taking 
his  own  statement  as  true,  he  commenced  soon  after  he  returned 
from   Washington   to    make   the    preparatory   investigation   to 
accomplish  what  is  called  the  Grover  &  Baker  stitch,  and,  in 
the  course  of  that  month,  or  the  month  following,  he  made  a 
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model.  While  he  was  at  work  on  the  model,  and  within  eight 
or  ten  days  after  he  returned,  he  wrote  to  his  patent  solicitor 
respecting  the  same,  stating,  among  other  things,  that  ^^the 
needles  cross  each  other  and  catch  the  thread  from  each  needle, 
in  the  same  manner  as  they  do  when  both  pass  through  the  cloth, 
the  object  being  to  have  all  the  looping  on  one  side,  and  on  the 
other  side  leave  but  one  thread  the  same  as  in  common  back 
stitching  by  hand."  In  the  same  letter  he  also  stated  that  ^^  the 
only  disadvantage  (if  it  may  be  called  a  disadvantage)  in  this 
arrangement  of  the  needles,  will  be  in  the  necessity  of  moving 
the  wheels  on  which  the  work  is  placed^  by  means  of  a  feeder,  as  I 
had  designed  to  move  the  bar,  which  is  very  easily  done. 
Some  time  in  January  following  he  sent  a  rough  model  of  that 
machine  to  his  patent  solicitor,  and  it  remained  in  his  possession 
till  October  or  November,  1852.  Little  or  nothing  was  done 
by  him  after  that  toward  constructing  any  model  or  machine, 
except  to  make  some  patterns,  till  June  or  July,  1852,  when  he 
went  to  Springfield  and  had  some  gearings,  castings,  and  shafting 
made  for  a  sewing  machine,  and  shortly  afterward  went  to 
Granville  and  employed  a  mechanic  to  help  him  make  the 
machine.  Both  parties  conceded  that  these  were  models  of 
what  is  called  the  Grover  &  Baker  stitch,  with  a  rotary  clamp, 
and  the  witness  stated  that  he  completed  the  invention  in  Sep- 
tember, 1852,  and  carried  the  model  to  Washington  and  filed 
an  application  in  the  Patent  Office,  with  a  view  to  patent  the 
invention.  But  a  patent  had  been  issued  to  Grover  &  Baker 
for  the  same  stitch,  on  February  11,  1851,  and  they  had  an 
application  pending,  or  one  was  shortly  afterward  presented,  for 
a  reissue  of  the  patent.  Upon  the  presentation  of  the  applica- 
tion an  interference  was  declared  by  the  Patent  Office,  and 
notice  was  given  to  the  applicants.  Whereupon  they  sent  their 
agent  to  adjust  the  controversy  with  the  plaintiff.  They  first 
met  at  Hartford,  and  there  the  plaintiff  saw  and  examined  the 
Grover  &  Baker  machine.  Two  or  three  other  interviews 
were  had,  and  an  arrangement  was  made  whereby  the  plaintiff 
assigned  to  the  agent  of  the  other  parties  all  his  interest  and 
claim  in  the  stitch,  and  perhaps  in  the  needles.  Under  the 
arrangement,  the  patent  for  the  stitch,  etc.,  was  to  issue  in  the 
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name  of  Mr.  Bates,  and  it  was  accordingly  granted  to  him  on 
February  22,  1853,  and  on  the  twelfth  day  of  April  following,  a 
patent  issued  to  the  plaintiff  for  the  rotary  clamp.  None  of 
these  transactions  had  any  relation  to  any  apparatus  for  feeding 
the  material  to  be  sewn  in  a  sewing  machine,  and  they  are  of 
but  little  importance  in  the  case,  except  as  showing  the  nature 
of  the  plaintifPs  employment,  and  that  he  had  an  opportunity 
to  examine  the  Grover  &  Baker  machine.  Drawings  for  a 
needle  feed  were  commenced  by  the  plaintiff  about  January  3, 
1853,  ^^^  ^"  ^^^  spring  of  that  year  he  had  the  frame  of  the 
old  red  machine  constructed,  as  it  was  exhibited  at  the  trial. 
Some  changes,  however,  were  made  in  the  parts  of  the  ma- 
chinery, as,  for  example,  the  cams  are  not  the  same,  and  other 
needles  have  been  supplied.  Most  of  the  parts,  as  the  plaintiff 
states,  are  the  ones  that  he  brought  back  from  Washington,  but 
the  crank  and  one  pulley  he  had  used  in  getting  up  one  of  the 
other  models,  and  the  rotary  clamp  and  the  fly  wheel  are  also 
new.  His  application  for  a  patent  was  filed  March  31, 
1853,  ^^^  ^^  March  7,  of  the  following  year,  the  original 
patent  was  issued.  To  account  for  the  delay,  from  No- 
vember 7,  1848,  when  he  left  Washington,  until  January  3, 
1853,  ^hen  he  commenced  to  restore  the  machine,  he  intro- 
duced testimony  tending  to  show  that  during  a  part,  or  all  of 
that  time,  he  was  in  poor  health,  and  that  he  was  somewhat 
embarrassed  in  his  circumstances.  On  the  other  hand,  the 
defendant  introduced  testimony  tending  to  show  that  his  general 
health  was  not  seriously  impaired,  and  that  his  pecuniary  cir- 
cumstances were  such  that  he  was  able  to  purchase  a  farm 
worth  some  fifteen  hundred  dollars,  and  that  he  had  about  the 
usual  amount  of  stock  on  the  farm.  Nothing  need  be  said 
respecting  the  caveat^  as  the  statement  of  the  case  already  ex- 
hibited, shows  that  it  expired  without  any  thing  being  done  to 
restore  the  machine.  On  this  state  of  the  case  the  jury  were 
instructed,  that  if  the  plaintiff  did  not  nrake  any  such  invention 
as  is  described  in  the  third  claim  of  his  reissued  letters  patent  in 
1848,  or  if  he  did,  that  he  did  not  reduce  the  same  to  practice, 
in  the  form  of  an  operative  sewing  machine,  then  they  were  not 
authorized  to  find  that  his  patented  invention  takes  date  prior  to 
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the  time  when  he  filed  his  application  for  his  original  patent. 
Two  other  instructions,  applicable  to  this  state  of  the  case, 
were  also  given  by  the  Court,  which  it  becomes  important  to 
notice.  Of  these  the  Hrst  was,  that  if  the  jury  find  that  the 
plaintiff  invented  the  needle  feed,  which  is  in  the  old  red 
machine,  in  1848,  embodying  the  same  in  a  machine,  of  which 
the  old  red  is  a  true  representation  (excluding  the  rotary  clamp), 
and  operated  it  with  the  stationary  holder,  as  he  has  described 
in  his  testimony,  and  carried  it  to  Washington,  leaving  the 
stationary  holder  at  home,  and  there  constructed  and  fitted  in 
the  rotary  clamp,  and  operated  it  there,  as  he  has  stated  in  his 
testimony,  and  on  November  7,  1848,  filed  his  caveat  in  the 
Patent  Office,  still,  if  they  also  find  that  the  plaintiff,  on  the 
same  day  that  he  filed  the  caveat^  took  the  machinery  out  of  the 
frame  in  Washington,  and  brought  the  parts  home,  leaving  the 
frame  there,  and  laid  them  aside  as  something  incomplete,  and 
requiring  more  thought  and  experiment  before  he  restored  the 
invention  in  the  form  of  an  operative  machine,  although  not 
with  a  definite  intention  of  abandoning  what  he  had  accom- 
plished, yet  not  with  any  determinate  intention  of  resuming  the 
same,  but  really  for  the  purpose  of  preserving  the  parts,  to  be 
used  by  him,  or  not,  as  he  might  thereafter  determine,  and 
suffered  his  caveat  to  expire,  and  did  nothing  to  restore  the 
invention  in  the  form  of  an  operative  machine,  or  to  mature  the 
needle  feed,  from  the  time  he  left  Washington  to  the  last  of 
December,  1852,  when  he  commenced  to  make  a  model  with  a 
view  to  apply  for  a  patent,  and,  in  the  meantime,  A.  B.  Wilson, 
without  knowledge  of  what  the  plaintiff  had  accomplished, 
invented  the  same  thing,  and  reduced  the  same  to  practice,  in 
the  form  of  an  operative  machine,  filed  his  application  for  a 
patent  after  the  plaintifPs  caveat  had  expired,  and  then  obtained 
letters  patent  for  the  same,  and  that  A.  B.  Wilson,  or  his 
assigns,  manufactured  machines  under  that  patent  for  practical 
use  as  sewing  machines  containing  the  same  feed,  and  that  the 
machines  so  manufactured  were  sold  in  the  market  and  went 
into  practical  use  before  the  plaintiff  commenced  to  restore  his 
invention,  or  to  make  his  model  with  a  view  of  obtaining  his 
original  patent,  then  the  jury  are  instructed  that  if  the  defend- 
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ant's  machine  was  made  under  the  Wilson  patent,  and  the 
defendant  sold  the  same  by  the  authority  of  Wilson  or  his 
assigns,  the  plaintiff  can  not  carry  back  his  invention  to  any 
period  prior  to  the  time  he  commenced  to  make  the  model  for 
his  original  patent,  provided  the  jury  also  find  that  the  Wilson 
patent  embodies  the  same  needle  feed  as  that  of  the  plaintiff's 
patented  invention.  Secondly^  they  were  also  instructed  that  if 
they  found  that  the  plaintiff,  after  having  taken  the  machinery 
out  of  the  frame,  in  Washington,  and  brought  it  home,  leaving 
the  frame  there,  laid  the  machinery  aside  as  something  incom- 
plete, and  requiring  more  thought  and  experiment,  and  never 
intending  to  reconstruct  the  machine,  or  to  restore  the  needle 
feed  in  the  form  of  an  operative  sewing  machine,  without 
material  modifications  or  alterations,  but  only  to  preserve  the 
parts  to  be  used  in  other  inventions  as  circumstances  might 
arise,  then  the  jury  were  instructed  that  they  would  be  fully 
warranted  in  finding  that  he  deserted  and  abandoned  the  inven- 
tion so  far  as  respects  the  needle  feed,  provided  they  also  found 
that  he  did  nothing  to  restore  the  needle  feed  in  the  form  of  an 
operative  machine,  from  November  7,  1848,  to  the  last  of  De- 
cember, 1852,  or  the  first  of  January,  1853. 

I.  Extended  argument  upon  the  several  propositions,  arising 
out  of  the  proper  application  of  these  instructions  to  the  evidence 
in  the  case,  will  not  be  attempted ;  as  I  am  of  the  opinion  that 
the  jury  erred  in  respect  to  them  all ;  and  that  if  they  had  properly 
applied  any  one  of  them  to  the  evidence,  their  verdict  must  have 
been  for  the  defendant.  They  were  told,  in  addition  to  the  first 
instruction  referred  to,  that  it  was  necessary  for  them  to  inquire 
and  determine  what  if  any  things  the  plaintiff  invented  and  reduced 
to  practice  in  the  form  of  an  operative  sewing  machine^  so  far  as 
respected  the  feeding  apparatus^  prior  to  his  application  for  bis  orig- 
inal  patent  J  and  if  any  things  whether  the  same^  or  a  substantial  and 
material  part  of  the  same^  was  embodied  in  the  reissued  letters 
patent^  as  construed  and  defined  by  the  Court.  As  already  appears, 
the  Court  had  construed  the  third  claim  of  the  reissued  letters 
patent^  and  instructed  the  jury  that  there  was  included  in  it,  not 
only  the  vibrating  piercing  instrument,  substantially  as  described, 
but,  also,  whatever  other  parts  necessarily  acted  in  connection 
39 
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therewith,  to  feed  the  material  to  be  sewed  in  a  sewing  machine, 
so  far  as  the  functions  pitformed  by  such  other  parts  modified  the 
action  of  the  feeding  instrument.  Applying  chose  instructions  to 
the  evidence,  it  is  obvious  that  the  jury  must  have  found  as 
follows  :  First.  That  the  plaintiff  invented  and  reduced  to  prac* 
tice  in  1848,  an  operative  sewing  machine,  which  contained 
embodied  therein  a  needle  feed,  which  is  the  same,  or  substan- 
tially the  same,  as  that  described  in  the  third  claim  of  his  reissued 
letters  patent.  Second.  That  the  old  red  machine,  made  in  1 848, 
was  an  operative  sewing  machine,  and  that  it  contained  the 
needle  feed  described  in  the  third  claim  of  the  plaintiff  ^s  reissued 
patent  as  construed  and  defined  by  the  Court,  including  the 
pressure  foot  and  table,  or  equivalent  devices.  Third.  They 
must  have  found  that  the  plaintiff  on  his  return  from  Washing- 
ton, did  not  lay  aside  the  parts  of  the  machine  brought  home  as 
something  incomplete,  and  requiring  more  thought  and  experi^ 
ment,  before  he  attempted  to  restore  the  invention  in  the  form 
of  an  operative  machine,  as  that  element  of  the  instruction,  in 
the  main  aspect  of  the  case,  was  the  only  one  that  properly  ad- 
mitted of  any  dispute.  Fourth.  They  must  have  found  that  the 
plaintiff  did  not  desert  and  abandon  the  invention,  so  far  as  respects 
the  needle  feed,  and  consequently,  that  after  having  taken  the 
machinery  out  of  the  frame  and  brought  the  parts  home,  leaving 
the  frame  in  Washington,  he  did  not  lay  the  machinery  aside  as 
something  incomplete,  and  requiring  more  thought  and  experi- 
ment, but  that  he  laid  it  aside  withoqt  any  intention  of  aban- 
doning the  same,  and  with  the  intention  of  constructing  a  new 
frame,  and  of  restoring  the  invention,  including  the  needle  feed, 
in  the  form  of  an  operative  machine,  i.  Giving  full  effect  to 
all  the  testimony  of  the  plaintiff,  it  does  not  showj  and  in  the 
judgment  of  the  Court  does  not  tend  to  shoWj  that  he  invented  in 
1848,  and  reduced  to  practice  in  the  form  of  an  operative  ma- 
chine, any  needle  feed  which  included  a  pressure  foot  and  table^  or 
any  equivalent  devices^  and  unless  the  needle  feed  included  these 
devices,  the  jury  were  not  authorized,  under  the  instructions  of 
the  Court,  to  find  a  verdict  in  favor  of  the  plaintiff.  His  own 
testimony  shows  indubitably,  that  the  straight  clamp  or  wooden 
holder  was  a  mere  experiment^  and  as  such,  was  left  at    home. 
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when  he  went  to  Washington,  with  a  view  to  apply  for  a  patent ; 
and  in  point  of  fact,  the  clamp  was  never  restored  until  near  the 
close  of  the  first  trial  to  the  jury.  Argument  upon  that  subject 
is  unnecessary,  as  the  testimony  of  the  plaintiff  upon  the  point  is 
full  and  explicit.  He  never  completed  the  ratchet  clamp,  and  it 
will  hardly  be  pretended  that  the  rotary  clamp  is,  or  can  be  to 
any  practical  extent,  an  equivalent  for  the  pressure  foot  and 
table,  to  be  found  in  the  patented  invention.  Unfinished  and 
incomplete  as  the  machine  was,  it  is  impossible  to  hold,  on  the 
evidence  exhibited,  that  it  was  reduced  to  practice  in  the  fornix 
of  an  operative  machine,  without  departing  from  the  well  settled 
rules  of  law,  uniformly  recognized  and  approved  in  all  the  courts 
of  the  United  States.  Gayler  v.  Wilder^  et  aL^  10  How.  498  \ 
Retd  V.  Cutter^  i  Story,  C.  C.  590  ;  Curtis  on  Pat.,  sec.  43  i 
IVoodcock  V.  Parker^  it  al.^  i  Gal.  R.  438  ;  fVashburn  v.  Gould^ 
3  Story,  C.  C.  121. 

.  IL  Further  explanations  are  not  necessary  to  show  that  the 
verdict  could  not  have  been  for  the  plaintiff,  unless  the  jury 
found  that  the  old  red  machine  was  an  operative  sewing  ma- 
chine, and  that  it  included  the  equivalents  of  the  pressure  foot 
and  table,  so  far  as  those  devices  in  the  patented  machine  mod- 
ified the  action  of  the  feeding  instrument.  Evidently  the  find- 
ing of  the  jury  on  that  point  is.  against  the  evidence,  as  already 
explained,  or  it  is  entirely  opposed  to  the  charge  of  the  Court. 

HI.  Taking  the  uncontradicted  testimony  of  the  plaintiff  as 
true,  he  did  nothing  during  the  period,  from  the  seventh  day  of 
November,  1848,  to  the  last  day  of  December,  1852,  or  the  first 
part  of  January,  1853,  ^^  construct  or  perfect  any  needle  feed 
apparatus,  for  feeding  the  material  to  be  sewn  in  a  sewing  ma- 
chine. Evidence  explanatory  of  the  delay  was  wholly  wanting 
at  the  time,  except  that  offered  as  to  the  health  of  the  plaintiff 
and  his  pecuniary  condition,  and  the  evidence  on  that  point  was 
conflicting,  and  the  plaintifPs  own  testimony  showed  that  be 
was  able,  and  found  the  means  to  work  at  other  inventions 
within  that  period.  Considering  all  the  circumstances,  and 
giving  them  all  due  weight,  still  the  inference  was  a  clear. one 
that  the  plaintiff,  on  his  return  from  Washington,  had  laid  aside 
the  materials  as  something  incomplete^  and  which  required  more 
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thought  and  experiment  before  he  attempted  to  restore  the  in- 
vention. Regarding  the  inference  to  that  effect  as  a  clear  one, 
and  wholly  unopposed  by  other  evidence  of  any  importance,  I 
am  of  the  opinion  that  the  verdict,  in  this  view  of  the  case,  was 
clearly  against  the  evidence.  Walktr^  it  al.  v.  Crufy^  i  Cur. 
C.  C.  63. 

IV.  When  the  plaintiff  returned  from  Washington,  he  laid 
the  parts  of  the  machine,  brought  home,  aside,  as  before  ex- 
plained, and  never  attempted  to  restore  the  invention  until  an 
opportunity  was  afforded  him  to  examine  the  Grover  &  Baker 
machine. 

Prior  to  that  time,  there  is  not,  in  the  view  of  the  Court,  a 
circumstance  in  the  case  that  does  not  appear  to  indicate  that 
he  had  utterly  deserted  and  abandoned  the  old  red  machine.  He 
had  devoted  all  of  his  time  and  attention  to  the  construction  of 
models  for  other  inventions  ;  and  as  circumstances  had  rendered 
it  convenient  and  useful,  he  had  appropriated  a  certain  portion 
of  those  materials  to  other  machines.  Except  the  fact  that  he 
did  ultimately  reproduce  the  machine,  or  a  representation  of  it, 
there  does  not  appear  to  be  the  slightest  evidence  to  warrant  the 
conclusion,  that  when  be  laid  the  materials  aside,  he  had  any 
expectations  whatever  that  he  would  ever  attempt  to  restore 
the  invention.  For  these  reasons,  I  am  of  the  opinion  that  the 
finding  of  the  jury  on  this  point  was  undeniably  against  the 
weight  of  the  evidence. 

V.  Nominal  damages  only  were  claimed  by  the  plaintiff  in 
the  opening  of  his  case,  and  the  evidence  showed  that  the  de- 
fendant sold  but  one  machine,  and  that  was  admitted  by  the 
defendant  at  an  early  stage  of  the  trial.  When  the  subject  of 
damages  was  alluded  to  in  the  closing  argument,  it  was  again 
stated  that  the  plaintiff  only  claimed  nominal  damages.  Such 
damages  only  being  claimed,  and  there  being  no  sufficient  evi- 
dencejto  show  that  more  than  one  machine  was  sold,  the  Court 
instructed  the  jury  if  their  verdict  was  in  favor  of  the  plaintiff, 
to  find  nominal  damages  ;  but  they  returned  a  verdict  in  his 
favor  assessing  damages  in  the  sum  of  Jive  hundred  dollars.  Er- 
rors of  this  description  may  sometimes  be  obviated  by  allowing 
the  prevailing  party  to  remit  the  excess,  and  that  course  is  fre- 
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quently  adopted  in  cases  where  the  Court  is  satisfied  that  the 
error  has  resulted  from  oversight  or  mere  inadvertence;  but 
where,  as  in  this  case,  the  finding  is  not  only  contrary  to  the 
evidence,  but  in  direct  contravention  of  the  charge  of  the  Court, 
the  difficulty  can  not  in  general  be  remedied  in  that  way.  Par- 
ties have  a  right  to  an  impartial  trial  according  to  law ;  and  where 
it  appears  to  the  Court  that  the  requirement  of  the  law  in  that 
behalf  has  not  been  fulfilled,  it  is  the  duty  of  the  Court,  on 
motion  to  that  effect,  to  set  the  verdict  aside  and  grant  a  new 
trial. 

VI.  Misconduct  of  the  party  and  of  the  jury  is  also  alleged  ; 
but  having  already  reached  the  conclusion,  upon  grounds  con- 
nected with  the  merits  of  the  controversy,  that  a  new  trial  must 
be  granted,  it  is  not  deemed  necessary  to  reproduce  the  evidence 
offered  by  the  defendant  in  support  of  the  motion.  Irregularity 
on  the  part  of  the  party  charged,  or  of  the  jury,  must  be  satis- 
factorily proved  in  order  to  lay  the  foundation  for  the  inter- 
position of  the  Court ;  but  when  the  irregular  conduct  is 
established,  it  is  not  necessary  that  it  should  certainly  appear 
that  it  influenced  the  jury.  In  that  state  of  the  case,  it  is  suffi- 
cient that  the  irregularity  appears  to  be  of  such  a  character  that 
it  might  have  affected  the  impartiality  of  the  proceedings.  Such 
was  the  rule  laid  down  in  Com.  v.  Toby^  12  Pick.  520,  and  it 
appears  to  be  correct.  In  that  case  the  Court  says  that  '^  where 
there  is  an  irregularity  which  may  affect  the  impartiality  of  the 
proceedings,  as  where  meat  and  drink,  or  other  refreshments 
have  been  furnished  by  a  party,  or  where  the  jury  have  been 
exposed  to  the  effect  of  such  influence,  as  where  they  have  im- 
properly separated  themselves,  or  have  had  communications  not 
authorized,  there,  inasmuch  as  there  can  be  no  certainty  that 
the  verdict  has  not  been  improperly  influenced,  the  proper  and 
appropriate  mode  of  correction  or  relief  is  by  undoing  what  is 
thus  improperly  and  may  have  been  corruptly  done."  Text 
writers  usually  state  the  rule  as  follows :  ^^  That  whenever  it  is 
made  satisfactorily  to  appear  that  the  jury  were  influenced  by 
improper  motives,  or  that  they  acted  corruptly  or  under  a  mis- 
take, or  it  clearly  appears  that  a  fair  trial  has  not  been  had, 
the  verdict  will  be  set  aside  and  a  new  trial  granted."     Any 
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improper  interference  with  the  jurors  may  afford  sufficient  ground 
for  granting  such  a  motion,  and  it  is  not  necessary  that  the 
attempt  to  influence  the  jurors  should  be  made  by  one  of  the 
parties,  nor  even  by  his  agent.  It  is  sufficient  if  it  clearly 
appear  that  it  was  done  in  bis  behalf,  and  it  is  never  necessary 
to  show  that  the  misconduct  controlled  or  determined  the  ver- 
dict, provided  it  was  of  a  character  that  it  might  have  had  an 
undue  influence.  Taken  as  a  whole  the  evidence  shows  very 
unusual  and,  in  the  opinion  of  the  Court,  culpable  conduct 
on  the  part  of  Thomas  J.  Herring,  which  can  not  but  be  re- 
garded as  an  irregularity,  and  which,  in  point  of  fact,  affords  strong 
grounds  to  conclude,  that  he  must  have  learned  from  some  one 
of  the  jury  the  result  of  their  deliberations,  before  that  result 
was  announced  in  Court.  Strong  ground  to  conclude,  also,  that 
the  plaintiff*  knew  what  the  result  would  be  several  days  before 
the  verdict  was  rendered,  is  also  furnished  by  the  testimony  taken 
in  the  motion. 

Those  facts  and  circumstances  must  be  weighed,  in  connec- 
tion with  the  conduct  of  the  jury,  in  disregarding  the  instruc- 
tions of  the  Court  in  respect  to  the  merits  of  the  controversy  ; 
and  when  viewed  in  that  connection,  they  produce  full  conviction, 
in  the  mind  of  the  Court,  that  the  parties  have  not  had  an  im- 
partial trial  according  to  law.  Courts  of  the  United  States  have 
power  to  grant  new  trials  in  cases  where  there  has  been  a  trial 
by  jury,  for  reasons  for  which  new  trials  have  usually  been 
granted  in  courts  of  common  law;  and  where,  as  in  this  case,  it 
is  fully  made  to  appear  that  the  trial  has  not  been  an  impartial 
one,  it  is  the  duty  of  the  Court  to  exercise  the  power  conferred 
by  the  Judiciary  Act. 

Verdict  set  aside  and  new  trial  granted. 
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John  Stainthorp  and  Stephen  Seguine 


vs. 


Willis  Humiston.     In  Equity. 

Although  the  defendant's  machine  may  infringe,  yet  if  it  contain  other  valuable  im- 
provements not  covered  by  plaintiffs*  patent,  an  order  for  account  and  security 
may  be  substituted  for  an  injunction. 

(Before  Hall,  J.,  Northern  District  of  New  York,  October,  1862.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain 
the  defendant  from  infringing  letters  patent  granted  to  John 
Stainthorp,  March  6,  1855,  ^^^  ^^  "improvement  in  machines 
for  making  candles.**  The  motion  was  based  upon  prior  adju- 
dications, two  of  which  are  reported  in  Vol.  I  (Stainthorp  v. 
Elklnton^  p.  349,  and  Stainthorp  v.  Humiston^  p.  475.) 

M.  B.  jlndrus  and  George  Gifford  for  complainants. 
M*  P.  Norton  for  defendant. 

Hall,  J. 

I  still  retain  the  opinion  (expressed  in  Stainthorp  v.  Humiston^ 
decided  in  the  Southern  District  of  New  York,  March,  1859), 
that  the  Humiston  machine  is  an  infringement  of  the  first  claim 
in  Stainthorp's  patent,  but,  as  the  defendant's  machines  contain 
other  valuable  improvements  which  are  not  patented  to  Stain- 
thorp, an  injunction  might  operate  to  the  prejudice  of  the  actual 
rights  of  the  defendant  without  being  as  useful  to  the  complain- 
ants as  an  account  of  profits,  and  security  for  their  payment  to 
the  complainants^  under  the  final  decree  in  this  case. 

There  are  now  also  presented  by  the  defendants,  several  affi- 
davits of  mechanical  experts  tending  to  show  that  the  Humiston 
machine  is  not  an  infringement  of  the  complainants'  rights  \  and. 
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although  these  affidavits  have  not  shaken  my  faith  in  the  correct- 
ness of  my  former  decision,  they  afford  an  additional  reason  for 
making  an  order  for  an  account  and  security,  rather  than  an 
order  for  an  injunction. 

If  a  proper  bond  shall  be  given,  according  to  the  order  to  be 
entered  on  this  motion,  the  injunction  will  not  issue.  If  such 
bond  be  not  given  within  fifteen  days  after  service  of  a  copy  of 
the  order,  an  injunction  will  go. 


Henry  B.  Goodyear,  Administrator,  and 
Conrad  Poppenhusen 

vs. 

New  York  Gutta  Percha  and  India  Rubber  Vul- 
canite Company,  et  al.     In  Equity. 

The  novelty  of  the  reissued  letters  patent,  Nos.  556  and  557,  granted  to  Henry  B. 
Goodyear,  administrator  of  Nelson  Goodyear,  deceased,  May  18, 1858,  for  improve- 
ments in  the  manufacture  of  India  rubber,  examined  and  sustained. 

The  process  described  in  letters  patent  granted  to  Austin  G.  Day,  November  9,  1858, 
is  an  infringement  of  reissues  Nos.  556  and  557,  granted  to  Henry  B.  Goodyear. 

A  patentee  is  not  bound  by  the  qualities  imparted  to  the  article  in  his  description ;  but, 
by  the  qualities  of  the  article,  as  derived  from  the  product  of  the  process  or  com- 
pound patented. 

(Before  Nxlson  and  Smallby,  JJ.,  Southern  District  of  New  York,  October,  1862.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ^^  improvement  in  the  manufacture 
of  India  rubber,"  granted  to  Henry  B.  Goodyear,  Administrator 
of  Nelson  Goodyear,  deceased,  May  6,  1851,  and  surrendered 
and  reissued  May  18,  1858,  in  two  divisions,  numbered  556  and 
557  respectively. 

The  claim  of  the  original  patent  was  as  follows : 

**  What  I  do  claim,  etc.,  is  the  combining  of  India  rubber  and  sulphur,  either  with 
or  without  shellac,  for  making  a  hard  and  inflexible  substance  hitherto  unknown,  sub- 
stantially as  herein  set  forth. 
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''  And  I  also  claim  the  combining  of  India  rubber,  sulphur,  and  magnesia  or  lime,  or 
a  carbonate  or  a  sulphate  of  magnesia  or  of  lime,  either  with  or  without  shellac,  for 
making  a  hard  and  inflexible  substance  hitherto  unknown,  substantially  as  herein  set 
forth." 

The  disclaimer  and  claim  of  Reissue  556  was  as  follows : 

**  It  is  well  known  that  it  has  been  proposed  to  produce  a  hard  substance  from 
caoutchouc  by  passing  it  through  highly-heated  liquid  sulphur ;  but  this  has  not  been 
attended  with  practical  success. 

"  I  do  not  wish  to  be  understood,  however,  as  making  claim  broadly  to  the  union  of 
caoutchouc  and  sulphur  in  the  proportions  named,  however  these  substances  may  be 
united  and  treated. 

**  But  what  I  do  claim  as  the  invention  of  the  said  Nelson  Goodyear,  and  desire  to 
secure  by  letters  patent,  is  the  combining  of  sulphur  and  India  rubber,  or  other  vulcan- 
isabte  gum,  in  proportions  subsuntially  as  specified,  when  the  same  is  subjected  to  a 
high  degree  of  heat,  subsuntially  as  specified,  according  to  the  vulcanising  process  of 
Charles  Goodyear,  for  the  purpose  of  producing  a  subtance  or  manufacture  possessing 
the  properties  or  qualities  substantially  as  described  ;  and  this  I  claim  whether  the  said 
compound  of  sulphur  and  gum  be,  or  be  not,  mixed  with  other  ingredients,  as  set 
forth." 

The  disclaimer  and  claim  of  Reissue  557  was  as  follows : 

'*  I  do  not  wish  to  be  understood  as  making  claim  broadly  to  a  manufacture  or  sub- 
stance produced  by  the  admixture  of  caoutchouc  and  sulphur ;  nor  as  making  claim 
broadly  to  a  manufiicture  or  substance  by  subjecting  the  compound  of  caoutchouc  and 
sulphur,  whether  with  or  without  other  substances,  to  a  high  degree  of  heat,  as,  prior  to 
the  invention  of  Nelson  Goodyear,  caoutchouc  and  sulphur  had  been  compounded,  and 
such  compound  alone,  as  well  as  other  ingredients,  had  been  subjected  to  a  high  degree 
of  heat,  but  not  to  produce  the  manuBicture  or  substance  having  the  character  peculiar 
to  the  said  manufiicture  or  substance  invented  by  the  said  Nelson  Goodyear. 

*'  What  is  claimed,  etc.,  is  the  new  manufacture  or  substance  herein  above  described, 
and  possessing  the  substantial  properties  herein  described,  and  composed  of  India  rubder, 
or  other  vulcanixable  gum,  and  sulphur,  in  the  proportions  substantially  as  described, 
and  when  incorporated,  subjected  to  a  high  degree  of  heat,  as  set  forth,  and  this  I  claim, 
whether  other  ingredients  be,  or  be  not,  used  in  the  preparation  of  the  said  manufac- 
ture, as  herein  described.** 

Charles  Goodyear  had  invented  and  patented,  in  1844,  a  pro- 
cess for  vulcanizing  India  rubber,  which  consisted  in  mixing  sul- 
phur and  rubber  in  proportions  varying  from  one  to  three  and 
one-fifth  ounces  of  sulphur  to  a  pound  of  rubber  and  with  or 
without  carbonate  of  lead,  and  subjecting  the  compound,  for 
some  time,  to  a  heat  of  from  212°  to  350°  F.,  depending  on  the 
thickness  of  the  composition.  This  produced  the  ordinary  flex- 
ible vulcanized  rubber  of  commerce. 

Nelson  Goodyear  discovered  that  by  increasing  the  propor- 
tion of  sulphur  from  four  to  sixteen  ounces  of  sulphur  to  a 
pound  of  rubber,  and  exposing  the  compound  to  the  degree  of 
40 
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heat  named  by  Charles,  he  produced  a  hard  substance  now 
known  as  "  vulcanite,"  "  like  ebony  or  ivory,  susceptible  of  polish 
and  with  an  elasticity  similar  in  kind  to  that  of  tempered  steel/' 

When  free  sulphur  only  was  used,  in  combination  with  the 
rubber,  the  patentee  says  that  the  proportion  of  each  should  be 
nearly  equal ;  but,  by  adding  magnesia,  or  lime,  or  the  carbon- 
ates or  sulphates  thereof,  or  gum  shellac,  resin,  oxides  or  salts  of 
lead  or  zinc,  or  similar  substances,  he  declares  that  the  quantity 
of  sulphur  might  be  reduced  to  four  ounces  when  combined  with 
a  pound  of  rubber. 

G.  D.  Sargent^  C  M.  Keller^  and  £.  W.  Stoughton  for  com- 
plainants. 

Z.  Ahhett^  W,  y.  A.  Fuller^  and  T.  A.  Jenckes  for  defendants. 

Nelson,  J. 

The  bill  in  this  case  was  filed  upon  two  reissued  patents 
granted  to  the  complainant  as  administrator  of  Nelson  Good- 
year deceased,  the  original  discoverer  of  new  and  useful  im- 
provements in  the  manufacture  of  India  rubber.  The  original 
patent  to  him  bears  date  May  6,  1851.  The  reissued  patents, 
May  18,  1858.  This  invention  relates  to  an  improvement  in 
the  process  of  preparing  India  rubber  and  other  vulcanized  gums 
described  in  the  previous  well-known  patent  of  Charles  Good- 
year, and  by  which  improved  process  a  new  substance  is  pro- 
duced, distinc<t  Jn  character  from  that  produced  by  the  invention 
of  Charles  Goodyear,  and  used  for  wholly  different  purposes.  It 
is  generally  known  as  the  hard  rubber  compound.  The  two  reis- 
sued patents  claim — the  one  the  process  of  manufacturing  the  bard 
rubber  compound  —  the  other  the  product.  There  was  some 
doubt  if  the  claim  in  the  original  patent  embraced  both  these 
improvements,  though  fully  described  in  the  specification. 

The  utility  of  this  improveq^ient  is  not  questioned.  It  has 
been  before  the  courts  incident^illy  heretofore,  and  was  the  sub- 
ject of  observation.  In  the  case  of  Poppenhusen  v.  Falke  and 
others^  decided  in  October  Term,  1861,  on  what  is  known  as 
the  "  Tin  Foil  Patent,*'  Judge  Shipman,  in  delivering  the  opinion 
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of  the  Court,  observed :  "That  in  the  year  1851,  Nelson  Good-' 
year  patented  the  peculiar  substance  known  as  the  hard  compound 
of  India  rubber.  He  produced  this  remarkable  material  by  com- 
bining sulphur  with  the  native  rubber  in  certain  proportions,  and 
subjecting  the  compound  to  a  high  degree  of  heat.  The  mate- 
rial produced  by  the  combination,  when  operated  on  by  the  proper 
degree  of  heat,  proved  to  be  of  great  value,  and  well  adapted  to 
a  great  variety  of  uses.  It  is  free  from  the  disagreeable  odor, 
impenetrable  to  ordinary  fluids,  hard  like  ebony  or  ivory,  suscep- 
tible of  polish,  and  with  an  elasticity  similar  in  kind  to  that  of 
teqiipered  steel.  For  many  purposes  of  utility  and  ornament,  its 
value  is  proved  by  its  extensive  use  in  the  community." 

The  only  serious  question  arising  out  of  the  facts  in  this  case 
is,  as  to  the  originality  of  the  invention  by  Nelson  Goodyear. 
This  has  been  strenuously  contested  by  the  learned  counsel  for 
the  defendants,  and  requires  some  notice. 

The  proofs  show  that  Goodyear  began  his  experiments  with  a 
view  to  the  improvement,  as  early  as  the  year  1847,  ^"^  ^^^^  ^^ 
had  nearly  completed  them  as  early  as  the  summer  of  1849.  In 
December  of  that  year,  he  filed  a  caveat  in  the  Patent  Office, 
containing  a  description  of  the  invention,  and  which  embraces 
substantially  all  the  information  required  at  this  day  to  manu&c- 
ture  the  article. 

This,  as  we  have  seen,  was  followed  up  by  a  patent  dated  May 
6,  1851,  the  application  bearing  date  December,  1850. 

The  defense  of  want  of  novelty  in  Goodyear  is  placed  mainly 
upon  two  grounds : 

1st.  The  patent  of  Austin  G.  Day,  dated  November  9,  1858) 
and 

2d.  Patent  to  Charles  Hancock,  England,  enrolled  July  11, 
1846. 

There  are  other  criticisms  in  the  proofs,  and  referred  to  in  the 
argument  of  counsel,  bearing  upon  this  question,  but  we  regard 
them  as  too  unimportant  to  require  any  particular  notice. 

We  have  said  that  the  patent  of  Austin  G.  Day  has  been  re- 
lied on  to  show  want  of  originality  in  Goodyear.  Perhaps  this 
is  not  quite  an  exact  statement  of  the  ground  taken  by  the  de- 
fense under  that  patent. 
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The  defendants  claim  that  they  carry  on  their  manufacture  of 
the  compound  under  this  patent,  and  set  up  that  the  process  is 
different  from  that  of  Goodyear. 

The  process  of  Goodyear  is  found  in  the  caveat  of  Decem- 
ber, 1849,  ^^^  patent  of  May,  1851,  and  the  reissues  of  May, 
1858. 

In  the  caveat  he  says:  "  My  invention  or  discovery  consists  in 
the  production,  by  means  of  a  composition  of  India  rubber  and 
sulphur  subjected  to  intense  heat,  of  a  new  and  useful  substance 
hitherto  unknown,  resembling  in  hardness  bone  or  horn,  but 
more  extensively  applicable,  and  less  costly  in  use,  than  either  of 
those  substances."  ^^The  main  and  indispensable  ingredients  of 
the  composition  are  India  rubber,  or  caoutchouc,  and  sulphur;  of 
these  I  take  certain  proportions,  say  equal  parts  by  weight  of 
each,  and  mix  them  thoroughly  in  any  convenient  manner. 
These  proportions,  he  observes,  may,  however,  be  considerably 
varied  without  changing  materially  the  product." 

Again  he  observes :  "  No  precise  rule  of  proportions  can  be 
given,  or  definite  limits  assigned  when  sulphur  alone  is  combined 
with  rubber" — "that  a  much  less  quantity  of  sulphur  than  four 
ounces  to  a  pound  of  rubber  would  be  insufficient  in  any  case.*' 

In  his  patent  of  May,  1851,  he  observes:  "Further  experi- 
ments made  by  me  since  the  filing  of  the  caveat,  have  confirmed 
the  entire  success  of  my  invention." 

And  then  after  describing  the  process — first,  compounding 
India  rubber  and  sulphur,  and  second,  combining  with  them  other 
ingredients — ^he  states :  "  The  proportions  specified  in  both  these 
compounds  may  be  considerably  varied  without  materially  chang- 
ing the  result,  but  in  no  case  will  a  much  less  quantity  of  sulphur 
than  four  ounces  to  every  pound  of  caoutchouc  be  sufficient,  in 
which  respect  particularly  my  compounds  differ  very  essentially 
from  every  other  composition  of  India  rubber  in  use ;  as  in  all 
other  rubber  compositions  the  least  quantity  of  sulphur  that  will 
suffice  to  cure  the  article  is  aimed  at." 

The  description  in  the  reissued  patents  is  more  full  and  in 
greater  detail,  but  substantially  the  same — the  difference  consists 
in  separating  the  claim  and  the  issuing  a  patent  for  each. 

Now,  Austin  G.  Day's  patent  is  dated  November  9,  1858, 
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nine  years  after  the  filing  of  Goodyear's  caveat,  and  seven  after 
his  patent,  and  in  his  specification  he  says :  ^^  I  took  up  the  hard 
rubber  manufacture  at  the  time  of  the  issue  of  the  Nelson  Good- 
year patent  of  185 1,  having  a  single  object  in  view,  namely,  the 
manufacture  of  a  hard  elastic  compound  in  which  I  used  with 
success  both  rubber  and  gutta  percha." 

Again  he  says :  ^^  My  invention  consists  in  a  special  mode  of 
making  hard  but  highly  elastic  gum  compound,  by  a  process 
diflFering  in  length  of  time,  in  the  degree  of  heat,  and  in  the  pro- 
portion of  the  ingredients,  and  in  the  mode  of  equalizing  the 
temperature  from  that  described  by  Nelson  Goodyear." 

He  then  claims,  ist.  ^^The  running  the  heat  for  vulcanizing 
flexible  and  elastic  hard  gum  compounds  through  the  high  range 
of  temperature,  and  the  comparatively  great  length  of  time,  sub- 
stantially as  set  forth,  that  is  to  say,  commencing  the  heat  at 
about  275  deg.,  and  carrying  the  same  to  300  deg.  and  upward, 
substantially  as  described." 

2d.  ^^The  making  as  described,  the  flexible  and  elastic  hard 
gum  composition  of  two  parts,  by  weight  of  rubber  or  other  vul- 
canizable  gum,  and  one  part  sulphur^  when  such  composition  is 
preparatory  to  running  of  the  heat,  as  described  in  these  specifi- 
cations." 

Now,  as  to  the  degree  of  heat  to  be  applied  in  the  manufac- 
turing of  this  hard  compound.  Nelson  Goodyear,  in  his  patent  of 
May,  185 1,  refers  to  the  patent  of  Charles  Goodyear  of  1844, 
reissued  1849,  which  gives  a  range  from  212  deg.  to  350  deg., 
depending  on  the  thickness  of  the  composition^  and  adds  :  ^^  In 
most  cases  the  heat  will  be  required  to  be  raised  as  high  as  260 
deg.  or  275  deg.,  and  the  time  of  exposure  of  heat  will  range 
from  three  to  six  hours,  or  longer."  The  caveat  stated  the 
range  between  250  deg.  to  300  deg.,  depending  upon  size  of 
compound. 

It  is  quite  apparent,  from  this  reference  to  the  several  patents, 
that  there  is  nothing  on  the  subject  of  the  degree  of  heat  in 
manufacturing  the  hard  compound  described  in  the  Austin  pat- 
ent, but  what  is  found  in  that  of  Nelson  Goodyear. 

Then  as  to  the  proportions  of  India  rubber  and  sulphur,  Aus- 
tin adopts  two  parts  rubber  and  one  sulphur. 
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Goodyear,  in  bis  patent  of  185 1,  states  that  the  best  propor- 
tions will  be  about  equal  parts;  that  the  proportions  may  be 
considerably  varied  without  materially  changing  the  result ;  but 
that  in  no  case  should  it  be  less  than  four  ounces  of  sulphur  to  a 
pound  of  rubber.     The  caveat  contained  the  same  substantially. 

We  perceive  no  ground  for  the  claim  to  any  improvement  by 
Austin  in  this  branch  of  the  case. 

Much  was  said  on  this  argument,  and  also,  by  witnesses  on  the 
part  of  the  defendants,  in  respect  to  the  qualities  imparted  to  the 
hard  compound  by  the  patentees  in  the  descriptions. 

Goodyear,  in  his  patent  of  1851,  claims  the  ^^  combining  of 
India  rubber  and  sulphur,  etc.,  for  making  a  hard  and  inflexible 
substance  hitherto  unknown,  substantially  as  described." 

In  his  caveat  he  describes  it  as  a  hard  and  stiff  substance, 
resembling,  in  some  respects,  horn  or  bone,  and  adapted  to 
similar  or  more  extensive  uses. 

Austin  in  his  patent,  describes  the  article  as  ^^a  flexible  and 
elastic  hard  gum  composition." 

Now,  it  is  apparent,  from  our  previous  examination  of  the  pat- 
ents of  the  respective  parties,  that  this  is  simply  a  dispute  about 
terms  or  words.  The  proofs  also  establish  the  same.  An  arti- 
cle of  the  same  description  of  the  hard  rubber  compound,  and  of 
the  same  qualities,  was  manufactured  under  the  Goodyear  patent 
from  the  time  it  was  granted,  as  is  made  under  the  Austin  patent ; 
and  we  may  add,  made  under  the  former  patent  in  Goodyear's 
factory,  by  Austin  himself,  who  was  in  the  service  of  the  estab- 
lishment. The  idea  of  the  learned  counsel  for  the  defendants 
seems  to  be  that  the  patentee  is  bound,  by  the  qualities  imparted 
to  the  article,  rather  than  by  the  qualities  of  the  article,  as  deriv- 
ed from  the  product  of  the  compound  patented.  It  would  be  a 
waste  of  time  to  attempt  the  refutation  of  so  plain  an  error. 

The  main  ground  to  establish  the  defense  of  the  want  of 
novelty  in  Goodyear's,  is  the  English  patent  of  Hancock,  July 
II,  1846. 

It  is  quite  apparent,  on  an  inspection  of  this  patent,  that  the 
patentee  had  not  carried  his  experiments  so  far  as  to  have  pro- 
duced the  hard  rubber  compound  of  Goodyear,  nor,  as  is  obvious, 
had  he  any  distinct  or  practical  knowledge  of  it. 
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His  combination  or  composition  to  produce  the  article  is  found 
in  the  third  paragraph  of  the  patent,  which  is  a  combination  of 
India  rubber  or  gutta  percha,  ^^with  orpiments,  liver  of  sulphur, 
or  other  sulphuret  having  like  chemical  properties  ;"  and  he  gives 
one  general  rule  of  proportion  of  orpiment  or  other  sulphuret  to 
be  used,  not  to  exceed  twenty-five  per  cent.,  as  applicable  to  the 
compound  of  all  the  products,  whether  soft  or  hard. 

But  what  is  more  decisive  is  this  :  he  observes  that  ^^  in  mak- 
ing any  of  these  compounds,  a  portion  of  sulphur  may  be  used  in 
place  of  an  equal  portion  of  orpiment  or  sulphuret ;  but  /  consider 
the  use  of  sulphur  to  he  objectionable ^  because  of  the  offensive  smell 
which  it  imparts  to  the  article^  and  of  the  tendency  which  sulphur 
has  to  effloresce  or  exude  from  the  surfaced* 

No  such  consequence  results  from  the  compound  of  Good- 
year. On  the  contrary9  as  already  stated,  ^^  it  is  free  from  any 
disagreeable  odor,  impenetrable,  to  ordinary  fluids,  like  ebony  or 
ivory,  susceptible  of  polish,  and  with  an  elasticity  similar  in  kind 
to  tempered  steel.*' 

This  view  is  confirmed  by  a  reference  to  the  later  patent  of 
Hancock,  enrolled  August  10,  1847.  ^^  ^^^  ^^  refers  to  his 
previous  one,  and  observes  that  in  the  specification  there  he  had 
recommended  that  sulphureting  of  gutta  percha  should  be  effected 
by  means  of  sulphurets,  such  as  orpiment,  or  liver  of  sulphur,  in 
preference  to  sulphur  itself,  etc.  ^^  I  have  since,  however,  ascer- 
tained that  if  a  very  minute  portion  of  sulphur  be  used  along  with 
sulphuret,  a  better  result  is  obtained  from  a  combination  of  the 
two  than  from  either  substance  alone.*' 

It  is  clear  that  even  in  1847,  after  the  experiments  of  Good- 
year had  begun,  this  patentee  had  not  obtained  any  distinct  idea 
of  the  American  hard  rubber  compound. 

Without  pursuing  the  case  further,  we  are  satisfied  that  the 
defense  falls,  and  that  the  complainants  are  entitled  to  the 
decree. 
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William  T,  G.  Morton 

vs. 
The  New  York  Eye  Infirmary. 

At  common  law,  an  inventor  has  no  exclusive  right  to  his  invendon  or  discovery. 
Such  right  is  the  creature  of  the  statute,  to  which  he  must  loolc,  to  see  if  the 
right,  claimed  in  a  given  case,  is  within  its  terms. 

In  its  naked  ordinary  sense,  a  discovery  is  not  patentable.  A  discovery  of  a  new  prin- 
ciple, force,  or  law,  operating  or  which  can  be  made  to  operate  on  matter,  will  not 
entitle  the  discoverer  to  a  patent. 

It  is  only  when  the  explorer  has  gone  beyond  the  mere  domain  of  discovery,  and  has 
laid  hold  of  the  new  principle,  force,  or  law,  and  connected  it  with  some  particu- 
lar medium  or  mechanical  contrivance,  by  which,  or  through  which,  it  acts  on 
the  material  world,  that  he  can  secure  the  exclusive  control  of  it  under  the 
patent  laws. 

He  controls  the  discovery  through  the  means  by  which  he  has  brought  it  into  practical 
action  or  their  equivalent.  It  is  then  an  invention  although  it  embraces  a 
discovery. 

A  discovery  may  be  the  soui  of  an  invention,  but  it  can  not  be  the  subject  of  the 
exclusive  control  of  the  patentee,  or  the  patent  law,  until  it  inhabits  a  hotfy,  no 
more  than  can  a  disembodied  spirit  be  subjected  to  the  control  of  human  laws. 

The  application  of  ether  to  surgical  purposes  was  an  effect  produced  by  old  agents 
operating  by  old  means  upon  old  subjects.  The  effect  alone  was  new,  and  was  a 
mere  discovery  ;  which,  however  novel  and  important,  u  not  patentable. 

The  principles  upon  which  the  law  of  patents  are  founded  are  fixed,  and  uninfluenced 
by  shades  and  degrees  of  comparative  merit.  They  secure  to  the  inventor  a 
monopoly  in  the  manafacture,  use,  and  sale  of  very  humble  contrivances,  of 
limited  usefulness,  the  fruits  of  inditfiBrent  sicill  and  trilling  ingenuity,  as  well  as 
those  grander  products  of  his  genius  which  confer  renown  on  himself  and  exten- 
sive and  lasting  benefits  on  society.  But  they  are  inadequate  to  the  protection  of 
every  discovery  by  securing  its  exclusive  control  to  the  explorer  to  whose  eye  it 
may  be  first  disclosed. 

Neither  the  natural  functions  of  an  animal  upon  which,  or  through  which,  the  new 
force  or  principle  may  be  designed  to  operate,  nor  any  of  the  useful  purposes  to 
which  it  may  be  applied,  can  form  any  essential  parts  of  a  patentable  combination 
with  it,  however  they  may  illustrate  and  establish  its  usefulness. 

(Before  Nxlson  and  Smipman,  JJ.,  Southern  District  of  N^w  York,  December,  x86i.) 
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This  was  a  motion  for  a  new  trial.  An  action  on  the  case  to 
recover  damages  for  an  infringement  of  letters  patent  for  an 
^* improvement  in  surgical  operations,"  granted  to  plaintiff  as 
assignee  of  Charles  T.  Jackson  and  William  T.  G.  Morton, 
November  12,  1846,  tried  before  Judge  Shipman  and  a  jury,  had 
resulted,  under  the  instructions  of  the  Court,  in  a  verdict  for  the 
defendants. 

The  patent  was  for  the  well-known  and  valuable  discovery  of 
the  effect  of  sulphuric  ether  in  producing  nervous  quiet  and  in- 
sensibility to  pain,  especially  during  surgical  operations.  The 
questions  arising  upon  this  patent,  and  discussed  in  the  opinion  of 
the  Court,  are  so  important  that  the  specification  is  given  in  full. 

**  Be  it  known  that  we,  Charles  T.  Jackson  and  William  T.  G.  Morton,  of  Boston, 
in  the  county  of  Suffolk,  and  State  of  Massachusetts,  have  invented  or  discovered  a 
new  and  useful  improvement  in  surgical  operations  on  animals,  whereby  we  are  enabled 
to  accomplish  many,  if  not  all,  operations  such  as  are  usually  attended  with  more  or 
less  pain  and  suffering,  without  any,  or  with  very  little  pain  to,  or  muscular  action  of, 
persons  who  undergo  the  same ;  and  we  do  hereby  declare  that  the  following  is  a  full 
and  exact  description  of  our  said  invention  or  discovery  : 

"It  is  well  known  to  chemists  that  when  alcv)hol  is  submitted  to  distillation  with 
certain  acids,  peculiar  compounds,  termed  ethers^  are  formed,  each  of  which  is  usually 
distinguished  by  the  name  of  the  acid  employed  in  its  preparation.  It  has,  also,  been 
known  that  the  vapors  of  some,  if  not  all  of  these  chemical  distillations,  particularly 
those  of  sulphuric  ether,  when  breathed  or  introduced  into  the  lungs  of  an  animal, 
have  produced  a  peculiar  effect  upon  its  nervous  system  j  one  which  has  been  supposed 
to  be  analogous  to  what  is  termed  intoxication. 

"  It  has  never  (to  our  knowledge)  been  known  until  our  discovery,  that  the  inha- 
lation of  such  vapors  (particularly  those  of  sulphuric  ether)  would  produce  insensi- 
bility to  pain,  or  such  a  state  of  quiet  of  nervous  action  as  to  render  a  person  or  animal 
incapable,  to  a  great  extent,  if  not  entirely,  of  experiencing  pain  while  under  the  action 
of  the  knife,  or  other  instrument  of  operation  of  a  surgeon  calculated  to  produce  pain. 
This  is  our  discovery  j  and  the  combining  it  with,  or  applying  it  to,  any  operation  of 
surgery,  for  the  purpose  of  alleviating  animal  suffering,  as  well  as  of  enabling  a  surgeon 
to  conduct  his  operation  with  little  or  no  struggling,  or  muscular  action  of  the  patient, 
and  with  more  certainty  of  success,  constitutes  our  invention.  The  nervous  quiet  and 
insensibility  to  pain  produced  on  a  person  is  generally  of  short  duration ;  the  degree  or 
extent  of  It,  or  time  which  it  lasts,  depends  on  the  amount  of  etherial  vapor  received 
into  the  system,  and  the  constitutional  character  of  the  person  to  whom  it  is  adminis- 
tered. Practice  will  soon  acquaint  an  experienced  surgeon  with  the  amount  of  etheric 
vapor  to  be  administered  to  persons  for  the  accomplishment  of  the  surgical  operation  or 
operations  required  in  their  respective  cases.  For  the  extraction  of  a  tooth,  the  indi- 
vidual may  be  thrown  into  the  insensible  state,  generally  speaking,  only  a  few  minutes. 
For  the  removal  of  a  tumor,  or  the  performance  of  the  amputation  of  a  limb,  it  is  nec- 
essary to  regulate  the  amount  of  vapor  inhaled  to  the  time  required  to  complete  the 
operation.  Various  modes  may  be  adopted  for  conveying  the  etheric  vapor  into  the 
lungs.  A  very  simple  one  is  to  saturate  a  piece  of  cloth  or  sponge  with  sulphuric  ether, 
and  place  it  to  the  nostrils  or  mouth,  so  that  the  person  may  inhale  the  vapors.  A 
more  effective  one  is  to  take  a  glass,  or  other  proper  vessel,  like  a  common  bottle  or 
flask.  Place  in  it  a  sponge  saturated  with  sulphuric  ether.  Let  there  be  a  hole  made 
through  the  side  of  the  vessel  for  the  admission  of  atmospheric  air  (which  hole  may  or 
may  not  be  provided  with  a  valve  opening  downward,  or  so  as  to  allow  air  to  pass  into 
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the  vessel),  a  valve  on  the  outside  of  the  neck  opening  upward,  and  another  valve  in 
the  neck  and  between  the  last  mentioned  and  the  body  of  the  vessel  or  flask,  which 
latter  valve  in  the  neck  should  open  toward  the  mouth  of  the  neck  or  bottle.  The 
extremity  of  the  neck  is  to  be  placed  in  the  mouth  of  the  patient,  and  his  nostrils 
stopped  or  closed  in  such  a  manner  as  to  cause  him  to  inhale  air  through  the  bottle, 
and  to  exhale  it  through  the  neck  and  out  of  the  valve  on  the  outside  of  the  neck. 
The  air  thus  breathed,  by  passing  in  contact  with  the  sponge,  will  be  charged  with  the 
etheric  vapors,  which  will  be  conveyed  by  it  into  the  lungs  of  the  patient.  This  will 
soon  produce  the  state  of  insensibility  or  nervous  quiet  required. 

*'  In  order  to  render  the  ether  agreeable  to  various  persons,  we  often  combine  it  with 
one  or  more  essential  oils  having  pleasant  perfumes.  This  may  be  eflected  by  mixing 
the  ether  and  essential  oil,  and  washing  the  mixture  in  water.  The  impurities  will 
subside,  and  the  ether,  impregnated  with  the  perfume,  will  rise  to  the  top  of  the  water. 
We  sometimes  combine  a  narcotic  preparation,  such  as  opium  or  morphine,  with  the 
ether.  This  may  be  done  by  any  ways  known  to  chemists  by  which  a  combination  of 
etheric  and  narcotic  vapors  may  be  produced.  After  a  person  has  been  put  into  the 
state  of  insensibility  as  above  described,  a  surgical  operation  may  be  performed  upon  him 
without,  so  far  as  repeated  experiments  have  proved,  given  to  him  any  apparent  or  real 
pain,  or  so  little  in  comparison  to  that  produced  by  the  usual  process  of  conducting  sur- 
gical operations,  as  to  be  scarcely  noticeable.  There  is  very  nearly,  if  not  entire,  absence 
of  all  pain.  Immediately  or  soon  after  the  operation  is  completed,  a  restoration  of  the 
patient  to  his  usual  feeling  takes  place,  without,  generally  speaking,  his  having  been 
sensible  of  the  performance  of  the  operation. 

"  From  the  experiments  we  have  made,  we  are  led  to  prefer  the  vapors  of  sulphuric 
ether  to  those  of  muriatic  or  other  kind  of  ether,  but  any  such  may  be  employed  which 
will  properly  produce  the  state  of  insensibility  without  any  injurious  consequences  to 
the  patient. 

*''  We  are  fully  aware  that  narcotics  have  been  administered  to  patients  undergoing 
surgical  operations,  as  we  believe,  always  introducing  them  into  the  stumacA,  This  we 
consider  in  no  respect  to  embody  our  invention,  as  we  operate  through  the  /ungs  and  air 
pasfogetf  and  the  effects  produced  upon  the  patient  are  entirely,  or  so  far  difierent  as  to 
render  the  one  of  very  litttle,  while  the  other  is  of  immense,  utility.  The  consequen- 
ces of  the  change  are  very  considerable,  as  an  immense  amount  of  human  or  animal 
suffering  can  be  prevented  by  the  application  of  our  discovery. 

*'  What  we  claim  as  our  invention  is  the  hereinbefore  described  means  by  which  we 
are  enabled  to  effect  the  above  highly  important  improvement  in  surgical  operations, 
viz:  by  combining  therewith  the  application  of  ether,  or  the  vapor  thereof,  substan- 
tially as  above  specified. 

'*  In  testimony  whereof,  we  have  hereto  set  or  signatures,  this  twenty-seventh  day  of 
October,  a.  d.  1846. 

CHARLES  T.  JACKSON, 

fatnesses:  WILLIAM  T.  G.  MORTON. 

R.  H.  Eddy, 
W.  H.  Lkighton.** 

S.  D,  Cozzens^  and  C,  M.  Keller  for  plaintiff. 
£.  H.  Owen  and  B,  D,  SilHman  for  defendants. 

Shipman,  J. 

This  is  an  action  at  law,  brought  to  recover  damages  for  the 
infringement  of  a  well-known  patent.  The  case  came  on  to  be 
heard  at  a  prior  term  of  this  court,  before  a  jury,  and  after  some, 
testimony  had  been  taken  tending  to  show  an  infringement  by 
the  defendants,  the  Court,  having  doubts  as  to  the  validity  of 
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the  patent,  arrested  the  hearing  of  the  evidence,  and  directed 
the  counsel  to  argue  the  question  of  law  arising  on  the  face  of 
the  specification.  This  question — as  will  be  obvious,  at  once,  to 
any  one  familiar  with  the  law  of  patents  who  reads  the  specifi- 
cation— is,  is  the  subject  matter  of  the  alleged  invention  patent- 
able ?  The  question,  after  argument,  was  decided  in  the  nega- 
tive, and  the  patent  was  declared  void.  The  same  question  is 
now  again  presented,  on  a  motion  for  a  new  trial,  before  a  full 
Court. 

The  point  is  one  of  substance  and  not  of  form.  It  was  dis- 
cussed as  such,  and  will  be  so  decided.  Any  criticisms  which 
we  may  make  on  the  language  of  the  specification,  will  be  made 
only  for  the  purpose  of  dealing  with  the  subject  which  that 
language  envelops ;  and,  if  at  any  time  we  appear  to  discard 
the  phraseology  of  the  instrument,  it  will  not  be  because  we 
complain  of  its  terms,  but  only  for  the  reason  that  we  desire  to 
strip  the  alleged  invention  and  present  it  naked  for  consideration. 

At  common  law  an  inventor  has  no  exclusive  right  to  his 
invention  or  discovery.  That  exclusive  right  is  the  creature  of 
the  statute,  and  to  that  we  must  look  to  see  if  the  right  claimed 
in  a  given  case  is  within  its  terms.  The  act  of  Congress  pro- 
vides, ^^  that  any  person  or  persons  having  discovered  or  invented 
any  new  and  useful  art,  machine,  manufacture,  or  composition 
of  matter,  or  any  new  and  useful  improvement  on  any  art, 
machine,  manufacture,  or  composition  of  matter  not  known  or 
used,  by  others  before  his  or  their  discovery  or  invention  thereof, 
and  not,  at  the  time  of  his  application  for  a  patent,  in  public 
use,  or  on  sale  with  his  consent  or  allowance  as  the  inventor  or 
discoverer,"  shall  be  entitled  to  receive  a  patent  therefor.  The 
true  field  of  inquiry,  in  the  present  case,  is  to  ascertain  whether 
or  not  the  alleged  invention,  set  forth  in  this  specification,  is 
embraced  within  the  scope  of  the  act.  Very  little  light  can  be 
shed  on  our  path  by  attempting  to  draw  a  practical  distinction 
between  the  legal  purport  of  the  words  "  discovery  *'  and  *'  in- 
vention." In  its  naked  ordinary  sense,  a  discovery  is  not 
patentable.  A  discovery  of  a  new  principle,  force,  or  law 
operating,  or  which  can  be  made  to  operate,  on  matter,  will  not 
entitle   the   discoverer   to    a    patent.     It   is    only   where   the 
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explorer  has  gone  beyond  the  mere  domain  of  discovery,  and  has 
laid  hold  of  the  new  principle,  force,  or  law,  and  connected  it 
with  some  particular  medium  or  mechanical  contrivance  by 
which,  or  through  which,  it  acts  on  the  material  world,  that  he 
can  secure  the  exclusive  control  of  it  under  the  patent  laws. 
He  then  controls  his  discovery  through  the  means  by  which  he 
has  brought  it  into  practical  action,  or  their  equivalent,  and  only 
through  them.  It  is  then  an  invention,  although  it  embraces  a 
discovery.  Sever  the  force  or  principle  discovered  from  the 
means  or  mechanism  through  which  he  has  brought  it  into  the 
domain  of  invention,  and  it  immediately  falls  out  of  that  domain 
and  eludes  his  grasp.  It  is.  then  a  naked  discovery,  and  not  an 
invention. 

These  remarks  are  not  made  for  the  purpose  of  laying  down 
sweeping  general  propositions.  We  are  too  well  aware  of  the 
futility,  or,  we  might  say,  mischief,  of  that  practice  of  expound- 
ing the  law  of  patents,  to  embark  in  it.  But  these  suggestions 
are  submitted  for  the  purpose  of  showing  the  relation  of  the 
terms  ''  discovery  "  and  "  invention,"  and  especially  the  depend- 
ence of  the  former  upon  the  latter,  as  used  in  the  statute. 
Every  invention  may,  in  a  certain  sense,  embrace  more  or  less 
of  discovery,  for  it  must  always  include  something  that  is  new ; 
but  it  by  no  means  follows  that  every  discovery  is  an  invention. 
It  may  be  the  soul  of  an  invention,  but  it  can  not  be  the  subject 
of  the  exclusive  control  of  the  patentee,  or  the  patent  law,  until 
it  inhabits  a  body^  no  more  than  can  a  disembodied  spirit  be  .sub- 
jected to  the  control  of  human  laws. 

Now,  that  this  patent  contains  the  record  of  a  discovery,  there 
can  be  no  doubt.  And  it  is  equally  clear  that,  in  a  certain 
sense,  it  was  new  at  or  about  the  date  of  the  patent.  It  is  im- 
portant here  to  ascertain  precisely  what  that  discovery  was.  It 
is  described  in  general  terms,  in  the  first  paragraph  of  the  speci-* 
fication,  to  be  ^^a  new  and  useful  improvement  in  surgical 
operations  on  animals."  This  is,  at  best,  vague — not  from  any 
fault  of  the  person  who  drafted  the  schedule,  but  from  the 
inherent  difficulties  of  his  task,  and  the  imperfect  nature  of 
human  language  as  an  instrument  of  thought.  But  we  can 
clearly  gather  from  the  paper  itself  what  the  discovery  was  \  and 


DECEMBER,    1 862.  325 


Morton  v.  N.  Y.  Eye  Infirmary. 


we  are  aided  in  this  by  those  parts  of  the  specification  which 
state  what  was  old  and  well  known.  The  second  paragraph 
recites :  ^^  It  is  well  known  to  chemists  that  when  alcohol  is 
submitted  to  distillation  with  certain  acids,  peculiar  compounds, 
termed  ethers^  are  formed,  each  of  which  is  usually  distinguished 
by  the  name  of  the  acid  employed  in  its  preparation."  The 
origin  and  existence  of  ethers,  those  wonderful  agents  that  pro- 
duce a  harmless  insensibility  to  pain,  formed  no  part  of  the 
discovery.  No  one  of  them  was  brought  to  light  by  these 
patentees,  for  they  were  all  well  known  before.  The  same 
paragraph  further  sets  forth  that  ^^it  has  also  been  known  that 
the  vapors  of  some,  if  not  all,  of  these  chemical  distillations, 
particularly  those  of  sulphuric  ether,  when  breathed  or  intro* 
duced  into  the  lungs  of  an  animal,  have  produced  2l  peculiar  effect 
on  the  nervous  system,  one  which  has .  been  supposed  to  be 
analogous  to  what  is  usually  termed  intoxication."  It  was  not, 
then,  the  fact  that  these  vapors  could  be  introduced  into  the  air-* 
passages  and  lungs  that  was  discovered.  This  was  as  old  as 
respiration,  or,  at  least,  as  old  as  the  existence'  of  the  vapors. 
Neither  was  it  discovered  that,  when  inhaled,  these  vapors  pro- 
duced an  eiFect  like  that  of  intoxication,  exhilaration,  and  more 
or  less  stupefaction.     This,  too,  had  long  been  known. 

The  next  paragraph  distinctly  sets  forth  the  real  discovery 
that  was  made,  namely,  that  this  well-known  inhalation  of  well- 
known  agents  (in  increased  quantities)  would  produce  a  state  of 
the  animal  analogous  to  complete  intoxication,  accompanied 
with  total  insensibility  to  pain.  It  appropriately  adds  :  "  This 
is  our  discovery."  It  is  not  important  to  inquire  here  whether 
this  was  the  discovery  of  an  increased  and  more  perfect  effect, 
the  same  in  kind  with  that  already  well  known,  or  whether  it 
was  the  discovery  of  an  entirely  new  effect.  The  eiFect  dis- 
covered was  produced  by  old  agents,  operating  by  old  means 
upon  old  subjects.  The  effect  alone  was  new,  and  to  that  only 
can  the  term  "  discovery  "  apply-  That  this  mere  discovery, 
however  novel  and  important,  is  not  patentable,  needs  neither 
argument  nor  authority  to  prove.  This  the  specification  im- 
pliedly concedes,  for  after  thus  clearly  setting  forth  the  discovery, 
a  struggle  is  made  to  grapple  it  to  something  in  active  existence. 
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and  thus  make  the  two,  in  this  new  special  relation,  a  patentable 
invention.  This  is  done  by  ^^  combining  it  with,  or  applying  it 
to,  any  surgical  operation."  "  This  is  our  invention."  The 
beneficial  effects  described  as  resulting  from  the  application, 
refer  merely  to  the  utility  of  the  alleged  invention,  which  is  not 
in  question,  and  may,  therefore^  be  laid  out  of  the  case.  The 
object  of  this  combining  the  discovery  with,  or  applying  it  to, 
surgical  operations,  is  apparent.  It  was  to  shelter  the  discovery 
under  those  terms  of  the  patent  act  which  protect  ^^any  new 
and  useful  improvement  on  any  art."  It  was  clearly  not  the 
discovery  or  invention  of  an  **  art,**  or  "  machine,**  or  **  manu- 
facture,'* or  "composition  of  matter."  Nor  was  it  an  ** /«- 
provement^^  on  any  one  of  the  last  three.  It,  was  therefore, 
called,  in  substance,  an  improvement  in  the  art  of  surgery. 
But  we  can  not  change  a  thing  by  a  name.  In  a  certain  gen- 
eral sense,  it  is  an  improvement  in  the  art  of  surgery.  So  would 
the  invention  of  a  new  and  useful  lancet,  saw,  forceps,  or 
bandage,  be  an  improvement  on  the  same  art.  But  the  patent 
securing  the  exclusive  sale  or  use  of  such  an  instrument  must 
rest  exclusively  upon  the  novelty  of  its  construction.  It  could 
borrow  no  element  of  patentability  from  the  art  In  which  it  was 
designed  to  be  used,  except  merely  the  element  of  utility.  Of 
this  latter  the  art  would  furnish  the  test.  Now  this  discovery 
of  the  effect  of  ether  on  the  patient,  in  holding  him  motionless 
and  insensible  during  the  operation,  has  the  same  legal  relation  to 
the  art  of  surgery  that  a  machine  or  other  mechanical  contri- 
vance for  holding  him  would  have.  It  holds  him  better,  stiller, 
and  with  less  discomfort  and  danger  to  himself  than  any 
mechanism  could  ;  but  its  office  is  to  hold  and  protect  the 
patient.  It  has  no  other  relation  to,  or  connection  with,  the 
art  of  the  surgeon.  We  use  the  word  ^^  protect  "  as  applied  to 
the  patient  in  the  largest  sense,  and  as  including  not  only  ex- 
emption from  pain  during  the  operation,  but  also  from  the  shock 
which  such  operations  often  give  the  system.  The  only  legal 
quality  or  aid,  then,  which  this  alleged  invention  can  draw  from 
the  art  with  which  it  is  connected  in  the  specification,  is  that 
which  relates  to  its  utility.  Of  this  it  supplies  undoubted 
evidence.     The  eminent   surgeons   who   testified  on   the   trial 
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concurred  in  stating  that  its  usefulness  could  not  be  overrated. 
We  must,  then,  leaving  the  art  of  surgery  to  supply  the  evidence 
of  its  utility,  contemplate  the  discovery  as  separated  from  the 
use  to  which  it  is  applied.  At  this  point  the  patent  breaks 
down  ;  for  the  specification  presents  nothing  new  except  the 
effect  produced  by  well-known  agents,  administered  in  well- 
known  ways  on  well-known  subjects.  This  new  or  additional 
effect  is  not  produced  by  any  new  instrument  by  which  the 
agent  is  administered,  nor  by  any  different  application  of  it  to 
the  body  of  the  patient.  It  is  simply  produced  by  increasing 
the  quantity  of  the  vapor  inhaled.  And  even  this  quantity  is  to 
be  regulated  by  the  discretion  of  the  operator,  and  may  vary 
with  the  susceptibilities  of  the  patient  to  its  influence.  It  is 
nothing  more,  in  the  eye  of  the  law,  than  the  application  of  a 
well-known  agent,  by  well-known  means,  to  a  new  or  more 
perfect  use,  which  is  not  sufficient  to  support  a  patent. 

But  it  was  insisted  on  the  argument  that  the  claim,  at  the 
close  of  the  specification  when  properly  understood,  disclosed 
the  true  character  of  the  invention,  and  furnished  ground  upon 
which  the  patent  can  stand.  This  clause  declares,  that  ^'  what 
we  claim  as  our  invention  is  the  hereinbefore-described  means 
by  which  we  are  enabled  to  effect  the  above  highly  important 
improvement  in  surgical  operations,  viz :  by  combining  there- 
with the  application  of  ether,  or  the  vapor  thereof,  substantially 
as  above  described."  The  plaintifPs  counsel  insists  that  the 
true  reading  of  the  claim,  in  the  light  of  the  preceding  part  of 
the  specification  is  not  that  which  asserts  a  combination  of  the 
discovery  with  surgical  operations^  but  rather  an  application  of  the 
discovery  to  surgical  operations  by  the  means  described ;  ^^  and 
that  the  means  described,  and  the  only  means  described,  are  the 
process  of  rendering  the  system  insensible  to  pain  by  the  inha- 
lation of  ether.''  But  we  do  not  discover  that  this  exposition 
of  the  claim  relieves  the  difficulty.  What  is  the  process  which 
is  here  set  forth  i  The  process  of  inhalation  of  the  vapor,  and 
nothing  else.  To  couple  with  it  the  effect  produced  by  calling 
it  a  process  of  rendering  the  system  insensible  to  pain,  is  merely 
to  connect  the  results  with  the  means.  The  meansy  that  is  the 
process  of  inhalation  of  vapors,  existed  among  the  animals  of  the 
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geologic  ages  preceding  the  creation  of  our  race.  That  process, 
in  connection  with  these  vapors,  is  as  old  as  the  vapors  them- 
selves. We  come,  therefore,  to  the  same  point,  only  by  a 
different  road.  We  have,  after  all,  only  a  new  or  more  perfect 
effect  of  a  well-known  chemical  agent,  operating  through  one  of 
the  ordinary  functions  of  animal  life. 

It  is  curious  and  instructive  to  observe  the  perpetual  struggle 
in  the  specification  to  draw  from  the  surgical  operation  some 
support  to  the  patent  beyond  that  of  its  utility.  *'  We  are  fully 
aware,*'  says  the  paragraph  immediately  preceding  the  claim, 
^^that  narcotics  have  been  administered  to  patients  undergoing 
surgical  operations,  and,  as  we  believe,  always  by  introduci'ng 
them  into  the  stomach.  This  we  consider  in  no  respect  to  em- 
body our  invention,  as  we  operate  through  the  lungs  and  ^7/r- 
passages^  An  examination  of  this  single  passage  in  the  specifi- 
cation will  demonstrate  the  impossibility  of  sustaining  this  patent 
on  any  grounds  known  to  the  law.  Now,  suppose  these  agents 
had  been  fluids  instead  of  elastic  vapors,  and  their  effect  had 
been  known,  when  taken  into  the  stomach,  to  be  the  same  as 
that  now  long  known  to  have  resulted  from  their  inhalation, 
viz :  a  state  of  partial  intoxication :  would  the  discovery  that 
an  increased  quantity  of  the  fluid  produced  a  more  perfect  effect, 
by  rendering  intoxication  complete,  accompanied  with  total  in- 
sensibility to  pain,  have  rendered  the  discovery  patentable?  Wc 
think  clearly  not.  In  this  view  of  the  subject,  we  here  lay  out 
of  the  case  the  application  of  the  new  effect  to  surgical  operations. 
We  will  allude  to  that  again  in  a  moment.  Now,  a  precisely 
parallel  case  is  presented,  by  the  actual  facts  before  us,  to  the 
one  just  supposed.  The  inhalation  of  the  ethers  had  long  been 
known.  By  increasing  their  quantity  it  was  discovered  that  a 
new  or  more  complete  effect  was  produced,  by  which  the 
subject  was  rendered  wholly  insensible.  This  can  be  no  more 
patentable  than  the  discovery  that  the  increased  quantity  of 
liquors,  taken  into  the  stomach,  would  produce  a  like  result.  In 
both  cases  there  is  only  a  naked  discovery  of  a  new  effect,  re- 
sulting from  a  well-known  agent,  working  by  a  well-known 
process.  This  effect  is  a  temporary  suspension  of  sensibility 
and  motion  in  the  animal   body.     Here,  what  is  new  in  the 
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alleged  invention  begins  and  ends.  The  fact  that  the  surgeon 
can  operate  upon  the  body  in  the  condition  to  which  it  is  thus 
reduced,  forms  no  part  of  the  invention  or  discovery.  It  simply 
furnishes  evidence  that  it  can  be  applied  to  at  least  one  useful 
purpose ;  a  fact  quite  independent  of  the  other  elements  neces- 
sary to  make  a  discovery  patentable. 

Before  dismissing  this  case,  it  may  not  be  amiss  to  speak  of 
the  character  of  the  discovery  upon  which  the  patent  is  founded. 
Its  value  in  securing  insensibility  during  the  surgical  operation, 
and  thus  saving  the  patient  from  sharp  anguish  while  it  is  pro- 
ceeding, and  mitigating  the  shock  to  his  system,  which  would 
otherwise  be  much  greater,  was  proved  on  the  trial  by  distin- 
guished surgeons  of  the  city  of  New  York.  They  agreed  in 
ranking  it  among  the  great  discoverers  of  modern  times ;  and 
one  of  them  remarked  that  its  value  was  too  great  to  be  esti- 
mated in  dollars  and  cents.  Its  universal  use,  too,  concurs  to 
the  same  point.  Its  discoverer  is  entitled  to  be  classed  among 
th^  greatest  benefactors  of  mankind.  But  the  beneficent  and 
imposing  character  of  the  discovery  can  not  change  the  legal 
principles  upon  which  the  law  of  patents  is  founded,  nor  abro- 
gate the  rules  by  which  judicial  construction  must  be  governed. 
These  principles  and  rules  are  fixed,  and  uninfluenced  by  shades 
and  degrees  of  comparative  merit.  They  secure  to  the  inventor 
a  monopoly  in  the  manufacture,  use,  and  sale  of  very  humble 
contrivances,  of  limited  usefulness,  the  fruits  of  indifferent  skill, 
and  trifling  ingenuity,  as  well  as  those  grander  products  of  his 
genius  which  confer  renown  on  himself,  and  extensive  and 
lasting  benefits  on  society.  But  they  are  inadequate  to  the  pro- 
tection of  every  discovery,  by  securing  its  exclusive  control  to 
the  explorer  to  whose  eye  it  may  be  first  disclosed.  A  discov- 
ery may  be  brilliant  and  useful,  and  not  patentable.  No  matter 
through  what  long,  solitary  vigils,  or  by  what  importunate  efforts, 
the  secret  may  have  been  wrung  from  the  bosom  of  Nature,  or 
to  what  useful  purpose  it  may  be  applied.  Something  more  is 
necessary.  The  new  force  or  principle  brought  to  light  must  be 
embodied  and  set  to  work,  and  can  be  patented  only  in  connec- 
tion or  combination  with  the  means  by  which,  or  the  medium 
through  which,  it  operates.     Neither  the  natural  functions  of  an 
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animal  upon  which  or  through  it  may  be  designed  to  operate,  nor 
any  of  the  useful  purposes  to  which  it  may  be  applied,  can  form 
any  essential  parts  of  the  combination,  however  they  may  illus- 
trate and  establish  its  usefulness. 

Motion  for  a  new  trial  denied. 

Nelson,  J.,  concurred. 


The  Magic  Ruffle  Company 

vs. 
Alexander  Douglas   and  Samuel    S.  Sherwood. 

The  public,  who,  through  the  law,  secure  to  the  inventor  the  exclusive  property  ii^his 
invention  for  a  limited  period,  receive  in  return  either  new,  more  valuable,  or 
cheaper  productions,  during  the  lifetime  of  the  patent,  and,  fi-om  its  expiration^ 
the  free  enjoyment  of  any  benefits  which  may  flow  from  it,  forever  thereafter. 

The  plaintifTs  **  ruffle  patent  **  is  for  a  new  article  of  manufacture,  and  the  burden  of 
proof  is  on  the  defendants  to  show,  to  the  satisfaction  of  the  jury,  that  this  article 
was  made  before  the  patentee  made  it.  It  is  not  enough  that  they  raise  a  doubt 
in  the  minds  of  the  jury  on  that  point :  they  must  satisfy  them  of  the  fact. 

The  word  **  ruffle,**  as  used  in  this  patent,  means  "  plaited  linen,  lace,  or  muslin,  used 
as  an  ornament,  as  for  the  neck,  breast,  or  wrist,**  or,  as  a  wider  sense,  "  fine 
cloth  ruffled,**  that  is,  ornamentally  ruffled. 

The  superior  beauty  of  an  ornament^  and  the  rapid  sale  of  the  article,  are  important  tests 
of  its  utility. 

If  the  patentee  has  so  described  his  new  article  that  it  can  be  made  without  invention, 
and  has  then,  honafidcy  attempted  to  describe  the  best  machine  for  making  it,  and 
has  failed  to  describe  a  practical  device,  such  failure  does  not  avoid  the  patent  un- 
less it  be  the  result  of  fraudulent  intent. 

A  subject-matter  to  be  patentable  must  require  invention,  but  it  is  not  necessarily  the 
result  of  long  and  painful  study,  or  embodied  alone  in  complex  mechanism.  A 
single  flash  of  thought  may  reveal  to  the  mind  of  the  inventor  the  new  idea,  and 
a  frail  and  simple  contrivance  may  embody  it. 

The  jury  requested  to  find  a  special  verdict. 

(Before  Shipman,  J.,  Southern  District  of  New  Yor!c,  February,  1863.) 


FEBRUARY,    I  863.  33  I 


Magic  Ruffle  Co.  v.  Douglas. 


This  was  an  action  in  the  case  tried  before  Judge  Shipman 
and  a  jury  to  recover  damages  for  the  infringement  of  three  let- 
ters patent.  The  first,  for  an  "improvement  in  the  manufacture 
of  ruffles,"  was  granted  to  George  B.  Arnold,  May  8,  i860,  and 
assigned  to  plaintiiFs.     The  claim  of  this  patent  was  as  follows : 

**  The  ruffle  described,  as  a  new  article  of  manufacture,  the  gathered  cloth  A,  being 
secured  to  the  binding  B  by  the  single  series  of  stitches  C,  which  perform  the  double 
duty  of  confining  the  gathers  and  of  securing  the  gathered  cloth  to  the  binding,  sub- 
stantially as  set  forth." 

The  second  patent,  for  an  "improvement  in  sewing  ma- 
chines," was  granted  to  George  B.  Arnold,  May  8,  i860.  The 
claim  of  this  patent  was  as  follows: 

**  First.  A  gathering  and  feeding  mechanism  in  two  distinct  parts,  so  constructed  and 
operated  that  the  gatherer  takes  hold  and  moves  the  cloth  up  to  the  needle,  leaving  it 
immediately  after  the  stitch  is  formed,  or  at  the  point  where  it  is  formed,  and  the  feeder, 
properly  so  called,  takes  hold  of  and  feeds  the  cloth  after  the  seam  is  made. 

"  Second.  I  claim  the  combination  of  the  part  £  J  with  the  part  B  G,  or  their  equiva' 
lents,  operating  together  substantially  as  described,  and  for  the  purpose  specified. 

*<  Third.  I  claim  regulating  the  fullness  of  the  gathers  by  varying  the  relative  throw  of 
the  feeding  devices  substantially  as  described.** 

The  third  patent,  for  an  ^improvement  in  sewing  machines," 
was  granted  to  George  B.  Arnold  and  Alfred  Arnold,  September 
25,  i860,  and  assigned  to  plaintiiFs.  The  claim  of  this  patent 
was  as  follows : 

*'  Firtt.  In  a  sewing  machine,  the  employment  of  the  separator  C,  or  its  equivalent 
for  the  purpose  of  separating  two  pieces  of  cloth  £  and  F,  and  thereby  protecting  F  from 
the  action  of  the  gathering  mechanism,  substantially  as  set  forth. 

*<  Second.  Gathering  cloth  and  stitching  or  fastening  the  gathers  on  a  sewing  machine 
by  the  combined  action  oi  the  single  feeding  device  A,  presser  foot  B,  and  separator  C, 
or  their  equivalents,  substantially  in  the  manner  described. 

"  Third.  Regulating  the  length  of  the  stitches  in  the  production,  of  a  gathered  fabric, 
by  changing  the  position  of  the  separator  C  or  of  C,  and  the  pressure  foot  B,  relatively 
to  the  extremity  of  the  path  traversed  by  the  feeder  A,  substantially  as  set  forth.** 

Glover  fcf  Darling  and  E.  W,  Stoughton  for  plaintiffs. 

George  Gifford  for  defendants. 

Shipman,  J.,  charged  the  jury  as  follows: 

This  suit  is  brought  by  the  plaintiffs  to  recover  damages  for 
an  alleged  infringement  of  certain  letters  patent,  issued  in  con- 
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formity  with  the  act  of  Congress,  and  purporting  to  secure  to 
the  original  patentees  the  exclusive  use  of  the  inventions  therein 
described.  The  suit  embraces  three  distinct  patents,  which  are 
easily  distinguished  by  the  several  names  of  **  Separator,"  "  Dou- 
ble Feed,"  and  "Ruffle"  patents.  The  first  named  two  are  for 
machines,  or  improvements  on  machines.  The  last  is  for  a  new 
article  of  manufacture,  or  for  an  improvement  in  an  article  of 
manufacture.  Although  the  patents  were  issued  to  the  Messrs. 
Arnold  in  the  first  instance,  they  subsequently  passed  into  the 
hands  of  the  present  plaintiffs  by  valid  assignments,  and  whatever 
rights  were  originally  granted  to  the  patentees,  now  belong  to 
these  plaintiffs ;  and  they  are  entitled  to  the  same  redress  as  the 
patentees  would  have  been  had  they  still  continued  to  own  the 
patents,  and  brought  the  suit  themselves. 

As  I  have  already  stated,  the  three  patents  are  all  embraced 
in  the  suit ;  no  doubt,  out  of  abundant  caution  on  the  part  of  the 
plaintiffs,  in  order  to  meet  any  evidence  of  infringement  of  each 
and  all  that  might  be  developed  on  the  trial.  It  appears,  how- 
ever, from  the  evidence,  and  is  conceded  by  the  plaintiffs,  that 
but  two  of  the  patents  have  been  infringed,  viz :  the  separator 
patent  and  the  ruffle  patent.  That  these  two  have  been  infringed 
by  the  defendants,  there  can  be  no  reasonable  doubt  on  the  evi- 
dence. In  other  words,  there  can  be  no  reasonable  doubt,  on 
the  evidence  before  you,  that  the  defendants  have  used  a  ma- 
chine, or  mechanical  contrivance,  substantially  like  that  described 
in  the  separator  patent,  the  exclusive  use  to  which  purports  to 
be  granted  to  George  B.  and  Alfred  Arnold,  which  grant,  by 
assignment,  belongs  to  the  plaintiffs  in  this  suit.  It  is  equally 
clear  that  they  have  extensively  manufactured  ruffles  substan- 
tially like  those  described  in  the  ruffle  patent,  the  exclusive  right 
to  manufacture  which  purports  to  have  been  granted  to  George 
B.  Arnold,  and  which  grant  belongs,  by  assignment,  to  these 
plaintiffs.  You  will  therefore  not  be  perplexed  with  what  is 
often  a  difficult  question  in  patent  causes,  viz :  whether  there 
has  been  an  infringement  or  not.  The  great  question,  then,  for 
the  Court  and  jury  is,  whether  or  not  these  patents  are  valid 
grants  of  right  ?  This  is  the  great  question,  stated  as  a  whole, 
but  a  proper  examination  of  the  case  requires  that  we  should 
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address  our  attention  to  several  distinct  and  separate  inquiries.  I 
will  now  point  out  these  several  inquiries,  and  dispose  of  such  of 
them  as  properly  belong  to  the  Court  to  decide,  and  submit  to 
the  jury  such  as  belong  to  them  to  decide. 

We  will  first  look  at  the  ruffle  patent.  The  object  of  every 
patent  is  to  secure  to  the  patentee,  his  heirs  and  assigns,  the 
exclusive  property  in  the  invention  set  forth  in  the  specification, 
free  from  all  control  or  invasion  by  others.  The  patent  is 
granted  upon  inquiry,  according  to  the  forms  of  law,  and  assumes 
the  patentee  to  be  the  original  and  first  inventor,  and  therefore 
gives  him  the  exclusive  property  in  his  invention,  for  the  benign 
and  just  object  of  rewarding  him  for  his  creative  labors  and  in- 
genuity, and  stimulating  the  inventive  genius  of  others.  The 
exclusive  property  in  his  invention  is  secured  to  him  only  for  a 
limited  period,  subject,  on  certain  conditions,  to  a  limited  renewal. 
After  that,  his  invention  becomes  the  property  of  the  public.  The 
public  who  thus,  through  the  law,  secure  to  the  inventor  the  exclu- 
sive propeny  in  his  invention  for  a  limited  period,  receive  in  return 
either  new,  more  valuable,  or  cheaper  productions  during  the  life* 
time  of  the  patent,  and  from  its  expiration  the  free  enjoyment  of 
any  benefits  which  may  flow  from  it  forever  thereafter. 

Now  let  us  examine  this  ruffle  patent,  and  see  what  it  pur- 
ports to  grant.  This  is  a  question  of  law,  to  dispose  of  which 
belongs  to  the  Court  and  not  to  the  jury.  This  patent  is  simple, 
and  I  can  not  better  describe  the  invention  than  to  adopt  the 
language  of  the  claim,  and  say,  that  it  purports  to  grant  the  ex- 
clusive right  to  manufacture  and  sell  ^^  the  ruffle  therein  described, 
as  a  new  article  of  manufacture,  the  gathered  cloth  A  (the  ruf- 
fled strip)  being  secured  to  the  binding  B  (the  band),  by  the  sin- 
gle series  of  stitches  C,  which  perform  the  double  duty  of  secur- 
ing the  gathered  cloth  to  the  binding  substantially  as  therein  set 
forth."  The  distinguishing  features  of  this  article,  by  which  it 
is  materially  different  from  all  other  ruffles  known  before,  are 
the  single  series  of  stitches,  and  the  unvarying  regularity  of  the 
plaits  or  gathers — thus  dispensing  with  the  gathering  thread,  avoid- 
ing the  injurious  process  of  whipping  or  scratching  the  fabric 
with  a  sharp  needle,  and  the  perforations  in  the  ruffled  piece 
which  the  needle  and  thread  make  in  gathering,  before  sewing 
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on  the  band,  and  by  pulling  out  the  thread  after  it  was  sewed  on, 
or  in  case  the  thread  was  left  in,  by  dispensing  with  its  presence. 
I  repeat,  the  ruffle  patented  differs  ft"om  those  that  existed  beft)re, 
by  the  uniformity  of  the  plaits,  and  by  the  absence  of  all  whip- 
ping or  scratching  with  the  needle,  with  all  perforations,  except 
those  made  by  the  permanent  stitches,  and  by  the  absence  of  an 
appendage  in  the  shape  of  a  useless  thread,  in  the  ruffle  after  it 
was   finished.     The  regularity  of  the  plaits,  it  is  obvious,  im- 
proved the  beauty  of  the  finished  article,  and  the  employment 
of  only  one  series  of  stitches,  one  stitch  of  the  series   being 
struck  through  each  plait  at  the  instant  of  its  formation,  dis- 
pensed with  the  efFect  of  the  whipping  process,  with  the  perfo- 
rations made  by  the  needle  in  running  the  old  gathering  thread, 
and   effectually  dismissed  the  thread  from  the  finished  article, 
wherever  it  was  formerly  left  in.     It  is  the  exclusive  right  to 
manufacture  this  article  that  this  patent  purports  to  grant  to  Mr. 
Arnold. 

The  patent  is  prima  facie  evidence  that  he  was  the  original 
and  first  inventor  of  this  article.  The  defendants  deny  this, 
and  allege  that  the  same  article  was  made  before  the  plaintiffs 
or  the  patentee  made  it.  The  burden  of  proof  is  on  the  defend- 
ants to  show  to  your  satisfaction  that  this  article  was  made  before 
the  patentee  made  it.  It  is  not  enough  that  they  raise  a  doubt 
in  your  minds  on  that  point :  they  must  satisfy  you  of  the  fact. 
The  evidence  which  they  offer  relates  to  three  kinds  of  ruffles, 
viz  :  old  ones  made  by  hand,  those  made  by  Chittenden  at  New 
Haven,  and  the  bustle  tops  on  Union  skirts  made  by  the  de- 
fendants. 

As  to  the  old  style  of  ruffles  made  by  hand,  it  is  difficult  to 
discover  from  the  evidence  how  they  could  have  been  made, 
except  by  the  slowest  process,  without  the  gathering  thread,  and 
the  perforations  of  the  needle  consequent  upon  its  use,  or  how 
any  approach  to  uniformity  of  plaits  could  have  been  obtained 
without  whipping  or  scratching  the  ruffled  piece.  You  have 
heard  all  the  evidence  on  this  point,  and  it  is  for  you  to  deter- 
mine whether  satisfactory  evidence  has  been  submitted  to  you, 
that  hand-made  ruffles  were  like  those  which  I  have  stated  to 
you  this  patent  describes. 
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As  to  the  ruffles  alleged  to  have  been  made  by  Chittenden  on 
his  machine,  and  by  him  given  to  his  wife.  Precisely  what  the 
character  of  those  ruffles  was,  if  they  were  made  before  this 
^' magic  ruffle,"  may  be  somewhat  difficult  for  you  to  determine. 
No  specimen  of  them  has  been  shown  to  you.  How — that  is, 
in  what  precise  from — they  were  made,  docs  not  appear.  What- 
ever was  done,  appears  to  have  been  the  result  of  a  casual 
experiment  on  a  machine ;  and  it  is  for  you  to  say,  whether  the 
evidence  satisfies  you  that  an  article  substantially  like  that  de- 
scribed in  this  patent,  was  then  produced.  As  I  have  already 
stated,  the  burden  of  proof  is  on  the  defendants,  and  it  is  not 
enough  that  they  raise  a  doubt  in  your  minds :  they  must  prove 
the  fact  to  your  satisfaction. 

As  to  the  tops  of  the  Union  skirts  made  by  the  defendants. 
It  is  alleged  that  they  are  ruffles — substantially  like  the  article 
described  in  the  plaintifPs  patent.  Mr.  Renwick,  a  very  intelli- 
gent gentleman,  and  an  expert  in  mechanics,  has  stated  that  he 
should  call  them  ruffles.  That  they  are  ruffles  in  a  certain  sense, 
there  can  be  no  doubt,  as  one  part  of  them  is  ruffled  or  gathered 
cloth  on  one  side,  leaving  the  other  side  free ;  so  is  a  lady's  skirt 
ruffled,  in  a  certain  sense ;  or  even  an  umbrella  or  parasol,  when 
it  is  closed — for  it  is  ruffled  cloth  gathered  at  one  end  or  side, 
and  the  other  left  free  when  the  instrument  is  closed,  except  as 
the  whalebones  keep  it  extended  in  one  direction. 

This  term  *'  ruffle,"  like  many  others,  is  often  used  in  a  lati- 
tudinarian,  and  often  in  a  purely  metaphorical  sense.  It  is  applied 
some  times  to  the  disarrangement  of  flexible  surfaces,  as  to  the 
wrinkling  of  a  once  smooth  garment,  or  piece  of  cloth,  some- 
times to  the  agitation  or  disturbance  of  the  temper.  Lord 
Bacon  once  said,  on  a  memorable  occasion:  ^^  They  would  ruffle 
the  jurors." 

But  there  is  a  restricted  sense  in  which  the  term  ruffle  is  used, 
and  it  is  clear  that  it  was  used  in  this  patent  substantially  in  that 
restricted  sense.  The  best  definition  of  the  word  in  this  sense 
which  I  can  find,  is  that  given  by  an  eminent  lexicographer  : 
*'*'  Plaited  linen,  lace,  or  muslin,  used  as  an  ornament,  as  for  the 
neck,  breast,  or  wrist ;"  and  he  adds,  as  a  wider  sense,  ^^  fine 
cloth  ruffled" — that  is,  ornamentally  ruffled.     And  the  author 
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gives  a  literary  example  of  this  meaning  of  the  term,  by  quoting 
from  Goldsmith  the  couplet — 

"  Such  dainties  to  them,  their  health  it  might  hurt, 
It*s  like  sending  them  Ruffles  when  wanting  a  shirt." 

Now,  gentlemen,  in  view  of  this  definition,  which  I  under- 
stand to  be  the  sense  in  which  the  term  is  used  in  the  patent, 
and  illustrated  by  the  article  produced  in  Court  by  the  plaintiff, 
it  is  for  you,  in  the  exercise  of  plain  good  sense,  to  say  whether 
those  skirt  bustles  of  the  defendants  are  fairly  embraced  within 
it — whether  those  bustles,  though  in  a  certain  sense  "  ruffled," 
are  the  articles  secured  by  this  patent,  and  thus  antedate  this  in- 
vention.    I  think  you  can  have  no  difficulty  on  this  point. 

If  you  find  this  "magic  ruffle"  in  the  old  hand-made  ruffles, 
or  in  the  ruffle  Chittenden  made,  or  in  this  skirt  bustle,  then,  of 
course,  the  patent  is  good  for  nothing.  But  if  you  do  not  find 
in  these,  or  in  either  of  them,  this  "magic  ruffle,"  which  the 
patentee  claims  he  first  made,  and  which,  upon  the  evidence,  he 
undoubtedly  first  introduced  into  the  general  market,  and  to  the 
notice  of  the  trade,  then  the  plaintiffs  are  entitled  to  a  verdict — 
provided  that  it  is  useful. 

Of  its  utility,  in  the  legal  sense,  you  can  have  no  doubt.  The 
superior  beauty,  and  rapid  sale  of  the  article,  is  shown  on  all 
sides.  The  beauty  of  an  ornament  is  one  great  test  of  its 
utility. 

A  point  of  law  has  been  raised  as  to  the  validity  of  this  ruffle 
patent,  which  I  will  briefly  notice,  but  it  need  not  trouble  the 
jury.  It  is  claimed  that  the  patent  (or  specification)  must  point 
out  a  way  in  which  they  could  be  made ;  and  furthermore,  that 
it  was  the  duty  of  the  patentee  to  point  out  the  best  mode  known 
to  him,  or  his  patent  is  void  in  its  present  form.  It  is  conceded 
that  he  could  cure  this  defect  by  a  reissue.  Now,  the  rule  of 
law  on  this  subject  is  this :  the  inventor  is  bound  so  to  describe 
his  invention  that  the  article  can  be  made  by  the  one  skilled  in  the 
art,  and  it  is  his  duty  to  describe  the  best  mode  which  he  knows. 
He  has  carefully  described  the  article ;  so  he  claims  that  one  mod- 
erately skilled  in  the  use  of  the  needle,  and  especially  one  skilled 
in  the  art  of  making  ruffles,  can  not  fail  to  know  precisely  what 
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is  done,  and  with  sufficient  care  and  time  could  not  fail  to  make 
the  article.  I  think  I  could  make  one  myself;  and  I  am  sure 
Mr.  Brennan  (one  of  the  jurors)  who  is  skilled  in  the  use  of  the 
needle,  could — give  him  time.  The  thing — the  **  magic  ruffle  '* 
— is  minutely  described  in  all  its  parts,  and  the  only  thing  it 
would  seem  left  for  the  maker  to  do,  is  to  fold  or  plait  the  cloth 
evenly,  hold  it  in  its  place,  and  stitch  it  to  the  band.  I  grant  that 
this  work  could  not  be  done  rapidly,  without  the  use  of  some 
mechanism,  but  that  it  could  be  done  with  care,  operative  skill, 
and  time,  without  invention,  there  can,  I  think,  be  no  doubt. 
Now,  the  patentee  did  not  intend  that  it  should  be  done  without 
the  use  of  his  improved  mechanism,  and,  as  was  his  duty,  he 
described  what  he  regarded  as  the  best  mode,  viz  :  by  the  use  of 
his  double-feed  machine  or  mechanism.  It  is  claimed  by  the 
defendants  that  he  has  failed  in  the  description  of  his  machine 
as  a  practical  device.  Now,  for  the  purpose  of  deciding  this 
question,  I  assume  that  he  has  thus  failed.  What  eiFect  does  this 
failure  have  on  his  patent  ?  Does  it  make  it  void  ?  I  answer 
no,  unless  he  has  done  it  fraudulently,  and  there  is  no  evidence 
of  fraudulent  intent.  His  attempt  to  describe  his  double-feed 
machine  must  be  deemed,  in  the  absence  of  any  proof  to  the 
contrary,  to  have  been  made  in  good  faith  ;  otherwise,  we  must 
suppose  that  he  intended  to  make  his  double-feed  patent  void 
by  his  own  act.  He  having,  therefore,  so  described  his  ruffle 
that  it  can  be  made  without  invention,  and  bona  fide  attempted 
to  describe  the  best  mode,  and  failed,  does  not  avoid  his  patent. 
Therefore  the  jury  need  not  trouble  themselves  with  this  ques- 
tion. To  restate  the  question  for  the  jury,  then,  touching  this 
patent  for  the  ruffle,  they  will  inquire :  was  this  magic  ruffle  a 
new  article  of  manufacture,  or  an  improved  article  of  manu- 
facture (it  is  immaterial  which  we  call  it),  and  was  the  patentee 
the  first  to  produce  it  ?  If  it  is  a  new  article,  and  he  was  the 
first  to  produce  it,  and  it  was  useful,  then  the  plaintiffs  are  enti- 
tled to  a  verdict  irrespective  of  any  question  touching  the  ma- 
chines, and  to  such  damages  as  they  have  actually  sustained  by 
the  manufacture  of  the  article  by  the  defendants.  If  you  are 
agreed  on  this  point,  of  the  novelty,  usefulness,  and  first  inven- 
tion by  Arnold,  of  this  ^^  magic  ruffle,''  I  repeat  the  plaintiiFs 
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are  entitled  to  a  verdict,  whatever  your  opinions  may  be  with 
rtgard  to  tlie  priority  of  the  invention  of  the  separator  improve- 
ments to  the  sewing  machines.  If,  however,  you  should  find 
that  the  patentee  was  not  the  first  inventor  of  this  *^  magic  ruf- 
fle/' then  it  will  be  necessary  for  you  to  find  that  he  was  the 
first  inventor  of  the  separator  arrangement  before  you  can  give 
the  plaintiffs  a  verdict ;  and  I  think  you  had  better  pass  upon 
this  question,  if  you  can  agree  upon  it,  even  if  you  agree  for  the 
plaintiffs  on  the  rufBe  patent :  and  if  you  bring  in  your  verdict  for 
the  plaintiffs,  I  will  inquire  of  you,  how  you  find  on  this  question 
of  the  prior  invention  of  the  separator  ?  But  whether  you  can 
agree  or  not  on  this  point,  still  the  plaintiffs  will  be  entitled  to  a 
verdict  at  your  hands,  provided  you  find  on  the  ruffle  patent  in 
their  favor. 

I  need  not  describe  the  invention,  as  set  forth  in  the  separator 
patent.  It  has  been  shown  to  you,  operated  in  your  presence, 
and  fully  explained  ;  whosesoever  it  was,  it  was  a  simple  but 
happy  conception,  which,  when  reduced  to  practice,  produced 
surprising  results,  both  in  the  quality  of  the  article  manufac- 
tured and  the  rapidity  with  which  it  was  turned  out.  A  subject- 
matter  to  be  patentable  must  require  invention,  but  is  not  neces, 
sarily  the  result  of  long  and  painful  study,  or  embodied  alone  in 
complex  mechanism.  A  single  flash  of  thought  may  reveal  to 
the  mind  of  the  inventor  the  new  idea,  and  a  frail  and  simple 
contrivance  may  embody  it.  Some  inventions  are  the  result  of 
long  and  weary  years  of  study  and  labor,  pursued  in  the  face  of 
abortive  experiments  and  baffled  attempts,  and  finally  reached 
after  the  severest  struggles,  while  others  are  the  fruit  of  a  single 
happy  thought.  AH  that  can  be  said  on  the  score  of  invention 
against  this  separator  device  is  that  it  belongs  to  the  latter  class. 
But  that  it  was  an  invention  within  the  meaning  of  the  law, 
there  can  be  no  doubt.  The  only  question  is  :  whose  invention 
was  it  ? 

Was  it  Douglas*  ?  or 

Was  it  Chittenden's  ?  or 

Was  it  the  Arnolds'  ? 

The  patent  is  prima  facie  evidence  that  it  was  the  Arnolds' 
invention,  and  their  joint  invention,  as  the  patent  is  issued  to  them 
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jointly,  inasmuch  as  there  has  been  no  proof  inconsistent  with 
the  idea  that  it  was  their  joint  product.  The  burden  of  proof 
is  on  the  defendants  to  show  you  satisfactorily  that  it  was  the 
invention  of  some  other  person.  Now,  I  intend  to  allude  only 
briefly,  and  in  general  terms,  to  the  evidence  on  these  points. 
The  defendants  claim  that  they  have  shown  by  direct  evidence 
that  Douglas  first  invented  and  used  the  separator.  You  remem- 
ber the  witnesses  and  the  comments  of  counsel. 

The  plaintiffs  claim  that  they  have  proved  by  direct  evidence 
facts  entirely  inconsistent  with  any  such  conclusion j  and  they 
insist  especially,  that  the  fact  that  there  was  concealment  of  the 
defendants'  names  as  the  makers,  that  they  screened  themselves 
behind  Oakley,  and  that  Douglas  took  out  a  patent  for  his  bind- 
ing gauge,  after,  he  alleges,  he  had  invented  the  separator,  and 
had  used  it  in  connection  with  the  gauge,  with  an  immense  sav- 
ing of  labor,  and  omitted  all  mention  of  it  in  his  patent,  and  all 
attempts  to  patent  it  separately,  are  utterly  inconsistent  with 
the  idea  that  it  was  his  invention.  On  the  bearing  and  force  of 
all  the  evidence  upon  this  point,  you  must  decide. 

Did  Chittenden  first  invent  and  use  the  separator?  Chitten- 
den's device  is  not  claimed  to  have  been  invented  before  the 
summer  of  1859. 

Arnold  and  Mrs.  Price  state  explicitly  that  the  separator  was 
applied  to  her  machine  by  Arnold  in  the  summer  of  1858,  before 
they  went  to  Coleman  for  the  purpose  of  having  a  model  made, 
in  order  to  apply  for  a  patent,  which  was  in  August,  1858.  It  is 
for  the  jury  to  say  whether  they  state  the  truth.  They  state  in 
detail  the  character  of  the  device  and  its  surprising  effects.  Now, 
if  they  state  truly,  and  the  jury  find  that  the  conception  of  this 
invention  was  complete,  and  its  success  demonstrated  at  that 
time,  as  stated  by  them,  they  can  have  no  difficulty  in  fixing  the 
date  of  Arnold's  invention  prior  to  that  of  Chittenden's,  assuming 
this  to  have  been  made  in  the  summer  of  1859,  which  he  and 
Mr.  Winchester  fixed  as  the  date  of  his.  The  reason  why  a 
delay  was  made  in  taking  out  the  patents  they  allege  was  the 
erroneous  information  obtained  from  Coleman. 

It  is  for  you  to  determine  upon  the  whole  evidence  on  this 
point  whether,  the  defendants  have  shown  you  satisfactorily  that 
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either  Douglas  or  Chittenden  antedated  this  invention.  If  they 
have  not  satisfied  you,  then  the  plaintiffs  are  entitled  to  a  verdict 
on  this  patent.  But  if  you  are  satisfied  that  the  Arnolds  were 
not  the  first  inventors  of  the  separator,  and  you  are  satisfied  that 
George  B.  Arnold  was  the  first  inventor  of  the  magic  ruffle,  the 
plaintiffs  will  still  be  entitled  to  a  verdict. 

The  only  remaining  question  is  that  of  damages.  The  rule 
and  amount  of  damages  in  this  case  must  be  the  same  whether 
you  find  for  the  plaintiffs  on  one  or  both  of  the  patents  (separa- 
tor and  ruffle  patents),  and  that  is,  the  damage  actually  sustained 
by  the  plaintiffs.  It  is  generally  somewhat  difficult  to  ascertain 
precisely  how  much  the  owner  of  a  patent  has  been  damaged  by 
the  infringement  of  another,  and  I  shall  endeavor  to  simplify  the 
inquiry  in  this  case  at  some  risk  of  doing  injustice  to  the  plain* 
tiffs.  The  jury  will  have  as  a  basis  to  start  upon,  the  quantity 
sold  by  the  defendants,  according  to  their  own  admission,  1,244 
boxes ;  and  they  will  inquire  whether  or  not  they  are  satisfied 
that  the  plaintiffs  were  prevented  from  selling  that  number  of 
boxes  by  those  sales  of  the  defendants.  If  they  were,  then  the 
plaintiffs  have  a  right  to  recover  the  amount  of  profits  of  which 
they  were  deprived  by  the  defendants'  sales.  They  insist  they 
were  thus  deprived  of  selling  these  1,244  boxes,  and  that  the 
profits  which  they  thus  lost  were  equivalent  to  %7.^^^  per  box. 
The  jury  must  decide.  If  they  lost,  in  round  numbers,  (2  per 
box  on  1,244  boxes,  this  would  give  them  the  right  to  recover 
(2,488.  But  the  plaintiffs  claim  that  from  the  whole  evidence 
the  jury  ought  to  find  that  the  defendants  made  larger  sales,  and 
thus  damaged  the  plaintiffs  in  a  still  larger  amount.  The  jury 
are  to  determine  this ;  but  they  should  proceed  with  caution  in 
this  part  of  the  case,  and  give  no  more  damages  than  they  think 
the  proof  warrants  them  in  concluding  that  the  plaintiffs  have 
actually  sustained. 

This  is  an  important  case  to  the  parties,  but  requires  for  its 
proper  disposition  only  unbending  impartiality  and  straightforward 
good  sense.  Every  person  may  be  compelled,  at  some  t^me  in 
his  life,  to  struggle  in  a  court  of  justice  for  his  rights,  and  no 
higher  felicity  attends  human  action  than  that  which  flows  from 
the  upright  and  just  dicbarge  of  the  duty  of  triers. 
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Mr.  Gifford  :  I  deem  it  my  duty  to  call  the  attention  of  the 
Court  to  two  points.  One  is  a  point  in  which  I  think  the  Court 
has  overlooked  the  evidence.  Mr.  Chittenden  made  ruffling 
upon  the  machine  in  the  presence  of  the  jury.  That  was  in- 
tended as  a  specimen  of  the  ruffle  he  made  upon  the  same  kind 
of  machine  in  the  summer  of  1859. 

The  other  point  respects  the  construction  of  the  ruffle  patent. 
I  ask  your  Honor  to  charge  the  jury  that  the  claim  of  the  ruf- 
fle patent  is  not  limited  to  regularity  of  plaits  in  the  ruffle  pro- 
duced, but  includes  ruffles  with  irregular  as  well  as  regular  plaits. 
And  further,  I  will  ask  your  Honor  to  charge  that  the  gathering 
thread  in  the  old  ruffle  was  only  a  means  of  making  the  article, 
and  when  made  and  taken  out  formed  no  part  of  the  manufac- 
tured article. 

The  Court  :  I  called  it  a  ^^  useless  thread.'' 

Gentlemen  (to  the  jury)  :  The  counsel  for  the  defendants  has 
called  my  attention  to  that  portion  of  my  remarks  in  which  I 
stated  that  it  might  be  difficult  from  the  evidence  to  determine 
how  the  ruffle  was  made  by  Mr.  Chittenden  ;  and  he  has  called 
my  attention  to  the  fact,  that  Mr.  Chittenden  has  experimented 
upon  the  machine  here.  That  you  are  to  take  into  consideration, 
as  it  appears  in  the  evidence,  to  show  what  the  character  of  the 
ruffling  was.  I  call  your  attention,  therefore,  to  that  fact  in 
connection  with  the  remarks  I  have  already  made. 


Cob  S.  Buchanan 

vs. 


Gardnbr  Howland  and  Joseph  B.  Falser. 

In  Equity. 

There  it  00  inflexible  rule,  either  in  England  or  America,  requiring  a  court  of  equity  to 
refuse  a  permanent  injunction,  upon  a  final  hearing,  because  there  has  been  no 
trial  at  law. 

There  are  cases  where  the  nature  of  the  patent  right  and  the  character  of  the  evidence 
by  which  it  is  to  be  estabUshed  or  orcrthrown,  arc  such,  that,  upon  the  most  im- 
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.  poitant  qaesdont  involved,  the  conclusions  of  a  judge— based  upon  repeated  exam- 
inations and  comparisons  of  depositions  carefully  taken  and  reduced  to  writing — 
would,  as  a  general  rule,  be  more  accurate  and  reliable  than  the  verdict  of  a  jury, 
which  must,  of  necessity,  be  based  upon  the  hasty  oral  examination  of  witnesses 
at  a  circuit,  and  be  made,  in  the  usual  manner,  after  onlyfi  brief  consultation. 

The  first  claim  of  Mellier  does  not  extend  beyond  the  use  of  a  vessel  with  separate 
compartments  for  the  material  to  be  heated,  and  for  the  steam  heat  used  in  the  pro- 
cess substantially  as  specified. 

As  neither  the  degree  of  heat,  nor  strength  of  solution  ii  specified  in  the  claim,  and  as 
it,  in  terms,  expressly  requires  the  use  of  steam  heat  in  one  compartment  of  a 
vessel  with  two  or  more  compartments  irtthe  ether  of  which  the  msiterhl  to  be 
heated  is  to  be  placed^  this  claim  does  not  extend  to,  and  it  is  not  in/ringed  by,  the 
use  of  caustic  alkali  in  a  simple,  single  chambered  rotary  boiler,  heated  by  fire  heat| 
under  or  around  the  same. 

The  process  claimed  in  the  second  claim  of  Mellier*s  patent,  includes  only  the  specified 
Ming  of  the  material  treated,  in  the  solution  and  under  the  conditions  specified, 
and  the  prior  soaking  and  cleansing  of  such  material,  and  subsequent  treatment  of 
it  by  submitting  it  to  the  action  of  chloride  of  lime,  as  specified,  are  Qot  a  part  of 
the  process  thus  claimed. 

A  specification  of  **  not  less  than  310^  Fahrenheit"  does  not  limit  the  patentee  to 
that  temperature.  It  was  the  statement  of  the  minimum  heat  to  produce  a  really 
beneficial  result,  but  fixed  no  upward  limit,  so  long  as  the  process  carried  on  by 
that  degree  of  heat  was  in  fact  a  boiling  process,  under  the  conditions,  in  substance, 
as  stated  in  the  specification. 

Nor  does  a  declaration  that  so  high  a  temperature  as  eighty  pounds  **  is  not  ahsolMy 
necessary,**  impose  any  specific  upward  limit  as  to  the  degree  of  heat  and  pressure. 

The  answer  to  the  allegations  that  Mellier  steeps  the  straw  in  warm  water  and  the  de- 
fendants do  not,  and  that  Mellier  uses  steam  heat  exclusively,  while  the  defend- 
ants use  fire  heat  almost  exclusively,  is,  that  the  steeping  in  warm  water  is  no  part 
of  the  process  patented,  and  that  under  the  second  claim  of  the  Mellier  patent  it 
is  immaterial  whether  the  boiling  be  produced  by  steam  or  fire  heat,  although  the 
steeping  and  steam  boiling  are  described  in  the  specification. 

Even  if  it  be  true,  as  claimed,  that  a  longer  boiling  and  greater  pressure  produce  better 
results  than  can  be  produced  by  boiling  only  three  hours  with  a  pressure  of  seventy 
or  even  eighty-four  pounds,  it  does  not  relieve  the  defendants  firom  the  charge  of 
infringing  the  Mellier  patent,  when  the  boiling,  which  he  recommends  should 
continue  about  three  hours,  is  continued  an  hour  longer  than  he  recommends. 

(Before  Hall,  J.,  Northern  District  of  New  York,  March,  1863.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent,  for  an  ^^improvement  in  making  paper 
pulpi"  granted  to  Marie  Amedie,  Charles  Mellier,  of  Paris, 
France,  May  26,  1857,  for  fourteen  years  from  August  7,  1854, 
and  assigned  to  complainant. 
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The  specification  of  this  patent,  which  is  given  in  full,  was  as 
follows : 

**  Bi  IT  Knowit,  that  I,  Masib  Ambdib,  of  Parit,  in  the  Empire  of  France,  bare 
made  an  inrention  for  an  Impkoybmknt  in  the  MANUPACToac  of  PArut,  and  I  do 
hereby  declare  that  the  following  is  a  foil  and  exact  description  : 

**  The  invention  has  for  its  object  a  peculiar  process  for  the  treating  of  straw,  and 
other  vegetable  fibrous  materiab  rehiring  like  treatment,  preparatory  to  the  use  of  such 
fibers  in  the  manufacture  of  paper ;  and  the  improvement  consists  in  subjecting  straw, 
or  such  other  fibroas  materials,  to  a  pressure  of  at  least  seventy  pounds  on  the  square 
inch,  when  boiling  such  fibrous  matters  in  a  solution  of  caustic  alkali. 

**  For  this  purpose,  the  straw  or  fibrous  matters  are  cut  into  short  lengths,  soaked  in 
warm  water,  and  washed  ;  they  are  then  placed  in  a  suitable  boiler ;  and  I  use  for  such 
purpose  a  rotary  boiler,  provided  with  a  coil  or  coils  of  steam  pipe  for  the  purpose  of 
heating  the  contents,  and  I  prefer  that  the  boiling  should  be  carried  on  at  a  temperature 
to  produce  at  9r  abo^e  dgb/y  fundt  on  the  square  inch,  in  the  boUer  where  are  the 
fibrous  materials  to  be  acted  upon.  But  so  kigk  a  temperature  is  not  absolutely  necessary. 
For  I  have  found  by  experiment  that  it  is  esuntial  that  a  temperature  equivalent  to  seth- 
enty  pounds  on  the  square  inch  must  be  employed.  The  quantity  of  alkali  used  is  at  the  rate 
of  about  sixteen  per  cent,  of  caustic  soda  or  potash,  of  the  straw  or  fibrous  substance 
under  process.  The  fibers  may  then  be  bleached  by  the  use  of  a  comparatively  small 
quantity  of  bleaching  powder  or  chloride  of  lime. 

"  To  enable  others  skilled  in  the  art  to  make  and  use  my  invention,  I  will  proceed 
to  describe  more  fully  the  manner  of  using  the  same. 

*'  The  straw  or  other  fibrous  materials  requiring  a  like  process  to  prepare  the  same 
for  the  paper  manufacture  is  first,  as  heretofore,  to  be  cut  in  a  cbaflf-cutting  or  other 
machine,  into  short  lengths,  and  to  be  freed  from  knots,  dirt,  or  dust,  and  then  steeped 
for  a  few  hours  in  hot  water.  The  straw  or  fibrous  materials  and  a  weak  solution  of 
caustic  alkali,  are  then  to  be  placed  in  a  suitable  close  boiler,  heated  by  steam  as  here- 
after explained,  and  the  heat  is  to  be  raised  to  such  a  degree  as  to  attain  and  maintain 
for  a  time  a  pressure  internally  of  the  boiler  equal  to  or  exceeding  seventy  pounds  on 
the  square  inch,  that  is  about  310  degrees  of  Fahrenheit;  by  which  means  a  consider- 
able saving  of  alkali,  as  well  as  time  and  fuel,  results,  as  compared  with  the  means  of 
using  a  hot  solution  of  caustic  alkali,  as  now  practiced  in  preparing  straw  and  other 
fibers  for  paper  makers. 

"  The  boiler  employed  for  the  purpose,  and  the  manner  of  heating  it  by  steam,  may 
be  varied,  but  first  it  must  have  a  rotary  motion  either  on  its  long  or  on  its  small  axis, 
by  means  which  are  very  well  known  ;  and,  secondly,  I  prefer  not  to  send  the  steam 
directly  into  the  liquid  in  which  the  materials  are  immersed,  but  to  pass  it  either  in  a 
jacket  around  the  boiler,  or  through  a  coll  or  system  of  steam  pipes  inside  of  it,  so  that 
the  steam  does  not  mix  with  the  caustic  alkaline  solution  in  the  middle  portion  of  the 
boiler,  but  is  kept  separate,  and  does  not,  therefore,  in  condensing,  dilute  the  caustic 
alkaline  solution  used. 

'*  The  plan  of  construction  of  the  boiler  I  would  recommend  would  be,  if  the  boiler 
is  to  rotate  vertically  or  on  its  small  axis, as  very  well  known,  to  cover  it  with  a  jacket  so 
that  the  steam  could  circulate  from  one  end  to  the  other  between  the  two  plates,  or 
rather,  if  it  is  to  revolve  horiaontally  or  upon  its  long  axis,  as  is  equally  very  well 
known,  to  fix  near  each  end  of  the  boiler,  and  inside  of  it,  a  diaphragm  or  partition, 
which  partitions  are  connected  together  by  numerous  tubes,  which  are  arranged  in  a 
circle  near  the  outer  circumference  of  each  partition. 

"  By  this  arrangement,  the  steam  is  introduced  through  the  hollow  axis  at  one  end 
of  the  boiler,  and  it  passes  through  the  steam  pipes,  and  thence  into  the  compartment 
at  the  other  end  of  the  boiler,  where  it  and  the  condensed  steam  are  conveyed  away,  as 
is  understood,  through  the  other  hollow  axis.  In  adopting  the  plans  of  not  sending 
directly  the  steam  into  the  boiler,  1  found  the  three  following  advantages  : 

'*  1st.  Not  to  dilute,  as  I  have  already  said,  the  alkaline  solution. 

'*and.  To  avoid  the  trouble  of  having  sometimes  the  end  of  the  steam  pipe  in  the 
boiler  choked  with  straw,  and  to  prevent  it,  in  case  that  by  one  cause  or  another  the 
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pretsare  in  the  steam  boiler  would  fall  under  the  degrees  of  the  pressure  in  the  straw 
boiler,  the  pressing  of  the  first  by  the  second,  rit;  the  absorption  of  straw  and  alkaline 
solution  from  the  straw  boiler  into  the  steam  boiler. 

'*  3d.  The  greatest  Acility  for  cooling  the  straw  boiler  when  the  pressure  has  been 
mainnined  for  a  sufficient  length  of  time,  by  means  of  turning  off  the  steam  at  one  end, 
letting  it  at  the  other  end  out  of  the  jacket,  or  of  the  coils  of  the  steam  pipes  just  de- 
scribed, and  passing  through  the  same  a  stream  of  cold  water,  which,  at  the  same 
time  that  it  cools  the  mass,  furnishes  a  quantity  of  warm  water,  which  can  be  received 
in  convenient  vessels,  and  will  be  found  very  useful  for  washing  the  straw  or  other 
fibrous  materials,  after  boiling. 

"  By  means  of  submitting  the  straw  or  similar  fibrous  materials  to  the  pressure  of 
between  seventy  and  eighty-four  pounds  on  the  square  inch  inside  of  the  boiler,  I  can 
reduce  considerably  the  proportion  of  alkali,  and  the  solution  which  I  prefer  to  use  is 
to  be  from  two  to  three  degrees  of  Baume,  or  of  a  specific  gravity  of  firom  1,013  ^® 
1,010,  and  at  the  rate  of  about  teventy  gaJ/ons  of  such  solution  to  each  cwt.  of  straw 
or  other  vegetable  fibrous  matter  requiring  like  treatment. 

*'  The  boiler  is  to  be  filled  with  straw  and  alkaline  solution,  and  then  doted  fluid 
and  steam  tight. 

*'  The  boiler  is  made  to  revolve  slowly,  say  about  one  or  two  revolutions  per  min- 
ute, and  the  steam  is  to  be  admitted.  I  find  it  desirable  to  keep  up  the  heat  and 
pressure  during  about  three  hours  after  the  pressure  above  mentioned  has  been  obtained, 
when  the  process  of  boiling  is  complete.  A  steam  gauge  properly  fixed  upon  the  boiler 
will  enable  one  to  ascertain  when  the  pressure  has  attained  the  required  degree. 

"  When  the  apparatus  and  the  fibers  under  process  have  been  cooled  by  the  means 
hereinbefore  mentioned,  or  rather  when  the  pressure  has  been  reduced  to  nothing,  I 
open  the  man-hole  of  the  boiler,  empty  the  materials  in  suitable  vessels,  and  wash  them, 
first  with  hot  water,  then  with  cold  water,  until  the  liquor  runs  perfectly  clear.  I 
then  steep  the  fibers  for  about  an  hour  in  hot  water  acidulated  with  a  quantity  of  sul- 
phuric acid,  equal  to  about  two  per  cent,  of  the  weight  of  the  fibers  under  process* 
and  finally  the  washing  is  completed  with  cold  water. 

**  The  straw  or  fibers  may  then  be  bleached  in  the  ordinary  manner,  and  it  will  be 
found  to  be  accomplished  by  a  comparatively  small  quantity  of  chloride  of  lime. 

"  Having  thus  described  the  nature  of  my  said  invention,  and  the  manner  of  per- 
forming the  same,  I  would  have  it  understood  that  I  do  not  claim  the  general  use  of 
caustic  alkaline  solution,  nor  the  employment  generally  of  a  close  boiler  for  boiling 
straw,  or  other  vegetable  fibrous  substances. 

"  But  what  I  claim  as  my  invention  and  desire  to  secure  by  letters  patent,  is  the  use 
of  a  solution  of  caustic  soda  (NaO),in  a  compartment  of  a  rotary  vessel,  separate  from 
that  which  contains  the  steam  heat,  substantially  as  described. 

'*  I  also  claim  the  within  described  process  for  bleaching  straw,  consisting  in  boiling 
it  in  a  solution  of  pure  caustic  soda  (NaO),  firom  a  to  3  degrees  Baume,  at  a  tempera- 
ture of  not  less  than  310  degrees  Fahrenheit,  mfrer  it  has  been  soaked  and  cleansed, 
and  before  submitting  it  to  the  action  of  a  solution  of  chloride  of  lime,  firom  1  to  l^ 
degrees,  substantially  as  described.' 


»• 


yoel  Tiffany  and  Charles  M,  Keller  for  complainant. 
John  B.  Gale  and  JViUiam  A.  Beach  for  defendants. 

Hall,  J. 

This  suit  is  founded  on  letters  patent  granted  to  Marie  Ame- 
die,  Charles  Mellier,  of  Paris,  France,  on  May  26,  1857,  for 
fourteen  years  from  August  7,  1854,  for  ^^a  new  and  useful 
improvement  in  making  paper  pulp." 
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The  bill  alleges  an  infringement  of  the  rights  of  the  plaintiff, 
as  the  assignee  and  owner  of  this  patent ;  and  it  prays  a  per- 
manent injunction,  and  an  account  of  profits,  substantially  in 
the  accustomed  form. 

The  answer  of  the  defendants  admits  the  letters  patent  and 
the  assignment  thereof  to  the  plaintiff,  and,  also,  that  ^^the  said 
Amedie  invented  the  particular  mode  in  said  letters  patent 
described  (to-wit:  by  two  separate  steam-tight  compartments) 
of  separating  the  steam  heat  from  such  material  while  boiling 
the  same,  in  a  rotary  vessel,  in  a  solution  of  caustic  alkali ;  and 
also  invented  the  soaking  and  cleansing  of  such  material  before 
boiling  the  same  in  a  solution  of  caustic  alkali ; "  but  it  denies 
that  the  said  Amedie  was  the  inventor  of  any  other  idea,  pro- 
cess, or  improvement.  In  respect  to  the  residue  of  the  process 
patented,  the  defendants'  answer  alleges  that  the  same  was  not 
novels  and  it  denies  the  alleged  infringements  of  the  patent.  It 
also  denies  the  utility  of  the  invention. 

The  defendants  also  set  forth  letters  patent  granted  to  them- 
selves on  March  20,  i860,  and  other  letters  patent  granted  to 
them  on  July  3,  i860;  and  they  claim  that  their  operations 
were  carried  on  under  such  patents  and  without  the  use  of  the 
invention  of  Amedie,  and  without  the  infringement  of  his 
patent. 

It  was  conceded  at  the  hearing  that  there  had  been  no  trial  at 
law  in  which  the  validity  of  the  patent,  under  which  the  plaintiff 
proceeds,  had  been  established ;  and  also  that  no'  preliminary 
injunction  had  been  granted,  or  even  applied  for,  in  this  suit. 

It  was,  therefore,  insisted,  on  behalf  of  the  defendants,  that 
no  relief  could  be  granted  to  the  plaintiff;  that  the  issues  upon 
which  the  validity  of  the  patent  depends  are  triable  only  at  law  ; 
and  that  because  the  plaintiff  had  not  applied  for  a  trial  at  law 
of  proper  issues  to  determine  the  validity  of  his  patent  and  its 
infringement,  this  Court  should  now  dismiss  his  bill,  with  costs. 

In  support  of  these  positions,  the  counsel  cited  Curtis  on 
Patents,  sections  314,  315  (and  note  i),  328,  336  (and  note  i) ; 
and  Bacon  v.  Jones^  4  Mylne  &  Craig,  433.  These  sections  of 
Mr.  Curtis'  valuable  work,  so  far  as  they  relate  to  the  question 

44 
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now  under  consideration,  are  based  mainly  upon  the  case  of 
Bacon  v.  yoneSy  and  must,  therefore,  be  considered  in  connection 
with  the  full  report  of  that  case.  By  that  report  it  appears  that 
the  Lord  Chancellor,  after  speaking  of  applications  for  injunc- 
tions before  the  final  hearing,  said :  ^^  When  the  cause  comes  to 
a  hearing,  the  Court  has  also  a  large  latitude  left  to  it ;  and  I  am 
far  from  saying  that  a  case  may  not  arise  in  which,  even  at 
that  stage,  the  Court  will  be  of  the  opinion  that  the  injunction 
may  be  properly  granted  without  having  recourse  to  a  trial  at 
law.  The  conduct  and  dealing  of  the  parties,  the  frame  of  the 
pleadings,  the  nature  of  the  patent  rights  and  of  the  evidence  by 
which  it  is  established^  these  and  other  circumstances  may  com- 
bine to  produce  such  a  result ;  although  this  is  certainly  not 
very  likely  to  happen,  and  I  am  not  aware  of  any  case  in  which 
it  has  happened.  Nevertheless,  it  is  a  course  unquestionably 
competent  to  the  Court,  provided  a  case  can  he  presented  which 
satisfies  the  mind  of  the  judge  that  such  a  course ^  if  adopted^  will  do 
justice^ 

In  the  report  of  the  same  case  before  the  Master  of  the  Rolls 
(the  report  in  Mylne  &  Craig  is  of  the  hearing  and  decision 
before  the  Lord  Chancellor,  on  appeal),  the  Master  of  the  Rolls 
is  reported  to  have  said  (i  Beavans'  Rep.  387):  ^^I  think  that  if 
a  plaintiff  be  entitled  to  an  injunction  on  the  merits  and  on  the 
evidence  produced  at  the  hearing,  he  is  not  to  be  deprived  of 
that  right  because  he  has  not  moved  for  an  injunction  at  a  pre- 
vious stage  of  the  cause.''  And  see  Bailey  v.  Taylor^  i  Russell 
&  Mylne,  76 ;  Isaacs  v.  Cooper^  4  Wash.  C.  C.  R.  259 ;  Wilson 
v.  Tindaly  Webs.  Pat.  Cas.  730,  note ;  Hindmarch  on  Patents, 

356. 

It  is  apparent,  from  the  reports  of  the  case  of  Bacon  v.  JoneSy 
and  other  English  cases,  that,  even  in  the  English  courts,  there 
is  no  inflexible  rule  requiring  a  court  of  equity  to  refuse  a 
permanent  injunction,  upon  a  final  hearing,  on  the  grounds 
urged  in  this  case ;  and  certainly  the  American  practice  has  not 
been  such  as  to  sustain  the  positions  of  the  defendants'  counsel. 
The  case  of  Goodyear  v.  Day^  2  Wall.  Jr.  283,  is  a  case,  in 
many  of  its  features,  somewhat  like  the  present ;  and  the  opinion 
of  the  Court,  as  delivered  by  Mr.  Justice  Grier,  states,  very 
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briefly,  the  practice  of  our  courts  in  respect  to  this  question, 
and  presents  his  reasons  for  proceeding  to  the  final  disposition 
of  the  cause  without  requiring  the  verdict  of  a  jury ;  reasons 
which  apply  with  much  force  in  the  present  case. 

In  the  case  of  Goodyear  v.  Day^  above  referred  to,  Mr.  Justice 
Grier,  in  delivering  the  opinion  of  the  Court,  said :  ^^It  is  true 
that  in  England  the  chancellor  will  generally  not  grant  a  final 
and  perpetual  injunction  in  patent  cases,  when  the  answer  denies 
the  validity  of  the  patent,  without  sending  the  parties  to  law  to 
have  the  question  decided.  But  even  there  the  rule  is  not 
absolute  or  univerial ;  it  is  a  practice  founded  more  on  con- 
venience than  necfssity.  It  always  rests  in  the  sound  discretion 
of  the  Court.  A  trial  at  law  is  ordered  by  a  chancellor  to 
inform  his  conscience  ;  not  because  either  party  may  demand  it 
as  a  right,  or  that  %  court  of  equity  is  incompetent  to  judge  of 
questions  of  fact  or  of  legal  titles.  In  the  courts  of  the  United 
States,  the  practice  is  by  no  means  so  general  as  in  England,  or 
as  it  would  be  here  if  the  trouble  of  trying  issues  at  law  devolved 
upon  a  different  court. 

^' Cases  involving  inquiries  into  the  most  complex  and  difficult 
questions  of  mechanics  and  philosophy  are  becoming  numerous 
in  the  courts.  Often  questions  of  originality  and  infringement 
of  patents  do  not  depend  so  much  on  the  credibility  of  witnesses 
or  the  weight  of  oral  testimony,  as  on  the  application  of  princi- 
ples of  science  and  law  to  admitted  facts.  It  is  true  that,  in 
matters  of  opinion  both  mechanics  and  learned  professors  will 
differ  widely.  But  still  the  question  is  not  to  be  decided  by  the 
number,  the  credibility,  or  respectability  of  such  witnesses, 
but  by  the  force  of  the  reasons  given  for  their  respective 
opinions.  It  is  no  reflection  on  the  trial  by  jury  to  say  that 
cases  frequently  occur  in  which  ten  out  of  twelve  jurors  do  not 
understand  the  principles  of  science,  mathematics  or  philosophy 
necessary  to  a  correct  judgment  of  the  case.  Besides,  much  of 
the  time  of  courts  is  lost  where  twelve  men  will  not  agree  upon 
a  verdict ;  or  where  they  have  agreed,  the  conscience  of  the 
chancellor,  instead  of  feeling  enlightened,  rejects  it  altogether. 

^^  A  select  or  special  jury  of  philosophers,  if  they  could  be  got, 
would  perhaps  not  prove  more  satisfactory,  or  obviate  the  difficulty. 
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^^In  a  late  case  involving  the  validity  of  Morse's  telegraph 
patents,  which  was  heard  in  Philadelphia,  a  final  injunction  was 
decreed  without  a  verdict  to  establish  the  patents;  and  many 
other  cases  might  be  cited  from  other  circuits,  if  necessary,  in 
support  of  the  practice,  showing  that  the  courts  of  the  United 
States  do  not  always  consider  it  a  proper  exercise  of  their  dis- 
cretion to  order  such  issues  to  be  tried  at  law  before  granting  a 
final  injunction. 

^^  In  the  present  case  there  are  many  reasons  why  the  Court 
will  not  thus  exercise  their  discretion  : 

^^  1st.  Because  this  case  has  been  set  down  for  final  hearing 
on  the  exhibits  and  proofs,  without  any  motion  or  order  of  the 
Court  for  such  an  issue. 

^^  2d.  After  a  patient  hearing  of  very  able  counsel,  and  a 
careful  consideration  of  the  testimony,  the  Court  feel  no  doubt 
or  difficulty  on  these  questions,  which  would  be  removed  or 
confirmed  by  a  verdict. 

^^  3d.  It  would  require  three  or  four  weeks  at  least  to  try  this 
case  before  a  jury  if  this  library  of  testimony  were  read  to  them ; 
and  at  least  as  many  months  if  the  witnesses  were  examined 
viva  voce^  as  they  probably  would  be ;  and,  after  all  this  expendi- 
ture of  time  and  labor,  it  is  even  more  than  probable  that  from 
the  confusion  created  by  the  great  length  of  the  testimony  and 
argument  in  court,  or  the  force  and  eiFect  of  those  urged  from 
without,  no  verdict  would  be  obtained,  and  most  certainly  none 
that  would  alter  the  present  conviction  of  the  Court." 

The  answer  of  the  defendants,  in  Goodyear  v.  Day^  not  only 
denied  the  allegations  of  the  bill,  but  concluded  by  praying  ^^  a 
trial  by  jury  of  the  various  issues  of  fact  formed  by  it."  The 
defendant  did  not,  however,  make  any  special  motion  for  the 
trial  of  such  issues  by  jury ;  and  this,  it  has  been  seen,  was 
considered  by  the  Court  as  a  prominent  ground  for  proceeding 
to  the  final  determination  of  the  cause  without  a  trial  at  law. 

In  this  case  no  prayer  for  a  trial  by  jury  is  to  be  found  in  the 
answer,  and  no  special  motion  for  such  trial  has  been  made : 
and  the  nature  of  the  patent  right,  and  the  character  of  the 
evidence  by  which  it  is  to  be  established  or  overthrown,  are 
such  that  I  am  quite  satisfied  that,  upon  the  most  important 
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questions  involved,  the  conclusions  of  a  judge — based  upon  re- 
peated examinations  and  comparisons  of  depositions  carefully 
taken,  reduced  to  writing,  read  to  and  approved  by  the  depo- 
nents, after  a  full  cross-examination — would,  as  a  general  rule, 
be  more  accurate  and  reliable  than  the  verdict  of  a  jury,  which 
must  of  necessity  be  based  upon  the  hasty  oral  examination  of 
witnesses  at  a  circuit,  and  be  made  in  the  usual  manner,  after 
only  a  brief  consultation. 

It  is  true  that,  in  regard  to  the  ordinary  transactions  of  life, 
with  which  jurors  are  more  familiar,  the  verdict  of  a  jury  is  and 
ought  to  be  more  relied  upon  than  the  opinion  of  a  judge,  formed 
during  the  progress  of  a  trial ;  but  we  are  not  satisfied  that  an 
ordinary  jury  would  be  the  best  tribunal  to  decide  upon  the 
questions  of  fact  in  this  case— questions  upon  which  the  very 
full  and  yet  conflicting  testimony  of  the  scientific  experts  might 
exercise  a  very  considerable,   if  not  a  controlling   influence. 
This  testimony  ought  to  be  attentively  examined,  and  the  testi- 
mony of  each  witness  carefully  compared  with  that  of  every 
other,  and  the  general  facts  of  the  case ;  and  the  whole  evidence 
ought  then  to  be  made  the  subject  of  deliberate  consideration. 
This  can  be  better  done  by  a  judge  in  vacation  than  by  a  jury 
at  term;  and,  as  a  general  rule,  a  judge,  rather  than  an  ordinary 
jury,  is  best  qualified  to  investigate   and    determine   disputed 
questions  depending  in  part  on  the  principles  and  facts  of  chem- 
istry and  of  natural  philosophy.     This  case  will,  therefore,  be 
examined  and  disposed  of  without  requiring  the  intervention  of 
a  jury. 

In  disposing  of  the  case  upon  its  merits,  we  shall  first  consider 
the  specification  and  claim  of  the  complainant's  patent,  with  a 
view  of  determining  the  character  and  extent  of  the  invention 
patented. 

The  first  claim  is  in  these  words:  ^^What  I  claim  as  my  in- 
vention, and  desire  to  secure  by  letters  patent,  is  the  use  of  a 
solution  of  caustic  soda  (NaO)  in  a  compartment  of  a  rotary 
vessel,  separate  from  that  which  contains  the  steam  heat,  sub- 
stantially as  described." 

This  claim  is,  in  one  sense,  a  very  broad  one,  as  it  does  not 
(unless  limited  by  the  words  ^^substantially  as  described")  restrict 
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the  claim  to  the  use  of  a  solution  of  caustic  soda  of  any  indi- 
cated degree  of  strength,  to  the  use  of  an  extraordinary  degree 
of  heat,  or  to  any  particular  form  or  mode  of  construction  of  a 
comparted  rotary  vessel,  if  its  construction  be  such  as  to  make  it 
suitable  for  the  purpose  indicated.  In  another  respect  it  may 
be  quite  limited,  for  (even  when  considered  alone  and  without 
reference  to  the  claim  which  immediately  follows  it),  it  is  at  least 
doubtful  whether  it  extends  to  any  use  of  the  solution  indicated, 
except  in  a  vessel  with  compartments  so  constructed  and  arranged 
that  the  solution  is  used  in  a  compartment  separate  and  distinct 
from  that  which  contains  the  steam  heat  by  which  the  solution  is 
to  be  heated. 

This  claim  is  substantially  for  a  process,  that  is  for  the  use  of 
a  solution  of  caustic  soda  (NaO)  in  a  compartment  of  a  rotary 
vessel,  separate  from  that  in  which  the  steam  heat  is  confined 
when  applied  for  the  purposes  indicated;  and  looking  to  the 
whole  specification  and  the  claims  annexed,  and  especially  to 
the  distinct  language  which  expressly  limits  the  process  thus 
claimed  to  the  use  of  a  solution  of  caustic  soda  in  a  compartment 
of  a  vessel  separate  and  distinct  from  another  compartment,  by 
means  of  which  the  required  steam  heat  is  confined  and  applied, 
and  to  the  more  general  and  comprehensive  terms  of  the  claim 
which  immediately  follows  it,  we  are  inclined  to  think  this 
claim  can  not  be  held  to  extend  beyond  the  use  of  a  vessel 
with  separate  compartments  for  the  material  to  be  heated,  and 
for  the  steam  heat  used  in  the  process  substantially  as  specified. 
Such  a  vessel  the  defendants  do  not  use,  and,  therefore,  do  not 
infringe  the  first  claim  of  the  patent. 

It  was  urged  by  the  counsel  for  the  plaintiiF  that  the  use  of 
the  designated  solution,  in  a  rotary  boiler  without  compartments 
and  heated  by  a  fire  under  or  around  the  same,  was  but  the 
substitution  of  fire  heat  as  a  well-known  equivalent  of  the  steam 
heat  used  by  the  patentee;  but  as  neither  degree  of  heat  nor 
strength  of  solution  is  specified  in  this  claim,  and  as  it,  in  terms, 
expressly  requires  the  use  of  steam  heat  in  one  compartment  of 
a  vessel  with  two  or  more  compartments,  in  the  other  of  which 
the  material  to  be  heated  is  to  be  placed,  we  shall  hold  that  this 
claim  of  the  plaintiff's  patent  does  not  extend  to,  and  is  not 
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infringed  by,  the  use  of  the  solution  of  caustic  alkali,  in  a  simple, 
single  chambered  rotary  boiler,  heated  by  fire  heat,  under  or 
around  the  same,  as  practiced  by  the  defendants.  And  this 
construction  of  the  first  claim  of  the  patent  is,  we  think,  very 
clearly  indicated  by  the  different  character  of  the  second  claim, 
which  is  broader  in  its  terms,  and  embraces  the  use  of  the  pro- 
cess invented  by  Mellier  without  regard  to  the  mode  of  applying 
the  heat,  or  the  particular  form,  or  construction,  or  arrangement 
of  the  rotary  boiler  or  apparatus  by  which  the  process  may  be 
carried  on  for  the  purposes  indicated. 

The  second  claim  in  the  plaintiff^s  patent  is  in  these  words : 
^^  I  also  claim  the  within -described  process  for  bleaching  straw, 
consisting  in  boiling  it  in  a  solution  of  pure  caustic  soda  (NaO) 
from  2^  to  3^  Baume,  at  a  temperature  of  not  less  than  310^ 
Fahrenheit,  after  it  has  been  soaked  and  cleansed,  and  before 
submitting  it  to  the  action  of  chloride  of  lime,  from  i  to  i|^ 
degrees,  substantially  as  described." 

It  is  evident  that  the  process  thus  claimed  includes  only  the 
specified  boiling  of  the  material  treated,  in  the  solution  and 
under  the  conditions  specified,  and  that  the  prior  soaking  and 
cleansing  of  such  material,  and  subsequent  treatment  of  it,  by 
submitting  it  to  the  action  of  chloride  of  lime,  as  specified,  are 
not  a  part  of  the  process  thus  claimed.  The  soaking  of  the 
straw  or  other  material  to  be  heated,  like  the  cutting  of  it  into 
short  lengths  and  freeing  it  from  dirt  and  dust ;  the  subsequent 
washings  of  the  material  in  hot  and  cold  water  ;  and  the  bleach- 
ing of  the  cleansed  fiber  by  a  comparatively  small  quantity  of 
chloride  of  lime,  after  steeping  it  in  warm  water  acidulated  by 
sulphuric  acid,  are  not  portions  of  the  process  claimed  and 
patented  ;  for  the  patentee,  at  the  commencement  of  the  speci- 
fication, says  his  "  improvement  consists  in  subjecting  straw,  or 
other  such  fibrous  materials,  to  a  pressure  of  at  least  seventy 
pounds  on  the  square  inch,  when  boiling  such  fibrous  matters  in 
a  solution  of  caustic  alkali ;"  and  the  claim,  as  has  been  seen, 
states  the  process  for  bleaching  straw  claimed  in  the  second 
claim,  as  consisting  in  boiling  it,  ^^  under  the  presented  conditions, 
after  it  has  been  soaked  and  cleansed,  and  before  submitting  it 
to  the  action  of  a  solution  of  chloride   of   lime,"    etc.:  thus 
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limiting  the  process  to  the  boiling,  under  the  conditions  thus 

indicated. 

The  real  discovery  of  Mellier,  the  main  idea,  the  spirit  or 

principle  of  his  invention,  was,  that  the  known  eiFects  of  a 
solution  of  pure  caustic  soda,  which  had  been  previously  advan- 
tageously used  for  boiling  straw  and  other  fibrous  materials  of 
similar  character  and  texture,  in  open  vessels,  in  which  the  heat 
could  be  raised  only  to  212^  Fahrenheit,  might,  by  the  use  of  a 
much  higher  degree  of  heat,  not  less  than  310^  Fahrenheit,  be 
advantageously  and  greatly  increased  ;  while  the  lessening  of  the 
time  the  fiber  was  subjected  to  the  action  of  the  caustic  alkaline 
solution,  and  the  use  of  the  weaker  solution,  which  could  thus 
be  advantageously  used,  would  be  less  injurious  to  the  fiber,  as 
well  as  more  economical  in  its  use  and  application.  This  was 
the  discovery  or  principle  to  be  developed  and  practically  applied, 
and  he  embodied  that  principle  and  arranged  and  described  the 
means  of  its  practical  application,  for  the  purposes  specified  in 
the  mode  and  manner  particularly  described  in  his  specification. 
This  mode,  he  says,  he  prefers ;  and  he  recommends  a  particular 
construction  of  the  boiler  as  proper  to  be  used  in  the  practical 
application  of  the  leading  idea  and  principle  of  his  invention. 
But,  aware  that  inferior  forms  may  be  devised  by  any  mechanic, 
and  that  superior  forms  and  modes  of  construction  and  applica- 
tion may  be  devised  after  the  use  of  his  process  has  become 
familiar,  he  very  wisely  makes  his  second  claim  broad  enough  to 
cover  his  actual  discovery  and  invention,  irrespective  of  the 
particular  form  or  construction  of  the  vessel  in  which  the  boil- 
ing process  might  be  carried  on. 

The  invention  and  patent  are  in  some  respects  like  those  of 
Neilson  for  the  application  to  the  blast  furnace,  of  air,  heated  to 
an  extreme  degree,  in  a  separate  vessel  intermediate  the  blowing 
apparatus  and  the  point  where  it  enters  the  furnace.  In  Neilson 
V.  Harfordj  the  learned  Baron  Alderson,  in  respect  to  Neilson's 
invention  and  patent,  said:  ^^  The  blowing  apparatus  was  per- 
fectly well  known,  the  heating  of  air  was  perfectly  well  known  as 
applicable  to  blast  furnaces ;  then  what  he  really  discovered  is, 
that  it  would  be  better  for  you  to  apply  air  heated  up  to  a  red 
hot  heat,  or  nearly  so,  instead  of  cold  air,  as  you  have  hitherto 
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done.  That  is  the  principle,  that  is  the  real  discovery  ;  but  in 
order  to  take  out  a  patent  you  must  have  an  embodiment  of  the 
principle,  and  his  embodiment  of  the  principle  is  the  heating  of 
air  in  a  separate  vessel  immediately  between  the  blowing  appar- 
atus and  the  point  where  it  enters  the  furnace.  Then  he  says: 
^  I  do  not  mean  to  claim  any  shape  in  which  it  is  done ;  it  may 
be  done  in  a  vessel  of  any  shape,  provided  only  you  have  a  ves- 
sel of  such  a  shape,  and  fire  so  applied  as  that,  in  the  intermedi- 
ate spaces  between  the  blowing  apparatus  and  the  furnace,  the 
air  arrives  at  the  red  heat/  "  Webs.  Pat.  Cas.  337.  And  see 
the  opinion  of  Lord  Justice  Clerk  Hope  on  the  same  patent ; 
Ibid.  683-685. 

It  was  strongly  urged  by  the  defendant's  counsel  that  ^^  the  lan- 
guage of  the  second  claim  excludes  the  idea  of  every  tempera- 
ture exceeding  310°  Fahrenheit;"  and  it  was  said,  "The  term 
*of  not  less  than  310°  Fahrenheit'  has  no  reference  to  higher 
degrees.  It  names  a  specific  temperature  and  provides  against 
less,  without  including  more.  The  phrase  ^  not  less  than '  fixes  a 
minimum  limit  without  regard  to  a  maximum." 

If  this  position  is  well  taken  and  can  be  maintained  in  all  its 
strictness,  then  most  surely  the  patentee  is  limited  to  the  precise 
heat  of  310%  and  any  one  may  use  what  is  substantially  the  pat- 
ented process  with  impunity,  provided  the  heat  employed  is  a 
few  degrees  above  or  below  the  standard  thus  set  up.  But  we 
think  this  position  can  not  be  maintained.  It  is  entirely  clear 
that  such  was  not  the  intention  of  the  patentee  or  of  the  person 
who  drew  this  specification,  for  neither  could  have  intended  so 
to  limit  the  claim  of  the  patent  as  to  render  it  of  no  practical 
value.  The  discovery  made  was  that  the  higher  degrees  of  heat 
and  pressure  could  produce  the  desired  result ;  and,  while  the 
minimum  heat  requisite  to  produce  a  really  beneficial  result  was 
stated,  no  upward  limit  was  fixed  so  long  as  the  process  carried 
on  by  that  degree  of  heat  was  in  fact  a  boiling  process,  under  the 
conditions,  in  substance,  stated  in  the  specification. 

But  it  was  urged  that  the  Mellier  patent  was,  at  all  events, 
limited  to  the  pressure  not  exceeding  eighty-four  pounds  to  the 
square  inch,  because,  in  his  specification,  he  says  that  by  the  use 
of  that  pressure  he  can  reduce  considerably  the  proportion  of 
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alkali.  We  think  this  language  does  not  limit  the  claim,  and  that, 
notwithstanding  this  language  in  the  specification,  the  proper 
construction  of  the  claim  is  as  above  stated.  Nor  do  the  state- 
ments in  the  specification,  that  the  patentee  prefers  "that  the 
boiling  should  be  carried  on  at  a  temperature  to  produce  at  or 
above  eighty  pounds  pressure  on  the  square  inch  in  the  boiler 
where  are  the  fibrous  materials  to  be  acted  upon,"  that  "  so  high 
a  temperature  is  not  absolutely  necessary,"  and  that  he  has  "  found 
by  experiment  that  it  is  essential  that  a  temperature  equal  to  sev- 
enty pounds  on  the  square  inch  should  be  employed,"  impose  any 
specific  upward  limit  to  the  degree  of  heat  and  pressure.  It  was 
urged  that  the  statement  that  a  pressure  of  eighty  pounds  was 
unnecessary,  very  clearly  limited  the  patentee  to  that  pressure ; 
but  we  understand  that  the  patentee  simply  states  the  fact  that 
so  high  a  pressure  is  not  absolutely  essential  to  a  beneficial  result, 
but  that  he  prefers  a  pressure  of  eighty  pounds  or  more  to  the 
square  inch,  and  because  by  the  increased  pressure  a  better  result 
could  be  produced  or  a  saving  of  time  or  alkali  could  be  eiFected. 

Nor  do  we  consider  the  description  of  the  Mellier  process 
contained  in  the  specification  "confused,  inconsistent,  indefinite, 
ambiguous,  or  defective."  It  is  sufficiently  clear,  precise,  and 
intelligible,  and  though  a  higher  heat  than  that  then  used  by  the 
patentee,  or  a  longer  boiling  than  he  recommends,  may  be  requi- 
site to  produce  the  very  best  results  in  the  use  of  the  patented 
process,  we  are  satisfied  from  the' proofs,  that  boiling  straw  in 
accordance  with  that  process,  for  the  shortest  time,  and  at  the 
lowest  pressure  indicated  in  the  specification,  will  produce  a  use- 
ful result,  one  better  than  that  obtained  in  the  same  time  and  at 
the  same  cost  by  the  use  of  the  "open  tub  process." 

This  brings  us  to  the  consideration  of  the  question  of  novelty 
in  respect  to  the  process  referred  to  in  the  second  claim  of  the 
Mellier  patent. 

The  Coupler  &  Mellier  patent  had  introduced  the  practice  of 
boiling  straw,  and  other  fibrous  materials,  in  a  pure  caustic  alkali 
(free  from  the  presence  of  lime),  for  the  purpose  of  separating 
the  coloring  matter  and  associate  constituents  or  proximates,  from 
the  white  fiber,  or  cellulose ;  and  this  process  of  Coupler  & 
Mellier  appears  to  have  been  at  the  date  of  its  introduction,  and 
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until  the  subsequent  discovery  and  invention  of  Mellier,  the  most 
advanced  stage  of  the  arts  as  applied  to  the  purpose  of  manufac- 
turing white  paper  from  straw  or  other  refractory  material  requir- 
ing the  same  treatment. 

It  is  true  that  the  rotary  boiler  of  SpafFord  had  been  invented 
in  1840,  and  had  been  used  before  Mellier's  invention  in  the 
manufacture  of  paper  from  other  materials,  and  sometimes,  per- 
haps, from  straw  also  for  boiling  stock,  under  a  higher  pressure 
than  that  used  in  the  open  tub  process,  but  we  do  not  understand 
that  SpafFord  invented  or  patented,  or  supposed  that  he  had  in- 
vented any  new  process,  but  simply  a  form  and  construction  of 
boiler,  in  which,  by  turning  of  the  boiler,  the  steam  and  the 
digesting  liquid,  whatever  it  might  be,  were  effectually  mingled 
with  the  charge,  or  material  to  be  heated,  and  in  which  the  ma- 
terial heated  was  thus  acted  upon,  by  the  digesting  liquid  and  heat, 
in  a  more  thorough  and  equable  manner,  and  with  greater  econo- 
my of  heat  and  time,  than  when  boiled  in  stationary  open  tubs  or 
other  stationary  vessels.  As  we  understand  his  specification  and 
claim,  no  intimation  is  given  that  the  digesting  liquid  should  con- 
sist of  a  solution  of  pure  caustic  soda  of  any  particular  degree  of 
strength ;  on  the  contrary,  he  speaks  of  the  digesting  liquid  as  a 
solution  of  potash,  soda,  or  lime  in  water,  nor  do  we  understand 
that  he  indicated  any  particular  degree  of  heat,  or  any  pressure 
equal  to  310°  Fahrenheit,  or  had  discovered  or  intended  to  inti- 
mate that  a  high  degree  of  heat  was  useful  or  desirable.  His 
only  object  was  to  produce,  by  the  rotary  movement  of  the  ves- 
sel containing  the  charge  and  the  digesting  liquid,  the  complete 
intermingling  of  the  two  and  the  perfectly  equable  action  of  the 
digesting  liquid  upon  every  portion  of  the  material  heated. 

There  is  certainly  some  testimony,  though  it  is  not  of  the 
most  conclusive  character,  to  show  that  rope  and  other  refrac- 
tory material  had  been  boiled  in  rotaries  at  different  pressures 
above  seventy  pounds,  prior  to  the  invention  of  Mellier,  but  the 
liquid  used  for  such  boiling  was  not  a  solution  of  pure  caustic 
alkali  but  contained  lime  in  considerable  quantity,  and  the  extra- 
ordinary degree  of  heat  used  was  not  regularly  and  uniformly 
attained  and  kept  up,  but  was  rather  casual  and  incidental.  We 
think  the  whole  testimony  shows  that  the  parties  directing  or 
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using  this  pressure  had  no  knowledge  of  the  utility  of  the  partic- 
ular process  patented  by  Mellier,  nor  any  conception  of  the  ad- 
vantages resulting  from  the  use  of  pure  caustic  alkali  and  the 
high  temperatures  which  he  has  recommended. 

That  paper  makers  and  bleachers  had,  at  the  date  of  Mellier's 
invention,  a  general  knowledge  that  the  boiling  of  the  material 
to  be  bleached 9  or  prepared  for  bleaching,  in  an  alkaline  solution, 
gave  efficiency  to  the  action  of  the  alkali  upon  such  material,  is 
certain  ;  but  the  full  and  accurate  knowledge  of  the  state  of  the 
art  before  possessed  by  Messrs.  Hays  and  Wells,  the  defendants' 
experts,  and  the  long-continued  experiments  of  the  one  aided  by 
the  advice  of  the  other,  for  the  purpose  of  discovering  an  eco- 
nomical and  satisfactory  mode  or  process  of  making  white-paper 
from  straw  and  other  similar  materials,  did  not  enable  them  to 
reach  that  result,  or  lead  them  to  adopt  the  process  described  in 
Mellier's  patent.  They  abandoned  their  experiments.  They 
failed  to  produce  white  paper  from  straw  with  such  economy,  of 
such  quality  and  price  that  its  manufacture  and  sale  would  give 
profitable  employment  to  the  labor  and  capital  required  for  that 
purpose,  and  neither  they  nor  any  of  the  several  manufacturers 
of  paper  who  have  been  examined  as  witnesses  in  this  case  were 
aware  of  the  benefits  to  be  derived  from  the  use  of  that  extreme 
heat,  during  the  boiling  process,  which  Mellier's  process  requires. 
The  Coupler  &  Mellier  process  \Was  introduced  into  this 
country  in  1853  ;  and  although  the  invention  of  SpafFord  in 
1840,  of  the  rotary  boiler  for  boiling  rags,  and  its  subsequent 
use,  had  furnished  the  hint  and  the  means  for  boiling  at  much 
higher  temperatures  than  could  be  obtained  in  open  vessels, 
neither  the  defendants'  expert  in  his  experiment,  nor  the  manu- 
facturers or  the  workmen  in  the  paper  mills  of  the  country,  ever 
attempted  to  use  the  extraordinary  heat  now  used,  or  the  useful 
process  invented  and  patented  by  Mellier.  SpafFord's  rotary  had 
been  in  use  over  fifteen  years ;  the  Coupier  &  Mellier  process 
had  been  in  use  more  than  three  years,  but  the  Mellier  process 
was  nowhere  known  or  in  use  in  the  manufacture  of  white  paper 
from  straw  until  after  its  invention  was  made  known  to  Buchanan 
&  Falser,  and  probably  Howland,  late  in  1858.  Until  the  defend- 
ants, in  1857,  entered  upon  its  use,  the  open  cub  process  of  Cou- 
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pier  &  Mellier  was  still  in  general  use  when  white  paper  was 
attempted  to  be  manufactured  from  straw,  and  it  was  not  until 
the  French  patent  of  Mellier  was  exhibited  that  this  process  was 
known  in  this  country.  The  defendants  commenced  the  man- 
ufacture of  straw  paper  in  1857,  ^^^  ^"  November  22,  1859, 
they  obtained  a  patent  for  an  improvement  in  the  manufac- 
ture of  paper  pulp ;  and  in  their  specification  they  describe  a 
process  of  boiling  straw,  in  which  they  say  they  employ  sixty 
gallons  of  caustic  alkali,  of  a  strength  indicating  3^^  to  3!°  of 
Baume  to  every  one  hundred  pounds  of  straw  in  a  rotary  steam 
boiler,  and  raise  the  pressure  by  fire  below  the  boiler  to,  from 
one  hundred,  to  one  hundred  and  thirty  pounds,  and  maintain 
that  pressure  for  four  hours. 

In  this  specification,  they  say :  ^^  jf  well-known  method^  patent- 
ed by  letters  patent,  No.  17,387''  (the  same  under  which  plain-* 
tiff  claims),  ^^  of  reducing  straw  to  pulp  is  to  employ  a  solution 
of  caustic  alkali,  of  a  strength  indicating  from  2^  to  3°  Baume 
seventy  gallons  of  the  solution  to  one  hundred  pounds  of  the 
cut  straw,  the  whole  being  placed  in  a  boiler  and  boiled  under  a 
pressure  of  not  less  than  84  pounds  for  about  fhree  hours,  but  we 
find  in  practice  that  the  above  method  does  not  sufficiently  dis- 
integrate the  straw,  nor  does  it  sufficiently  dissolve  or  remove 
the  woody,  aluminous  and  silicious  matters,  from  the  fibrous  por- 
tions," etc.  And  again  :  ^^  On  comparison  of  the  pulp  produced 
from  straw  by  our  method,  and  that  made  after  the  mode  described 
in  the  patent  before  mentioned,  a  very  marked  difference  in  appear- 
ance is  observable  in  favor  of  our  invention.  The  paper  made 
from  the  pulp  above  mentioned  also  presents  the  same  striking 
difference  in  favor  of  our  improvement." 

This  specification  seems  to  show  that  they  had  been  using  the 
process  of  Mellier,  for  it  is  almost  certain  upon  the  proofs  in 
this  case,  that  in  that  way  alone  could  they  have  made  the  dis- 
covery and  comparison  referred  to.  The  specification  says : 
^^  IVe  find  in  practice,"  etc.,  an  allegation  somewhat  inconsist- 
ent with  some  of  the  allegations  of  the  defendants'  answer,  and 
with  some  of  the  positions  maintained  by  their  counsel  on  the 
argument. 

Upon  the  whole  evidence  in  the  case  we  think  there  is  scarcely 
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any  reason  to  doubt  that  the  process  now  used  by  the  defendants 
was  founded  upon  the  Mellier  patent,  and  the  knowledge  of  the 
process  which  they  obtained  from  Buchanan,  as  shown  by  the 
testimony  of  Godard,  of  Parks,  and  of  Beaumont  $  and  that  the 
process  now  used  by  the  defendants  is  an  infringement  of  the 
patent  held  by  the  plaintiff. 

It  is  insisted  that  the  defendants  do  not  use  the  Mellier  pro- 
cess, and  various  grounds  are  taken  upon  which  to  maintain  this 
position. 

It  is  said  that  Mellier  steeps  the  straw  in  warm  water,  and  the 
defendants  do  not ;  and  that  Mellier  uses  steam  heat  exclusively, 
while  the  defendants  use  fire  heat  almost  exclusively.  The 
answer  to  these  allegations  is  that  the  steeping  in  warm  water  is 
no  part  of  the  process  patented,  and  that  under  the  second  claim 
of  the  Mellier  patent  it  is  immaterial  whether  the  boiling  is  pro- 
duced by  steam  heat  or  fire  heat. 

It  is  further  insisted  that  Mellier  separates  the  alkali  from  the 
steam  heat  to  prevent  its  being  diluted,  while  the  defendants 
admit  to  the  solution  all  the  steam  they  use,  and  that  Mellier 
uses  seventy  gallons  of  the  alkaline  solution,  from  2^  to  3^ 
Baume,  while  defendants  use  sixty  or  sixty-five  gallons  at  3}^  to 
3f°  to  each  one  hundred  pounds  of  straw.  The  answer  to  this 
argument  is  that  under  the  second  claim  of  the  Mellier  patent, 
the  admission  or  exclusion  of  the  heated  steam,  as  stated,  is  im- 
material, and  that  the  evidence  satisfactorily  shows  that  by  the 
admission  of  steam  into  the  rotary  of  the  defendants,  the  quan- 
tity of  alkaline  solution  used  by  them  is  increased  and  its  strength 
diminished  until  it  becomes  both  in  strength  and  quantity  sub- 
stantially like,  if  not  identical  with,  that  which  the  plaintiffs 
patent  states  is  to  be  employed  in  the  process  of  Mellier. 

It  is  also  insisted  that  Mellier's  specification  states  that  he 
boils  at  seventy  pounds  pressure,  and  regards  a  higher  pressure  as 
unnecessary  except  saving  alkali,  while  the  defendants  boil  at 
one  hundred  and  thirty  pounds  pressure  to  improve  the  product ; 
and  that  Mellier  boils  about  three  hours,  though  a  much  longer 
boiling  is  necessary  to  produce  a  fair  result,  provided  the  strength 
of  alkali  and  degree  of  pressure  are  no  greater  than  he  recom- 
mends, while  the  defendants  boil  four  hours.     The  patent  of 
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Mellier,  it  has  been  seen,  does  not  limit  him  to  a  pressure  of  sev- 
venty  pounds  or  of  etghty-four  pounds,  and  if  the  boiling  for  three 
hours  produces  a  beneficial  result,  such  as  the  patent  indicates, 
the  defendants  can  hardly  escape  the  consequences  of  infringe- 
ment by  continuing  the  boiling  for  an  hour  afterward  in  order  to 
produce  a  better  result.  Even  if  it  be  true,  as  claimed,  that  a 
longer  boiling  and  greater  pressure  produce  better  results  than 
can  be  produced  by  boiling  only  three  hours  with  a  pressure  of 
seventy  pounds  or  even  of  eigthy-four  pounds,  we  see  no  reason 
for  holding  that  there  is  no  infringement  of  the  Mellier  patent, 
when  the  boiling,  which  he  recommends  should  continue  about 
three  hours  (although  this  time  is  not  specicfially  mentioned  in 
the  claim),  is  continued  for  an  hour  longer  than  he  recommends. 

In  short  we  think  the  patent  of  Mellier  is  valid ;  that  he  is 
the  original  and  first  inventor  of  the  process  claimed  therein  ; 
that  his  invention  is  useful  and  that  the  process  used  at  the  mills, 
owned  and  operated  by  the  company  in  which  the  plaintiff  is  a 
member,  and  at  the  mills  of  the  defendants,  is  in  substance  Mel- 
lier's  process,  as  claimed  in  the  second  claim  of  his  patent,  and 
that  the  plaintiff  is  entitled  to  a  permanent  injunction,  and  an 
account  as  prayed  in  his  bill. 

In  reaching  this  result,  we  have  not  failed  to  consider  the 
defendants'  patents  and  their  effect.  Their  patent  of  November, 
1859,  referred  to  in  the  plaintifPs  bill,  by  the  terms  of  its  specifi- 
cation, expressly  excludes  from  its  scope  and  operation  the  pro- 
cess described  in  the  plaintifPs  patent,  and  it  was  probably  granted 
by  the  Patent  Office  on  the  ground  that  the  claim  made,  taken 
in  connection  with  such  disclaimer,  did  not  conflict  with  the 
claims  of  the  Mellier  patent.  This  conclusion  was  probably 
based  upon  the  facts  that  the  strength  of  solution  in  Mellier's 
was  from  2°  to  3°  Baume,  and  its  quantity  about  seventy  gallons 
to  the  one  hundred  pounds  of  stock,  while  that  in  the  defend- 
ants' process  was  to  be  from  3^°  to  3}°  Baume,  and  its  quantity 
sixty  gallons  to  the  same  quantity  of  stock ;  and  that  a  higher 
degree  of  heat  was  recommended,  differences  which  were  proba- 
bly considered  sufficient  to  make  the  two  processes  substantially 
different. 

In  considering  the  process  of  this  patent  of  the  defendant,  in 
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connection  with  the  Mellier  process,  and  the  defendants'  present 
practice,  it  is  to  be  remembered  that  the  specification  directs 
that  this  stronger  solution  be  placed  in  a  boiler  and  heated 
entirely  by  a  fire  applied  below  it,  and  without  any  introduction 
and  condensation  of  steam  from  any  other  boiler  to  increase  the 
quantity  and  diminish  the  strength  of  the  alkaline  solution  used, 
as  has  been  since  practiced  by  the  defendants.  The  specifica- 
tion of  Mellier  also  recommended  a  construction  of  the  boiler 
which  prevented  any  increase  of  quantity  or  diminution  of 
strength  in  the  use  of  his  process ;  and  this  was  desirable  if  the 
weaker  solution  of  alkali  recommended  by  him  was  to  be  used. 
The  proof  shows  that  by  the  introduction  and  condensation  of 
steam  from  another  boiler,  the  alkaline  solution  in  defendants' 
rotary  is  increased  about  twenty  per  cent,  in  quantity,  while  its 
strength  is  consequently  diminished  until  it  is  not  beyond  3^  Baume; 
thus  making  its  quantity  and  strength  substantially  that  required 
by  the  Mellier  process,  and  the  strength  much  less  than  that 
recommended  in  the  defendants'  patent  of  1859.  This  shows 
that  the  defendants  do  not  now  in  fact  use  only  sixty  gallons  of 
the  alkaline  liquid  to  the  one  hundred  pounds  of  stock,  or  use 
that  at  the  higher  strength  required  by  their  first  patent ;  and, 
doubtless,  for  the  reason  that  their  present  process  (in  substance 
the  Mellier  process)  gives  a  better  result. 

The  patent  to  the  defendants,  granted  March  20,  i860,  we 
regard  as  in  substance  a  patent  for  the  staple  fiber  produced  by 
the  process  patented  in  November,  1 859,  and  as  standing  or  fall- 
ing with  that  patent. 

The  patent  of  July  3,  i860,  describes  at  great  length  an 
ingenious  and  useful  apparatus,  and  the  particular  mode  or  pro- 
cess adopted  in  its  use  for  the  purposes  indicated.  This  patent 
does  not  claim  the  apparatus  described  (although  if  it  was 
invented  by  the  defendants,  or  either  of  them,  it  is  probably  cov- 
ered by  some  other  patent),  and  the  specification  is  not  of  such  a 
character  as  to  suggest  that  the  claim  was  in  conflict  with  that 
of  the  Mellier  patent.  The  entire  process  described  embraces 
the  use  of  apparatus  entirely  different  from  that  particularly  speci- 
fied in  the  Mellier  patent,  and  the  claim  of  this  patent  was  more 
likely  to  be  allowed  without  the  consideration  of  the  Mellier 
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patent  than  the  claim  of  the  patent  of  November,  1859,  ^bove 
referred  to. 

It  is  not  shown  that  the  question  of  interference  in  respect  to 
these  patents  of  the  defendants  and  the  Mellier  patent  was  ever 
considered  by  the  Patent  Office,  and  if  it  was,  there  is  no  proof 
that  the  facts  shown  in  this  case  were  then  presented.  Our 
judgment  is  that  these  patents  of  the  defendants  ought  not  to 
prevent  a  decree  for  the  plaintiff  in  this  suit. 

There  will  be  a  decree  for  a  permanent  injunction,  and  an 
account  substantially  as  prayed  for  in  the  plaintifPs  bill. 

A  DECREE  was  entered  in  accordance  with  the  opinion,  but  in 
April  following  the  following  order  was  made : 

^^  On  reading  and  filing  affidavits  and  notice  of  motion  for  a 
stay  of  injunction  in  this  cause,  and  also  affidavits  in  opposition 
thereto,  and  after  hearing  Mr.  John  B.  Gale,  of  counsel  for  de- 
fendants, and  Mr.  Joel  Tiffany,  of  counsel  for  the  plaintiff,  it  is 
hereby  ordered  that  the  injunction  heretofore  issued  in  this  cause 
(and  stayed  and  suspended  by  an  order  of  one  of  the  judges  of 
this  Court  to  allow  this  motion  to  be  heard),  be  further  stayed 
and  suspended  until  the  further  order  of  this  Court,  or  until  the 
hearing  and  decision  of  this  cause  upon  the  appeal  heretofore 
taken  therein,  in  case  such  appeal  shall  be  held  to  be  well  and 
properly  taken  from  the  decree  heretofore  made  by  this  Court  in 
this  cause,  or  if  said  appeal  shall  be  held  by  the  Supreme  Court 
of  the  United  States  to  have  been  prematurely  taken,  then  that 
such  injunction  be  stayed  and  suspended  until  the  expiration  of 
twenty  days  after  the  report  of  the  master  or  commissioner  under 
the  order  of  reference  directed  by  the  decree  of  this  Court  in 
this  cause  shall  be  confirmed  by  the  order  or  decree  of  this 
Court,  or  under  the  general  rules  and  practice  of  this  Court  in 
equity  cases,  and  if  another  and  proper  appeal  to  the  Supreme 
Court  of  the  United  States  shall  then  be  taken  to  the  final  de- 
cree in  this  cause  within  ten  days  after  the  said  master's  or  com- 
missioner's report  shall  stand  or  be  confirmed,  then  that  said 
injunction  shall  be  stayed  and  suspended  until  ten  days  after  the 
decision  of  the  said  Supreme  Court  on  the  said  appeal ;  provided, 
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that  this  order  shall  be  void  and  of  no  effect,  unless  the  defend- 
ants, within  twenty  days  after  the  entry  of  this  order,  shall  file 
with  the  clerk  of  this  court  their  bond  in  the  penalty  of  ten 
thousand  dollars,  with  two  sufficient  sureties,  who  shall  make 
affidavit  that  they  are  respectively  worth  the  sum  of  ten  thou- 
sand dollars  each  over  and  above  all  their  debts  and  liabilities, 
conditioned  to  pay  to  said  plaintiff  all  damages  which  he  may 
sustain  or  in  any  way  suffer  or  be  entitled  to  by  reason  of  any 
infringement  of  the  patent  under  which  the  plaintiff  prosecutes 
in  this  suit  or  of  his  rights  as  finally  determined  and  established 
in  this  cause,  and,  also,  unless  the  defendants  shall,  within  the 
twenty  days  next  preceding  the  expiration  of  every  period  of  four 
months  after  the  entry  of  this  order,  file  a  new  bond  bearing 
date  within  said  twenty  days,  with  like  penalty,  sureties,  and 
conditions.  And  the  said  plaintiff  is  to  be  at  liberty  to  apply  to 
this  court  or  any  judge  thereof,  in  vacation,  for  a  modification 
or  discharge  of  this  order,  or  for  further  or  better  security  if  he 
shall  deem  it  expedient  to  do  so." 


Eunice  B.  Hussby,  Adm'x  of  Obed  Hussey,  dec'd. 


vs. 


Ch 


RiSTOPHER  C.  Bradley,  C.  C  Bradley,  Jr.,  and 
MosEs  G.  Hubbard.     In  Equity. 

Althottgby  looking  only  to  the  c/afm  of  a  reissue,  it  would  be  difficult  to  find  any  evi- 
dence that  it  was  for  the  same  invention  as  that  specifically  claimed  in  the  original, 
and  although  a  comparison  of  the  language  of  the  claims  would  seem,  in  the 
absence  of  all  other  proof,  to  repel  such  an  allegation,  yet  this  is  not  conclusive. 

It  is  well  settled  that  in  deciding  upon  applications  for  a  reissue,  and  the  questions 
whether  the  invention  claimed  on  the  reissue  it  the  same  invention  intended  to  be 
patented  on  the  original  application,  the  Commissioner  of  Patents  is  not  confined 
to  the  claims,  nor  even  to  the  examination  of  the  evidence  furnished  by  the  speci- 
fication, models,  and  drawings  accompanying  the  original  application,  and  that 
any  legal  proof  to  show  it  to  be  the  same  invention  should  be  received. 
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It  it  well  settled  that  the  decision  of  the  Commissioner  ttpon  the  question  of  the  iden- 
tity of  the  invention  h  prima  facie  evidence  of  sach  fact;  and  that  the  subsequent 
inquiry,  when  the  question  is  presented  to  a  court  and  jury,  is  limited  to  the  fairness 
of  the  transaction ;  to  the  question  of  fi-aud  in  the  surrender. 

Even  a  statement  in  an  original  patent  that  a  part  is  old,  or  a  disclaimer  of  a  part,  does 
not,  it  seems,  necessarily  prevent  such  part  firom  being  claimed  in  a  reissued  patent, 
though  it  would  have  that  effect  if  made  advisedly,  and  not  by  inadvertence,  acci- 
dent, or  mistake. 

In  the  absence  of  proof  of  fraud,  unfairness,  or  Alsehood,  in  respect  to  the  application 
for  a  reissue,  the  Court  is  bound  to  presume  that  such  reissued  patent  was  properly 
issued,  and  that  it  does,  in  fact,  cover  only  the  invention  made  prior  to,  and  in- 
tended to  be  patented  under,  the  first  application. 

The  burden  of  establishing  by  satisfactory  proof  the  fact  that  the  invention  was  on  sale 
for  two  years  prior  to  the  plaintifTs  application  for  a  patent,  is  upon  the  defendant. 

In  all  cases  a  judge  may  well  rely  upon  the  Commissioner's  decision  to  dispel  doubts,  or 
to  confirm  his  own  impressions  upon  the  question  of  identity  of  devices  or  inven- 
tion. 

A  reissue  having  been  granted  ten  years  after  the  original — He/d:  That  as  matter  of 
law  such  reissue  was  not  too  late,  nor  was  the  patentee  guilty  of  such  lacAes  mm  would 
render  his  reissued  patent  void. 

Independent  of  the  question  of  abandonment  or  dedication,  it  is  well  settled  that  the 
prior  use  of  an  invention  under  a  defective  patent,  can  not  take  away  the  right  to 
surrender  such  patent,  and  take  out  a  new  and  amended  one,  or  authorize  a  use 
under  an  amended  patent. 

Where  the  patentee  claimed  a  certain  arrangement  of  cutter  blades  on  a  bar,  and  a  prior 
inventor  had  arranged  some  blades  in  the  same  way,  but  obviously  did  not  adopt 
that  mode  as  the  rule  of  arrangement — Held:  That  this  did  not  anticipate  the 
invention  of  the  patentee. 

Where  a  patentee  had  no  connection  with  the  infringement  except  that  he  had  licensed 
the  defendants  (with  whom  he  was  joined  in  the  suit)  to  use  certain  improvements 
of  his  own — Held:  That  he  was  not  liable  as  an  infringer,  and  that  the  bill  must 
be  dismissed  as  to  him ;  but  without  costs,  as  he  had  joined  in  the  defense  upon 
the  merits. 

(Before  Nklsom  and  Hall,  JJ.,  Northern  District  of  New  York,  March,  1863.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ^^improvement  in  reaping  ma- 
chines," granted  to  Obcd  Hussey,  August  7,  1847,  reissued 
April  14,  1857,  ^^  three  divisions,  numbered  449,  450,  and  451. 
Reissue  450  was  reissued  June  21,  1859,  ^^  ^^^  divisions,  num- 
bered 742  and  743.  Reissue  743  was  reissued  February  28, 
i860,  and  numbered  917.  The  patentee  having  deceased.  Re- 
issues No.  449,  451,  742,  and  917  were  extended  to  complain- 
ant for  seven  years  from  August  7,  1861. 
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The  defendant^  were  charged  with  infringing  Reissues  No. 
449,  742,  and  917. 

A  portion  of  the  specification  and  claims  of  the  original  pat- 
ent and  Reissue  449,  will  be  found  in  the  report  of  the  case  of 
Hussey  v.  McCormick^  VoL  I.,  p.  509,  and  in  the  opinion  of  the 
Court  in  the  present  case.  It  is  only  deemed  necessary  to  repeat 
the  claims  of  the  several  patents  in  their  order. 

The  claims  of  the  original  patent  of  1847,  afterward  reissued 
as  449,  450,  and  451,  were  as  follows : 

'<!  accordingly  claim  the  opening  above  the  blades  at  (A)  Fig.  3,  and  at  D,  Fig,  i, 
in  combination  with  the  vibrating  blades. 

"  I  also  claim  the  particular  application  of  the  flush  edge,  at  the  fork  of  the  blades, 
for  the  purpose  described. 

"  The  end  and  design  of  the  improvements  above  claimed  is  to  prevent  the  blades 
choking.** 

The  claims  of  the  Reissues  were  as  follows : 
Reissue  449 : 

*<  I  claim  as  my  invention,  a  combination  of  a  vibrating  scalloped  cutter,  the  indenta- 
tions of  whose  edges  ac  t  as  a  series  of  moving  shear  blades,  with  slotted  guard  fingers, 
the  sides  of  which  act  as  a  corresponding  series  of  fixed  shear  blades  ;  the  parts  of  such 
fingers  forming  the  slot,  being  connected  at  the  firont  end  only,  leaving  the  rear  of  the 
slot  open  and  free  for  the  escape  of  material  that  would  otherwise  clog  the  cutter,  sub- 
stantially as  described.** 

Reissue  450,  afterward  reissued  as  742  and  743 : 

**  I  claim,**  etc.,  **  the  improved  beveling  of  the  edges  of  the  blades  of  scalloped 
sickles,  as  herein  described.'* 

Reissue  742: 

**  I  claim  as  my  invention  the  combination  of  side  and  cross -bearings  of  the  guards, 
with  Hush  edges  at  and  near  the  forks  of  the  blades,  substantially  u  described.** 

Reissue  743,  afterward  reissued  as  917: 

'*  I  claim,*'  etc.,  <*  scalloped  cutters  with  their  blades  beveled,  as  herein  described.** 

Reissue  917: 

«  What  I  claim,**  etc.,  '*  is  the  combination  of  the  finger  beam  (without  a  platform)-— 
the  short  open  slot  fingers  having  small  projection  below  the  cutter — the  scalloped  cut- 
ter and  the  guides  for  the  cutter ;  these  parts  being  constructed  and  combined  subsun- 
tially  as  described,  the  cutter  vibrating  in  a  straight  line,  each  scallop  having  an  edge 
sliding  in  close  proximity  to  an  angular  corner  of  the  finger,  and  forming  therewith  a 
nipping  angle,  substantially  as  described.** 

Hussey,  in  1833,  invented  the  scalloped  vibrating  cutter,  oper- 
ating through  slots  in  numerous  short  iron  fingers  which  pro- 
jected  before   the   blades,   separated   the   grain  and   acted   as 
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Stationary  shear  blades,  against  which  the  scallops,  acting  ad 
moving  shear  blades,  severed  the  stalks  of  grain.  The  parti  of 
the  fingers  forming  the  slots  were,  however,  fastened  in  front 
and  rear  of  the  bladeSi,  and  it  was  found,  in  practice,  that  the  cut 
grass,  etc.,  would  work  into  the  slots,  pass  back  between  the  top 
or  bottom  of  the  finger  and  vibrating  blades ;  and,  being  unable 
to  escape,  would  choke  or  clog  the  cutter.  In  1847,  therefore, 
Hussey  opened  the  slot,  by  cutting  a  hole  through  the  top  part 
of  the  finger,  just  over  the  rear  of  the  blade,  or  rather,  by  fasten- 
ing the  top  part  of  the  finger  securely  in  front  and  allowing  it  to 
remain  unfastened,  in  the  rear,  so  that  the  clogging  matter,  as  it 
worked  back,  would  work  out.  This  constituted  the  invention 
described  in  Reissue  449. 

A  light  iron  rod,  connecting  the  fingers  and  bracing  them 
below  the  vibrating  blades,  for  which  it  served  as  a  guide,  con- 
stituted the  invention  described  in  Reissue  742. 

Reissue  917  was  for  a  general  combination  of  the  parts. 

The  defendants  relied  mainly  upon  the  want  of  novelty  of  the 
several  improvements. 

They  introduced  proof  that,  in  1834,  Enoch  Amber  had 
made  and  sold  mowing  machines  with  open  slotted  fingers  and 
straight  knives;  that,  in  1844,  one  Nicholson  had  patented  open 
slotted  fingers  and  revolving  knives,  with  bill-hook  or  scalloped 
cutters;  that,  in  1840,  Hiram  Moore  had  constructed  and  used 
harvesting  machines,  which,  being  designed  to  cut  off  the  beads 
of  the  grain  only,  were  provided  with  scalloped  vibrating  cutters, 
working  in  slots  in  long  wooden  fingers,  the  parts  forming  the 
slot  being  made  of  heavy  hoop  iron,  the  upper  piece  of  which 
was  unfastened  in  the  rear  so  as  to  afford  an  opening;  and  that, 
John  Leland,  in  1846,  had  made  and  used  knives  and  fingers 
identical  with  those  patented  to  Hussey  in  1847. 

It  was  also  insisted  that  the  reissued  patents  were  not  for  the 
same  invention  as  the  original,  and  that  the  reissues  were  obtained 
too  late. 

George  GiffbrJ  and  E.  fV.  Suughun  for  complainant. 

Ct.  M.  Lei  and  S.  S.  Fisbir  for  defendants. 
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Hall,  J. 

This  is  a  suit,  for  an  injunction  and  an  account,  founded  upon 
letters  patent. 

On  December  31,  1833,  Obcd  Hussey  obtained  letters  patent 
from  the  United  States  for  ^^  a  machine  for  reaping  and  cutting 
all  kinds  of  grain." 

In  the  specification,  annexed  to  the  patent,  it  is  referred  to  as 
^'a  machine  for  reaping  or  cutting  all  kinds  of  small  grains  and 
grasses.*'  In  this  specification  there  is  described  a  platform  in  the 
rear  of  the  cutter-bar  or  cutting  apparatus,  and  about  three  feet 
wide;  and  ^^a  cutting  or  reaping  apparatus"  on  the  front  edge  of 
this  platform.  The  inventor  states  the  manner  of  constructing 
this  ^^  cutting  or  reaping  apparatus"  in  the  following  language :  ^^  A 
series  of  iron  spikes,  which  I  will  call  guards,  are  fixed  permanently 
to  the  platform,  and  extend  seven  or  eight  inches,  more  or  less, 
beyond  the  edge  of  the  platform,  parallel  to  each  other,  horizon- 
tal, and  pointing  forward.  These  guards  are  about  three  inches 
apart,  of  a  suitable  size,  say  three-quarters  of  an  inch  square, 
more  or  less,  at  the  base,  and  lessening  toward  the  point. 
These  guards  are  formed  of  a  top  and  bottom  piece,  joined  at  the 
point  and  near  the  base,  lying  nearly  parallel  and  about  one-eighth  of 
an  inch  apart,  forming  a  horizontal  mortise  or  slit  through  the  guard. 
These  mortises  being  on  a  line  with  each  other,  form  a  continued 
range  of  openings  or  slits  through  the  guards.  The  first  guard  is 
placed  on  the  rear  of  the  right  wheel,  and  the  last  at  the  extreme 
end  of  the  platform,  and  the  intermediate  guards  at  equal  dis- 
tance from  each  other,  and  three  inches  apart,  more  or  less,  from 
center  to  center.  The  cutters  or  saw,  /*,  is  formed  of  thin  trian- 
gular plates  of  steel,  fastened  to  a  straight  flat  rod,^,  of  steel,  iron,  or 
wood,  one  inch  and  a  half  wide.  These  steel  plates  are  arranged 
side  by  side,  forming  a  kind  of  saw,  with  teeth  three  inches 
at  their  base,  and  four  and  a  half  inches  long,  more  or  less,  sharp 
on  both  sides,  and  terminating  nearly  in  a  point.  The  saw  is  then 
passed  through  all  the  guards  in  the  aforesaid  range  of  mortises, 
the  size  of  the  mortises  being  suited  to  receive  the  saw  with  the 
teeth  pointing  forward,  observing  always  that  the  points  of  the 
saw  teeth  should  correspond  with  the  centers  of  the  guards.  One 
end  of  the  saw  is  connected  with  the  pitman,  &,  which  pitman  is 
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moved  by  a  crank,  /,  receiving  its  motion  from  the  main  axis  by 
one  or  two  sets  of  cog  wheels.  The  vibration  of  the  crank  must 
be  equal  to  the  distance  of  the  centers  of  the  guards,  or  the 
points  of  the  saw  teeth,  or  thereabouts,  so  that  when  the  machine 
is  in  motion  the  point  of  each  saw  tooth  may  pass  from  center 
to  center  of  the  guards  on  each  side  of  the  same  tooth  at  every 
vibration  of  the  crank.  If  the  main  wheels  are  three  feet  four 
inches  in  diameter,  they  should,  in  one  revolution,  give  the  crank 
sixteen  revolutions,  more  or  less.  The  saw  teeth  should  play 
clear  of  the  guards  both  above  and  below.'' 

The  specification  also  states  that,  ^^in  the  operation  of  this 
machine,  the  guards  form  double  bearers  to  assist  the  saw  teeth." 
It  also  states  that  ^^  the  back  of  the  saw  may  be  from  one  inch 
to  one  and  a  half  inch  wide,  and  from  three-sixteenths  to  one- 
quarter  of  an  inch  thick,  and  the  steel  plates  should  be  one-tenth 
of  an  inch  thick.  One  end  of  the  mortise  in  the  guard  should 
be  fitted  to  receive  the  back  of  the  saw,  so  that  the  bearing  may 
be  on  the  back  of  the  saw  only. 

The  claim  in  this  specification  is  in  the  following  words : 

^^In  this  machine,  the  following  points  are  claimed  as  new 
and  original : 

^^  I.  The  straight  horizontal  saw  with  the  teeth  sharp  on  their 
two  sides  for  cutting  grain. 

^^  2.  The  guards  forming  double  bearers  above  and  below  the 
saw,  whereby  the  cutting  is  made  sure,  whether  with  a  sharp  or 
dull  edge,  the  guards  at  the  same  time  protecting  the  saw  from 
rocks  or  stones,  or  other  large  substances  it  may  meet  with. 

**3.  The  peculiar  construction  that  the  saw  teeth  may  run 
free,  whereby  the  necessary  pressure  and  consequent  friction  of 
two  corresponding  edges,  cutting  together,  as  on  the  principle  of 
scissors,  is  entirely  avoided. 

**4.  The  peculiar  arrangement  by  which  the  horses  are  made 
to  go  before  the  machine  being  more  natural,  and  greatly  facilita- 
ting the  use  of  the  machine,  and  the  general  arrangement  of  the 
parts  as  above  described.  In  cutting  grass,  the  platform  is  re- 
duced in  width,  and  the  grass  falls  on  the  ground  as  it  is  cut." 

This  patent  of  1833  expired  on  December  31,  1847,  and  was 
not  renewed,  so  that  the  improvements  and  machine  thus  pat- 
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eiited  became  public  property  before  the  alleged  infringements 
upon  which  this  suit  proceeds. 

On  August  7,  1847,  Obed  Hussey  obtained  letters  patent  from 
the  United  States  for  ^^a  new  and  useful  improvement  in  reaping 
machines/'  and  in  his  specification  annexed  thereto  he  states  it  to 
be  ^^a  new  and  useful  improvement  on  the  reaping  machine  inven- 
ted by  me"  (him),  "and  patented  in  1833.*'  He  then  declares 
"that  the  following  is  a  full,  clear,  and  exact  description  of  the 
construction  and  operation  of  the  same,"  reference  being  had  to 
the  annexed  drawings,  making  a  part  of  this  specification,  in  which : 

"Fig.  I  is  a  bird's-eye  view  of  the  cutting  apparatus,  in  which 

A,  A,  A,  A,  A,  A,  represent  the  vibrating  cutting  blades ;  B, 

B,  B,  B,  B,  B,  the  permanent  guard-irons ;  H  represents  a  part 
of  the  woodwork.  The  guards  are  formed  of  a  lower  piece  and 
upper  piece,  admitting  the  blade  to  pass  between  in  cutting,  so 
that  the  straw,  grass,  hemp,  corn,  etc.,  which  comes  in  between 
the  guards  to  be  cut,  is  firmly  supported  both  above  and  below 
the  vibrating  blades. 

^^  In  my  original  invention,  the  upper  parts  of  the  guards  were 
fastened  to  the  lower  part  both  before  and  behind  the  blades,  as 
represented  at  C,  C,  C,  C ;  the  grass,  straw,  etc.,  which  is  not 
perfectly  cut,  is  forced  in  by  the  motion  of  the  blades,  and  works 
back  between  the  blades  and  the  upper  piece  of  the  guards,  ma- 
terially obstructing  the  free  movement  of  the  blades,  in  wet 
weather  frequently  causing  what  farmers  call  choking.  The 
improvement  for  which  a  patent  is  now  asked  is  represented  at  D, 
D,  D,  D,  where  the  upper  piece  of  the  guard  is  fastened  to  the 
lower  piece  only  at  the  point,  leaving  the  back  end  unconnected  ; 
consequently  the  space  between  the  upper  and  lower  pieces  of 
the  guard  through  which  the  bUdes  vibrate,  is  open  behind,  so 
that  the  grass,  etc.,  which  is  forced  in  by  the  action  of  the  blades, 
now  passes  freely  out  through  the  opening ;  which  opening, 
when  used  in  combination  with  vibrating  blades,  constitutes  a 
claim  in  this  improvement,  and  is  represented  at  D,  D,  D,  D, 
Fig.  I,  and  at  A,  Fig.  3.  My  improvement  extends  also  to  the 
prevention  of  the  accumulation  of  grass,  etc.,  under  the  blades, 
which  I  will  describe  as  follows :  In  my  original  invention  the 
blades  are  ground  with  a  bevel  on  both  sides  of  the  edge  j  the 
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purpose  pfihis  is,  that  by. means  of  the  shoulder  pf  the  bevel, 
th<  sharp  edge  is  prevented  from  coming  into  immediate  contact 
with.the  iron  in  passing  the  guard.  This  bevel  is  not  so  necessary 
near  the  fork  of  the  blades  as  near  their  points ;  hence,  in  this 
improvement,  about  one  inch  of  the  edge  at  the  fork  is  flush  on 
the  under  side,  leaving  the  bevel  all  on  the  upper  side*  The 
design  of  this  is,,  that  the  grass,  etc.,  which  is  forced  in  between 
the  blades  and  the  lower  part  of  the  guard,  shall  be  cut  up  and 
worked  out  by  the  flush  edge,  acting  close  to  the  iron  at  the  fork. 
This  latter  improvement  is  also  claimed  as  new  in  its  application 
to  the  particular  purpose  for  which  it  is  designed. 

^^Fig.  2  is  a  sectional  view  pf  one  of  the  guards  in  my  original 
invention :  A  is  a  part  of  the  wood-work,  as  seen  at  H,  Fig.  i. 

^^Fig.  3  represents  one  of  the  guards  containing  the  improve- 
ment before  described.    A  is  the  opening,  B  part  of  the  woodwork. 

^^  Fig.  4  represents  a  view  of  one  of  the  blades,  with  the  flush 
edge  (£,  £)  on  each  side  of  and  at  the  fork  of  the  blades  (A'). 

^^  I  accordingly  claim  the  opening  above  the  blades  at  (A),  Fig. 
3,  and  at  D,  Fig.  i,  in  con^bination  with  the  vibrating  blades. 
.  ^.^  I  also  claim  the  particular  application  of  the  flush  edge  at 
the  fork  of  the  blades,  for  the  purpose  described, 

^^  The  end  and  design  of  the  improvements  above  claimed  is 
to  prevent  the  blades  choking." 

This  patent  of  August  7,  1847,  ^^^  surrendered  for  correc- 
tion and  reissue,  and  on  April  14,  1857,  ^^^^^  new  patents  of 
that  date,  and  respectively  numbered  449,  450,  and  451  were 
issued  to  the  said  Obed  Hussey. 

Afterward  the  patent,  450,  was  surrendered  for  correction 
and  reissue,  and  two.  patents,  respectively  numbered  742  and  743, 
were  issued  to  the  patentee  in  lieu  thereof.  Afterward  the  pat- 
ent, 743,  was  surrendered  for  correction  and  reissue  and  a  patent, 
numbered  917,  was  issued  in  lieu  thereof. 

The  complainants  allege  an  infringement  of  patents  Nos.  449, 
742,  and  917  only. 

The  claim  on  the  reissued  patent  No.  449,  is  as  follows : 

^^  I  claim  as  my  invention,  a  combination  of  a  vibrating  scal- 
loped cutter,  the  indentations  of  whose  edges  act  as  a  series  of  mov- 
ing shear  blades,  with  slotted  guard  fingers,  the  sides  of  which  act 
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as  a  Corresponding  series  of  fixed  shear  blades }  the  parts  of  such 
fingers  forming  the  slot,  being  connected  at  the  front  end  only, 
leaving  the  rear  of  the  slot  open  and  free  for  the  escape  of  material 
that  would  otherwise  clog  the  cutter,  subiCantially  as  described." 

The  claim  in  reissued  patent  No.  742^  is  as  follows ; 

^^  I  claim  as  my  invention  the  combination  of  side  and  cross- 
bearings  of  the  guards,  with  flush  edges  at  and  near  the  forks  of 
the  blades,  substantially  as  described/* 

The  claim  in  reissued  patent  No«  917,  is  as  follows: 

^^  What  I  claim  under  this  patent  as  my  invention,  is  the  com-* 
bination  of  the  finger  beam  (without  a  platform) — ^the  short  open 
slot  fingers  having  small  projection  below  the  cutter — the  scal- 
loped cutter  and  the  guides  for  the  cutter ;  these  parts  being 
constructed  and  combined  substantially  as  described,  the  cutter 
vibrating  in  a  straight  line,  each  scallop  having  an  edge  sliding  in 
close  proximity  to  an  angular  corner  of  the  finger,  and  forming 
therewith  a  nipping  angle,  substantially  as  described." 

We  can  discover  no  just  ground  for  maintaining  that  reissued 
patent  No.  449,  of  April  I4,  1857,  ^^^  "^^  proper  as  a  reissue 
of  the  original  patent  No.  5227,  of  August  7,  1847,  *^  '^®  P^*" 
entee  was  the  original  and  first  inventor  of  the  combination 
therein  claimed,  and  hii  rights  had  not  been  forfeited,  or 
destroyed,  by  the  lapse  of  time  between  the  issue  of  the  first 
patent  and  this  reissue. 

The  same  remark  might,  perhaps,  have  been  applied,  without 
further  discussion,  to  reissues  No.  742,  of  June  21,  1859,  ^^^ 
No.  917,  of  February  18,  i860,  had  not  these  last  reissues  been 
preceded  by  reissue  No.  450,  of  April  14,  1857;  ^^^  ^^~ 
issue  No.  917  been  preceded  by  reissue  No.  743,  of  June  21, 
1859. 

The  claim  in  reissue  No.  450  is  quite  limited,  and  is  in  the 
following  terms :  ^^  I  claim  as  my  invention,  and  desire  to  secure 
by  letters  patent,  the  improved  beveling  of  the  edges  of  the 
blades  of  scalloped  sickles,  as  herein  described."  This  patent 
was  surrendered  and  reissued  as  Nos.  742  and  743 ;  and  No. 
743,  in  which  the  claim  was  in  the  following  terms:  ^^I  claim 
as  my  invention,  and  desire  to  secure  by  letters  patent,  scalloped 
cutters,  with  their  blades  beveled  as  herein  described,"  was  after- 
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ward  surrendered  and  reissued  as  No.  917.  As  has  already  been 
stated,  this  suit  is  based  on  patents  Nos.  449,  742,  and  917; 
and  the  claims  made  in  the  specifications  annexed  to  those 
patents  have  already  been  given  in  full. 

Looking  only  to  the  claims  in  Nos.  450,  742,  743,  and  917, 
it  would  certainly  be  difficult  to  find  any  evidence  that  Nos.  742 
and  917  were  for  the  same  invention  as  that  specifically  claimed 
in  No.  450.  Indeed,  a  comparison  of  the  language  of  these 
claims  would  seem,  in  the  absence  of  all  other  proof,  to  repel 
such  an  allegation.  But,  it  is  well  settled  that  in  deciding  upon 
these  applications  for  a  reissue  and  the  question  whether  the 
invention  claimed  on  the  reissue  is  the  same  invention  intended 
to  be  patented  on  the  original  application,  the  Commissioner  of 
Patents  is  not  confined  to  the  claims,  nor  even  to  the  examina- 
tion of  the  evidence  furnished  by  the  specification,  models,  and 
drawings  accompanying  the  original  application ;  and  that  any 
legal  proof  to  show  it  to  be  the  same  invention  should  be 
received.  Ex  parte  Ball;  ex  parte  Dyson;  and  fVilson  v.  Singer; 
Law's  Digest,  pp.  620-622.  It  is  also  well  settled  that  the 
decision  of  the  Commissioner  of  Patents  upon  the  question,  is 
prima  facie  evidence  of  such  fact ;  and  that  the  subsequent 
inquiry,  when  the  question  is  presented  to  a  court  and  jury,  is 
limited  to  the  fairness  of  the  transaction ;  to  the  question  of 
fraud  in  the  surrender.  The  Philadelphia  i^  Trenton  R.  R. 
Co.  v.  Stimpson^  14  Pet.  448,  458,  459  ;  Stimpson  v.  Westchester 
R.  R.  Co.j  4  How.  404:  O'Reilly  v.  Morse j  15  How.  62; 
Batten  v.  Taggart^  17  How.  84;  ff^oodwortb  v.  Stone^  3 
Story,  753,  754;  Day  v.  Goodyear^  Law's  Digest,  sec.  6,  p. 
617. 

Even  a  statement,  in  an  original  patent,  that  a  part  is  old,  or 
a  disclaimer  of  a  part,  does  not,  it  seems,  necessarily  prevent 
such  part  from  being  claimed  in  a  reissued  patent,  though  it 
would  have  that  effect  if  made  advisedly,  and  not  by  inadvert- 
ence, accident,  or  mistake.  Ex  parte  Hayden ;  and  Laidley  v. 
James;  Law's  Digest,  p.  616. 

On  the  application  for  these  reissues,  the  former  claims  and 
specifications,  and  the  original  model  and  drawings  were,  of 
course,  before  the  Commissioner.    It  is  shown  by  the  testimony 
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of  Mr.  Renwtck^  an  experty  that  all  the  devices  covered  i^  .these 
thrcfe  reissued  patents  are  contained  in  the  original  model;  and 
we  have  no  means  of  knowing  what  other  proof  was  furnished 
the  Commissioner,  or  of  determining  that .  such  other  proof, 
Considered  in  connection  with  soch  model,  was  not  entirely 
cbnclusfve  upon  the  points  of  inadvertency,  accident,  or  mistake, 
and  of  an  intention  to  patent,  originally,  the  inventions  covered 
by  the  reissued  patents.  No  proof  of  fraud,  un&irness,  or 
falsehood,  in  respect  to  these  applications  for  reissues,  has  been 
given  ;  and,  inthe  iibsence  of  such  proof^  we  are  bound,  under 
the  authorities  cited,  to  presume  that  such  reissued  patents- wete 
properly  issued;  and  that  they  do,  in  fact,  cover  only^  the  inveih 
tions  made  prior  to,  and  intended  to  be  patented  under,  the  first 
application.  (And  see  also  French  v.  Rogers^  Law's  Digest^  set. 
26,  p.  624.) 

It  was  urged  by  thie  defendants  not  only  that  these  reissues 
were  needless  and  improper,  but! also  that  they  were  void  on 
threir  face,  as  showing  nothing  pat^itabJe.  We  can  find  no  solid 
gi*ound  upon  which  to  maintain  eitbet  of  these  objections,  and 
^lufll  therefore  pass  to  the  other  questions  in  the  case«  In  the 
discussion  of  !iuch  questions,  we  shall  refer  to  further  authorities, 
which,  as  well  as  some  hereinbefore  referred  to,  will  show,  to 
Some  extent  at  least,  the  grounds  upon  which  the  questions  just 
referred  tb  have  l>een  dfs^osed'of* 

'  The  patents  themselves  are  prima  facie  evidence .  of  the 
novelty  and  utility  of  the  inventions  patented,*  but  the  defend- 
fints  are  at  liberty  to  show,  by  other  proof,  that  they  are  neither 
Dew  noriisefttl.  The  utility  of  the  inventions  claimed  is  not, 
we  believe,  seriously  questioned,  and  we  may,  therefore,  properly 
address  oarseWesr  to  the  questions  of  novelty  which  have  been 
seriously  contested,  and  which  certainly  require  careful  exami- 
natiQii. 

'  It  was  insisted  by  thr  learned  counsel  for  the  defendants,  that 
reissued  patent.  No*  449  is  toid*  foe  want  of  novelty^  that  the 
invention  claimed  in  the  specification  annexed  to  that  patent  was 
anticipated  by  Hussey  in  1833,  by  Ambler  in  1834,, by  Moore 
&  Jiascali  in  1839,  by  Nicholson  in  1844,  and  by  Ldand  in 
7846*:. 
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.  We.  think  tbat  neither  6f  .these  objections  ckn  be  maintaineck 
The  invention  claimed  is  the  combiQation  of  a  vibrating  scalloped 
cutter^  the  indenutions  oC  whose  edges  act  as  a  series  of  moving 
shear  bUdes  $  with  slotted  finger  guards^  the  sides^of  which  act  a$ 
a  corresponding  series  of  fixed  shear  blades^  the  parts  of  such  fin- 
gers forming  the  slot  being  connected  at  the  front  end  only^  Ieav^ 
ing  th^  rear  of  the  slot  open  and  free  for  the  escipe  of  material 
that,  would  otherwise  clog  the  cutter^  substantially  as  described^ 

There  certainly  was  no  such  combtnjition  in. Hussey's  patented 
invention  of  1833.  ^^  ^^^  specification  annexed  to  tbsit  patent^i 
Jbe  says  '^  the  saw-teeth  should  play  clear  of  the  guards  both  abpve 
and  below/'  and  the  mode  of  construction  specified  makes'  pro- 
vision>  for  securing^  as  far  as  possible^  this  particular  result*  And 
in  the  claim,  at  the  close,  of  the  specification,  he  claims^' the 
peculiar  constructiontthat  tbe  tow-teeth  may  run  free,  whereby  the 
necessary  pressure  and  consequent  friction  of  the  two  correspbnd*- 
ing  edges,  cutting  together  as  oh  the  principle  of  scissors,  is  en- 
tirely avoided."  The  vibrating  scalloped  cutter,  and  the  slotted 
guard  fingers,  mentioned  in  the  patent  of  1 847,  are  difFercaitly 
constructed,  and  arranged  fpr  the  express  purpose  of  securing  the 
effect,  in  substance,  of.  the.  friction  and  pressure  of  two  corre$- 
ponding  ^dges  cutting  together  as  on  the  principle  of  scissors, 
making  the  combtnatioo,  tn.this  respect,  difierent  in  its  mode  of 
construction,  ope^^tton  and  results^  from  that  exhibited  in  the  a^ 
paratus  described  in  Hussey's  patent  of  1833.  But  this  is  not 
all;  nor  is  it,  in  fact,  the  most  important  improvement  in  Hu9r 
sey 's  patent  of  x  84  7.  The  open  slotted  guard  finger  is  not  found 
in  the  invention  patented  in  1833 »  ^^^  ^^  ^^^  change  in  the  form 
and  operation  of  this  slotted  finger. is  of  very  great  importance, 
both  in  the  reaper  and  in  the  mower,  the  invention  of  Husseyii 
patented-  in  1847,  was  very  different  firom,  and  a  great  improve- 
CDont  upon,  his  invention  patented  in  1 833.^  The  shearing  ac-> 
tion  produced  by  the  difiFerent  grinding  or  beveling  of  the  cuttecs, 
and  different  arrangement  of  the  cutters  andfingers^and  the  opeo- 
ing  ia  the  guard  fingers,  were  not  embraced  or  described  in  the 
patent  of  1833* 

The  Ambler  machine  of  1834,  as  described  in  his  patent,  or 
as  presented  by. the  evidence^ certainly  /contained  no  such.copbi- 
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of  Mr.  Renwick)  an  expert,  that  all  the  devices  covered  by  i 
thr<|e  reissued  patents  are  contained  tn  the  original  model ;  and 
'we  have  no  means  of  knowing  what  other  proof  was  furnished 
the  Commissioner,  or  of  determining  that  such  other  proof, 
Codsidered  in  connection  with  such  model,  was  not  entirely 
cbnclusfve  upon  the  points  of  inadvertency,  accident,  or  mistake, 
and  of  an  intention  to  patent,  originally,  the  inventions  covered 
by  the  reissued  patents.  No  proof  of  fraud,  un&irness,  or 
fklsehood,  in  respect  to  these  applications  for  reissues,  has  been 
given  ;  and,  in' the  khsehce  of  such  proof^  we  are  bound,  under 
the  authorities  cited,  to  presume  that  such  reissued  patents- wetie 
properly  issued;  and  that  they  do,  in  fact,  cover  only  the  inven- 
tions made  prio^  to,  and  intended  to  be  patented  under,  the  first 
application.  (And  seealso  French  v.  Rogers^  Law's  Dig^t^seC. 
26,  p.  624.) 

It  was  urged  by  the  defendants  not  only  that  these  reissues 
were  needless  and  improper,  but! also  that  they  were  void  on 
their  face,  as  showing  nothing  patentable.  We  can  find  no  solid 
ground  upon  which  to  maintain  either  of  these  objections,  and 
sludl  therefore  pass  to  the  other  questions  in  the  case.  In  the 
discussion  of  ^uch  questions,  we  shall  refer  to  further  authorities, 
which,  as  well  as  some  hereinbefore  referred  to,  will  ^how,  to 
some  extent  at  least,  the  grounds  upon  which  the  questions  just 
referred  to  have  been  disposed  'of. 

'  The  patents  themselves  are  prima  facie  evidence .  of  the 
noVelty  and  utility  of  the  inventions  patented,  but  the  defend- 
ants'are  at  liberty  to  show,  by  other  proof,  that  they  are  neither 
new  nor'useful.  The  utility  of  the  inventions  claimed  is  not, 
we  believe,  seriously  questioned,  and  we  may,  therefore,  properly 
address  ourselves  to  the  questions  of  novelty  which  have  been 
seriously  contested,  and  which  certainly  require  careful  exami- 
nation. 

It  was  insisted  by  thr  learned  counsel  for  the  defendants,  that 
reissued  patent  No.  449  is  void  for  want  of  novelty;  that  the 
invention  claimed  in  the  specificatbn  annexed  to  that  patent  was 
anticipated  by  Hussey  in  1833,  by  Ambler  in  1834,  by  Moore 
&  HascaU  in  1839,  by  Nicholson  in  1844,  and  by  Leland  in 
^846.  . 
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We.thiiUe  tbat  nettbcr  6f  .thesie  objections  ckn  be  ftiaiatained. 
The  inremion  claimed  is  the  combioation  of  a  vibrating  scalloped 
cutter,  the  indentations  of  whose  edges  act  as  a  series  of  moving 
shear  blades  9  with  slotted  finger  guards^  the  sides  of  which  ace  «$ 
a  corresponding  series  of  fixed  shear  blades^  the  parts  of  such  fin- 
gers forming  the  slot  being  connected  at  the  front  end  only,  leav-- 
ing  the  rear  of  the  slot  open  and  free  for  the  escape  of  material 
that,  would  otherwise  clog  the  cutter,  substantially  as  described^ 

There  certainly  was  no  such  combination  in.  Hussey'spatented 
invention  of  1833.  ^^  ^^  specification  annexed  to  that  patent, 
be  says  '^  the.  saw-teeth  should  play  clear  of  the  guards  both  abpve 
and  below,"  and  the  mode  of  construction  specified  makest  pro- 
vision^ for  seciiring^  as  far  as  possible,  this  particular  result.  And 
in:  the  claim,  at  the  close  of  the  specification,  he  claims  ^^the 
peculiar  construction^that  the  tow-teeth  may  run  free,  whereby  the 
necessary  pressure  and  consequent  friction  of  the  two  correspondr 
ing  edges,  cutting  tc^etber  as  on  the  principle  of  scissors,  is  en- 
tirely avoided."  The  vibrating  scalloped  cutter,  and  the  slotted 
guard  fingers,  mentioned  in  the  patent  of  1847,  are  difFercntly 
constructed,  and  arranged  fpr  the  express  purpose  of  securing  the 
efiFect,  in  substance,  of .  the.  friction  and  pressure  of  two  corre$- 
ponding  edges  cutting  together  as  on  the  principle  of  scissom, 
making  the  combination,  tnthis  respect,  difi«rent  in  its  mode  of 
construction,  ope(fatlon  and  results,  from  that  exhibited  in  the  apr 
paratus  described  in  Hussey's  patent  of  1833.  But  this  is  not 
all;  nor  is  it,  in  fact,  the  most  important  improvement  in  Husr 
sey 's  patent  of  1 84  y*  The  open  slotted  guard  finger  is  not  found 
in  the  invention  patented  in  1833 ;  and  as  the  change,  in  the  form 
and  operation  of  this  slotted  finger  is  of  very  great  imporunceii 
both  in  the  reaper  and  in  the  mower,  the  invention  of  Husseyi| 
patented'  in  1847,  was  very  different  firom,  and  a  great  improve- 
ment upon,  his  invention  patented  in  1833*  The  shearing  ac- 
tion produced  by  the  difiFerent  grinding  or  beveling  of  the  cutters, 
and  difiFerent  arrangement  of  the  cutters  and  fingers^  and  the  open- 
ing in  the  guard  fingers,  were  not  embraced  or. described  in  the 
patent  of  1833* 

The  Ambler  machine  of  1834,  as  described  in  his  patent,  or 
as  presented  by  the  evidence^  certainly  WAUined  no  such  copibi- 
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nation.  Ambler's  cutter  was  a  straight  and  not  a  scalloped  cut- 
ter, and  no  shearing  action  was  or  could  be  produced  in  its  oper- 
ation. His  barbed  guard  fingers  were  also  quite  different  from 
the  open  slotted  guard  fingers  of  Hussey,  and  if  they  could  be 
used  with  a  scalloped  cutter,  could  not  have  produced  the  same 
results. 

Moore  &  Hascall's  machine  of  1839,  as  described  in  the  pat- 
enty  or  as  actually  constructed,  did  not  embody  this  invention. 
There  was  no  combination  of  vibrating  scalloped  cutter  opera- 
ting as  moving  shear  blades  with  open  slotted  guard  fingers  op- 
erating as  fixed  shear  blades ;  and  the  same  remark  is  applicable 
to  the  Nicholson  machine  of  1844. 

The  guard  fingers  of  Moore  &  Hascall's  machine  were  in  no 
sense  substantially  like  those  of  Hussey's,  and  they  may  doubt- 
less be  used  by  the  defendants  without  an  infringement  of  Hus- 
sey's  patent. 

Moore  &  Hascall's  guard  fingers  resemble  the  tusks  of  an 
elephant  more  than  the  guard  fingers  of  Hussey. 

The  Leland  machine,  in  regard  to  the  parts  of  Hussey's  ma- 
chine, embraced  in  patent  No.  449,  was  substantially  like 
Hussey's  machine.  But  there  is  no  evidence  that  Leland's 
machine,  embodying  this  invention,  was  constructed,  or  even 
invented,  until  May  or  June,  1846;  and  the  evidence  of  Love- 
grove  shows,  that  on  his  return  to  Baltimore,  after  the  harvest 
of  1844,  and  in  the  month  of  August  of  that  year,  this  invention 
of  Hussey  was  explained  to  him  by  Hussey,  and  that  Hussey 
then  showed  him  the  open  slotted  guard  finger,  forged  strong  and 
solid  at  the  outer  end,  and  not  allowing  the  part  of  the  finger 
above  the  slot  to  go  back  to  the  rod  by  about  an  inch ;  and  that, 
in  October  or  November,  Hussey  showed  him  a  machine  in 
which  these  improvements  were  embodied.  Although  this  ma- 
chine could  not  be  practically  and  fully  tested  until  the  harvest 
of  the  next  year,  this  evidence  shows  that  Hussey  antedates  Le- 
land in  this  invention. 

But  it  is  said  that  this  machine  was  on  sale  two  years  before 
Hussey's  application  for  a  patent,  and  that,  therefore,  Hussey's 
patent  is  void. 

The  evidence  of  Lovegrove,  which  is  the  only  evidence  to 
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sustain  this  position,  does  not  establish  the  fact  claimed.  He 
says,  that  in  October  or  November,  a  single  machine  was  com- 
plete, with  the  exception  of  the  tongue  or  shafts  ;  but  there  is 
no  evidence  to  show  when  these  were  added,  or  when  the  ma- 
chine was  first  offered  for  sale.  It  is  certainly  proved  that  this 
machine  was  then  in  Hussey's  factory  with  other  machines  which 
he  was  selling  ;  but  it  was  incomplete,  and  had  never  been  tried 
in  the  field ;  and  the  evidence  of  Lovegrove  fails  to  show  that 
this  particular  machine  was  ever  offered  for  sale,  or  sold — although 
it  is  most  probable  that  it  was  first  tried  and  used  in  the  harvest 
of  1845,  and  was  afterward  sold  during  that  year.  Lovegrove 
testifies  that  in  December,  1844,  he  went  to  South  America,  and 
was  gone  nine  months,  and  had  no  idea  what  became  of  that 
particular  machine.  He  further  testifies,  on  his  cross-examina- 
tion by  the  defendants,  that  while  in  South  America,  he  received 
a  letter  from  Mr.  Hussey  stating  that  he  was  going  to  try  his  first 
new  cutters  in  the  field,  which  he  presumed  was  the  machine 
referred  to  ;  and  that  Hussey  was  very  cautious  about  alterations, 
and  rarely  built  more  than  one  machine,  with  much  alteration, 
without  trying  it  in  the  field.  And  this  is  all  the  testimony  there 
is  on  the  point.  ' 

Hussey's  application  for  his  patent  was  made  on  February  1 7, 
1847,  and  his  patent  was  granted  August  7,  1847.  There  is, 
therefore  no  proof  that  this  invention  was  put  on  sale  by  Hus- 
sey, or  by  his  consent,  two  years  prior  to  his  application  for  his 
patent. 

The  burden  of  establishing,  by  satisfactory  proof,  the  fact  that 
this  invention  was  on  sale  for  two  years  prior  to  Hussey's  appli- 
cation for  a  patent,  is  upon  the  defendants,  and  most  certainly 
this  fact  is  not  proved  by  this  evidence. 

Reissued  patent  No  742  is  for  a  combination  of  side  and 
cross-bearings  of  the  guards,  with  flush  edges  at  and  near  the 
forks  of  the  blades,  substantially  as  described  ;  and  it  is  for  this 
only* 

It  it  insisted  by  the  defendants  that  this  patent  is  void  for  want 
of  novelty,  having  been,  as  they  allege,  anticipated  by  White, 
in  or  before  1837. 

The  cutting  apparatus  of  White,  in  which  this   invention  is 
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alleged  to  be  embodied,  was  made  an  exhibit,  and  has  been  ex- 
amined in  reference  to  this  question  of  novelty.  It  has  substan* 
tially  the  same  side  and  cross-bearings  of  the  guards  as  the 
Hossey  machine,  and  it  has  a  scalloped  cutter  with  flush  edges  $ 
but  it  is  insisted  by  the  complainant  that  it  does  not  present  the 
same  combination,  because  the  separate  plates  which  together 
constitute  the  scalloped  cutter— -each  plate  forming  a  single  pro** 
jection  of  the  tooth-formed  cutter-^were,  as  a  general  rule, 
placed  on  the  cutter  bar  with  their  flushed  edges  so  arranged  that 
only  every  other  flush  edge  was  uppermost,  the  alternate  plates 
being  placed  on  the  bar,  with  their  flushed  edges  on  their  lower 
side.  It  is  conceded  that  there  were  exceptions  to  this  rule, 
there^  being,  if  we  recollect  rightly,  in  one  case  two,  and  in 
another  three,  of  the  adjoining  plates  having  their  flush  edges  on 
the  same  upper  or  lower  side  as  they  were  fastened  to  such  cut^ 
ter  bar. 

The  evidence  in  the  case  shows  that  a  cutter  bar,  constructed 
in  this  manner,  is  much  inferior  to  one  constructed  according  to 
the  specification  of  Hussey ;  that  it  chokes  more  rapidly,  and 
requires  more  frequent  cleaning,  and  that  the  cutters  and  other 
parts  of  the  machine  are  more  likely  to  be  broken  or  injured. 
It  is  quite  certain  that  Hussey's  mode  of  arranging  the  cutter 
blades  with  the  flushed  edges  of  each  on  the  lower  side,  is  so 
far  preferable  to  the  alternate  arrangement  as  to  constitute  a  sub* 
stantial  difference  in  the  practical  operation  of  the  machine. 
The  White  machines  were  substantially  abandoned  and  given 
up ;  those  which  the  witnesses  Foster  and  Williamson  had,  and 
on  which  this  point  in  the  defense  rests,  were  not  found  so  use- 
ful as  to  induce  a  continuance  of  their  manufacture.  At  this 
day  it  will  hardly  be  contended  that  White,  or  Foster,  or  Wil- 
liamson had  discovered  or  appreciated  the  fact  that  these  cutter 
plates  should  be  arranged  in  the  manner  adopted  by  Hussey. 
If  the  maker  of  the  White  machine  had  appreciated  the  advan- 
tages  of  this  arrangement,  he  would  ceruinly  have  adopted  it ; 
as  it  was  as  easy  to  manufacture  the  machine  with  the  uniform 
arrangement  of  the  cutter  plates,  as  it  was  to  manufacture  it  with 
the  alternate  or  promiscuous  arrangement  presented  in  the  cut- 
ting apparatus  of  that  machine.     As  these  differences  are  matter 
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of  subsunce,  and  as  we  think  the  patent  of.Hussey  may  prop- 
erly be  so  construed  as  to  give  such  effect  to  the  words  ^^  substan- 
tially as  described)"  as  to  require  this  uniformity  of  arrangement, 
we  have  concluded,  after  some  hesitation,  that  the  proof  of  the 
prior  existence  of  the  White  machine  does  not  avoid  the  patent 
No.  742.  And  this  view  of  the  question  is  sustained  by  the 
decision  of  the  Commissioner  of  Patents  on  the  application  for 
the  renewal  of  this  patent ;  the  Commissioner  having  then  decided 
that  the  White  machine  did  not  contain  the  same  combination  as 
that  ckimed  in  this  patent.  Indeed,  the  favorable  opinion  of  the 
Commissioner  of  Patents  upon  the  application  for  the  renewal  of 
the  several  patents  of  Hussey,  under  which  the  complainant  pro- 
ceeds in  this  suit,  covers  most  of  the  questions  now  raised,  and 
decides  them  in  favor  of  the  complainant.  In  French  v.  Rogers^ 
Law's  Dig.  p.  624,  sec.  26,  (Vol.  I,  p.  133,)  Judge  Kake  held 
that  in  ordinary  cases  of  reissue  the  Commissioner's  action  has 
more  than  prima  facie  influence  in  deciding  the  question  of  iden- 
tity of  invention  :  and,  in  all  cases,  a  judge  may  well  rely  upon  the 
Commissioner's  decision  to  dispel  doubts,  or  to  confirm  his  own 
impressions  upon  the  question  of  identity  of  devices  or  inventions. 

Reissued  patent  No.  917  is  for  a  combination  of  the  finger 
beam  (without  a  platform),  the  short  open  slot  fingers  having 
small  projection  below  the  cutter,  the  scalloped  cutter,  and  the 
guides  for  the  cutter ;  these  parts  being  constructed  and  com- 
bined substantially  as  described;  the  cutter  vibrating  in  a  straight 
line,  each  scallop  having  an  edge  sliding  in  close  proximity  to  an 
angular  corner  of  the  finger,  and  forming  therewith  a  nipping 
angle,  substantially  as  described. 

The  defendants  insist  that  this  patent  is  also  void  for  want  of 
novelty,  and  they  allege  that  the  invention  was  anticipated  by 
Hussey's  machine  of  1833,  by  Ambler,  by  White,  by  Nichol- 
son, and  by  Leiand. 

If  we  are  right  in  our  conclusions,  as  heretofore  expressed, 
this  patent  is  not  void  for  want  of  novelty  ;  and  certainly  the 
combination  now  claimed  is  not  found  in  any  other  of  the 
machines  proved  to  have  been  invented  prior  to  Hussey's  inven- 
tion, in  the  fall  of  1844. 

But  it  is  said  that  all  these  reissues  are  too  late,  and  that,  if 
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they  cover  more  than  the  original  patent  protected,  the  exclusive 
right  to  the  invention  was  lost  by  Hussey's  laches  of  ten  years, 
and  that  the  public  are  rightfully  in  possession  of  the  invention 
by  virtue  of  Hussey's  laches  and  Leland's  free  gift. 

We  can  not  say,  as  matter  of  law,  that  these  reissues  were 
too  late,  nor  is  there  any  proof  of  fraud  or  laches  upon  which  we 
can,  on  that  ground,  declare  these  reissued  patents  void.  A 
reissue  has  been  upheld  when  the  surrender  was  made  more  than 
sixteen  years  after  the  first  patent  was  issued,  Gibson  v.  Harris^ 
I  Blatch.  167,  and  it  was  there  said  that  a  patent  which  had 
been  extended  to  twenty-one  years  under  the  general  law,  and 
afterward  extended  to  twenty-eight  years  by  special  act  of  Con- 
gress, might  be  surrendered  and  reissued  after  the  term  of  twenty- 
one  years  had  expired.  And  see  IVoodworth  v.  Edwards^  3 
W.  &  M.  120;  French  v.  Rogers^  and  Goodyear  v.  Day^  sees. 
27-32,  Law's  Dig.,  pp.  614,  615,  (Vol.  I,  p.  133.) 

The  fact  that  a  portion  of  these  inventions  was  not  claimed 
in  the  original  patent,  we  have  already  shown  does  not  defeat 
the  present  claims  of  the  patentee,  and  that  even  a  disclaimer  in 
the  original  patent  of  an  invention  claimed  in  a  reissued  one  is  not, 
without  other  proof,  enough  to  avoid  the  reissued  patent.  Ex 
parte  Hay  den  £sf  Laidley  v.  "James,      Ubi  supra. 

It  is  true  that  in  the  case  of  Batten  v.  Taggarty  2  Wall. 
Jr.,  102,  Judge  Kane  decided  that  if  a  patentee  neglects,  in  his 
specification,  to  assert  his  invention  as  to  a  certain  part,  omits  to 
claim  specifically  such  part,  and  suffers  his  patent  so  to  stand  for 
.a  number  of  years,  he  can  not  afterward  surrender  his  patent 
and  take  a  reissue  claiming  such  part,  as  the  use  under  the  former 
patent,  without  any  claim,  will  be  a  dedication  to  the  public  ;  but 
this  decision  was  overruled  by  the  Supreme  Court  of  the  United 
States  in  the  same  case,  17  How.  85,  and  the  cases  to  which 
we  have  already  referred,  are,  we  think,  sufficient  to  show  that 
we  can  not,  after  the  action  of  the  Commissioner  of  Patents  in 
respect  to  these  patents,  and  without  other  proof,  hold  that 
there  has  been  any  abandonment  or  dedication  to  the  public  of 
the  inventions  claimed  in  these  reissued  patents. 

Independent  of  the  question  of  abandonment  or  dedication,  it 
is  well  settled  that  the  prior  use  of  an  invention,  under  a  defect- 
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ive  patent,  can  not  take  away  the  right  to  surrender  such  patent 
and  take  out  a  new  and  amended  one ;  or  authorize  a  use  under 
an  amended  patent.  Stimpson  v.  The  Westchester  R.  R.  Co.^  4. 
How.  402  i  Goodyear  v.  Day^  Law's  Dig.,  p.  614,  sees.  30, 
31,  32;  S.  C.  do.,  p.  624,  sec.  275  Do.  625,  sec.  335  Batten  v. 
Taggart^  17  How.  84. 

In  law,  a  reissued  patent  is  generally  considered,  except  in 
respect  to  infringements  prior  to  its  issue,  as  if  granted  at  the 
date  of  the  original  patent,  Carr  v.  Rice^  Law's  Dig.,  p.  625, 
sec.  33  (Vol.  I,  p.  198) ;  and  the  corrected  patent,  in  respect  to 
all  subsequent  infringements,  is  made  to  take  effect  as  though  it 
had  been  so  issued  originally,  even  though  the  original  patent  was 
invalid.  Bloomer  v.  Stolley^  5  McLean,  158;  Shaw  v.  Cooper^ 
7  Peters,  315  ;  Stanley  v.  Whipple^  2  McLean,  37  5  Smith  v. 
Pearce^  2  McLean,  1 76  ;  Carr  v.  Rice^  Law's  Dig.,  p.  625, 
sec.  33  (Vol.  I,  p.  198). 

We  can  not,  under  the  authorities  above  cited,  sanction  the 
position  that  these  reissues  came  too  late,  or  that  the  patentee 
had  forfeited  his  rights  by  the  delay  in  procuring  reissues  cover- 
ing such  portions  of  his  invention  as  were  not  included  in  the 
claims  annexed  to  his  original  patent  of  1847. 

This  brings  us  to  the  questions  of  infringement,  and  in  respect 
to  these  questions  we  have  examined  the  cutting  apparatus  of 
the  machines  of  the  defendants  Bradley  &  Bradley,  which  were 
made  exhibits  in  the  cause,  and  the  testimony  of  the  experts  pro- 
duced by  the  respective  parties. 

The  scalloped  vibrating  cutter  of  those  defendants  is  substan- 
tially like  that  shown  in  the  reissued  patents,  Nos.  449  and 
917,  the  only  material  difference  being  that  the  cutter  plates  or 
blades  of  the  defendants'  machine  are  beveled  onlv  on  one  side 
from  heel  to  point,  while  those  of  Hussey  are  beveled  on  both 
sides  at  and  near  the  point  of  the  several  cutter  blades.  This 
difference  we  do  not,  however,  consider  as  essential  under  the 
specification  and  claims  of  these  reissued  patents. 

We  think  the  guard  fingers  in  both  machines  are,  in  principle 
and  mode  of  operation,  the  same.  These  two  elements  of  the 
combinations  found  in  the  two  machines  are  substantially  the 
same,  and  we  are  therefore  of  the  opinion  that  reissued  patent 
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No.  449  is  infringed  by  the  manufacture  and  sale  of  the  machines 
made  by  the  defendants  Bradley  &  Bradley. 

We  are  also  of  the  opinion  that  the  combinations  covered  by 
reissued  patents,  Nos.  742  and  917,  are  found  in  these  machines 
of  the  defendants. 

The  side  and  cross-bearings  of  the  guards  are  not  identical  in 
form,  but  the  change  is  only  the  substitution  of  a  mechanical 
equivalent  for  the  side  and  cross-bearings  of  Hussey's  guards ; 
and  if  patents  can  be  avoided  by  changes  of  the  character  of 
those  made  by  the  defendants,  the  exclusive  rights  of  patentees 
will  be  of  but  little  practical  value.  If  these  conclusions  are 
correct,  a  decree  must  be  made  against  the  defendants  Bradley  & 
Bradley. 

But  it  is  insisted  that  no  decree  against  the  defendant  Hub- 
bard should  be  made  in  this  suit,  because  he  lias  no  interest, 
except  as  a  licensor,  in  the  manufacture,  by  .  the  defendants 
Bradley  &  Bradley,  of  the  machines  which  infringe  the  com- 
plainant's patents — he  receiving  a  license  fee  of  ten  dollars  for 
each  machine  so  manufactured — and  because  he  does  not  encour- 
age or  aid  in  the  manufacture  or  receive  any  benefit  therefrom, 
except  as  such  licensor. 

The  only  proof  of  Hubbard's  connection  with  the  defendants 
Bradley  &  Bradley,  is  contained  in  the  admissions  in  his  answer, 
and,  as  we  understand  that  answer,  it  states  in  substance  that  he 
is  the  holder  of  several  different  patents  for  improvements  in 
reaping  and  mowing  machines,  and  that  he  has  simply  licensed 
the  defendants  Bradley  &  Bradley  to  make  and  vend  machines 
with  such  patented  improvements,  on  paying  him  a  license  fee 
for  each  machine  by  them  made  and  sold  under  such  license. 

It  is  not  shown  what  these  patents  cover,  or  whether  these 
licenses,  in  form  or  effect,  have  any  connection  with  the  infringe- 
ment of  the  patents  of  the  complainant.  We  think  that  before 
we  can  make  a  decree  against  the  defendant  Hubbard,  there 
must  be  some  other  proof  to  show  that  Hubbard  has  some  con- 
nection with,  or  derives  some  profit  from,  the  infringements  now 
complained  of.  For  aught  that  appears,  the  improvements  pat- 
ented to  Hubbard,  and  embraced  in  these  licenses,  are  not  at  all 
connected  with  the  infringements  shown  in  this  case,  and  we  are. 
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therefore,  of  the  opinion  that  the  complainant's  bill,  so  far  as 
relates  to  Hubbard,  must  be  dismissed ;  but  as  he  has  probably 
indirectly  derived  advantages  from  the  infringements  complained 
of,  by  reason  of  the  larger  number  of  sales  made  by  the  Bradleys, 
in  consequence  of  their  machines  being  made  more  valuable  and 
more  salable  by  the  use  of  Hussey's  improvements,  and  as  all 
the  defendants  have  joined  in  their  defense,  the  bill,  as  to  Hub- 
bard, will  be  dismissed  without  costs. 

As  against  the  other  defendants,  there  must  be  the  usual  decree 
for  a  permanent  injunction  and  an  account  of  the  profits  received 
by  the  defendants,  in  consequence  of  their  infringements  of  the 
complainant's  patent. 

Judge  Nelson  has  examined  this  opinion  and  agrees  to  it. 


Orlando   B.  Potter,  Nathaniel  Wheeler,  et  al. 

vs. 

Courtlandt  p.  Dixon  and  Edward  Learned. 

In   Equity. 

There  is  nothing  in  the  statute  limiting  the  power  of  the  Commissioner  to  a  single 
interference,  and  the  reason  for  the  declaration  of  subsequent  interferences,  if  any 
should  appear  before  the  issue  of  the  patent,  is  as  strong  as  for  the  first  one. 

Section  i|  of  the  Act  of  1836  does  not  provide  that  the  Commissioner  shall  issue  a 
patent  to  the  applicant  if  the  decision  of  the  Chief  Justice  is  in  his  faror,  but 
simply  declares  that  that  decision  shall  **  govern  the  further  proceedings  of  the 
Commissioner  in  such  case  ** — and  so  it  should,  as  it  respects  the  parties  con- 
cerned, but  not  as  to  other  parties  who  may  come  in  and  claim  the  benefit  of  the 
provbion. 

Where,  therefore,  an  interforence  was  declared  between  the  application  of  J«  O.  W. 
assignee  of  A.  Sc  F,  and  a  patent  previously  issued  to  I.  M.  S.,  in  which  case, 
upon  appeal  to  him,  the  Chief  Justice  decided  in  favor  of  J.  6.  W.,  and  ordered 
a  patent  to  issue  to  him,  and,  after  the  return  of  the  order,  but  before  the  usue  of 
the  patent,  another  interference  was  declared  between  the  same  application  and  a 
patent  issued  to  A,  B.  W.,  and  the  Chief  Justice,  upon  appeal,  held  this  last  in- 
terference wrongfully  declared,  and  peremptorily  ordered  the  issue  of  the  patent 
in  pursuance  of  his  first  order,  which  was  done — Held:  That  the  Chief  Justice 
erred,  and  that  the  patent  issued  in  accordance  with  his  last  order  was  without 
authority  and  void,  and  should  be  enjoined. 
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It  hu  been  frequently  decided  that  the  power  con/erred  upon  the  United  States  Circuit 
Court  to  enteruin  bills  in  equity  in  controversies  arising  under  the  patent  act,  is  a 
general  equity  power,  and  carries  with  it  all  the  incidents  belonging  to  that  species 
of  juiisdiction. 

The  power  conferred  not  only  enables  a  court  of  equity  to  decree  a  final  remedy,  but  to 
take  care  that  the  subject  of  the  controversy  shall  not  be  rendered  valueless  pend- 
ing the  litigation. 

Preliminary  injunction  granted  under  secdon  16  of  the  Act  of  1836,  u  amended  by 
section  10  of  the  Act  of  1839. 

(Before  Nelson,  J.,  Southern  District  of  New  York,  June,  1863.) 

This  was  a  motion  for  a  provisional  injunction,  applied  for 
under  the  provisions  of  section  16  of  the  Act  of  1836,  as 
amended  by  section  10  of  the  Act  of  1839.  The  facts  are  fully 
set  forth  in  the  opinion  of  the  Court. 

S.  y.  Gordon^  George  Gifford  and  E.  W.  Stoughton  for  com- 
plainants. 

Blaichford^  Seward  fff  Griswold  and  yames  T.  Brady  for  de- 
fendants. 

Nelson,  J. 

The  bill  is  filed  in  this  case  to  set  aside  a  patent— or  so  much 
of  it  as  conflicts  with  the  plaintiffs' — issued  by  the  Commissioner 
of  Patents  to  J.  G.  Wilson,  in  pursuance  of  an  order  by  Judge 
DuNLOP,  made  on  appeal  December  30,  1862,  and  for  an  in- 
junction pending  the  suit  against  the  sale,  or  use,  of  the  said 
patent. 

The  order  of  Judge  Dunlop  was  made  under  the  following 
circumstances :  J.  G.  Wilson,  assignee  of  a  patent  granted  to 
Alcins  and  Felthousen,  applied  in  1859  to  the  Commissioner  for 
a  reissue.  Upon  this  application  an  interference  was  declared 
with  a  patent  previously  issued  to  I.  M.  Singer,  and  after  a  hear- 
ing of  the  issue  between  the  parties,  the  Commissioner  decided 
in  favor  of  Singer ;  whereupon  an  appeal  was  taken  by  Wilson 
from  the  decision  to  Judge  Dunlop,  who  upon  a  review  of  the 
case,  reversed  the  decision,  and  ordered  a  patent  to  the  appli- 
cant, J.  G.  Wilson,  on  June  30,  i860. 
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After  the  return  of  the  order  and  papers  to  the  Patent  Office, 
and  before  the  issuing  of  any  patent,  parties  interested  in  a  pat- 
ent previously  granted  to  A.  B.  Wilson  applied  to  the  office  to 
declare  an  interference  between  this  patent  and  the  application 
of  J.  G.  Wilson  for  a  reissue  of  the  patent  of  Akins  &  Felt- 
housen,  which  was  done  accordingly,  and  after  hearing,  the  Com- 
missioner decided  against  the  application,  on  the  ground  that 
A.  B.  Wilson  was  the  first  and  original  inventor,  whereupon  an 
appeal  was  taken  to  Judge  Dunlop,  who  held  that  the  interfer- 
ence between  the  patents  of  Akins  &  Felthousen  and  A.  B.  Wil- 
son was  wrongfully  declared,  and  should  be  dissolved  on  the 
ground  that  no  second  interference  could  be  declared  under  the 
statute,  and  that  his  decision  upon  the  interference  between  the 
patents  of  Akins  &  Felthousen,  and  I.  M.  Singer,  was  conclusive 
upon  the  Commissioner,  and  thereupon  peremptorily  ordered  the 
reissue  of  the  patent  in  pursuance  of  his  first  order,  and  refused 
to  look  into  the  case  on  its  merits. 

Section  7  of  the  Act  of  1836  provides  that  on  an  application 
for  a  patent,  if  the  Commissioner  shall  be  satisfied  the  applicant 
is  the  first  and  original  inventor,  he  shall  be  entitled  to  a  patent. 
That  if,  upon  the  application,  the  Commissioner  shall  refuse  the 
patent,  the  applicant  may  appeal  to  a  board  of  examiners  pro- 
vided for  in  the  act,  which  board  has  power  to  revise  the  decis- 
ion of  the  Commissioner,  and  if  reversed,  and  on  a  certificate 
of  the  fact,  ^^  he  shall  be  governed  thereby  in  the  further  pro- 
ceedings to  be  had  on  such  application." 

Section  8  provides  that  when  an  application  shall  be  made 
to  the  Commissioner  for  a  patent  which  in  his  opinion,  would 
interfere  with  any  unexpired  patent  which  had  been  previously 
granted,  it  shall  be  his  duty  to  give  notice  to  the  applicant  or 
patentee,  and  if  either  party  shall  be  dissatisfied  with  the  decision 
of  the  Commissioner,  he  may  appeal  from  such  decision  on  like 
terms  as  in  the  preceding  section,  and  like  proceedings  shall  be 
had  to  determine  which,  if  either  of  the  parties,  are  entitled  to 
the  patent. 

Section  ii  of  the  Act  of  March  3,  1839,  substitutes  the  Chief 
Justice  of  the  United  States  District  Court  for  the  District  of 
Columbia  for  the  board  of  examiners,  and  special  provision  is 
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made  for  a  full  hearing  before  him,  and  od  the  return  of  the 
papers  and  his  decision  to  the  office  it  shall  be  entered  of  record, 
^^and  the  decision  so  certified  shall  govern  the  further  proceed- 
ings of  the  Commissioner  in  such  case.'* 

Section  16  of  the  Act  of  1836  provides  that  when  there  shall 
be  two  interfering  patents,  ^ny  person  interested  in  any  such  pat- 
ent, may  have  a  remedy  by  bill  in  equity,  and  the  Court  having 
cognizance  thereof,  may  adjudge  and  declare  either  of  the  patent^ 
void,  in  whole  or  in  part,  or  inoperative  and  invalid  in  any  particu-* 
lar  part  of  the  United  States. 

The  motion  for  a  preliminary  injunction  in  this  case  is  placed 
on  two  grounds,  i.  That  the  Commissioner  had  no  authority  to 
receive  the  surrender  of  the  patent  to  Akins  &  Felthbusen,  and 
reissue  one  to  J.  G.  Wilson,  inasmuch  as  the  order  of  Judge 
DuNLOP  was  a  nullity;  and,  2.  If  otherwise,  the  reissue  was 
erroneous,  as  A.  B.  Wilson  was  the  first  and  original  inventor. 

I.  By  section  8  of  the  Act  of  1836,  already  referred  to,  it  is 
made  the  duty  of  the  Commissioner,  on  an  application  for  a 
patent  which,  in  his  opinion,  would  interfere  with  a  patent  al- 
ready granted,  to  give  notice  to  the  parties  interested,  receive 
proofs^  and  determine  the  question  of  priority  of  invention,  and 
the  party  against  whom  he  decides  may  appeal  to  the  Chief 
Justice,  etc. 

It  is  supposed  by  the  learned  Chief  Justice  that  there  can  be 
but  one  interference  declared  by  the  Commissioner  under  this 
section,  on  an  application  for  a  patent,  and  that  his  decision  is 
conclusive  upon  this  officer,  though,  in  the  mean  time,  and  be- 
fore the  patent  issues,  another  case  of  interference  should  appear 
or  be  presented.  There  is  certainly  nothing  in  the  statute  lim- 
iting the  power  of  the  Commissioner  in  this  respect,  and  the  rea- 
son for  the  hearing  in  the  second  case  is  as  strong  as  that  for  the 
first. 

The  object  of  this  provision  is  one  that  pervades  the  whole  of 
the  statute,  namely,  to  secure  to  the  real  inventors  the  exclusive 
privileges  therein  provided  for. 

Besides,  a  hearing  and  decision  between  the  applicant  for  a 
patent,  and  A.,  whether  in  favor  of  the  one  or  the  other,  forms 
no  rule  for  a  decision  between  the  applicant  and  B.,  in  the  case 
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of  an  interference  declared.  The  proceedings  are  independent 
and  inter  alios.  The  effect  sought  to  be  given  to  the  decision  of 
Judge  DuNLOP  would  not  be  admitted  if  the  proceedings  had 
taken  place  in  a  suit  at  law,  or  equity,  much  less  should  it  be 
allowed  where  they  are  informal  and  summary  with  a  view  to 
the  truth  and  merits  of  the  case. 

The  section  is  broad  and  unqualified  :  ^'  That  whenever  an 
application  shall  be  made  for  a  patent^  which y  in  the  opinion  of  the 
Commissioner y  would  interfere  with  any  unexpired  patent ^  etc.^  it  shall 
be  the  duty  of  the  Commissioner  to  give  notice,^*  etc. 

How  the  Commissioner  is  to  obtain  information  of  the  inter- 
fering patent  is  not  provided  for  in  the  statute,  and  hence  the 
matter  is  necessarily  left  to  his  discretion,  to  obtain  it  in  the 
best  way  he  can.  If  the  party  interested  may  know  of  the 
application  he  can  bring  the  interfererice  to  his  notice,  or  if  the 
Commissioner  happens  to  recollect  the  issuing  or  existence  of  the 
previous  patent,  he  might  act  upon  that  information.  It  would 
be  very  unreasonable  to  require  him  to  recollect  all  the  previous 
patents  at  the  time  that  might  interfere  with  the  one  applied 
for,  or  to  require  the  party  interested  to  know  that  an  applica- 
tion was  pending  in  the  office  for  a  patent  interfering  with  his. 

The  interference  which  was  declared  between  the  patents  of 
Akins  &  Felthousen  and  of  I.  M.  Singer  presented  simply  an 
issue  between  these  two  patents,  and  nothing  more,  and  the 
proofs  did  not  necessarily,  or  might  not  have  extended  beyond 
this  issue.  The  decision  of  the  Chief  Justice  in  favor  of  the 
former  was,  doubtless,  binding  on  the  Commissioner  as  between 
those  parties,  but  no  further. 

Section  11  of  the  Act  of  1839  does  not  provide  that  the 
Commissioner  shall  issue  a  patent  to  the  applicant  if  the  decision 
of  the  Chief  Justice  is  in  his  favor,  but  simply  declares  that  it 
shall  ^^  govern  the  further  proceedings  of  the  Commissioner  in 
such  case  " — ^and  so  it  should,  as  it  respects  parties  concerned 
but  not  as  to  other  parties  who  may  come  in  and  claim  the  ben- 
efit of  the  provision. 

We  are  quite  clear,  therefore,  that  the  learned  Chief  Justice 
erred  in  refusing  to  entertain  the  appeal  in  the  case  of  the  inter- 
ference declared  with  the  A.  B.  Wilson  patent,  and  that  his 
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order  to  the  Commissioner  dissolving  the  interference,  and 
directing  his  order  in  the  case  of  the  interference  with  the  I.  M. 
Singer  patent  to  be  executed,  was  a  nullity — and  hence  the  pat- 
ent issued  to  J.  G.  Wilson  by  the  Commissioner  was  without 
authority  and  void,  and  should  be  enjoined. 

II.  Even  if  the  question  in  the  case  turned  upon  the  merits, 
namely,  whether  or  not  the  invention  of  A.  B.  Wilson  was  prior 
to  that  of  A  kins  &  Felthousen,  I  should  have  felt  bound  to  in- 
terfere and  enjoin  the  patent ;  for  in  several  cases  before  me  on 
a  final  hearing  decided  in  August,  i860.  Potter  v,  IVilson^  p.  102, 
involving  this  question  of  priority,  and  in  which  J.  G.  Wilson 
was  one  of  the  defendants,  I  came  to  a  clear  conviction,  upon 
the  proofs,  against  the  claim  of  Akins  &  Felthousen.  The  de- 
cision has  been  generally  acquiesced  in,  and  the  invention  gone 
into  very  general  and  extensive  use,  as  appears  from  the  papers 
in  this  case. 

It  may  be  proper  to  refer  to  section  8  of  the  Act  of  March  3, 
1837,  which  confers  on  the  Commissioner  the  same  power  on  a 
reissue,  over  the  question  of  granting  it,  which  he  possessed  in 
the  case  of  an  original  application  for  a  patent. 

It  was  argued  on  this  motion  by  the  learned  counsel  for  the 
defendants  that  section  16  of  the  Act  of  1836,  amended  by  sec- 
tion 10  of  the  Act  of  1839,  did  not  authorize  this  Court  to  grant 
an  injunction,  and  that  the  power  was  confined  to  the  specific 
remedy  pointed  out  in  the  section.  We  do  not  assent  to  this 
view.  It  has  been  frequently  decided  that  the  power  conferred 
on  the  United  States  Circuit  Court  to  entertain  bills  in  equity  in 
controversies  arising  under  the  patent  act,  is  a  general  equity 
power,  and  carries  with  it  all  the  incidents  belonging  to  that  spe- 
cies of  jurisdiction.  The  power  conferred  not  only  enables  the 
court  to  decree  a  final  remedy  but  to  take  care  that  the  subject 
of  the  controversy  shall  not  be  rendered  valueless  pending  the 
litigation. 

Let  an  injunction  issue  according  to  the  prayer  of  the  bill. 
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AsAHEL  Emigh 


vs. 


The  Chicago,   Burlington  and  Quinbv   Railroad 

Company.     In  Equity. 

Stevens*  claim,  ftSaly  interpreted,  means  the  particular  combination  and  arrangement 
of  levers,  link- rods,  and  rubbers  in  a  car,  as  he  had  described  it,  so  as  to  produce 
the  described  result,  vis  :  the  retarding  of  each  wheel  of  the  car  when  the  brake 
is  applied  with  uniform  force. 

The  levers,  link-rods,  and  rubbers  may  all  have  been  old,  if  his  mode  of  combining 
them  be  new. 

Where  a  railroad  fifty-eight  miles  long — having  a  license  to  use  a  patented  improve- 
ment— subsequently  acquired,  by  consolidation  and  change  of  name,  two  hundred 
and  ten  miles  more — Held:  That  the  license  did  not  extend  to  or  protect  the 
newly-acquired  portion. 

(Before  Drummond,  J.,  Northern  District  of  Illinois,  June,  1863.) 

This  was  a  bill  in  equity  filed  to  restrain  defendants  from 
infringing  letters  patent  for  an  ^^  improvement  in  railroad  car 
brakes,"  granted  to  Francis  A.  Stevens,  November  25,  185 1, 
and  assigned  to  complainant. 

The  claim  of  the  patent  was  as  follows : 

*'  What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is  the  com- 
bination and  arrangement  of  the  levers,  link-rods,  and  shoes  or  rubbers,  substantially 
as  herein  described,  whereby  each  wheel  of  both  trucks  of  a  car  is  retarded  with  an 
uniform  force  when  the  brake  is  put  in  operation.** 

Stevens'  improvement  consisted  of  the  addition  of  an  inter- 
mediate lever,  with  which  the  brake-beam  of  each  truck  was  con- 
nected, the  two  inner  levers  of  each  truck  being  connected  by  a 
link-rod,  so  that  a  series  of  levers  should  be  formed,  by  which 
the  brakes  were  operated,  from  either  end  of  the  car,  by  the 
brake-wheely  with  an  equal  pressure  upon  each  brake-beam. 

The  defendants  denied  the  novelty  of  the  invention,  and  relied 
upon  two  prior  patents,  one  granted  to  Charles  B.  Turner, 
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November  14,  1848,  and  one  to  Nehemiah  Hodge,  October  2, 
1849.  As  a  part  of  the  history  of  the  art  they  also  put  in  evi- 
dence the  Batchelder  &  Thompson  brake  of  1846,  patented  to 
Henry  Tanner,  July  6,  1852,  arid  a  brake  alleged  to  have  been 
used  by  James  Milholland,  in  1842. 

The  defendants  also  claimed  the  right  to  use  the  Stevens 
brake  on  their  whole  road  from  Chicago  to  the  Mississippi  river, 
under  a  license  granted  to  the  Chicago  and  Aurora  Railroad 
Company,  by  F.  A.  Stevens,  dated  June  15,  1853,  which  cov- 
ered fifty-eight  miles  of  what  is  now  the  road  of  defendants,  of 
which  two  hundred  and  ten  miles  have  since  been  created,  under 
the  new  corporate  name  of  the  Chicago,  Burlington  and  Quincy 
Railroad  Company,  by  consolidation  and  arrangement  with  other 
independent  railroad  corporations,  under  the  statute  of  Illinois. 

S.  A.  Goodwin  for  complainant. 

y.  Cochran  and  y.  M.  Walker  for  defendants. 

Drummond,  J. 

The  court  is  of  the  opinion  that  there  is  something  diflferent 
and  distinct  in  the  combination  of  the  Stevens  brake  from  that 
of  Turner,  of  Hodge,  of  Tanner,  or  of  any  of  the  other  brakes 
that  have  been  brought  before  the  Court  during  the  hearing  of 
the  case,  in  this,  viz :  That  in  the  Stevens  brake  the  levers  are 
of  the  same  order  and  of  similar  proportions,  so  that  when  oper- 
ated from  either  end,  without  any  serious  wear  or  strain  on  other 
parts  of  the  machinery,  it  applies  all  the  brakes  of  the  car  with 
equal  force  to  the  wheels,  and  consequently  they  are  all  uni- 
formlv  retarded. 

The  parts  of  the  combination — the  levers,  the  link-rods,  and 
rubbers — ^are  all  old,  but  the  combination,  in  the  manner  de- 
scribed by  Stevens,  is  new,  and  it,  the  new  combination,  produc- 
ing a  new  result,  is  the  subject  of  a  patent,  and  this,  irrespective 
of  the  fact  whether  or  not  it  contains  a  part  af  the  Turner  or 
Hodge  combination. 

The  claim  of  Stevens,  hnXy  interpreted,  means  the  particular 
combination  and  arrangement  of  levers,  link-rods,  and  rubbers,  in 
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a  car,  as  he  had  described  it,  so  as  to  produce  the  result,  viz  : 
the  retarding,  with  a  uniform  force,  of  each  wheel  of  the  car, 
when  the  brake  is  applied.  This  is  all  he  claims,  and  this  claim 
the  Court  thinks  is  new  and  not  too  broad. 

■ 

At  the  time  the  license  was  given,  June  15,  1853,  '^  ^^^  ^"^7 
to  the  Chicago  and  Aurora  Railroad  Company,  its  successors  and 
assigns,  and  the  reasonable  construction  of  the  license  is  that  it 
extended  no  further  than  the  road  then  used,  or  which  the  com- 
pany was  then  authorized  to  construct.  It  did  not  extend  to 
any  and  ail  lines  of  roads  which  the  company,  under  a  new  name 
and  organization,  might  thereafter  be  authorized  to  build,  to 

■ 

lease,  or  to  use. 

An  order  must  be  entered  referring  the  case  to  a  master  to 
report  the  damages  which  the  plaintiff  has  sustained,  according 
to  the  principles  here  stated. 

Upon  the  coming  in  of  the  master's  report,  at  a  subsequent 
term,  a  decree  was  entered  for  complainant  for  $10,620. 


The  Union  Manufacturing  Company 

vs. 
John  D.  Lounsbury,  et  al.     In  Equity. 

The  intellectual  conception  of  a  possible  process,  without  a  potential  working  of  it  ont^ 
is  not  patentable. 

If  an  inventor  merely  conceives  a  mechanical  process  in  his  mind,  and  then  sets  to 
work  to  construct  a  machine  to  work  out  that  process,  and  works  it  out  in  no 
other  ¥ray,  and  the  machine  falls  to  work  successfully,  then  his  claim  to  be  the 
inventor  of  a  process  is  as  groundless  as  his  claim  to  be  the  inventor  of  a  machine. 

Where  certain  representations  were  made  to  Congress,  upon  the  faith  of  which  a  patent 
was  extended  by  special  act,  the  patentee  will  be  held  to  his  representations. 

The  acquiescence  or  laehtt  of  the  patentee,  is  good  ground  of  defense  in  a  court  of 
equity. 

(Before  Shvham,  J.,  District  of  Connecticut,  September,  1863.) 
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This  was  a  bill  in  equity  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ^^  improvement  in  the  machines 
for  forming  the  web  of  cloth,  of  wool,  hair,  or  other  suitable 
substance  without  spinning  or  weaving,"  granted  to  John  Arnold, 
July  IS,  1829.  This  patent  having  expired  July  15,  1843,  *"^ 
the  inventor  having  subsequently  deceased,  the  patent  and  one 
granted  to  John  Arnold  and  George  G.  Bishop,  October  20, 
1836,  were  extended,  by  act  of  Congress,  for  fourteen  years 
from  March  28,  1854.  The  extended  patent  having  been 
assigned  to  complainants,  was  reissued  to  them,  March  18,  1856. 

The  disclaimer  and  claim  of  the  original  patent  of  July  15, 
1829,  were  as  follows : 

*'  I  do  not  claim,  as  my  invention,  the  carding  machines,  or  any  part  thereof,  in 
common  use ;  but  I  do  claim  the  combined  use  of  them,  as  described,  for  the 
purpose  of  crossing  the  fibers  of  the  material  of  which  dcth  may  be  made,  in  the 
manner  and  on  the  principle  herein  described ;  and  the  new  machinery  necessary  to 
eflfect  that  object,  particularly  the  comb  carrier,  the  shears,  the  fallers  and  cams,  with 
their  several  appendages,  as  hereinbefore  described  and  appplied ;  and,  therefore^  I  solicit 
an  exclusive  right  by  letters  patent." 

The  claims  of  the  reissued  patent  of  March  18,  1856,  were 
as  follows : 

*<  What  I  claim  is  the  combined  use  of  (?)  them,  as  herein  described,  for  the  purpose  of 
crossing  the  fibers  of  the  material  of  which  cloth  may  be  made,  in  the  manner  and  on 
the  principle  herein  described,  and  the  new  machinery  necessary  to  effect  that  object, 
particularly  the  comb  carrier,  the  means  described  for  severing  the  weft  or  web,  and  the 
fallers  for  placing  the  weft  upon  the  warp,  operated  substantially  as  herein  described. 

'*  I  also  claim  the  depositing  of  the  weft  in  separate  sheets,  edge  to  edge,  upon  the 
continuous  sheet  of  warp,  substantially  in  the  manner  and  for  the  purposes  described. 

"STILES  CURTIS,  President^ 

R.  Rowley,  C.  Hawley,  R.  T.  Ingersoll,  C.  M.  Keller,  and  B. 
R.  Curtis  for  complainants. 

R.  S.  Baldwin,  T.  B.  Butler,  and  E,  IV,  Stoughton  for  de- 
fendants. 

Shipman,  J. 

In  this  suit  in  equity,  the  complainants  seek  a  perpetual 
injunction  against  the  respondents,  restraining  them  from  in- 
fringing a  certain  patent  relating  to  the  manufacture  of  felt 
cloth.     The  patent  upon  which  the  bill  rests  was  originally 
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issued  to  otie  John  Arnold,  on  July  15,  1829,  and  purported  to 
secure  to  him,  as  his  invention,  a  certain  new  and  useful  im- 
provement in  the  machine  for  forming  the  web  of  cloth,  of 
wool,  hair,  or  other  suitable  substance,  without  spinning  or 
weaving.  His  patent  expired  by  its  terms  on  July  15,  1843. 
No  effort  appears  to  have  been  made  by  the  inventor  to  have 
it  extended.  He  survived  the  patent  nearly  five  years,  and  died 
on  May  13,  1848.  No  application  was  made,  during  his  life- 
time, to  have  the  expired  patent  revived  or  renewed,  nor  is 
there  any  evidence  in  the  case  that  he  expected  or  wished  it  to 
be  renewed.  In  January,  1849,  ^^^out  eight  months  after  the 
death  of  the  inventor,  a  joint  petition  was  made  by  George  G. 
Bishop  and  Peter  N.  Morgan  (the  latter  being  the  administrator 
of  the  deceased  inventor)  for  the  renewal  and  extension  of  this 
patent,  and  also  of  another  patent  which  had  been  granted  to 
the  deceased  and  Bishop,  on  October  20,  1836.  This  petition 
was  supported  from  time  to  time  before  a  committee  of  Congress 
with  perseverance,  and  on  March  28,  1854,  an  act  was  passed 
reviving  and  extending  both  patents  for  the  term  of  fourteen 
years  from  that  date. 

On  April  5,  1854,  the  revived  patent  was  assigned  to  the 
complainants  in  this  bill.  They  show  a  title  to  this,  as  well  as 
to  the  patent  granted  to  Arnold  and  Bishop,  and  which  was  also 
extended  by  the  same  act  of  Congress.  In  January,  1855,  the 
complainants  surrendered  the  patent  of  1829,  and,  on  March 
18,  1856,  received  a  reissue.  It  is  important,  in  this  place,  to 
distinguish  between  the  original  and  reissued  patents,  so  far  as 
the  scope  of  the  latter  is  claimed  to  transcend  that  of  the 
former.  The  first  clearly  describes  the  invention  to  be  that  of 
a  machine,  or,  to  speak  more  accurately,  an  organized  mechan- 
ism for  crossing  the  fibers  of  the  material  of  which  cloth  is 
made  in  such  a  way  as  to  produce  the  same  in  long  or  short 
pieces.  This  is  all  that  either  the  specification  or  claim,  or 
both  combined,  set  forth  as  the  invention.  The  invention,  as 
set  forth,  begins  and  ends  with  this  organized  mechanism.  No 
process  is  described  or  hinted  at  independent  of  the  mere  func- 
tion of  the  machine,  or,  at  most,  the  mechanical  process  wrought 
by  the  mechanism.     The  reissued  patent  makes  a  further  and 
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distinct  claim,  as  an  independent  ground  of  monopoly,  namely : 
^^  depositing  the  weft  in  separate  sheets,  edge  to  edge  upon  the 
continuous  sheet  of  warp,  substantially  in  the  manner  and  for 
the  purposes  described/*  This  is  a  claim  for  the  process  which, 
it  is  insisted,  was  worked  by  the  original  machine.  There  is  no 
evidence  that  this  process,  as  it  is  called,  was  ever  wrought  in 
any  other  way  by  Arnold,  or  conceived  of  by  him  as  capable  of 
being  wrought  by  any  other  means  than  the  machine,  or  organ- 
ized mechanism,  invented  by  Arnold  in  1829. 

The  bill  is  founded  upon  the  reissued  patent,  and  it  becomes 
a  vital  inquiry  whether  or  not  this  patent  is  valid.  If  it  is  not  a 
valid  patent,  then  the  suit  fails.  If  it  is  valid,  and  the  respond- 
ents infringe,  then  they  are  liable  to  be  enjoined.  I  have  no 
doubt  on  this  question.  The  patent  of  1829,  both  in  its  original 
form  and  in  that  of  the  reissue,  is  invalid,  because  it  did  not  and 
does  not  describe  a  practical  invention.  The  conceptions  of  the 
inventor,  in  all  the  forms  in  which  he  attempted  to  reduce  them 
to  practice,  proved  useless  and  abortive  until  1836,  when  the 
joint  invention  of  Arnold  and  Bishop  was  made.  The  proof 
of  the  utter  worthlessness  of  the  invention  originally  made  by 
Arnold,  is  to  be  found  in  the  evidence  produced  before  the  Court 
from  the  files  of  Congress,  and  upon  which  that  body  acted  in 
granting  the  renewal.  This  evidence  was  procured  and  pre- 
sented to  that  body  by  these  complainants,  and  it  presents  con- 
clusive proof,  to  my  mind,  that  the  original  ^^  invention  was 
incomplete.''  And,  after  having  obtained  an  act  of  Congress 
extending  the  two  patents  as  ^^  one  invention,^'  on  the  express 
ground  that  the  first  one  was  no  complete  invention,  within  the 
meaning  of  the  patent  act,  it  is  too  late  for  these  complainants 
to  set  up  the  contrary  fact,  and  seek,  by  injunction,  to  protect 
that  which  they  have  solemnly  declared  to  be  worthless.  The 
report  of  the  committee,  recommending  the  passage  of  the  act, 
says:  ^^No  inconvenience  can  result  to  the  public,  or  injury 
to  any  individual,  by  the  renewal  and  extension  of  the  first 
patent,  because  the  invention  was  imperfect^  and  a  working  ma- 
chine could  not  be  constructed  except  in  connection  with  what 
is  covered  by  the  second  patent.^'  This  conclusion  of  the 
committee  is  supported  by  evidence  presented  by  them,  and 
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which  has  been  adduced  on  this  trial.  After  the  legislature  has 
acted  upon  this  conclusion,  and  passed  the  statute  in  question 
for  the  benefit  of  these  complainants,  by  granting  them  rights 
adverse  to  the  public  and  to  individuals,  it  would  ill  comport 
with  the  duty  of  a  court  of  equity  to  aid  them  in  reversing  the 
facts,  and  thus  working  the  very  hardship  which  they  had  satis- 
fied Congress  could  never  exist. 

Should  it  be  said  that  this  conclusion  of  the  Court  only  applies 
to  the  machine,  and  leaves  the  original  process  sheltered  by  the 
reissue,  there  are  several  answers.  If  this  process  is  any  thing 
more  than  the  function  of  the  machine,  it  is  a  purely  mechanical 
process  wrought  by  the  machine,  and  by  the  machine  alone. 

If  no  working  machine  could  be  made  according  to  the 
invention  of  Arnold,  then  no  process  was  ever  successfully 
invented  by  him,  for  there  is  no  evidence  that  he  worked  the 
process  except  by  the  machine.  The  intellectual  conception  of 
a  possible  process,  without  a  potential  working  of  it  out,  is  not 
patentable. 

If  an  inventor  merely  conceives  a  mechanical  process  in  his 
mind,  and  then  sets  to  work  to  construct  a  machine  to  work 
that  process,  and  works  it  out  in  no  other  way,  and  the  machine 
fails  to  work  successfully,  then  his  claim  as  the  inventor  of  a 
process  is  as  groundless  as  his  claim  as  the  inventor  of  a  machine. 

Arnold  having  failed  to  work  this  alleged  process,  except  by 
his  machine,  both  claims  to  ^'  invention,"  in  the  sense  of  the 
patent  act,  fall  to  the  ground. 

But  if  it  appeared  that  Arnold  invented  a  mechanical  process 
that  could  be  distinguished  from  the  function  of  his  machine, 
and  which  could  furnish  a  distinct  ground  of  claim  for  an 
invention,  still  there  is,  in  the  judgment  of  the  Court,  an 
insuperable  difficulty  in  the  way  of  these  complaints  availing 
themselves  of  it. 

They  represented  to  Congress,  in  the  most  solemn  manner, 
that  the  invention  of  1829  was  incomplete  and!  worthless  of 
itself,  and  of  no  value  except  in  connection  with  the  subsequent 
invention  of  1836.  They  must,  therefore,  be  deemed  to  have 
repudiated  any  claim  to  an  invention  by  Arnold  of  a  mechanical 
process,  and  to  have  abandoned  it,  if  any  such  claim  had  ever 
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existed  in  Arnold  or  themselves.  Congress  having  passed  the 
act  for  their  relief,  based  upon  the  faith  of  these  representations, 
equity  and  good  conscience  demand  that  they  should  be  held  to 
them. 

In  these  remarks  the  Court  has  assumed,  rather  than  decided, 
that  had  Arnold's  original  machine,  or  one  constructed  in  con- 
formity to  his  invention,  successfully  worked,  he  might  have 
been  entitled  to  a  monopoly  of  the  process  wrought,  as  well  as 
of  the  machine  which  wrought  it. 

The  Court  is  well  aware  of  the  nice  questions  involved  in 
this  assumption,  and  has,  therefore,  only  regarded  it  as  valid  for 
the  purposes  of  this  case. 

There  are  other  and  grave  questions  in  this  case^  which  are 
passed  over  because  those  already  noticed  lead  to  a  decisive 
result. 

But  if  those  already  decided  had  appeared  doubtful,  the  Court 
would  have  no  hesitation  in  holding  from  all  the  facts  which 
appear  in  evidence,  that  the  respondents  acted,  or  failed  to  act, 
so  as  to  protect  themselves  in  the  matter  of  the  extension  of 
these  patents  by  Congress,  under  the  assurance  from  these 
complainants  that  in  no  event  should  their  free  use  of  the 
original  invention  made  by  Arnold  be  interfered  with. 

This  conclusion  would  be  strengthened,  if  it  needed  support, 
by  the  allegation  in  the  bill  that  the  respondents  had  openly  used 
it  five  years,  in  the  immediate  neighborhood  of  the  complainants, 
without  legal  interference,  in  connection  with  the  fact  that  no 
motion  was  made  for  a  preliminary  injunction  after  the  filing  of 
the  bill.  This  was  forcibly  urged  on  the  argument  as  a  good 
ground  for  the  denial  of  relief  in  equity,  whatever  rights  the 
complainants  might  have  at  law.  This  point  would  have 
received  more  consideration  had  not  the  others  beea  deemed 
conclusive. 

The  bill  is  dismissed  with  costs. 
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Elias  Howe,  Jr. 

vs. 

Charles  W.  Williams.     In  Equity. 

Original  bill  filed  during  the  term  of  the  original  patent.  Patent  having  been  ex- 
tended pending  the  suit,  a  supplemental  bill  was  filed  ;  extended  patent  having 
been  surrendered  and  reissued,  the  «uit  still  pending,  a  second  supplemental  bill 
was  filed,  upon  which  the  cause  came  on  for  final  hearing. 

Letters  patent  to  Elias  Howe,  Jr.,  for  "  improvement  in  sewing  machiness,**  granted 
September  10,  1846;  extended  for  seven  years  from  September  10,  i860,  and 
reissued  March  19,  1861,  examined  and  sustained. 

A  motion  for  jury  issues  is  sometimes  granted  where  the  patent  is  recent,  and  where 
the  case  shows  that  the  originality  of  the  invention  is  doubtful,  or  where  the 
merits  of  the  controversy  chiefly  depend  upon  contradictory  evidence,  involving 
the  credibility  of  witn.sses. 

But  where  the  patent  is  of  long  standing,  and  the  inventor  has  had  an  exclusive 
potsesstoii  under  it,  the  motion  /or  a  ^rial  at  law  is  seldom  received  with  any 

The  motion  for  jury  issves  ought  not,  in  general^  to  be  granted  where  it  appears  that  a 
•trial  at  law  and  a  hearing  in  equity  have  already  been  had,  and  that  both  have 
fesulted  in  favor  of  the  complamant. 

Machines  not  set  up  in  the  answer  as  matters  of  defense,  can  not  be  introduced  in 
proo^  or  be  considered  upon  final  hearing. 

It  is  no  justification  of  the  infringement  of  a  renewed  patent,  that  the  infringer  had 
used  die  invention  wic^  impunity  before  the  patent  was  amended. 

Devices  used  by  the  defendant,  difFering  in  form  and  having  different  names  from  those 
employed  by  the  patentee,  but  arranged  and  combined  in  the  same  way,  per- 
forming the  same  functions,  having  substantially  the  same  mode  of  operation, 
and  producing  the  same  result,  are  infringements  of  the  patent. 

(Before  CLxrroao,  J.,  District  of  Massachusetts,  October,  1863.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  ^^  improvement  in  sewing  ma- 
chines/' granted  to  complainant  September  lo,  1846;  extended 
for  seven  years  from  September  10,  i860,  and  reissued  March 
19,  1 86 1.  Suits  under  the  original  patent  will  be  found  reported 
in  Howe  v.  Underwood^  Vol.  I,  p.  160,  and  Howe  v.  Morton^ 
Vol.  I,  p.  586. 
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The  claims  of  the  original  patent  were  as  follows  : 

**  I  claim,**  etc.,  "  the  forming  of  the  seam,  by  carrying  a  thread  through  the  cloth 
by  means  of  a  curved  needle  on  the  end  of  a  vibrating  arm,  and  the  passing  of  a 
shuttle  furnished  with  its  bobbin,  in  the  manner  set  forth,  between  the  needle  and  the 
thread  which  it  carries,  under  a  combination  and  arrangement  of  parts  substantially 
the  sime  with  that  described. 

**I  also  claim  the  lifting  of  the  thread  that  passes  through  the  needle  eye  by  means 
of  the  lifting  rod  W,  for  the  purpose  of  forming  a  loop  of  loose  thread  that  is  to  be 
subsequently  drawn  in  by  the  passage  of  the  shuttle,  ai  herein  fully  described ;  said 
lifting  rod  being  furnished  with  a  lifting  pin  u,  and  governed  in  its  motions  by  the 
guide  pieces  and  other  devices,  arranged  and  operating  substantially  as  described. 

**  1  claim  the  holding  of  the  thread  that  is  given  out  by  the  shuttle  so  as  to  prevent 
its  unwinding  from  the  shuttle  bobbin  after  the  shuttle  has  passed  through  the  loop, 
said  thread  being  held  by  means  of  the  lever  or  clipping  piece  ^^,  as  herein  made 
known,  or  in  any  other  manner  that  is  substantially  the  same  in  its  operation  and 
result. 

**  I  claim  the  manner  of  arranging  and  combining  the  small  lever  rni^  n^  with  the 
sliding  box  M,  in  combination  with  the  spring  piece  s,  for  the  purpose  of  tightening 
the  stitch  as  the  needle  is  retracted,  as  described. 

'*  I  claim  the  holding  of  the  cloth  to  be  sewn  by  the  use  of  a  baster  plate,  fur- 
niahed  with  points  for  that  purpose,  and  with  holes,  enabling  it  to  operate  as  a  rack  in 
the  manner  set  forth,  thereby  carrying  the  cloth  forward,  and  dispensing  altc^ether 
with  the  necessity  of  basting  the  parts  together.' 


>• 


The  claims  of  the  reissued  patent  were  as  follows  : 

**  First*  A  sewing  machine  constructed  and  operating  to  form  a  seam  substantially 
as  described. 

**  Second.  The  combination  of  a  needle  and  a  shuttle,  or  equivalent,  and  holding 
surfaces,  constructed  and  operating  substantially  as  described. 

**  Third.  The  combination  of  holding  surfaces  with  a  baster  plate,  or  equivalent, 
constructed  and  operating  substantially  as  described. 

"  Fourth.  A  lifting  rod,  a  clipping  lever,  and  a  receiving  pin  respectively,  each  con- 
structed and  operated  to  control  the  threads,  substantially  as  described. 

'*  Fi/ih,  A  baster  plate  constructed  and  operating  substantially  as  described. 

"**  Sixth.  Holding  sur^ces  constructed  and  operating  substantially  as  described. 

*^  Seventh.  A  grooved  and  eye-pointed  needle  constructed  and  adapted  for  rapid 
machine  sewing,  substantially  as  described. 

'*  Eighth.  A  side-pointed  shuttle  constructed  and  operating  substantially  as  described.* 

The  invention  of  Howe  consisted,  principally,  in  an  organized 
sewing  machine,  forming  a  seam  substantially  as  follows :  A 
needle,  having  an  eye  near  the  point,  with  its  sides  so  grooved 
as  to  protect  the  thread  from  abrasion,  was  forced  through  the 
cloth  carrying  with  it  a  loop  of  thread.  The  needle  was  then 
slightly  retracted,  while  the  thread,  being  flexible  and  held  by 
friction,  instead  of  being  withdrawn,  formed  a  loop  on  the  un- 
derside of  the  cloth.  Through  this  loop  a  shuttle,  carrying  a 
bobbin  and  a  second  thread,  was  thrown  by  suitable  mechanism. 
The  needle  was  then  wholly  withdrawn  and  the  shuttle  thrown 


OCTOBER,     1863.  397 


Howe  «.  Williams. 


back,  thus  interlocking  the  threads  and  tightening  the  stitch. 
The  cloth  meanwhile  was  fed  forward  by  means  of  a  thin  strip  of 
steel,  moved  by  ratchet  work,  from  the  edge  of  which  projected 
sharp  needle-like  points,  about  three-sixteenths  of  an  inch  long, 
upon  which  the  cloth  was  hung  or  basted.  The  entire  length 
of  this  plate  having  passed  through  the  machine,  the  cloth  was 
taken  off,  the  plate  run  back,  and  the  unsewed  portion  of  the 
cloth  attached  as  before.  The  cloth,  at  the  moment  that  the 
stitch  was  being  formed,  was  held  against  the  thrust  of  the  nee- 
dle by  the  side  of  the  shuttle  box,  and  was  held  against  the  re- 
traction of  the  needle  by  a  narrow  plate  pressing  upon  it  from 
above,  which  plate  was  provided  with  a  hole  for  the  passage  of 
the  needle.  This  plate  and  the  side  of  the  shuttle  box  held  the 
cloth  between  them  and  were  therefore  called  ^^  holding  sur- 
faces." The  next  stitch  was  formed  in  the  same  manner,  and 
a  succession  of  such  stitches  constituted  a  seam. 

Causten  Browne  and  B,  R.  Curtis  for  complainant. 
J.  C.  Washburn  and  Caleb  Cusbing  for  defendant. 

Clifford,  J. 

This  is  a  bill  in  equity,  wherein  the  complainant  alleges  that 
be  is  the  original  and  first  inventor  of  a  certain  new  and  useful 
improvement  in  sewing  machines,  which  was  duly  secured  to 
him  by  letters  patent,  and  that  the  respondent,  well  knowing  the 
premises,  has,  without  his  consent  and  in  violation  of  his  exclu- 
sive right,  made,  used,  and  vended  to  others  to  be  used,  a  large 
number  of  sewing  machines,  embracing  substantially  his  pat- 
ented improvement.  Wherefore  the  complainant  prays  for  an 
account,  and  for  an  injunction.  His  bill  of  complaint,  founded 
on  his  original  letters  patent,  dated  September  10,  1846,  was 
filed  on  August  9,  1859,  ^^^  ^"  October  3  following,  the  re- 
spondent filed  his  answer  to  the  same.  As  originally  granted 
the  complainant's  patent  would  have  expired  on  September  10, 
i860,  but  he  obtained  an  extension  of  the  same  for  the  term  of 
seven  years  from  and  after  that  date,  and  on  November  7,  i860, 
he  filed  a  supplemental  bill  of  complaint,  setting  forth  the  fact  of 
such  extension.     Having  secured  such  an  extension  of  his  pat- 
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ent  the  complainant  afterward  surrendered  the  same,  on  account 
of  a  defective  description,  and  it  was  canceled,  and  on  March, 
19,  1 861,  a  new  patent  was  duly  issued  to  him  on  an  amended 
specification,  and  as  he  alleges,  for  the  same  invention,  to  con- 
tinue for  the  term  of  twenty-one  years  from  the  date  of  the 
original  patent..  Accordingly  the  complainant,  on  April  12, 
1 861,  filed  a  second  supplemental  bill  of  complaint,  setting  forth 
such  surrender  and  reissue.  Respondent  filed  his  answer  to  the 
supplemental  bills  of  complaint  on  June  29,  1861,  and,  among 
other  things,  alleges  that  since  the  filing  of  his  answer  to  the 
original  bill  of  complaint  he  has  obtained  letters  patent  of  the 
United  States  for  an  improvement  in  sewing  machines  made  and 
invented  by  him,  which  is  of  great  value,  and  which  is  used 
by  him  in  the  machines  that  he  sold.  His  principal  defenses  to 
this  suit  zvt^  firsts  that  the  complainant  is  not  the  original  and 
first  inventor  of  his  supposed  improvement ;  and  secondly^  that  if 
he  is,  that  he,  the  respondent,  has  not  infringed  the  same.  Be- 
fore proceeding,  however,  to  examine  the  merits  of  the  case,  it 
becomes  necessary  to  consider  a  preliminary  motion  submitted 
by  the  respondent.  He  moves  the  Court  that  an  order  be  passed 
directing^that  all  proceedings  in  the  cause  be  stayed,  and  that  the 
complainant  be  required  to  bring  an  action  at  law  to  determine 
the  several  matters  involved  in  this  suit,  or  that  it  be  ordered 
that  issues  for  a  jury  to  settle  the  same  be  framed  under  the  di- 
rection of  the  Court,  as  more  fully  set  forth  in  the  record.  Such 
a  motion  is  sometimes  granted,  where  the  patent  is  recent,  and 
where  the  case  shows  that  the  originality  of  the  invention  is 
doubtful,  or  where  the  merits  of  the  controversy  chiefly  depend 
upon  contradictory  evidence,  involving  the  credibility  of  wit- 
nesses ;  but  where  the  patent  is  of  long  standing,  and  the  inven- 
tor has  had  an  exclusive  possession  under  it,  the  motion  is  seldom 
received  with  any  favor,  ff^ashburny  it  aL  v.  Gould^  3  Story  C. 
C.  169;  Hilly.  Thompson^  3  Meriv.  622;  CoUard  v.  Jllisoriy  4 
Mylne  &  Cr.  487.  Other  examples,  where  such  a  motion  was 
granted,  are  also  shown  in  some  of  the  numerous  cases  cited  by 
the  respondent,  but  it  is  a  sufficient  answer  to  all  such  decisions, 
as  applied  to  this  case,  to  say  that  the  motion  ought  not  in  gen- 
eral to  be  granted  where  it  appears  that  a  trial  at  law  and  a  hear- 
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ing  in  equity  have  already  been  had,  and  that  both  have  resulted 
in  favor  of  the  complainant ;  and  the  motion  is  accordingly  over- 
ruled; Goodyear  v.  Day^  2  Wall.  Jr.  296.  Returning  to  the 
merits  of  the  controversy  the  most  important  inquiry  is,  whether 
the  complainant  is  the  original  and  first  inventor  of  the  improvement 
described  in  the  specification  and  claims  of  his  reissued  letters  patent. 
Referring  to  the  concluding  part  of  the  specification,  it  will  be 
seen  that  the  claims  are  eight  in  number,  and  it  is  proper  to  re- 
mark that  they  are  so  plainly  and  explicitly  expressed  that  they 
can  not  be  regarded  as  of  doubtful  construction.  They  are  all, 
in  fact,  substantially  included  in  the  first  of  the  series,  which 
reads  as  follows:  First.  A  sewing  machine,  constructed  and 
operating  to  form  a  seam  substantially  as  described.  Particular 
description  is  also  given  in  the  specification,  not  only  of  the 
mode  in  which  the  machine  operates,  but  also  of  the  several 
devices  or  elements  of  which  it  is  composed,  and  those  several 
devices  or  elements  when  taken  as  an  organized  whole,  consti- 
tute the  invention  specified  in  the  first  claim  of  the  reissued  pat- 
ent. Those  devices  as  set  forth  in  the  specification,  are  divided 
into  three  classes,  and  when  so  classified  they  constitute  a  me- 
chanism for  manipulating  the  threads,  or  an  apparatus  for  stitch- 
ing, and  an  apparatus  for  holding  the  cloth  during  that  process,  and 
an  apparatus  for  feeding  the  cloth  operating  in  the  same  connec- 
tion, and  all  acting  in  combination  to  form  the  seam.  Separately 
considered  the  mechanism  for  manipulating  the  threads  consists 
of  an  eye-pointed  reciprocating  needle  constructed  with  a  groove 
so  as  to  protect  the  threads  in  the  rapid  movement  through  the 
cloth,  and  a  shuttle  or  its  equivalent  for  detaining  and  interlock- 
ing the  loops  of  thread  passed  through  the  cloth  by  the  needle, 
to  which  must  also  be  added  the  lifting  rod  and  clipping  lever, 
and  the  receiving  pin,  which  may  be  regarded  as  appliances  for 
controlling  the  threads,  and  for  making  tension  on  the  same,  so 
that  each  stitch  may  be  drawn  tight  by  the  operation  of  the  ma- 
chine. Certain  opposing  local  surfaces,  as  described  in  the 
specification,  constitute  the  holding  apparatus,  consisting  of  the 
shuttle  box,  or  one  side  of  it,  and  of  a  certain  metallic  plate, 
whose  upper  end,  as  therein  described,  is  attached  to  the  frame 
of  the  machine.     Means  are  also  described  for  adjusting  those 
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two  local  surfaces  to  the  thickness  of  the  material  to  be  sewed, 
showing  conclusively  that  they  are  designed  to  press  upon  the 
cloth  or  other  material,  in  the  operation  of  the  machine,  and 
perform  the  functions  of  holding  devices.  Those  opposing  sur- 
faces sustain  the  cloth  during  the  operation  of  stitching,  holding 
it  in  position  against  the  thrust  and  retraction  of  the  needle,  but 
they  are  so  adjusted,  or  may  be,  that  the  pressure  and  retention 
are  not  sufficient  to  prevent  the  feeding  of  the  cloth  for  the  pur- 
pose of  spacing  the  succeeding  stitch,  preparatory  to  another 
corresponding  perforation  of  the  needle.  They  so  operate  as  to 
make  the  pressure  upon  the  cloth  near  the  point  of  sewing,  leav- 
ing the  other  parts  of  the  same  comparatively  free,  and  they  also 
serve  to  guide  the  cloth  so  that  it  may  be  fed  in  a  determined 
plane,  and  confining  the  same  in  the  proper  locality,  so  that  the 
stitch  may  be  drawn  tight.  Briefly  described,  the  feeding  appa- 
ratus consists  of  a  metallic  plate,  supplied  with  projecting  teeth, 
which  take  hold  of  the  cloth,  and  are  designed  to  answer  some- 
what the  ordinary  purposes  of  basting,  and  the  plate  is  also  fur- 
nished with  a  row  of  small  holes,  drilled,  at  regular  distance 
from  each  other,  answering  the  purpose  of  rack  teeth,  so  that 
the  plate,  as  the  stitch  is  taken,  may  be  moved  forward  between 
the  two  stationary  holding  surfaces,  by  means  of  a  pinion,  which 
enables  the  operator  to  regulate  the  length  of  the  stitches  at 
pleasure.  Explanations,  to  show  that  the  feed  is  automatic  and 
intermittent,  are  unnecessary,  and  held,  as  the  cloth  is,  between 
those  two  local  surfaces,  during  the  forward  movement  of  the 
metallic  plate,  it  is  evident  that  those  devices  aid  in  keeping  the 
cloth  in  place  while  the  feeding  is  accomplished,  and  conse- 
quently they  must  also  be  regarded  as  a  component  part  of  the 
feeding  apparatus,  to  the  extent  that  they  modify  the  action  of 
the  feeding  instrument.  Two  threads  are  employed  in  forming 
the  seam,  as  described  in  the  specification.  One  is  carried 
through  the  cloth  by  the  eye-pointed  needle,  and  forms  the  loop 
through  which  the  shuttle  passes  that  carries  the  other  thread. 
When  the  shuttle  is  returned,  which  is  accomplished  by  means 
of  a  device  called  the  shuttle  driver,  the  thread  that  was  carried 
by  the  needle  is  surrounded  by  that  received  from  the  shuttle, 
and  as  the  needle  is  drawn  out  it  forces  the  shuttle  thread  into 
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the  body  of  the  cloth,  forming  a  seam,  which  has  the  same  ap- 
pearance on  each  side  of  the  cloth,  with  this  peculiarity,  that  the 
thread  shown  on  the  one  side  is  exclusively  that  which'  was  given 
out  by  the  needle,  while  the  thread  seen  on  the  other  side  is 
exclusively  that  given  out  by  the  shuttle.  Such  is  the  general 
description  of  the  principal  devices  of  the  machine  described  in 
the  specification,  and  their  arrangement  and  mode  of  operation. 
Reference  is  specially  made  in  the  first  claim  of  the  patent  to 
the  description  given  in  the  specification,  and  of  course  the  sev- 
eral parts  of  the  instrument  must  be  construed  together.  Like 
other  sewing  machines,  in  use  at  the  present  time,  the  one  de- 
scribed in  the  patent  of  the  complainant  is  composed  of  various 
devices,  but  the  claim  is  for  the  organized  machine^  as  an  existing 
whole^  and  not  merely  for  some  or  all  of  the  separate  devices  of 
which  it  is  composed,  or  for  some  or  all  of  those  devices  as  a 
mere  technical  combination.  Undoubtedly  the  several  devices 
operate  in  combination,  and  consequently  the  invention  itself 
consists,  in  a  certain  sense,  of  a  combination  of  those  various 
elements,  so  constructed  and  molded  into  harmonious  action  as 
to  accomplish  the  described  result,  but  still  the  invention  is  not 
a  technical  combination  of  old  devices  where,  in  order  to  main- 
tain an  infringement,  it  is  necessary  to  show  that  the  respondent 
has  pirated  the  whole.  On  the  contrary,  the  claim  under  con- 
sideration obviously  is,  that  the  complainant  is  the  original  and 
first  inventor  of  the  organized  sewing  machine,  whose  several 
devices  are  described  in  the  specification,  when  viewed  as  an- 
existing  whole,  and  operating  to  accomplish  the  desired  result. 
Seven  other  claims^  numbered  from  two  to  eight  inclusive,  are 
also  made  by  the  complainant,  but  having  come  to  the  conclu- 
sion that  the  first  claim,  when  properly  construed,  is  for  the  or- 
ganized machine  as  an  existing  whole,  it  will  not  be  necessary 
to  enter  into  any  very  minute  explanations  of  the  other  claims. 
They  are  substantially  as  follows :  Second.  For  the  combination 
of  the  needle  and  the  shuttle,  or  equivalent,  and  the  holding  sur- 
faces. Third.  For  the  combination  of  the  holding  surfaces 
with  the  baster  plate,  which  is  the  metallic  plate  already 
described.  Fourth.  For  the  lifting  rod,  clipping  lever,  and  re- 
ceiving pin,  constructed  and  operating  to  control  the  threads 
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substantially  as  described.  Fifth.  For  the  baster  plate,  as 
constructed  and  operating.  Before  proceeding  with  the  enum- 
eration however,  it  should  be  remarked,  that  the  complainant 
does  not  claim  damages  in  this  suit  for  the  infringement  of  the 
several  devices  mentioned  in  the  fourth  and  fifth  claims  of  his 
patent,  except  so  far  as  they  constitute  parts  of  the  general  plan, 
and  enter  into  the  general  organization  of  the  machine,  and  co- 
operate with  other  parts  to  produce  the  result.  Sixth,  The 
claim  is  for  the  holding  surfaces.  Seventh,  For  the  grooved 
and  eye-pointed  needle;  and  Eighth,  For  the  shuttle,  called  a 
side-pointed  shuttle,  constructed  and  operating  substantially  as 
described  in  the  specification.  Attention,  for  the  present,  how- 
ever, will  be  confined  to  t\it  first  chim,  not  only  because  it  pre- 
sents the  great  question  in  the  case,  but  also  for  the  reason  that 
if  the  question  there  presented  is  decided  in  favor  of  the  com- 
plainant, a  particular  examination  of  the  other  claims  is  unneces- 
sary. 

It  is  insisted  by  the  complainant  that  the  essential  parts,  com- 
bination and  mode  of  operation  of  his  machine  as  organized  are 
new,  and  that,  in  fact,  he  is  the  original  and  first  inventor  of  the 
same  when  viewed  as  an  organized  whole.  But  the  respondent 
denies  that  proposition,  and  insists  that  several  organized  ma- 
chines for  sewing,  both  foreign  and  American,  had  been  invented 
and  patented,  before  the  invention  under  consideration  was  made 
by  the  complainant.  Full  proof  is  exhibited  that  the  complain- 
ant invented  the  sewing  machine  described  in  his  specification, 
or  ^^  was  employed  in  inventing  and  making  it  about  December 
I,  1844,"  and  it  is  undeniably  proved  that  the  machine  was 
^^  finished,  and  in  working  order,  so  as  to  sew  firm  seams,  as 
early  as  the  middle  of  May,''  in  the  following  year.  Two  suits 
of  clothes  were  sewed  by  the  machine,  so  made,  about  the  mid- 
dle of  July,  in  the  same  year,  and  the  testimony  is,  that  they 
wore  as  well  as  any  hand  sewing.  Witnesses  were  examined, 
who  identify  the  machine,  and  it  was  exhibited  at  the  hearing, 
and  operated  by  the  complainant,  in  the  presence  of  the  Court. 
Whatever  differences  of  opinion  there  may  be  as  to  the  merits 
of  the  controversy^  all  must  agree,  I  think,  that  the  machine  in 
question,  although  it  was  made  nearly  twenty  years  ago^  com- 
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pares  favorably  with  the  best  constructed  models  of  the  present 
time,  and  that  it  reflects  great  credit  upon  the  maker,  as  a  speci- 
men of  mechanical  ingenuity  and  skill.  Respondent  does  not 
deny  that  the  complainant  constructed  the  machine  exhibited, 
and  the  clear  inference  from  all  the  evidence  is,  that  he  did  so 
without  the  slightest  knowledge  of  any  one  of  the  machines 
set  up  in  the  answer,  as  superseding  his  invention.  Assuming 
the  fact  to  be  so,  then  clearly  the  complainant  is  the  inventor  of 
the  improvement  described  in  his  specification,  and  the  only 
question  on  this  branch  of  the  case  is,  whether  he  is  the 
first  inventor  of  the  same.  Most  of  the  machines  set  up  in 
the  answer,  have  been  under  consideration  in  the  courts,  and 
on  one  occasion,  at  least,  where  the  subject-matter  in  contest 
was  substantially  the  same  as  that  involved  in  this  suit.  And 
whenever  the  subject  has  been  considered  the  decision  has  uni- 
formily  been,  that  no  one  of  those  machines  is  of  a  character  to 
supersede  the  invention  of  the  complainant.  Considering  them 
in  the  order  mentioned  in  the  answer  of  the  respondent,  they 
are  as  follows : 

I.  The  machine  of  J.  J.  Greenough,  patented  February  21, 
1842.  2.  That  of  George  H.  Corliss,  patented  December  27, 
1843;  and,  3.  The  machine  of  Benjamin  W.  Bean,  patented 
March  4,  1843,  and  all  which  are  American  patents.  Two 
English  patents,  and  one  granted  in  France,  are  also  set  up  in 
the  answer.  Those  granted  in  England  are  the  patent  to  New- 
ton &  Archbold,  dated  May  4,  1844,  and  the  patent  to  Fisher 
&  Gibbon,  dated  December  7,  1844,  but  which  was  not  enrolled 
until  the  seventh  day  of  June  in  the  following  year.  And  the 
one  granted  in  France  is  the  Thimonier  patent,  dated  July  17, 
1830 — which  is  much  relied  on  by  the  respondent  as  superseding 
the  patent  of  the  complainant.  Both  parties  concede  that  the 
machines  of  Greenough  and  Corliss,  so  far  as  they  apply  to  the 
issue  involved  in  this  case  are  substantially  alike,  and,  conse- 
quently, they  may  be  considered  together.  Particular  exam- 
ination of  the  separate  devices  of  those  machines  will  not  be 
necessary,  as  it  is  evident  that  their  construction,  design,  and 
mode  of  operation,  are  substantially  different  from  the  machine 
of  the  complainant,  which  will  sufficiently  appear  from  a  general 
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view  of  the  machines.  Obviously  they  were  invented  and  de- 
signed to  form  the  stitch  of  the  harnessmaker,  composed  of  two 
threads  which  pass  through  the  material  to  be  sewed  at  each 
stitch)  and  in  opposite  directions,  and  they  have  no  shuttle  or 
equivalent  device.  Holes  are  first  made  in  the  cloth,  or  other 
material,  by  pincers,  and  the  threads  are  then  carried  through 
those  holes  by  a  double-pointed  needle  grooved  each  way  on 
both  sides  near  the  eye.  Eye-pointed  needles,  such  as  are  ex- 
hibited in  the  complainant's  machine,  pass  only  so  much  of  the 
thread  through  the  cloth  as  is  necessary  to  form  the  loop ;  but 
the  double-pointed  needle,  shown  in  the  other  machines,  pass  the 
entire  needleful  of  thread  through  the  cloth,  and  must  do  so  in 
order  to  form  and  tighten  the  stitch,  and  in  opposite  directions, 
so  that  there  can  be  no  interlocking  of  the  threads,  as  in  the 
machine  of  the  complainant.  They  employ  two  threads,  it  is 
true,  but  each  thread  acts  independently,  and  has  the  precise 
same  effect  as  it  would  have  if  used  without  the  other.  And 
they  have  no  stationary  holding  surfaces  operating,  as  in  the  ma- 
chine of  the  complainant,  to  press  upon  and  hold  the  cloth  in  the 
immediate  vicinity  of  the  stitching,  leaving  the  residue  of  the 
same  comparatively  free  to  be  governed  and  controlled  by  the 
ihand  of  the  operator.  Clamps,  instead  of  stationary  holding 
surfaces,  are  employed  in  these  machines  to  hold  the  material  to 
be  sewed,  and  it  is  fed  forward  for  a  succeeding  stitch  by  a 
ratchet  movement  of  the  clamps  in  which  it  is  so  held.  Other 
particulars  might  be  pointed  out  in  which  the  machines  under 
consideration  are  different  from  that  of  the  complainant,  but 
those  already  suggested  are  sufficient,  I  think,  to  show  that  they 
can  not  be  regarded  as  superseding  the  complainant's  patent. 

2.  Reliance  is  also  placed  by  the  respondent  upon  the  machine 
of  B.  W.  Bean,  as  supporting  this  ground  of  defense  ;  but  even 
a  cursory  examination  of  the  description  of  it,  as  contained  in 
the  specification,  will  clearly  show  that  the  machine  can  not 
avail  the  respondent  for  any  such  purpose.  Devices,  called  cog- 
wheels, combined  with  other  devices,  called  gear-wheels,  are 
employed  to  crimp  the  cloth  preparatory  to  the  making  of  what 
the  inventor  calls  the  running  stitch^  and  they  also  serve  to  hold 
the  cloth ;  and  after  the  same  is  crimped  to  force  it  upon  a  sta- 
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tionary  needle,  causing  it  to  pass  through  the  folds  or  corruga- 
tions of  the  cloth,  so  that,  when  it  is  afterward  drawn  out,  it  ex- 
hibits on  both  sides  of  it  a  basting  or  gathering  seam.  Such  is 
a  general  description  of  the  operation  of  the  machine  and  some 
of  its  principal  devices.  Taken  as  a  whole,  it  bears  little  or  no 
resemblance  to  the  machine  of  the  complainant,  except  that  it 
has  a  mechanism  for  holding  and  feeding  the  cloth,  and  one  for 
making  a  stitch,  but  all  of  the  principal  devices,  as  well  as  the 
stitch  and  seam,  are  very  materially  different,  and  so  much  so 
that  the  machine  can  hardly  be  regarded  as  a  sewing  machine, 
within  the  meaning  of  that  term  as  employed  in  the  patent  of 
the  complainant.  Regarded  a$a  basting  machine,  it  may  have 
been  of  some  commercial  value  ;  but  it  is  quite  obvious  that  it 
can  not  in  any  point  of  view  have  the  effect  to  maintain  the 
defense  set  up  by  the  respondent. 

3.  Examination  must  also  be  made  of  the  foreign  machines 
set  up  in  the  answer,  of  which  the  machine  of  Newton  & 
Archbold  is  the  one  first  mentioned.  They  describe  the  subject- 
matter  of  their  patent  as  an  ^^  invention  of  improvements  in 
producing  ornamental  or  tambour  work  in  the  manufacture  of 
gloves,"  and  evidence  is  wholly  wanting  to  show  that  the  ma- 
chine was  ever  used  for  any  other  purpose.  Ornament,  such  as 
the  machine  is  designed  to  accomplish,  consists  of  rows  of  loops 
or  chain  stitches  on  the  back  of  the  glove,  or  of  the  cut-out 
material  fitted  to  make  that  part  of  the  glove.  Patentees  express 
a  decided  preference  that  the  gloves  should  be  made  before  the 
ornamenting  is  attempted,  but  suggest  that  it  may  also  be  accom- 
plished on  the  cut-out  material  before  the  glove  is  manufactured, 
leaving  it  clearly  to  be  inferred  that  the  sewing  of  the  gloves  is 
not  to  be  performed  with  the  machine,  according  to  the  descrip- 
tion. Clamps  are  used  by  the  inventors,  to  hold  the  material, 
and  the  feeding  of  the  same  is  accomplished  by  moving  the  frame 
of  the  clamps  in  which  the  material  is  held.  Certain  modifica- 
tions are  suggested  in  the  specification,  and  in  one  of  them  a 
bent  wire  is  mentioned  as  a  device  pressing  upon  the  material  of 
the  glove  to  prevent  it  from  being  forced  up  by  the  needles,  but 
the  suggestion  does  not  embrace  any  holding  surface  opposite 
the  wire,  and  consequently  the  machine,  if  so  modified,  would 
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Still  be  without  the  stationary  holding  surfaces  found  in  the  ma- 
chine of  the  complainant.  Machines  constructed  according  to 
the  specification  have  seventy-two  needles,  arranged  in  gangs  of 
six  upon  twelve  vibrating  levers,  and  they  are  so  constructed,  or 
intended  to  be  so  constructed,  as  simultaneously  to  lay  a  number 
of  rows  of  the  ornamental  loops  or  stitches.  Slots  are  constructed 
in  the  clamps  in  which  the  glove,  or  the  material  for  the  back  of 
the  glove  is  placed,  and  the  needles  are  worked  through  those 
slots  so  that  seams,  such  as  are  usually  made  in  garments,  appar- 
ently could  not  be  made  without  essential  modification  of  the 
clamps,  or  other  devices  of  the  machine.  Single  threads  are 
used,  that  is  one  thread  to  each  needle^  and  there  is  no  shuttle 
or  equivalent,  nor  any  apparatus  described  or  suggested  for 
tightening  the  stitches  of  the  seam.  Superadded  to  all  these 
difi^erences,  it  should  also  be  remarked,  that  there  is  no  inter- 
locking of  the  stitches,  as  in  the  machine  of  the  complainant, 
and  can  not  be,  under  the  present  construction  of  the  machine — 
because  single  threads  are  used,  and  there  is  no  shuttle  or  equiv- 
alent device.  Such  a  machine  is  doubtless  of  some  value  when 
it  is  employed  to  accomplish  the  special  purpose  for  which  the 
invention  was  made,  but  it  is  plainly  not  of  a  character  to  super- 
sede the  sewing  machine  invented  by  the  complainant  when 
viewed  as  an  existing  whole. 

4.  Pursuing  the  order  already  indicated,  the  next  machine  to 
be  considered  is  that  of  Fisher  &  Gibbon,  which,  as  described 
by  the  patentees,  is  an  invention  of  certain  improvements  in 
the  manufacture  of  figured  or  ornamental  lace,  or  net,  or  other 
fabrics.  Two  forms  of  the  invention  are  described  in  the  speci- 
fication, but  it  is  the  second  which  more  especially  comes  under 
revision  in  this  case.  Confining  attention  to  the  latter,  it  is 
clear  that  the  design  of  the  machine  was  to  embroider  or  orna- 
ment lace,  muslin,  or  other  fabric  of  similar  texture,  with  gimp 
or  cord.  Inventors  use  two  threads  to  accomplish  the  work, 
but  the  gimp  or  cord  constitutes  one  of  the  threads,  and  the 
principal  ingredient  of  the  ornament  or  embroidery.  They  also 
describe  the  complicated  apparatus  employed  to  effect  the  result, 
which,  among  other  devices,  consists  of  a  series  of  needles  and 
shuttles,  arranged  in  sets,  each  set  having  a  needle  and  a  shuttle, 
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and  the  series  being  sufficiently  multiplied  to  extend  the  work 
over  the  entire  width  of  the  material  to  be  ornamented  or  em- 
broidered. None  but  thin  fabrics  are  used  as  the  material  for 
the  foundation  of  the  work,  and  the  material  is  placed  on  two 
rollers,  so  arranged  that  the  material  may  be  wound  off  from  one 
on  to  the  other,  in  order,  at  proper  intervals,  to  bring  forward 
fresh  surfaces  to  be  ornamented ;  and  being  drawn  over  bars, 
between  the  rollers,  which  are  at  considerable  distance  apart,  it 
is  kept  stretched,  as  it  passes  from  one  roller  to  the  other,  in 
the  operation  of  the  machine.  All  the  needles  have  a  curve 
or  crook  in  the  length,  and  are  attached  to  a  bar,  and  that  same 
bar  operates  the  whole  series.  Drawings  also  are  annexed  to 
the  specification,  which  show  what  the  construction  of  the 
shuttle  is,  but  it  is  only  necessary,  upon  that  subject,  to  say  that 
it  is  the  common  ribbon  shuttle,  as  contended  by  the  complain- 
ant. Gimp,  or  cord,  it  will  be  remembered,  is  used  in  the  shut- 
tle instead  of  thread,  and  the  description  of  the  operation  is  that 
the  shuttle  passes  through  at  the  bend  of  the  needle,  and  be- 
tween the  thread  of  the  needle  and  the  needle  itself,  every  time 
the  needle  passes  up  through  the  material  to  be  ornamented. 

Broad  loops  of  the  thread  carried  by  the  needle  are  necessary, 
in  order  to  secure  the  passage  of  the  shuttle  between  the  thread 
of  the  needle  and  the  needle  itself,  as  described  in  the  specifica- 
tion, and  on  that  account  the  needle  is  required  to  be  formed 
with  a  curve  or  crook  in  its  length,  and  it  is  obvious  that  a 
compliance  with  the  requirement  is  essential  to  the  operation  of 
the  machine,  because  without  the  additional  space  between  the 
needle  and  its  thread,  which  is  obtained  at  the  bend  by  the 
curve  or  crook  in  the  same,  the  shuttle  would  not  at  all  times 
pass  between  the  needle  and  its  thread,  and  consequently  would 
fail  to  perform  its  functions  in  a  manner  to  accomplish  the  result 
described  in  the  specification. 

Minute  description  is  also  given  of  the  several  devices  em- 
ployed for  driving  the  shuttle,  but  it  is  not  necessary  to  enter 
into  the  particulars  of  the  narration,  as  the  apparatus  described 
bears  little  or  no  analogy  to  the  devices  employed  for  that  pur- 
pose in  the  machine  of  the  complainant.  Suffice  it  to  say,  that 
the  shuttles  are  moved  to  and  from  the  back  and  front  of  the 
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machine,  for  the  purpose  of  carrying  the  gimp  or  cord,  and  of 
performing  certain  other  functions  in  connection  with  the  oper- 
ation of  the  needle  in  sewing  down  the  gimp  or  cord.  Explana- 
tions have  already  been  given  to  show  that  the  needle,  in  its  first 
movement,  comes  up  through  the  material  to  be  ornamented, 
and  that  the  shuttle  passes  between  the  needle  and  its  thread  as 
often  as  the  needle  ascends.  Notice  should  also  be  taken  of  the 
fact  that  the  needle  with  its  thread  is  employed  to  sew  down 
the  gimp  or  cord,  carried  by  the  shuttle  on  to  the  foundation 
material,  and  of  the  further  description  of  the  operation  by 
which  it  is  accomplished.  Having  described  the  operation  of 
the  devices  which  causes  the  first  ascent  of  the  needle,  the  in- 
ventors state  that  just  after  the  shuttle  has  been  moved  from  the 
front  to  the  back  of  the  machine  the  needle  descends,  ^^  sewing 
down"  the  gimp  or  cord  ^^laid  by  the  shuttle; "  and  continuing 
the  description,  they  also  state  that  the  needle  then  ascends 
again,  when  the  shuttle  is  moved  toward  the  front  of  the  ma- 
chine, until  it  is  taken  by  the  front  catches  and  carried  back,  and 
then  the  needle  again  descends,  which  completes  the  operation. 
Laying  the  gimp  or  cord,  therefore,  is  the  principal  result  ac- 
complished by  the  shuttle,  but  the  sewing  down  of  the  same  is 
accomplished  by  the  needle.  Compare  the  analysis  given  of  the 
specification  of  the  machine  under  consideration,  with  that  given 
of  the  specification  of  the  complainant's  machine,  and  it  is  clear 
that  the  two  are  different  in  every  material  respect.  One  em- 
ploys needles  with  a  curve  or  crook  in  the  length,  and  a  com- 
mon ribbon  shuttle,  while  the  other  employs  straight  needles 
and  a  shuttle  of  peculiar  construction ;  and  those  differences  are 
characteristic  and  essential  to  the  respective  combinations  in 
which  they  exist,  and  can  not  be  obliterated,  in  the  one  or  the 
other,  without  affecting  injuriously  the  operation  of  the  particu- 
lar machine.  Stationary  holding  surfaces  are  employed  by  the 
complainant,  but  there  are  no  such  devices  in  the  other  machine, 
and  the  apparatus  for  feeding  the  material  and  tightening  the 
stitches,  found  in  the  machine  of  the  complainant,  are  totally 
different  from  any  corresponding  mechanism  described  in  the 
specification  of  the  other  machine.  Marked,  however,  as  the 
differences  are^  in  respect  to  the  devices  employed,  they  are  even 
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more  palpable  and  striking  in  respect  to  the  mode  of  operation, 
as  sufficiently  appears  from  the  explanations  already  given, 
which  need  not  be  repeated.  Complainant's  machine  is  suited 
to  rapid  sewing,  and  may  be  used  to  sew  firm  seams  in  garments  ; 
but  the  other  machine  can  not  accomph'sh  any  such  result,  and 
can  not  be  made  to  do  so  without  essential  modifications,  be- 
cause, in  point  of  fact,  it  is  an  embroidering  machine,  and  not  a 
sewing  machine.  Such  a  machine  can  not  supersede  the  ma* 
chine  of  the  complainant,  and  having  come  to  that  conclusion 
it  is  not  necessary  to  determine  the  question  whether,  in  a  case 
like  the  present,  the  foreign  patent  must  be  considered  as  taking 
dace  from  the  sealing  of  the  letters  patent,  or  from  the  time  of 
the  enrollment  of  the  specification. 

5.  Great  reliance  also  is  placed  by  the  respondent  upon  the 
Thimonier  machine,  which  was  patented  in  the  kingdom  of 
France.  Reference  to  the  general  elements  of  the  combination, 
however,  will  be  sufficient  to  show  that  the  machine  bears  no 
substantial  resemblance  whatever  to  the  machine  of  the  com- 
plainant. First,  It  has  no  feeding  apparatus  of  any  kind,  and 
consequently  will  not  make  a  single  stitch  unless  aided  by  the 
operator  of  the  machine.  Secondly.  It  has  no  shuttle  or  equiva- 
lent device,  and  employs  but  one  thread  in  the  stitching. 
Thirdly,  It  uses  a  crochet  or  hooked  needle,  instead  of  the 
needle  employed  in  the  complainant's  machine,  and  a  device 
termed  in  the  patent  an  "accroucheur,"  which  operates  to  lay  the 
thread  on  to  the  hook  of  the  needle  after  it  has  passed  through 
the  cloth.  Fourthly,  The  material  to  be  worked  is  laid  upon  a 
horizontal  table,  and  so  fed  forward  and  guided  by  the  hand  of 
the  operator.  Fifthly,  It  has  no  mechanism  by  which  the  length 
of  the  stitch  is  regulated,  automatically,  and  the  evenness  of  the 
stitching  depends  chiefly  upon  the  skill  and  experience  of  the 
person  who  guides  the  material.  Sixthly,  There  is  no  apparatus 
for  the  interlocking  of  two  threads,  and  if  there  was,  it  would 
be  useless,  because  one  thread  only  is  used  in  forming  the  seam. 
Seventhly,  The  stitch  itself  is  widely  different  from  that  produced 
by  the  machine  of  the  complainant.  Experts  describe  it  as  the 
chain  stitch,  and  the  machine  is  denominated  as  one  ^^  suitable 
for  the  production  of  seams  called  chain  stitching  upon  all  sorts 
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of  Stuffs  and  cloths."  Considering  that  the  dissimilarity  in  this 
respect  is  admitted,  it  will  be  sufficient  to  add,  without  entering 
into  particulars,  that  the  stitch  consists  of  a  succession  of  loops, 
one  through  another,  by  a  single  thread,  forming  a  continuous 
seam  on  the  surface  of  the  material  employed  as  the  foundation 
of  the  work.  Eighthly.  The  holding  apparatus  is  also  substan- 
tially different  in  its  mode  of  operation,  and  in  its  combination 
with  the  other  devices,  especially  with  those  constituting  the 
mechanism  for  feeding.  They  are  the  horizontal  table  on  which 
the  cloth  is  laid,  and  a  device,  called  in  the  patent  an  "  onglette,'* 
which  is  a  small,  thin  tube  or  rim  surrounding  the  crochet  hook, 
and  which  at  times  presses  upon  the  cloth  and  holds  it  down 
upon  the  table,  operating  to  prevent  the  cloth  from  following 
the  hook  in  its  retraction.  Such  pressure,  however,  only  occurs 
when  the  crochet  hook  descends  for  a  loop,  and  of  course  the 
effect  is  upon  the  previously-made  loop,  as  well  as  upon  the 
cloth,  keeping  it  open  so  that  the 'hook  may  pass  through  it 
without  catching  as  it  is  retracted  to  bring  up  the  new  loop. 
While  the  pressure  continues,  the  ''  onglette  "  obviously  performs 
the  function  of  a  holding  surface,  and  it  is  also  an  efficient  ad- 
junct of  the  stitching  mechanism  ;  but  when  the  new  loop  has 
been  brought  up  and  the  cloth  is  to  be  moved  forward,  the  de- 
vice in  question,  instead  of  co-operating  to  feed  the  cloth,  as  is 
the  case  in  the  machine  of  the  complainant,  is  withdrawn  alto- 
gether from  the  cloth  and  becomes  entirely  inoperative.  For 
these  reasons,  I  am  of  the  opinion  that  the  machine  has  no  ten- 
dency to  show  that  the  complainant  is  not  the  original  and  first 
inventor  of  his  improvement. 

6.  Nothing  need  be  remarked  respecting  the  W.  Hunt  ma- 
chine, or  the  machine  described  in  Brewster^ s  Encyclopedia^  except 
to  say  that  the  former  was  a  failure  and  the  latter  was  a  tambour- 
machine,  for  ornamenting  goods  in  the  web,  and  was  designed  to 
work  with  a  series  of  crochet  needles  extending  across  the  entire 
width.  Suggestions,  however,  are  therein  made  that  a  needle 
with  an  eye  near  the  point  may  be  used,  in  combination  with 
the  hook,  instead  of  the  crochet  needle,  as  described.  Proper 
devices  to  work  with  it  in  combination,  in  order  to  enable  it  to 
accomplish  the  result,  are  not  described ;  and  there  is  no  sug- 


OCTOBER,    1863.  411 


Howe  V,  Williams. 


gcstion  that  it  should  be  grooved  for  the  protection  of  the  thread. 
Giving  the  suggestion  the  utmost  force  to  which  it  can  be  en- 
titled, in  any  point  of  view,  it  merely  shows  that  an  eye-pointed 
needle  was  known  before  the  complainant  invented  his  organ- 
ised sewing  machine.  Suppose  that  be  granted,  still  the  conces- 
sion would  not  maintain  the  present  defense,  because  the  sug- 
gestion is  of  an  untried  invention,  and  is  wholly  unaccompanied 
^y  any  explanation  to  show  that  it  could  be  constructed  and 
adapted  for  ordinary  rapid  machine  sewing,  or  for  sewing  firm 
teams,  as  in  garments. 

7.  Special  reference  was  also  made  at  the  argument  to  the 
machine  of  Henry  Bock,  and  also  to  the  machine  of  William 
Sneath,  but  upon  examination,  it  appears  that  neither  of  those 
machines  is  set  up  in  the  answer,  and  consequently  they  are  not 
in  the  case.  Copies  of  the  patents,  however,  were  furnished  to 
the  Court  at  the  hearing,  and  in  order  to  prevent  any  misapprehen- 
sion upon  the  subject,  it  may  perhaps  be  well  to  say  that  they 
have  been  examined,  and  I  am  of  the  opinion  that  if  they  had 
been  duly  set  up  in  defense,  they  could  not  have  benefited  the 
respondent.  But  the  objection  to  their  introduction  as  evidence 
was  seasonably  taken,  and  clearly  they  can  not  be  admitted,  as 
it  would  operate  as  a  surprise  upon  the  complainant. 

8.  Abandonment  is  also  set  up  by  the  respondent,  which  is 
the  next  ground  of  defense  to  be  considered.  Among  other 
things,  he  alleges  that  machines  producing  the  chain  stitch,  and 
two  needle  machines  have  been,  with  the  knowledge  of  the 
complainant,  extensively  manufactured,  used,  and  sold  in  public, 
and  that  he  has  deliberately  acquiesced  in  such  manufacture,  use, 
and  sale,  whereby  he  has  surrendered  and  abandoned  any  right 
or  title  he  may  have  had  to  any  exclusive  property  under  his  pat- 
ent. He  also  alleges,  that  in  consequence  of  such  manufacture, 
sale,  and  use,  and  of  the  acquiescence  of  the  complainant,  he, 
the  respondent,  was  led  to  believe,  and  did  believe,  that  the  man- 
ufacture of  his  machines  would  not  be  deemed  to  be  an  infringe- 
ment of  the  complainant's  patent,  and  was  thereby  induced  to 
make  large  expenditures  for  carrying  on  his  business  as  a  maker 
of  sewing  machines,  which  will  be  wholly  lost  if  he  is  enjoined 
in  this  suit.     Argument  is  unnecessary  to  show  that  the  matters 
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pleaded  in  the  answer  are  in  avoidance  of  the  claim  of  the  com- 
plainant, as  set  forth  in  the  bill  of  complaint.  Such  an  allega- 
tion in  the  answer  is  not  evidence,  but  the  facts  therein  stated 
must  be  proved,  and  the  burden  of  proof  is  upon  the  respondent. 
Hart  V.  Ten  Eycke^  et  aL^  2  Johns.  Ch.  R.  88  ;  2  Story  Eq. 
Jur.,  sec.  1529;  3  Greenl.  Ev.,  sec.  287.  Testimony  was 
introduced  by  the  respondent,  which  shows  that  needles  for  ma- 
chine sewing,  with  grooves,  had  been  known  for  about  five 
years  and  one  of  the  witnesses  stated  that  he  had  known  them 
to  be  used  in  a  very  large  number  of  chain  stitch  and  shuttle 
machines.  Inquiry  was  also  made  of  a  third  witness,  who  stated 
that  he  had  frequently  seen  such  machines,  but  he  was  not  able 
to  state  what  number  he  had  seen,  nor  could  he  state  how  exten* 
sively  they  had  been  in  use,  or  on  sale.  They  do  not  state 
where  they  saw  such  machines,  nor  any  of  the  attending  circum- 
stances, nor  when  or  where  they  were  manufactured,  used,  or 
sold.  Knowledge  on  the  part  of  the  complainant,  of  such  use 
and  sale,  is  alleged  in  the  answer,  but  there  is  not  one  of  the 
witnesses  that  undertakes  to  testify  to  any  such  fact,  or  to  state 
any  circumstances  from  which  any  such  presumption  can  prop- 
erly arise.  Acquiescence,  therefore,  on  the  part  of  the  com- 
plainant in  such  manufacture,  use,  and  sale,  is  not  proved,  nor  is 
it  shown  that  the  respondent  had  any  reasonable  ground  to  believe 
that  the  manufacture,  use,  and  sale  of  machines  like  those  of  the 
complainant,  would  not  be  deemed  to  be  an  infringement  of  the 
complainant's  patent.  Claim  was  not  made  for  the  grooved 
needle,  in  the  original  patent,  and,  of  course,  the  complainant, 
under  that  patent,  could  not  maintain  a  suit  against  any  person 
for  using  such  a  device,  although  it  was  a  part  of  his  invention, 
and  was  fully  described  in  his  specification.  Suits  for  an  in- 
fringement, whether  at  law  or  in  equity,  must  be  founded  upon 
letters  patents,  and  the  plaintiff  or  complainant,  as  the  case  may 
be,  can  only  recover  for  the  invasion  of  what  he  has  claimed  in 
his  patent,  however  much  less  the  claim  may  be  than  his  actual 
invention.  Where  the  claim  is  narrower  than  the  invention, 
and  the  description  is  given  in  the  specification,  the  patent  may 
be  surrendered,  and  a  reissue  taken  out,  correcting  the  error,  and 
that  is  what  the  complainant  did  in  this  case,  and  then,  and  not 
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before,  he  was  in  a  condition  to  enforce  his  right  to  that  part  of 
the  invention.  Judge  Grier  held,  in  Goodyear  v.  Day^  Law's 
Dig.  363,  that  it  is  no  justification  of  the  infringement  of  a  re- 
newed patent  that  the  infringer  had  used  the  invention  with 
impunity,  before  the  patent  was  amended,  and  the  Supreme 
Court  also  held  in  Stimpson  v.  W.  C.  Railroad  Company^  4  How. 
202,  that  no  prior  use  of  a  defective  patent  can  authorize  the 
use  of  the  invention  after  the  defect  is  corrected,  and  the  patent 
has  been  duly  reissued.  Complainant's  patent,  therefore,  must 
be  considered  as  valid,  and  I  am  of  the  opinion  that  he  is  the 
original  and  first  inventor  of  the  organized  sewing  machine  de- 
scribed in  his  specification,  when  viewed  as  an  existing  whole. 
He  also  alleges  that  the  respondent  has  infringed  his  patent,  and 
the  testimony  shows  that  the  respondent  did  make  and  sell  a 
machine  introduced  in  the  case  as  the  machine  of  the  respon- 
dent, and  the  answer  admits  that  he  has  made  and  sold  one  hund- 
red and  seventy-five  of  similar  construction  and  mode  of  opera- 
tion, so  that  the  only  remaining  question  is,  whether  the  machine 
produced  embraces  the  improvement  of  the  complainant,  or  any 
substantial  and  material  part  thereof,  as  alleged  in  the  bill  of 
complaint.  Whether  it  does  so  or  not  can  only  be  determined  by 
a  comparison  of  the  two  machines.  Examination  of  the  machine 
of  the  complainant  has  already  been  made,  and  it  now  becomes 
necessary  to  examine  that  of  the  respondent.  His  machine  also 
carries  two  threads,  and  the  stitch  is  formed  by  interlocking  the 
same,  substantially,  in  principle,  as  in  the  machine  of  the  com- 
plainant, differing  only  in  the  fact  that  the  under  thread,  carried 
by  the  shuttle  or  equivalent  devices,  is  interlocked  in  a  loop  or 
bight,  instead  of  a  single  thread,  as  in  the  machine  of  the  com- 
plainant, making  the  difference  between  the  stitches  of  the 
respective  machines,  as  explained  by  one  of  the  experts,  about 
the  same  as  that  between  a  bow  knot  and  a  hard  knot.  Each 
machine  has  a  grooved  eye-pointed  needle,  which  is  employed  to 
carry  the  thread  for  one  side  of  the  cloth,  and  which  perforates 
the  cloth  as  a  step  in  the  making  of  the  stitch,  and  for  the  pur- 
pose of  forming  a  loop  of  the  thread  which  it  carries.  Loops 
are  formed  of  the  thread  carried  by  the  perforating  needle,  in  the 
same  manner,  and  the  functions  performed  by  the  needle,  and 
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the  needle  itself,  are  the  same  in  both  machines.  Substantial 
similarity  therefore  is  certainly  shown  in  all  the  particulars  men- 
tioned, but  the  respective  machines  employ  two  threads,  and  it 
becomes  necessary  to  attend  pretty  carefully  to  the  description 
given  of  the  manipulation  of  the  second  thread,  and  of  the  sev- 
eral devices  employed  to  accomplish  the  work.  As  already 
explained,  the  complainant's  machine  carries  the  thread  for  the 
other  side  of  the  ctoth,  by  means  of  a  side-pointed  shuttle,  so 
constructed  and  arranged  that  it  will  catch  the  loop  formed  of 
the  thread  carried  by  the  perforating  needle,  and  open  and  spread 
it  as  it  passes  through  the  loop.  On  the  other  hand,  the  ma- 
chine of  the  respondent  carries  the  second  thread,  or  the  thread 
for  the  other  side  of  the  cloth,  by  the  means  of  a  thread  carrier, 
in  form  resembling  a  needle,  and  called  by  one  of  the  experts  a 
thread  controller,  which  is  also  employed  for  looping  its  own 
thread  through  the  loop  previously  formed  of  the  thread  carried 
by  the  perforating  needle,  instead  of  carrying  the  end  of  the 
shuttle  thread  through  the  loop  formed  of  the  needle  thread,  as 
is  done  in  the  machine  of  the  complainant.  Attention  to  these 
explanations  will  show  very  clearly  what  is  meant  by  the  experts, 
when  they  describe  the  difference  between  the  stitches  of  the 
respective  machines  as  about  the  same  as  that  between  the  bow 
knot  and  the  hard  knot. 

Every  loop  made  of  the  thread  carried  by  the  perforating  nee- 
dle must  be  opened  after  it  is  formed,  in  order  that  the  second 
thread,  in  the  complainant's  machine  or  a  loop  of  the  second 
thread  in  the  respondent's  machine,  may  be  passed  through  it, 
so  that  the  two  threads  may  be  interlocked,  as  required,  to  form 
the  seam.  Such  opening  of  the  loop,  formed  of  the  thread  car- 
ried by  the  perforating  needle,  is  accomplished  in  the  machine 
of  the  complainant  entirely  by  the  shuttle,  which  also  carries 
the  second  thread.  Shuttles  are  not  used  in  the  machine  of  the 
respondent,  either  to  carry  the  second  thread  or  to  open  the 
loop  formed  of  the  thread  carried  by  the  perforating  needle. 
Other  devices,  however,  are  found  in  his  machine  which  per- 
form the  same  functions,  and  which  stand  in  the  same  combina- 
tion as  that  in  which  the  shuttle  is  arranged  in  the  complainant's 
machine  i  and  the  question  is  whether  or  not  those  devices  are 
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to  be  regarded  as  equivalents  of  the  shuttle.  Instead  of  the 
shuttle,  the  respondent  employs  the  second  needle  or  thread 
carrier,  already  described,  which  evidently  performs  the  same 
functions  in  carrying  the  second  thread,  and  also  in  looping  it 
through  the  loop  previously  formed  of  the  thread  carried  by  the 
perforating  needle,  because,  the  interlocking  of  the  thread  is  the 
characteristic  principle  of  the  manipulation  in  the  formation  of 
the  stitch ;  and  clearly  it  can  not  benefit  the  respondent  to  show 
that  he  first  loops  the  second  or  shuttle  thread,  and  then  uses  it 
double,  or  in  loop,  instead  of  single,  as  in  the  machine  of  com- 
plainant. 

His  second  needle,  or  thread  carrier,  also  commences  to  open 
the  loop  formed  of  the  threads  carried  by  the  perforating  needle, 
and  continues  to  perform  the  function  until  an  auxiliary  device, 
called  a  hook,  catches  the  partly-opened  loop  and  completes  the 
operation,  opening  and  spreading  it  precisely  in  the  same  man- 
ner, and  quite  as  effectually,  as  the  function  is  performed  by  the 
shuttle  in  the  machine  of  the  complainant.  Different  devices, 
or  devices  differing  in  form,  and  having  different  names,  are 
certainly  employed  by  the  respondent  for  that  purpose  ;  but  the 
plan  or  idea,  the  arrangement,  combination,  and  result  are  the 
same ;  and  it  is  clear  to  a  demonstration  that  every  one  of  the 
functions  performed  by  the  shuttle  in  the  machine  of  the  com- 
plainant, is  accomplished  in  the  machine  of  the  respondent,  by 
the  lower  needle,  called  the  thread  carrier,  or  controller,  with 
the  aid  of  its  auxiliary  device,  the  hook ;  and  I  am  of  the  opinion 
that  the  two  combined  are  the  equivalent  of  the  shuttle ;  though 
it  may  be  that  they  perform  the  work  better.  Holding  surfaces, 
stationary  in  their  character,  are  also  found  in  the  machine  of 
the  respondent.  They  are  the  table,  or  platform,  on  which  the 
cloth  is  laid,  and  the  divided  presser  foot,  and  they  hold  the 
cloth  as  well  for  resisting  the  thrust  and  retraction  of  the  needle 
as  for  the  operation  of  tightening  the  stitch,  and  also  to  keep  the 
cloth  in  place  while  it  is  moved  forward,  so  that  it  may  be  fed  in 
a  determined  plane.  Speaking  of  the  holding  surfaces,  it  will 
be  convenient  to  distinguish  them  as  upper  and  loiver^  as  was 
done  at  the  argument.  Upper  holding  surface^  in  the  machine 
of  the  respondent,  is  the  presser  foot.      Undoubtedly  it  differs  in 
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form  from  the  metallic  plate,  which  is  the  corresponding  device 
in  the  complainant's  machine,  because  it  is  in  two  parts ;  but 
those  parts  operate  alternately,  so  that  one  of  them  is  always 
upon  the  cloth,  pressing  it  down  upon  the  table,  or,  in  other 
words,  when  one  part  is  raised  to  assist  in  feeding  the  cloth  for- 
ward, the  other  is  kept  down  to  retain  the  cloth  in  the  proper 
plane ;  thus  securing  constant  action,  as  in  the  machine  of  the 
complainant.  Explanations  are  hardly  necessary  to  show  that 
the  table,  and  the  side  of  the  shuttle  box,  when  employed  as 
holding  surfaces,  are  equivalent  devices,  as  it  is  quite  obvious 
that  the  diflFerence  is  a  mere  formal  one,  resulting  from  the  sub- 
stitution of  a  horizontal  for  a  vertical  position  of  the  material  to 
be  sewed.  Both  the  machines  have  the  means  of  adjusting  the 
upper  holding  surface  to  the  thickness  of  the  material.  Springs 
are  employed  in  the  machine  of  the  respondent,  and  hence  it  is 
said  to  be  self-adjusting  ;  but  the  adjustment  is  accomplished  in 
the  complainant's  machine  by  a  screw,  and,  consequently,  the 
hand  of  the  operator  is  required  to  accomplish  the  result.  Look- 
ing at  the  respective  devices  under  consideration  as  holding  sur- 
faces, and  testing  the  question  by  the  function  or  duty  performed 
by  each  apparatus,  and  the  mode  of  the  operation,  I  am  of  the 
opinion  that  the  apparatus  employed  by  the  respondent  is  sub- 
stantially the  same  as  that  used  in  the  machine  of  the  complain- 
ant. Sufficient  description  has  already  been  given  of  the  feeding 
apparatus  employed  in  the  complainant's  machine.  Respondent, 
in  his  machine,  uses  a  reciprocating  notched  bar,  and  a  presser 
foot,  and  the  feeding  is  accomplished  by  advancing  the  notched 
bar  while  the  cloth  is  pressed  down  upon  it,  and  then  when  the 
presser  foot  is  raised  by  withdrawing  it  in  the  same  plane. 
Palpable  differences  are  observable  in  the  form  of  the  devices 
employed  in  one  of  the  machines  as  compared  with  the  other, 
but  they  perform  the  same  functions,  have  substantially  the 
same  mode  of  operation,  and  accomplish  the  same  result;  and  I 
am  of  the  opinion  that  the  devices,  when  considered  together, 
and  viewed  as  a  feeding  apparatus,  are  substantially  the  same  as 
the  feeding  apparatus  in  the  machine  of  the  complainant.  Com- 
plainant is  entitled  to  a  decree  for  an  account,  and  when  the 
amount  to  be  recovered  is  ascertained,  a  perpetual  injunction 
will  be  granted. 
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Frederick  E.  Sickles 

vs. 
Bailey  W.  Evans  and  Caleb  Seagrave. 

Where  proper  refereoce  u  made,  in  each  claim,  to  the  specification,  the  claim  will  be 
constrved  not  to  be  for  a  result,  but  for  the  means  by  which  the  result  is  accom- 
plished. 

The  invention  of  Sickles  under  his  patent  dated  October  19,  1844,  plainly  is,  as  he 
describes  it,  a  new  and  useful  method  of  tripping  cut-off  valves,  by  a  motion  in- 
dependent of  the  lifter,  and,  as  there  described,  it  has  nothing  whatever  to  do 
with  any  improvement  in  the  working  of  valve  catches  or  valve  rods,  as  is  evi- 
dent from  a  perusal  of  the  entire  specification,  which  contains  no  reference  to 
any  such  improvement,  but  declares  that  the  inventor  contemplated  no  change 
in  valve  gear. 

In  Sickles*  reissued  patent  of  January  fti,  18 6s,  in  expanding  the  invention  described 
in  his  original  patent  of  September  19,  1845,  what  was  a  new  and  useful  method 
of  tripping  the  drop  cut-off  valves  of  steam  engines  and  regulating  and  adjusting 
the  same,  has  become  a  new  and  useful  improvement  in  steam  engines ;  and 
what  was  an  improvement  in  tripping  cut-off  valves  by  a  motion  independent  of 
the  lifter,  has  become  an  improvement  in  the  co-existing  movement  of  two  re- 
ciprocating catching- pieces. 

Comparing  the  language  of  the  claim  of  the  reissue  with  the  claims  of  the  original, 
it  is  clear  that  they  are  foreign  to  each  other,  and  strangers.  If  the  claim  in  the 
former  were  inserted  in  lieu  of  those  in  the  latter,  there  would  be  nothing  in  the 
original  specification  to  justify  such  a  claim. 

Sickles*  reissued  patent,  dated  January  si,  18 6s,  is  void,  because  it  u  not  for  the  same 
inventioi^  as  the  original  patent. 

Where  the  original  and  reissued  specifications  are  consistent,  or  where  there  h  no  posir 
tive  conflict  or  absolute  inconastency,  the  rule  that  In  the  absence  of  fraud,  the 
reissued  patent  is  evidence  ol  the  identity  of  the  inventions,  may  be  applied  j  but 
where  it  appears  on  the  face  of  the  respective  specifications,  as  matter  of  law, 
that  the  specification  and  claim  of  the  reissued  patent  are  for  a  different  inven- 
tion from  that  secured  in  the  original,  the  rule  can  not  be  sustained. 

Wherever  it  appears,  upon  a  comparison  of  the  two  specifications  and  claims,  as  matter 
of  law  arising  on  their  construction,  that  the  reissued  patent  is  for  a  difilertnt  in- 
vention from  that  secured  in  the  original  patent^  then  the  reissued  patent  is  void 
and  of  no  efifect. 

Engines  constructed  under  the  reissues  of  an  original  patent  granted  to  George  H.  Cor- 
liss, March  10,  1849,  do  not  infringe  the  reissues  of  the  original  patents  granted 
to  Frederick  £.  Sickles,  October  19,  1844,  or  September  19,  1845. 

(Before  Clifpord,  J.,  Dbtrict  of  Massachusetts,  October,  1863.) 
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This  was  a  bill  in  equity  filed  to  restrain  defendants  from 
infringing  letters  patent  for  an  ^^  improvement  in  the  method  of 
opening  and  closing  the  valves  of  steam  engines,"  granted  to 
complainant  October  19,  1844 ;  extended  for  seven  years  from 
October  19,  1858  ;  reissued  January  i,  1861,  in  two  divisions, 
numbered  11 12  and  1 113,  one  of  which.  Reissue,  1113,  was 
again  reissued  January  28,  1862.  Also,  letters  patent  for  "an 
improvement  in  the  mode  of  tripping  cut-off  valves,"  granted 
to  complainant  September  19,  1845,  extended  for  seven  years 
from  September  19,  1859  >  reissued  February  21,  i860,  in  six 
divisions,  one  of  which  (No.  910)  was  a^in  reissued  January 
21,  1862. 

The  invention  is  sufficiently  described  in  the  subjoined  claims 
and  in  the  opinion  of  the  Court. 

The  claims  of  the  original  patent  of  October  19,  1844,  were 
as  follows  : 

"  I  claim,  first,  my  improvement  in  the  periods  of  the  moyements  of  the  ▼alves,  by 
which  they  are  opened  and  closed,  relatively  to  each  other,  and  to  the  movement  of 
the  piston,  by  means  of  which  the  piston  completes  each  stroke  in  equilibrity,  or 
nearly  so,  without  admitting  steam  against  the  movement  of  the  piston  by  a  lead  to 
the  steam  valve ;  which  is  efiected,  as  before  stated,  by  opening  the  lower  exhaust 
valve  before  the  end  of  the  upward  stroke  of  the  piston,  and  before  the  upper  exhaust 
valve  is  closed,  and  opening  the  upper  exhaust  valve  before  the  end  of  the  downward 
stroke  of  the  piston,  and  before  the  lower  exhaust  valve  is  closed,,  the  movement  of 
the  steam  valves  being  so  regulated  as  to  admit  steam  to  the  cylinder  only  after  the  ex- 
haust valve  on   the  corresponding  end  of  the  cylinder  has  been  closed. 

"I  also  claim  as  my  next  improvement,  and  as  a  means  of  carrying  into  effect  my 
first  and  essential  improvement,  the  arrangement  of  the  toes  of  the  rock-shaft  in  such 
manner,  relatively  to  the  location  and  form  of  the  feet  of  the  lifting  rods,  that  at  the 
middle,  or  nearly  so,  of  the  rocking  motion  of  the  rock-shaft,  both  lifting  rods,  with 
their  exhaust  valves,  shall  be  partly  up,  as  herein  described  :  And  I  also  claim  in  com- 
bination with  this  arrangement,  the  slip  of  the  lifters  on  the  steam  valve  stems,  as 
described,  to  insure  the  closing  of  the  exhaust  valves  before  the  opening  of  the  steam 
valves  on  the  corresponding  ends  of  the  cylinder  as  herein  described.** 

The  claims  of  Reissue  No.  1 113,  dated  January  i,  1861, 
were  as  follows : 

*'  Giving  to  each  exhaust  valve,  alternately,  while  the  piston  is  at  or  near  the  end  of 
the  cylinder  furthest  from  it,  a  large  amount  of  motion,  as  compared  with  the  motion 
of  the  other  exhaust  valve,  at  that  time,  so  as  to  move  fireely,  exhaust  die  cylinder 
with  less  extent  and  greater  ease  of  motion  to  the  valves  than  has  been  done  hereto- 
fore, substantially  as  described. 

"  Also,  imparting  these  motions  to  the  exhaust  valves  by  means  of  a  rocker  inter- 
posed between  the  first  motion  from  the  engine  and  the  valves,  so  that  it  will  increase 
and  diminish  its  leverage  relative  to  each  valve  while  moving  them,  and  thereby  im- 
part my  improved  motion. 
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The  claims  of  the  reissue  of  January  28,  1862,  were  identical 
with  those  of  Reissue  11 13. 

The  claims  of  the  original  patent  of  September  19,  1845,  were 
as  follows: 

*'  I  claim  tripping  the  drop  valve  of  the  cut-ofF  by  a  motion  independent  of  the 
lifters,  substantially  in  the  manner  and  for  the  purpose  herein  described. 

"  I  also  claim  combining  the  wiper  that  drops  the  valve  of  the  cut-ofF,  whether 
working  horizontally  or  vertically,  with  any  of  the  moving  parts  of  the  engine,  other 
than  the  lifters,  or  their  rocklng-shaft,  by  means  of  the  sector  and  arm  or  arms,  by 
means  of  which  the  extent  of  the  cut-off  can  be  regulated  at  pleasure,  during  the 
action  of  the  engine  from  the  full  to  the  least  portion  of  the  stroke,  as  herein 
described.** 

The  claim  of  Reissue  No.  910,  dated  February  2T,  i860,  was 
as  follows : 


'*  I  claim  imparting  a  coexisting  movement  to  two  reciprocating  catch-pieces  in  the 
operation  of  trip  cut-off  valves.* 


ft 


The  claim  of  the  reissue  of  January  21,  1862,  was  as  follows: 

**  Imparting  a  co-existing  movement  to  two  reciprocating  catch-pieces  in  the  opera- 
tion of  the  trip  of  cut-off  valvei,  substantially  as  described.** 

E,  N.  Dicker  son  for  complainant. 

E.  W.  Stoughton  and  B,  R.  Curtis  for  defendants. 

Clifford,  J, 

This  is  a  bill  in  equity  brought  by  the  complainant  to  restrain 
the  respondents  from  using  a  certain  steam  engine  which  they 
purchased  of  George  H.  Corliss,  and  which  was  constructed  by 
the  vendor  under  the  reissue  of  an  original  patent  granted  to 
him  March  10,  1849.  Relief  is  sought  by  the  complainant  upon 
the  ground  that  the  steam  engine  in  question  is  an  infringement 
of  the  exclusive  rights  secured  to  him  in  the  respective  reissued 
letters  patent  described  in  the  bill  of  complaint,  and  on  which 
the  suit  is  founded.  Letters  patent  were  granted  to  the  com- 
plainant May  20,  1842,  for  a  new  and  useful  improvement  in 
the  manner  of  constructing  the  apparatus  for  lifting,  tripping, 
and  regulating  the  closing  of  the  valves  of  steam  engines. 
Whether  any  application  for  the  extension  of  the  patent  was 
ever  made  does  not  appear,  but  it  is  conceded  that  the  invention 
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had  imperfections ;  that  the  patent  never  was  extended,  and  that 
it  expired  by  its  own  limitation,  in  fourteen  years  from  the  time 
it  was  granted.  Efforts,  however,  were  made  on  the  part  of  the 
complainant  to  remedy  the  defects  of  the  invention,  and  he 
alleges  that  he  afterward  completed  a  set  of  improvements  for 
that  purpose,  and  commenced  to  make  a  model  of  what  he  sup- 
posed was  a  perfect  valve  gear  for  a  steam  engine,  and  on  Febru- 
ary 28,  1844,  filed  a  caveat  to  protect  himself  in  his  invention, 
which  is  now  on  file  in  the  Patent  Office  of  the  United  States. 
Steam  engines,  with  few  exceptions,  as  the  complainant  alleges, 
were  operated  at  that  time  by  the  use  of  a  cut-off  valve,  inde- 
pendent of  the  steam  valves ;  that  a  part  of  the  improvements 
made  by  him,  on  exhaust  valves,  were  adapted  to  engines  of  that 
description ;  that  in  the  hope  of  inducing  persons  who  would 
not  incur  the  expense  of  changing  their  cut-oiF  gear  to  use  that 
iraproveraent,  he  made  a  model  of  a  detached  part  of  his  inven- 
tion, and  before  he  completed  the  model  of  the  perfect  valve 
gear,  applied  for  a  patent  for  the  same,  as  an  improvement  in 
(the  method  of  working  exhaust  valves,  and  that  letters  patent, 
according  to  the  application,  were  granted  to  him  October  19, 
1844,  under  the  title  of  ^^a  new  and  useful  improvement  in  the 
method  of  opening  and  closing  the  valves  of  steam  engines." 
Extension  of  that  patent  was  duly  obtained  at  its  expiration,  on 
October  19,  1858,  for  the  further  term  of  seven  years,  and  the 
extended  patent  was  afterward  surrendered,  and  on  January  i, 
i86f,  the  same  was  reissued  in  two  parts,  numbered  seven  and 
eight,  with  amended  descriptions  and  specifications.  Defects, 
however,  still  existing  in  the  respective  specifications,  both  of 
the  reissued  letters  patent  were  subsequently  surrendered,  and  on 
January  28^  1862,  the  original  patent  of  October  19,  1844,  as 
extended,  was  again  reissued  to  the  complainant,  with  additional 
amendments  in  the  specifications,  and  the  same,  as  last  reissued 
is  one  of  the  letters  patent  on  which  the  suit  is  brought.  After 
the  original  patent  of  October  19,  1844,  was  granted,  the  com- 
plainant, as  he  alleges,  proceeded  to  perfect  the  model  he  had 
commenced  before  he  made  the  application  for  that  patent;  that 
when  it  was  completed  he  deposited  it  in  the  Patent  Office, 
made  application  for  a  patent  for  the  invention,  and  that  a  pat- 
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ent  was  duly  granted  to  him  for  the  same  September  19,  1845, 
but  that  the  claims  of  the  specifications  of  the  patent  as  issued 
covered  only  certain  parts  of  his  improrements.  He  further  alleges 
that  on  September  19,  1859,  ^^  ^'^^  obtained  an  extension  of 
the  last  named  patent  for  the  further  term  of  seven  years,  and 
that  he  afterward  surrendered  the  extended  patent,  and  that  on 
February  2f,  i860,  the  same  was  reissued  to  him  in  six  parts, 
which  were  intended  to  cover  the  whole  of  the  irhprovements  of 
his  invention,  as  exhibited  in  his  completed  model  of  a  perfect 
valve  gear.  Doubts  having  arisen,  however,  whether  the  speci- 
fications of  one  or  more  of  the  reissued  patents  were  sufficient, 
the  several  patents  were  subsequently  surrendered,  and  on  Jan- 
uary 21,  1862,  the  original  patent  of  September  19,  1845,  as 
extended,  was  again  reissued  to  the  complainant,  which  is  the 
other  reissued  patent  on  which  the  suit  is  founded.  Considering 
that  the  first  patent  granted  to  the  complainant  has  long  since 
expired,  it  will  only  be  necessary  to  refer  to  it  as  showing  the 
state  of  the  art  at  the  time  his  later  improvements  were  made. 
Complainant  therein  described  that  invention,  as  ^^  certain  im- 
provements in  the  manner  of  constructing  and  arranging  the 
apparatus  for  lifting  and  tripping  the  valves  of  steam  engines,  and 
by  which  the  steam  can  be  more  readily  cut  ofF^  at  any  desired 
part  of  the  stroke,  than  by  the  means  heretofore  adopted  ;  and 
also  an  improved  water  reservoir  and  plunger,  which  serve  to  pre- 
vent the  slamming  of  the  valves  in  closing,  and  consequently  to 
preserve  them  in  good  working  order  for  a  great  length  of 
time."  His  patent  contained  two  claims  in  substance  and  effect 
as  follows : 

First.  The  manner  in  which  he  had  combined  and  arranged 
the  valve  stem,  the  spring  on  the  lifter,  the  adjustable  sliding 
piece  with  its  wedges  or  inclined  planes,  and  their  immediate 
appendages,  so  as  to  co-operate  with  each  other  and  to  effect 
the  tripping  of  the  valves  and  the  cutting  ofi^  of  the  steam 
substantially  as  therein  described. 

Secondly.  He  also  claimed  the  manner  described  of  regulating 
the  closing  of  the  valves,  and  of  effectually  preventing  them 
from  slamming  by  means  of  a  water  reservoir  furnished  with  a 
piston  or  plunger  attached  at  the  lower  end  of  the  valve-stem, 
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and  operating  within  an  adjustable  cup  or  secondary  reservoir,  so 
as  to  accomplish  the  described  effect.     Suits  were  instituted  by 
the  inventor  alleging  the  infringement  of  the  exclusive  rights 
therein  secured  to  him,  and  in  the  course  of  the  investigations 
consequent  thereon  it  became  necessary  for  the  courts  to  con- 
strue the  respective  claims  of  the  patent.     Their  construction 
was  directly  involved  in  Sidles^  et  aU  v.  Gloucester  Manufacturing 
Company y  (Vol.  I,  p.  222,)  heard  before  Justice  Grier,  at  Trenton, 
N.  J.,  September  Term,  1856,  as  appears  by  an  opinion  subse- 
quently delivered  by  him  in  that  case,  in  which  he  held,  in  re- 
spect to  the  first  claim,  that  the  combination  and  arrangement 
of  all  the  parts  of  the  invention  as  described  in  the  patent,  had 
reference   to   the   new    manner,    method,   or   arrangement   of 
machinery  therein  described  for  tripping  puppet  valves,  and  that 
the  specification  did  not  set  forth  any  general  principle  or  any 
other  mode  in  which  the  inventor  proposed  to  apply  that  princi- 
ple to  valves  of  a  different  character  and  of  a  totally  different 
mechanical  action.     Thorough  examination  also  was  made,  at 
the  same  time,  of  the  second  claim  of  the  patent,  and  in  respect 
to  that  claim  the  learned  judge  held  that  it  was  apparent  that 
the  apparatus  described  in  the  first  claim  for  tripping  the  valves, 
and  that  described  in  the  second,  must  be  combined  to  effect  the 
purpose  intended,  and  he  deduced  that  conclusion  from  the  fact 
that  if  the  valves,  when  tripped,  should  be  suffered  to  fall  to 
their  seats  without  being  checked  by  the  device  described  in  the 
second  claim,  the  whole  apparatus  would  be  practically  useless. 
Hence  he  held  that  the  two  things  constituted  one  whole  inven- 
tion, having  for  its  subject  the  valves  known  as  puppet  or  lifting 
valves.     Description  is  given,  in  the  first  place,  of  the  devices 
for  operating  those  valves,  and  then  follows  the  description  of 
the  water  reservoir,  whose  object  and  purpose  are  *'  to  prevent 
them  from  slamming  in  closing,  which  would  otherwise  destroy 
the  machinery."     Although  the  specification  mentioned  ^'  oil  or 
other  fluid,''  as  well  as  water,  still  the  learned  judge  held  that 
it  was  plain  that  the  word  fluid  was  used  in  its  popular  sense  as 
a  synonym  for  liquid.     Patentee  insisted,  on  that  occasion,  that 
the  second  claim  of  his  patent  covered  the  use  of  air  as  well  as 
water  for  the  described  reservoir,  but  the  same  learned  judge^ 
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after  explaining  very  satisfactorily  the  difference  in  the  action  of 
the  one  from  that  of  the  other,  as  respected  the  invention  under 
consideration,  held  that  the  claim  was  for  regulating  the  closing 
of  the  valves  and  preventing  them  from  slamming,  by  means  of 
a  ^'  water  reservoir,"  and  that  there  was  no  intimation  that  an 
elastic  fluid  could  be  used  for  the  same  purpose  or  ^^how  it 
should  be  used.''  Patent  of  October  19,  1844,  is  also  for  ^^a 
new  and  useful  improvement  in  the  method  of  opening  and 
closing  the  valves  of  steam  engines,"  or,  as  more  fully  described 
in  the  specification,  it  is  for  a  new  and  useful  improvement  in 
the  apparatus  for  opening  and  closing  the  steam  and  exhaust 
valves  of  steam  engines,  so  that  the  steam  will  act  with  greater 
practical  efficiency  than  it  would  without  the  improvement. 
Inventor  first  describes  the  various  parts  of  the  apparatus  which, 
prior  to  that  time,  had  generally  been  used  to  work  both  the 
steam  and  exhaust  valves,  and  the  usual  combination  and  ar- 
rangement of  those  parts  which  had  previously  been  employed, 
in  order,  as  he  states,  to  show  the  difference  ^^  between  the  usual 
mode  and  his  mode  of,  and  improvement  in,  arranging  and  com- 
bining those  parts  so  as  to  produce  new  and  useful  results." 
Superadded  to  the  details  given  in  respect  to  the  usual  mode 
employed  prior  to  his  invention,  the  patentee  states  that  while 
one  Kfting  rod,  with  its  feet,  lifters,  and  valves  attached,  was  in 
motion,  the  other  lifting  rod  with  its  attachments  remained  sta- 
tionary. Having  explained  the  state  of  the  art  at  the  date  of 
his  invention,  he  then  proceeds  to  describe  the  improvement  for 
which  he  claimed  a  patent.  Referring  to  the  general  description, 
it  consists  in  effect  in  so  regulating  the  period  of  the  movements 
of  the  valves  as  to  leave  the  piston  free  to  complete  each  stroke 
and  also  to  give  any  desirable  lead  to  the  exhaust  valves.  While 
it  accomplishes  those  objects,  it  also,  as  the  patentee  states, 
causes  the  piston  to  be  in  ^^  equilibrio  '^  near  the  completion  of 
its  stroke,  which  is  effected  in  the  first  instance  by  opening  the 
lower  exhaust  valve  before  the  piston  finishes  its  upward  stroke, 
and  before  the  upward  exhaust  valve  is  closed,  and  secondly,  by 
opening  the  upper  exhaust  valve  before  the  piston  finishes  its 
downward  stroke,  and  before  the  lower  exhaust  valve  is  closed, 
but  in  both  cases  the  steam  valve  is  opened  without  a  lead  and 
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after  the  closing  of  the  exhaust  valve  on  the  corresponding  end. 
To  that  general  description,  the  patentee  also  adds  that  his  inven- 
tion further  consists  in  a  peculiar  arrangement  of  the  toes  on  the 
rock-shaft,  the  feet  on  the  lifting  rods,  and  the  connection  of  the 
lifters  with  the  valve  steins  to  carry  the  before-mentioned  im- 
provement into  effect ;  and  he  then  gives  a  very  minute  descrip- 
tion of  the  several  devices  of  what  he  calls  his  improved  combi- 
nation, and  the  arrangement  of  the  relative  position  of  the  toes 
and  feet,  together  with  a  description  of  the  effect  which  such 
combination  has  upon  the  motion  of  the  toes  and  feet  during  the 
revolution  of  the  engine.  Special  mention  is  also  made  of  the 
fact  that  the  nuts  attacked  to  the  stems  of  the  steam  valves 
are  so  arranged  as  to  be  adjustable,  and  allow  a  slip  of  the  lifters 
thereon,  of  an  inch  more  or  less,  and  equal,  or  nearly  so,  to  the 
rise  of  the  toes  above  the  upper  surface  of  the  rock-shaft. 
Extended  explanation  is  then  given  of  the  connection  which  the 
preceding  combination  has  with  the  steam  and  exhaust  valves, 
and  of  the  improved  effect  which  the  whole  combination  and 
arrangement  have  upon  the  operation  of  the  valves,  and  the 
more  efficient  working  of  the  engine.  Modifications  of  the 
combination  and  arrangement  of  the  apparatus  are  then  sug- 
gested, but  they  all,  as  the  patentee  well  states,  involve  the  same 
mechanical  principles  and  manifestly  were  not  intended  to  ac- 
complish any  different  result,  or  to  change  the  mode  of  opera- 
tion. Certain  results  are  then  described  as  effected  by  the  com- 
bination and  improvemei^t  in  the  relative  position  of  the  toes  on 
the  rock-shaft  with  the  nuts  on  the  valve  stems,  and  their  rela- 
tive position  to  the  valves. 

First.  Any  desirable  ^^  lead,"  it  is  said,  may  be  given  to  the 
exhaust  valves,  without  the  piston  of  the  steam  cylinder  being 
subjected  to  any  opposing  force  or  difficulty  in  consequence  of 
such  movement* 

Sicondfy.  That  both  exhaust  valves  may  be  open  momentarily 
at  the  same  time,  so  that  the  piston  shall  be  in  equilibrio,  as 
before  described. 

Thirdly.  That  the  result  is,  or  may  be,  that  a  portion  of  the 
steam  which  is  being  exhausted,  is  shut  into  the  steam  chest 
nearest  the  piston,  so  that  \t  may  be  used  in  combination  with 
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Steam  emitted  from  the  boiler  to  drive  the  return  stroke.  Com- 
plying with  the  requirement  of  the  patent  act,  the  inventor  then 
specifies  and  points  out  what  he  claims  therein  as  new,  and 
desires  to  secure  by  letters  patent.  He  first  claims  what  he  de- 
nominates as  his  improvement  in  the  periods  of  the  movements 
of  the  valves,  by  which  they  are  opened  and  closed  relatively  to 
each  other  and  to  the  movement  of  the  piston,  by  means  of 
which  the  piston  completes  each  stroke  in  equilibro,  or  nearly 
so,  without  admitting  steam  against  the  movement  of  the  piston 
by  a  lead  to  the  steam  valve.  Such  is  the  substance  of  the  first 
claim  ;  but  it  is  accompanied  by  a  repetition  of  the  description  of 
the  means  by  which  the  described  result  is  accomplished,  and  to 
that  description  the  patentee  adds,  that  the  movement  of  the 
steam  valves  is  so  regulated  as  to  admit  steam  to  the  cylinder 
only  after  the  exhaust  valve  on  the  corresponding  end  of  the 
cylinder  has  been  closed.  His  next  improvement  he  claims  as 
a  means  to  carry  the  first,  which  he  characterizes  as  the  essential 
improvement,  into  effect;  and  such  undoubtedly  is  the  true 
nature  and  character  of  the  improvement.  Taking  it  as  de- 
scribed in  the  claim,  it  is  the  arrangement  of  the  toes  and  the 
rock'shaft  in  such  a  manner  relatively  to  the  location  and  form 
of  the  feet  on  the  lifting  rods,  that  at  the  middle,  or  nearly  so, 
of  the  rockrng  motion  of  the  rock-shaft,  both  lifting  rods,  with 
their  exhaust  valves,  shall  be  partly  up,  as  described  in  the 
specification.  Incident  to  that  arrangement,  and  in  combination 
with  it,  the  patentee  also  claims  the  slip  of  the  lifters  on  the 
steam  valve  stems,  to  insure  the  closing  of  the  exhaust  valves 
before  the  opening  of  the  steam  valves  on  the  corresponding 
ends  of  the  cylinder.  Proper  reference  is  made  in  each  claim 
to  the  specification,  so  that  the  several  claims  are  not  for  a 
result,  but  for  the  means  by  which  the  result  is  accomplished. 
Assignees  held  the  title  to  the  patent  from  August  5,  1848,  to 
the  expiration  of  the  original  term,  but  the  invention  became 
revested  in  the  complainant  October  19,  1858,  when  the  patent 
was  extended  for  the  further  term  of  seven  years.  Surrender  of 
the  extended  patent  was  afterward  made,  and  on  January  i, 
1861,  the  same  was  reissued  in  two  parts,  as  alleged  in  the  bill 
of  complaint.     Comment  on  the  reissued  patents  of  that  date  is 
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unnecessary,  as  the  original  patent  was  again  surrendered  and 
reissued,  as  already  explained.  Parties  concede  that  the  de- 
scription of  the  invention,  as  contained  in  the  last  reissue,  is 
substantially  the  same  as  that  in  the  original  patent,  except  in 
one  or  two  particulars.  Those  particulars  consist  of  certain 
additions  to  the  description  in  the  reissued  patent,  which,  when 
properly  considered  in  connection  with  the  other  parts  of  the 
instrument,  can  not  be  regarded  as  aiFecting  the  questions 
involved  in  this  suit.  Direct  reference  is  made  in  both  patents 
to  the  alleged  improvement,  as  one  consisting,  among  other 
things,  in  the  combination  of  the  toes  attached  to  the  rock-shaft, 
with  the  nuts  attached  to  the  stem  of  the  steam  valves,  and  the 
relative  rise  of  the  toes  above  the  upper  surface  of  the  rock- 
shaft,  starting  at  the  connecting  point,  even  with  the  upper  sur- 
face. All  must  agree  that  in  these  respects  the  description  in 
the  two  patents  is  identical ;  and  they  both  also  speak  of  the 
combination  as  including  the  slip  of  the  lifters  upon  the  steam 
valve  stems,  with  the  peculiar  operation  of  the  valves  for 
admitting  steam  to  and  exhausting  the  same  from  the  cylinder, 
giving  thereby  greater  efficiency  to  the  engine,  and  increasing 
speed  or  saving  steam  and  fuel.  Complete  identity  In  the  devices 
also,  as  well  as  in  the  several  combinations  and  arrangement  of 
the  parts,  are  shown  throughout,  as  is  obvious  from  the  entire 
comparison.  Having  copied  the  entire  substance  of  the  original 
specification  into  the  reissued  patent,  and  adopted  the  same,  the 
patentee  then  proceeds,  to  use  his  own  language,  ^^  to  point  out 
the  improvement  herein  patented,"  which,  as  he  in  effect  states, 
is  particularly  shown  in  the  second  sheet  of  the  drawings,  and 
by  the  use  of  which,  very  high  motion  in  opening  the  exhaust 
valves  is  secured,  without  moving  the  valve  a  long  distance 
previously  to  its  opening,  as  must  be  done  in  all  other  methods 
known  before  in  which  both  valves  were  moving  at  the  same 
time. 

Special  reference  is  also  made  to  the  same  sheet  of  the  draw- 
ings, as  the  foundation  of  the  explanations  given  in  respect  to 
the  alleged  differential  motions  of  the  exhaust  valves,  and  the 
manner  in  which  the  same  are  accomplished.  When  describing 
the  operation,  the  patentee  states  that  the  exhaust  valve  which 
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for  the  moment  is  farthest  from  the  piston,  receives  the  largest 
amount  of  motion,  and  that  the  effect  is  that  a  free  escape  of 
the  steam  is  given  from  that  end  of  the  cylinder  without  com- 
pelling the  other  exhaust  valve  to  move  an  equal  distance  with 
it.     Two  claims  arc  made  by  the  patentee,  and  it  will  be  seen 
that  they  are  widely  different  from  those  made  in  the  original 
patent.     He  here  claims,  in  the   first  place,  "giving  to  each 
exhaust  valve,  alternately,  while  the  piston  is  at  or  near  the  end 
of  the  cylinder  farthest  from  it,  a  large  amount  of  motion,  as 
compared  with  the  motion  of  the  other  exhaust  valve  at  that 
time,  so  as  to  more  freely  exhaust  the  cylinder  with  less  extent 
and  greater  ease  of  motion  to  the  valves  than  has  heretofore 
been  done."     Secondly,  he  claims — "imparting  these  motions 
to  the  exhaust  valves  by  means  of  a  rocker  interposed  between 
the  first  motion  from  the  engine  and  the  valves,  so  that  it  will 
increase  and  diminish  its  leverage  relative  to  each  valve  while 
moving    them,   and    thereby    impart    my    improved    motion." 
Separately  considered,  that  part  of  the  description  here  referred 
to,  as  an  addition  or  amendment    to   the  specification  of  the 
original  patent,  would  seem  to  indicate  that  the  patentee  con- 
templated, not    only  that    the   exhaust    valves    should    move 
together,  but  that  one  of  them  should  move  while  it  was  closed. 
Mechanism,  however,  to  move  the  exhaust  valves  after  they  are 
closed,  or  before  they  commence  to  open,  is  certainly  not  de- 
scribed in  the  original  patent,  and  it  is  equally  clear  that  the 
additions  or  amendments  made  to  the  specifications,  as  exhibited 
in    the  reissued  patent,  neither  describe   nor  suggest  any  new 
mechanism  to   accomplish  any  such  function.     Recurrence  to 
the  specification  will  show  that  the   patentee  first  states  what 
the  usual  mode  of  working  steam  engines  was,  prior  to  the  date 
of  his  invention,  and  then  describes  his  own  improvement.     His 
general  description  of  the  usual  mode  prior  to  that  time  is,  that 
while  one  lifting  rod,  with  its  feet,  lifters,  and  valves  attached,  is 
in  motion,  the  other  lifting  rod,  with  its  attachments,  remains 
stationary,  or,  in  other  words,  that  while  the  piston  was  running 
up,  the  exhaust  valve  at  the  upper  end  of  the  cylinder  was  open 
to  let  the  steam  run  out,  but  that  the  lower  exhaust  valve  was 
closed  to  prevent  the  steam  from  escaping,  as  it  entered  from 
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the  boiler,  through  the  steam  valve  to  drive  the  piston  up,  and 
so,  on  the  other  hand,  as  the  piston  was  running  down,  the 
exhaust  valve  at  the  lower  end  of  the  cylinder  was  open  to  let 
the  steam  below  the  piston  run  out,  but  the  upper  exhaust  valve 
was  kept  closed  for  the  same  reason  as  that  given  in  respect  to 
the  lower  exhaust  valve  when  the  piston  was  running  the  other 
way. 

Taken  as  a  general  remark,  therefore,  it  is  correct  to  say  that 

both  exhaust  valves  were  never  open  at  the  same  time,  and  the 

same  may  be  said  of  the  steam  valves,  as  then  operated,  except 

that  one  of  them  was  usually  opened  just   before  the   piston 

reached  it,  giving  it  a  ^^  lead,"  as  it  was  called,  in  order  to  slow 

the  piston  as  it  was  driven  home.     Such  was  the  state  of  the 

art,  as  substantially  described  by  the  complainant  himself,  when 

he  invented  what  he  very  properly  calls  his  ^^new  and  useful 

improvement  on  the  apparatus  for  opening  and  closing  the  steam 

and  exhaust  valves  of  steam  engines."     Starting  upon  the  basis  of 

his  own  prior  invention,  then  duly  secured  by  letters  patent,  but 

which  have  since  expired,  he  devised  the  improvement  afterward 

embodied   by  him   in  the  original   patent  under  consideration. 

Observing   that   the   exhaust   valve   at   the   upper  end  of  the 

cylinder  was  open  as  the  piston  was  running  up,  but  that  both 

exhaust  valves  were  never  open  at  the  same  time,  he  conceived 

the  idea,  among  other    things,  that  if  he  should  also  open  the 

lower  exhaust  valve  just  before  the  upward  stroke  of  the  piston 

was  completed,  keeping  the  steam  valve  at  that  end  closed,  the 

steam  at  the  lower  end  of  the  cylinder  would  begin  to  escape  as 

the  piston  completed  its  ascent,  or  at  least  before  it  commenced 

to  return,  so  that  when  the  steam  should  be  let  in  to  drive  the 

piston  down,  or  on  the  return  stroke,  the  opposing  force,  as  it  is 

called  in  the  patent,  or  the  back  pressure  from  the  steam  that 

drove  the  piston  up,  might  be  removed. 

Prior  to  that  time  the  ordinary  mode  of  working  steam  engines 
had  been,  that  one  exhaust  valve  was  opened  and  shut  before 
the  other  was  opened,  each  moving  only  during  a  stroke  of  the 
piston  or  half  revolution  of  the  engine — that  is,  one  exhaust 
valve  opened  at  the  beginning  of  a  stroke  and  was  shut  at  the 
end  of  the  same,  and  then  the  other  opened  at  the  beginning  of 
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the  subsequent  stroke,  and  was  closed  when   the   stroke  was 
completed. 

Knowing  that  such  was  the  ordinary  operation  of  the  exhaust 
valves,  the  patentee  saw  that  alterations  must  be  made  in  the 
mechanism  for  moving  them,  as  compared  with  the  apparatus, 
usually  employed  for  that  purpose,  or  with  that  embodied  in  his 
old  patent,  in  order  to  carry  the  new  idea  into  effect,  as  it  would 
obviously  require  that  both  exhaust  valves  should  be  open,  for  a 
limited  period,  at  the  same  time,  instead  of  one  being  opened 
and  shut  before  the  other  was  opened,  as  in  the  ordinary  mode 
of  working  steam  engines.  Difficulties,  however,  attended  the 
adjustment  of  the  apparatus  to  accomplish  that  object  on  account 
of  the  conflicting  mechanical  principles  which  the  plan  involved. 
Means  could  easily  be  devised  and  arranged  to  cause  both 
exhaust  valves  to  be  open,  for  a  limited  period,  at  the  same 
time,  but  it  would  not  do  to  have  the  steam  valve  open  at  the 
end  of  the  cylinder  toward  which  the  piston  was  running,  while 
the  exhaust  valve  at  that  end  was  also  open,  because,  if  such  was 
the  arrangement,  the  steam  would  run  in  at  the  steam  valve, 
and  run  out  at  the  exhaust  valve,  which  would  occasion  a  waste, 
if  it  did  not  defeat  the  operation.  Unless,  therefore,  the  steam 
valve  could  be  kept  closed  until  the  exhaust  valve  at  the  corres- 
ponding end  should  also  be  closed,  the  new  idea  could  not  be 
successfully  carried  into  effect.  Lifting  rods  were  employed  in 
the  old  patent  of  the  complainant  to  move  both  the  steam  and 
exhaust  valves,  and  the  same  devices,  with  a  certain  modification 
in  the  attachments,  are  also  employed  to  accomplish  the  same 
purpose  in  the  original  patent  under  consideration  in  this  case. 
Remark  should  also  be  made  that  each  lifting  rod  had  an  ex- 
haust valve  at  one  end  and  a  steam  valve  at  the  other,  and  the 
arrangement  was  such,  in  the  old  patent,  that  when  the  rod 
moved  the  exhaust  valve,  it  also  moved  the  steam  valve,  and 
could  not  move  the  one  without  moving  the  other  also  at  the 
same  time  i  but  the  rods  themselves  did  not  move  together,  and 
hence,  it  was  true,  as  already  stated,  that  one  exhaust  valve  was 
opened  and  shut  before  the  other  was  opened,  and  the  cor- 
responding operation  of  the  steam  valves  was  also  in  the  same 
way.     Complainant's  new  plan  required  that  both  exhaust  valves 
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should  be  kept  moving,  for  a  limited  period,  at  the  same  time, 
but,  in  order  to  do  that,  he  must  move  both  rods  at  the  same 
time,  because  one  exhaust  valve  was  upon  one  rod  and  the  other 
upon  the  other  rod,  and,  consequently,  if  he  did  not  move  both 
rods  at  the  same  time,  he  could  not  move  both  the  exhaust 
valves,  as  the  new  plan  required.  Conclusive  reasons,  there- 
fore, existed  why  he  should  move  both  rods  at  the  same  time ; 
but  another  difficulty  then  arose,  which  was  that  if  he  did  so, 
he  would  necessarily  move  the  steam  valves  also,  unless  he 
conld  devise  some  means  to  obviate  that  difficulty,  while  the 
two  rods  were  moving  together,  to  carry  the  two  exhaust  valves. 
All  that  was  required  was,  that  the  rods  should  move  at  the 
same  time  for  a  limited  period,  but  he  could  not  let  the  steam 
valve  and  the  exhaust  valve  at  the  same  end  of  the  cylinder  be 
open  at  the  same  time,  because  if  he  did,  the  steam,  as  before 
explained,  while  it  would  run  in  from  the  boiler,  would  run  out 
at  the  exhaust  valve.  Nothing  would  overcome  this  difficulty 
unless  the  inventor  could  contrive  some  means  by  which  the 
steam  valve  should  be  kept  closed  until  the  two  exhaust  valves 
had  ceased  to  be  open  at  the  same  time.  Provision  was  accord- 
ingly made  by  the  patentee  for  the  slip  of  the  steam  valve  upon 
its  lifter,  or,  as  particularly  described  in  the  patent,  for  the 
slip  of  the  lifter  upon  the  steam  valve  stem,  until  the  lifter 
carrying  the  exhaust  valve  at  that  end  of  the  cylinder  should 
come  to  a  state  of  rest.  Consequently  both  exhaust  valves  are 
kept  open,  for  a  limited  period,  at  the  same  time,  by  a  coexisting 
motion  of  the  lifting  rods,  while  the  steam  valve  at  the  end  of 
the  cylinder  toward  which  the  piston  is  running  is,  by  the  means 
described,  kept  closed  until  the  two  exhaust  valves  cease  to 
move  together,  as  required  in  the  patent.  Coexisting  motion  of 
the  rods  which  carry  the  valves  is  certainly  described  in  the 
original  patent,  but  it  is  specially  described,  and  must  be  under- 
stood as  continuing  only  during  the  limited  period  that  both 
exhaust  valves  move  at  the  same  time.  Desiring  to  keep  both 
exhaust  valves  open  together  for  a  limited  period,  he  devised  the 
coexisting  motion  of  the  lifting  rods  to  accomplish  that  function, 
and  he  described  it  as  intended  for  that  purpose  and  no  other. 
Confirmation  of  that  view  is  derived  from  the  fact   that   the 
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patentee  describes  an  apparatus  for  suspending  this  peculiar 
combination  altogether,  and  for  so  adjusting  the  movement  of 
the  two  exhaust  valves  that  they  will  not  both  be  open  together, 
when  of  course  there  would  be  no  coexisting  motion  of  the 
lifting  rods. 

Resting  the  case  here,  the  conclusion  would  be  entirely  satis- 
factory that  the  patentee  never  intended  to  move  the  exhaust 
valves  or  either  of  them  after  they  were  closed,  or  before  they 
commenced  to  open ;  but  further  confirmation  of  that  view  is 
derived  from  other  parts  of  the  patent.  No  one,  I  think,  can 
read  the  specification  of  the  original  patent  and  fail  to  see  that 
the  complainant,  when  he  framed  it,  intended  to  accomplish 
three  things.  First,  To  describe  the  apparatus  usually  employed 
for  opening  and  closing  the  steam  and  exhaust  valves  of  steam 
engines,  and  its  mode  of  operation.  Secondly,  To  give  a  full 
description  of  his  own  improvement  on  such  apparatus,  and  its 
mode  or  modes  of  operation  for  accomplishing  the  same  objects. 
Thirdly,  To  point  out  clearly  the  difference  between  the  usual 
mode  and  his  improved  mode,  so  as  to  show  that  his  improve- 
ment would  produce  new  and  useful  results.  Under  the  first 
head  he  describes  every  device  usually  employed  for  that  purpose 
prior  to  the  date  of  his  invention,  but  it  will  be  sufficient  to  say 
that  the  description  includes  the  lifters,  the  lifting  rods,  the  feet 
on  the  lifting  rods,  and  the  rock-shafts,  as  well  as  the  toes  on 
the  rock-shafts,  and  the  valve  stems  and  rock-shaft  pin,  and  the 
general  statement  is,  as  before  remarked,  that  while  one  lifting 
rod,  with  its  feet,  lifters  and  valves  attached,  is  in  motion,  the 
other  lifting  rod,  with  its  attachments,  remains  stationary. 
Argument  to  show  that  reference  is  there  made  to  the  use  of 
puppet  or  lifting  valves  is  unnecessary,  as  the  decision  of  the 
Court  in  the  case  of  Sickels  et  al,  v.  The  Gloucester  Mauufactur- 
ing  Co,  (Vol.  I,  p.  222),  is  conclusive  upon  that  subject.  Slide 
valves  move  all  the  time,  but  the  puppet  valve  can  not  move 
after  it  has  reached  its  seat,  and  as  the  description  is  to  the 
effect,  that  one  lifting  rod,  with  its  feet,  lifters,  and  valves 
attached,  remained  stationary  while  the  other,  with  its  attach- 
ments, was  in  motion,  it  is  clear  to  a  demonstration  that  the 
reference  is  to  puppet  valves,  and  not  to  slide  valves.     Reason- 
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able  doubt  can  not  arise  upon  that  subject^  and  it  is  also  proper 
to  remark  in  this  connection,  that  an  examination  of  the  com- 
plainant's description  of  his  improvement  and  of  the  several 
.  combinations  therein  mentioned,  will  fail  to  furnish  the  slightest 
indication  that  he  intended,  in  any  one  of  them,  to  make  any 
change  in  that  device.  Describing  the  nature  of  his  general 
improvement,  he  says  it  consists  in  so  regulating  the  period  of 
the  movements  of  the  valves  as  to  leave  the  piston  free  to  com* 
plete  each  stroke,  also  to  give  any  desirable  lead  to  the  exhaust 
valves,  and  allow  the  piston  to  be  in  ^^equilibrio"  near  the  com- 
pletion of  its  stroke,  it  not  being  absolutely  necessary,  if  desir- 
able, to  give  a  lead  to  the  steam  valves  as  heretofore.  Careful 
attention  to  the  manner  in  which  the  function  is  accomplished, 
as  represented  in  the  specification  and  heretofore  explained,  will 
show  beyond  doubt  that  it  is  the  exhaust  valve,  away  from  which 
the  piston  is  running,  that  is  here  required  to  be  opened.  Sus- 
pension or  diminution  of  the  motion  of  the  piston  is  accom- 
plished by  allowing  the  steam  admitted  to  the  cylinder  to  drive 
it,  or  some  portion  of  it,  to  escape  through  the  proper  exhaust 
valve,  just  before  the  piston  completes  its  stroke,  and,  of  course, 
when  the  exhaust  valve  is  opened  for  that  purpose,  the  steam 
valve  at  that  end  of  the  cylinder  must  be  kept  closed,  else  the 
object  of  the  movement  would  be  defeated.  None  of  the  com- 
binations of  the  old  expired  patent  would  meet  this  latter  re- 
quirement, but  the  patentee,  in  his  improved  plan,  accomplishes 
it  without  any  difficulty  by  means  of  the  contrivance  for  the 
slip  of  the  valve  upon  its  lifter,  and  the  manner  of  its  accom- 
plishment affords  additional  evidence  that  the  patentee  never 
contemplated  that  the  exhaust  valves,  or  either  of  them,  should 
move  after  they  were  closed,  or  before  they  commenced  to  open. 
Means  are  also  described  in  the  specification  for  carrying  the 
improvement  into  effect  which  consist,  as  stated  by  the  patentee, 
in  a  peculiar  arrangement  of  the  toes  on  the  rock-shaft,  the  feet  on 
the  lifting  rods,  and  the  connection  of  the  lifters  with  the  valve 
stems,  showing  conclusively  that  the  patentee  contemplated  the 
use  of  the  same  description  of  valves  as  those  he  had  employed 
in  the  old  patent,  and  that  he  regarded  his  new  invention  as  an 
improvement  upon  the  one  which  that  patent  secured.     Passing 
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from  that  subject  for  the  present,  it  becomes  necessary  to  ex- 
amine the  other  patent,  on  which  the  suit  is  founded.  Referring 
to  the  statement  of  the  case,  it  will  be  seen  that  an  original 
patent  was  also  granted  to  the  complainant  on  September  19, 
1845,  and  it  will  be  sufficient  to  say,  in  addition  to  the  expla- 
nations already  given,  that  the  other  patent  in  controversy  is  the 
last  reissue  of  that  patent,  and  bears  date  January  21,  1862. 
As  described  in  the  original  patent,  the  invention  was  for  a  new 
and  useful  method  of  tripping  the  drop  cut-o(F  valves  of  steam 
engines,  and  regulating  and  adjusting  the  same.  Motion  for 
operating  the  valves  of  that  description,  as  the  patentee  states, 
was  derived,  prior  to  the  date  of  his  invention,  from  the  lifter, 
which  approached  the  state  of  rest  as  the  piston  of  the  engine 
approached  the  middle  of  the  stroke  or  its  maximum  velocity, 
and  the  valve  was  tripped  by  the  same  motion  as  that  which 
lifted  it,  and,  consequently,  very  great  nicety  was  required  in  the 
adjustment,  so  as  to  regulate  the  extent  of  the  cut-off  at  about 
half  stroke.  His  invention  in  this  patent  was  designed  to  remedy 
that  difficulty,  and  its  principle  or  character,  as  the  inventor 
represents,  consists  in  tripping  the  valve  by  a  motion  independent 
of  the  lifting  rod,  or  rods,  and  also  in  combining  the  various  parts 
in  such  a  manner  as  to  regulate  the  cut-ofF  with  accuracy,  during 
the  action  of  the  engine. 

Description  is  then  given  of  the  means  by  which  those  func- 
tions are  accomplished,  and  that  description  is  also  accompanied 
by  the  suggestion  of  a  certain  modification,  whereby  the  spring 
arms  may  be  shifted  in  the  teeth  of  the  sector,  and  be  brought 
near  to,  or  be  removed  farther  from,  each  other,  ^^  and  thus  cut 
off  at  a  less  or  greater  portion  of  the  stroke."  Reference  is  then 
made  to  one  of  the  drawings,  as  representing  his  first  invention, 
which,  it  will  be  recollected,  was  secured  to  him  by  the  old  ex- 
pired patent.  He  there  refers  to  it  as  his  improved  drop  cut-ofF, 
with  the  lifter  A',  projecting  from  the  lifting  rod  A",  and  opera- 
ted by  the  toes  of  the  rock-shaft  C,  in  a  manner,  as  he  states, 
^^  not  necessary  to  describe.'^  Instead  of  disengaging  the  spring 
of  the  lifter,  however,  from  the  stem  to  the  drop  valve,  by  caus- 
ing it  to  strike  a  permanent  cam,  as  it  rises,  he  employs,  as  he 
therein  represents,  a  long  spring  projecting  from  the  lifter,  and 
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fitting  in  a  notch  in  the  stem  of  the  drop  valve,  as  heretofore 
made,  but  extending  beyond  that,  and  having  a  curved  projection 
on  one  of  its  faces  and  at  the  extreme  end,  against  which  the 
outer  face  of  an  arm  or  wiper  strikes  as  it  vibrates  on  its  vertical 
axis.  According  to  the  description,  the  outer  face  of  that  arm 
or  wiper  is  parallel  with  its  shaft,  and  of  greater  length  than  the 
motion  of  the  lifter,  so  that  it  can  act  on  the  curved  projection  of 
the  spring,  as  it  is  carried  up  and  down  by  the  lifter,  and  thus 
causes  it  to  drop  the  valve.  Suggestions  is  also  made  that, 
instead  of  the  horizontal  vibrating  motion  of  the  arm  or  wiper, 
the  spring  may  be  disengaged  from  the  stem  of  the  valve  by  a 
vertical,  descending  motion,  as  the  lifter  rises,  which  motion  may 
be  derived  from  any  moving  part  of  the  engine.  Based  upon 
these  representations  the  patentee  claims,  first,  ^^  tripping  the 
drop  valve  of  the  cut-ofF  by  a  motion  independent  of  the  lifters  ;" 
and  secondly,  ^^  combining  the  wiper  that  drops  the  valve  of  the 
cut-ofF,  whether  working  horizontially  or  vertically,  with  any  of 
the  moving  parts  of  the  engine,  other  than  the  lifters  or  their 
rocking  shaft,  by  means  of  the  sector  and  arm  or  arms,  by  the 
instrumentality  of  which  the  extent  of  the  cut-ofF  can  be  regula- 
ted at  pleasure  during  the  action  of  the  engine,  from  the  full  to 
the  least  portion  of  the  stroke."  Taking  the  statement  of  the 
patentee  as  correct,  the  valve  was  tripped  in  the  method  prac- 
ticed prior  to  the  invention  under  consideration,  by  the  same 
motion  that  lifted  it,  and  the  motion  was  derived  from  the  lifter 
which  approached  a  state  of  rest  as  the  piston  of  the  engine 
approached  the  middle  of  its  stroke.  When  the  piston  of  the 
engine  approached  the  middle  of  its  stroke,  it  was  then  at  its 
maximum  velocity  and  as  the  lifter  actuated  a  spring  which  alter- 
nately took  hold  and  let  go  of  the  valve  stem,  very  great  nicety 
was  acquired  in  the  adjustment  of  the  apparatus  so  as  to  regulate 
the  extent  of  the  cut-ofF  at  about  half  stroke.  Patentee  expressly 
states  that  the  object  of  his  invention  was  to  remedy  that  diffi- 
culty, and  he  also  states  that  the  principle  or  character  of  his 
improvement  consists  in  tripping  the  valve  by  a  motion  inde- 
pendent of  the  lifting  rod  or  rods.  Plainly  his  invention  is,  as 
he  describes  it,  a  new  and  useful  method  of  tripping  cut-ofF 
valves,  by  a   motion  independent   of  the   lifter,  and,  as  there 
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described,  it  has  nothing  to  do  whatever  with  any  improvement  in 
the  working  of  valve  catches  or  valve  rods,  as  is  evident  from  a 
perusal  of  the  entire  specification.  Entire  want  of  reference,  in 
the  specification,  to  any  such  improvement,  would  seem  to  be  a 
sufficient  answer  to  every  such  pretense;  but  the  specification 
itself  furnishes  even  a  better  answer  than  that,  and  one  which  is 
entirely  conclusive,  because  it  amounts  to  an  express  declaration 
that  he,  the  inventor,  did  not  contemplate  any  change  whatever 
in  valve  gear,  or  in  the  means  of  working  the  valves.  Had  he 
intended  to  make  any  alterations  in  the  valve  gear,  as  shown  in 
his  old  patent,  or  if  he  had  designed  to  give  a  coexisting  motion 
to  the  valve  rods  as  now  claimed,  it  is  reasonable  to  suppose  that 
he  would  have  referred  to  those  matters,  as  material  parts  of  his 
improvement,  and  would  have  described  the  nature  of  the  con- 
templated alterations  in  the  valve  gear,  and  the  means  of  giving 
the  coexisting  motion  to  the  valve  rods ;  but  he  did  neither,  nor 
is  there  any  thing  in  the  specification  from  which  any  such  infer- 
ence can  reasonably  be  drawn.  On  the  contrary,  he  refers  to 
his  former  invention  secured  to  him  in  the  old  patent,  and  char- 
acterizes it  as  his  improved  drop  cut-off  with  the  lifter  projecting 
from  the  lifting  rod  and  operated  by  the  toes  of  the  rock-shaft  in 
a  manner  not  necessary  to  describe.  Valve  gear  apparatus  was 
fully  described  in  the  old  patent  to  which  he  referred,  and  it  will  be 
remembered  that  it  embraced  no  means  whatever,  to  give  a  coex- 
isting motion  to  the  valve  rods  -,  but  the  complainant  himself  con- 
cedes that  whatever  one  lifting  rod,  with  its  attachments,  was  in 
motion,  the  other  remained  stationary.  Mistake  could  not  be 
made  by  him  upon  this  subject,  as  it  was  his  own  invention,  and 
when  he  spoke  of  the  apparatus  as  being  of  a  character  not  neces- 
sary to  describe,  he  evidently  meant  to  be  understood  as  adopting  it 
as  the  valve  gear  of  his  new  improvement.  Examination  will 
now  be  made  of  the  reissued  patent  of  January  21,  1862,  which 
is  the  only  other  patent  of  the  complainant  that  remains  to  be 
considered.  Improvements  secured  by  reissued  patents  are  very 
apt  to  be  expanded,  but  the  change  in  that  behalf  in  this  case  is 
so  great  that  in  comparing  the  original  patent  with  the  reissue 
under  consideration,  it  is  difficult  to  find  sufficient  similarity  to 
establish  the  identity.     What  was  a  new  and  useful  method  of 
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tripping  the  drop  cut-oiF  valves  of  steam  engines  and  regulating 
and  adjusting  the  same,  has  become  a  new  and  useful  improve- 
ment in  steam  engines  ;  and  vtrhat  was  an  improvement  in  trip* 
ping  cut-o(F  valves,  by  a  motion  independent  of  the  lifter,  has 
become  an  improvement  in  the  coexisting  movement  of  two 
reciprocating  catching-pieces.  Another  feature  of  the  improve- 
ment, as  described  in  the  reissued  patent,  is,  that  each  of  the  two 
reciprocating  catching-pieces  move  during  a  longer  time  than 
half  a  revolution  of  the  main  shaft  of  the  engine,  whereby,  it  is 
said,  a  greater  capacity  for  adjustment  in  opening  the  valve,  and 
a  greater  certainty  in  connecting  with  the  catch  are  secured, 
that  if  one  catching-piece  should  come  to  a  state  of  rest  before 
the  other  moves,  and  each  catching-piece  should  move  only  dur- 
ing one-half  the  revolution  of  the  engine.  Complainant  then 
refers  to  a  certain  valve  rod  or  stem  which  has,  as  he  states, 
a  piston  or  plunger  attached  to  its  upper  end,  and  operating 
within  a  reservoir,  shaped  smaller  at  the  bottom,  which  may  con- 
fine the  fluid  contained  therein  as  the  plunger  descends,  substan- 
tially as  described  in  his  old  patent,  so  as  to  regulate  the  velocity 
of  a  falling  weight,  connected  to  the  stem,  that  is  sufficient  to 
overcome  all  friction  in  closing  the  valve.  To  this  rod  or  stem, 
as  the  patentee  states,  the  valve  must  be  attached,  and  he  also 
adds  in  this  connection,  that  either  single,  double,  or  slide  valves 
may  be  used.  Certain  other  representations  of  the  specification 
must  also  be  briefly  noticed.  Speaking  of  the  catch-pieces,  the 
patentee  states,  that  they  derive  a  reciprocating  opening  and 
closing  motion  from  the  valve  gear,  and  operate  to  determine 
the  admission  of  steam,  when  their  acting  surfaces  are  in  con- 
tact with  the  catches.  He  also  states  that  the  shape  of  the  toes 
on  the  rock-shaft  C,  and  the  feet  on  the  lifting  rods  is  such, 
that  one  rod  is  moved  before  the  other  comes  to  a  state  of  rest, 
thereby  imparting  a  coexisting  movement  to  the  catch-pieces, 
permitting  them  to  pass  beyond  the  engaging  points,  and  to  re- 
turn to  them  to  open  the  valve.  And,  lastly,  he  states  that  the 
coexisting  movement  of  the  catch-pieces  can  be  communicated 
to  them  by  other  sort  of  valve  gear  than  that  shown,  and  that 
any  valve  motion,  having  a  proper  coexisting  movement  in  any 
of  its  parts,  can  be  used  to  move  the  catch-pieces.     Such  is  the 
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substance  of  the  representations  upon  which  the  claim  is  based, 
so  far  as  it  is  material  to  consider  them  in  this  case,  and  the 
claim  is — ^^  Imparting  a  coexisting  movement  to  two  recipro- 
cating catch-pieces  in  the  operation  of  the  trip  cut-ofF  valves, 
substantially  as  described.'^  Compare  the  language  of  this  claim 
with  the  claims  of  the  original  patent,  and  it  is  clear  that  they  are 
foreign  to  each  other  and  strangers.  Strike  out  the  claims  of 
the  original  patent,  and  insert  the  claim  here  made  in  their  place, 
and  no  one  can  doubt  that  the  claim  would  be  void,  because 
there  are  no  means  whatever  described  in  the  specification  of 
the  original  patent,  to  justify  any  such  claim.  Two  fatal  objec* 
tions  would  arise  to  this  claim,  if,  instead  of  occupying  the  place 
it  now  does,  it  were  presented  as  the  claim  of  the  original  patent. 
First,  it  would  appear  to  be  a  claim  for  what  the  patentee  had 
not  invented ;  and  secondly,  it  would  be  a  claim  for  a  new 
motion,  without  the  description  of  any  means  to  accomplish  the 
described  result.  Sufficient  description  of  the  alleged  improve- 
ment, and  of  the  means  to  accomplish  the  described  result,  have 
been  imported  into  the  reissued  patent,  and  the  complainant 
contends  that  the  interpolation  of  these  passages  entirely  over- 
comes both  of  the  objections  that  would  have  arisen  to  the  claim 
if  it  had  been  made  in  the  outset,  as  the  claim  of  the  original 

patent. 

Judging  from  the  course  of  the  argument,  the  proposition  is, 

that  in  the  absence  of  fraud,  the  allegations  in  the  specification 
of  reissued  letters  patent,  however  different  they  may  be  from  the 
description  in  the  specification  of  the  original  patent,  are,  never- 
theless, conclusive  evidence  that  the  invention  was  made,  and  the 
means  to  accomplish  the  result  invented,  as  therein  described. 
Where  the  two  specifications  are  consistent,  or  where  there  is 
no  positive  conflict  or  absolute  inconsistency,  the  proposition 
may  be  correct,  but  where  it  appears  on  the  face  of  the  respec- 
tive specifications,  as  matter  of  law,  that  the  specification  and 
claim  of  the  reissued  patent  are  for  a  different  invention  from 
that  secured  in  the  original  letters  patent,  the  rule  assumed  can 
not  be  sustained.  Whenever  it  appears,  upon  a  comparison  of 
the  two  specifications  and  claims,  as  matters  of  law,  arising  on 
their  construction,  that  the  reissued  patent  is  for  a  different 
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invention  from  that  secured  in  the  original  patent,  then  the 
original  patent  is  void  and  of  no  effect.  Beyond  doubt^ 
whenever  any  patent,  as  issued,  is  inoperative  or  invalid  by 
reason  of  a  defective  or  insufficient  description,  or  specifica- 
tion, or  by  reason  of  the  patentee  claiming,  in  his  specification, 
as  his  own  invention,  more  than  he  has  a  right  to  claim  as  new, 
if  the  error  has  arisen  by  inadvertency  or  mistake,  and  without 
any  fraudulent  or  deceptive  intention,  the  thirteenth  section  of 
the  patent  act  authorizes  the  Commissioner,  upon  the  surrender 
to  him  of  such  patent,  and  the  payment  of  the  prescribed  duty, 
to  cause  a  new  patent  to  issue  to  the  said  inventor,  for  the  same 
invention,  for  the  residue  of  the  period  then  unexpired  for  which 
the  original  patent  was  granted,  in  accordance  with  the  patentee's 
corrected  description  and  specification;  5  Stat,  at  Large,  p.  122. 
Such  reissue,  however,  must,  by  the  express  words  of  the  section 
authorizing  the  same,  be  for  the  same  invention,  and,  conse- 
quently, where  it  appears,  on  a  comparison  of  the  two  instruments, 
as  matter  of  law,  that  the  reissued  patent  is  not  for  the  same 
invention  as  that  embraced  and  secured  in  the  original  patent, 
the  reissued  patent  is  invalid,  because  that  state  of  the  case  shows 
that  the  Commissioner  has  exceeded  his  jurisdiction ;  Batten  v. 
Taggartj  17  How.  83;  O^Reilly  v.  Morse^  15  How.  iii,  1125 
Potter  V.  Holland^  Law's  Dig.  618  (Vol.  I,  p.  382);  jtUen  v. 
B/unty  3  Story  G.  C.  744 ;  French  v.  Rogers^  Law's  Dig.  619 
(Vol.  I,  p.  133).  Applying  that  rule  to  the  present  case,  I  am 
of  the  opinion  that  the  reissued  letters  patent,  under  considera- 
tion, must  be  deemed  invalid  for  the  reason  that  the  patent  is 
not  for  the  same  invention  as  that  embodied  and  secured  in  the 
original  patent,  which  fully  appears,  as  matter  of  law,  from  a 
comparison  of  the  two  instruments.  In  view  of  the  conclusion 
announced  as  to  the  construction  of  the  respective  patents  of  the 
complainant,  very  little  need  be  said  upon  the  subject  of  infringe- 
ment. Respondents  purchased  their  engine  of  one  George  H. 
Corliss,  who  constructed  it  under  the  reissues  of  an  original 
patent,  granted  to  him  March  10, 1849.  Parties  and  their  coun- 
sel have  proceeded,  throughout  the  hearing  and  trial,  upon  the 
ground  that  the  engine  was  constructed  according  to  the  patent, 
and  there  is  no  evidence  in  the  case  to  raise  any  doubt  upon 
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that  subject.  Assuming  that  to  be  so,  then  the  only  question 
is,  whether  the  patented  invention  of  the  vendor  of  the  engine 
in  question  conflicts  with  one  or  both  of  the  reissued  patents  of 
the  complainant.  Nothing  need  be  added  to  what  has  been  said 
respecting  the  inventions  of  the  complainant,  so  that  it  only 
remains  to  explain  the  patented  invention  of  the  vendor  of  the 
respondents.  He  invented  new  and  useful  improvements  in 
steam  engines,  as  represented  in  his  patent.  They  are  divided 
into  three  parts,  but  it  will  only  be  necessary  to  refer  to  the 
second  and  third,  because  the  other  is  entirely  disconnected  from 
the  particular  controversy  in  this  case.  Among  other  things,  he 
contrived  the  means  of  using  slide  valves  and  introduced  into 
the  steam  engine  a  new  motion  of  working  them,  which  con- 
sisted in  communicating  motion  to  the  two  valves  from  one 
rock-shaft,  by  connecting  each  valve  with  a  separate  arm  or 
crank-wrist  of  the  rocker,  and  he  so  connected  that  method  of 
working  with  the  governor,  so  called,  that  the  steam  valves 
should  be  disengaged  at  such  a  point  in  the  stroke  of  the  piston 
as  the  governor  should  indicate,  so  that  as  the  arms  of  the  gov- 
ernor rise  and  fall,  an  unfailing  indication  was  given  of  the  exact 
point  where  the  cut-ofF  should  take  place.  He  also  combined 
liberating  gear  with  slide  valves,  and  devised  means  for  operating 
the  combination  upon  an  entirely  new  plan,  and  he  also  con- 
trived a  wrist-plate  which  preserves  a  positive  connection  with 
the  engine  all  the  time,  causing  the  catches  to  move,  and  is  of 
itself  sufficient  to  show,  that  the  means  employed  in  the  engine 
of  the  respondent  are  substantially  different  from  those  em- 
ployed by  the  complainant.  As  was  well  remarked  by  the 
Court  in  the  case  already  referred  to,  one  has  perfected  one 
combination  of  devices  to  trip  a  puppet  valve,  and  the  other  a 
different  combination  for  a  different  sort  of  valve.  Suffice  it  to 
say,  without  pursuing  the  subject  further,  that  I  am  of  the  opin- 
ion that  the  respondents  do  not  infringe  either  of  the  patents  of 
the  complainant. 

The  bill  of  complaint  is,  therefore,  dismissed  with  costs. 
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RoLLiN  White,  Horace  Smith,  and  Daniel  Wesson 

vs. 
Ethan  Allen.     In  Equity. 

The  presumption  of  originality  arising  from  the  grant  of  a  patent  extends  back  only 

to  the  time  when  the  application  was  filed  in  the  Patent  Office. 

I 
Where  a  foreign  patent,  granted  before  the  application  of  the  American  patentee,  is 

relied  upon  to  destroy  the  novelty  of  the  American  patent,  the  patentee  may 

prove  that  his  invention  was  made  prior  to  the  granting  of  the  foreign  patent. 

While  the  suggested  improvement  rests  merely  in  the  mind  of  the  originator  of  the 
idea,  the  invention  is  not  completed  within  the  meaning  of  the  patent  law,  nor 
are  crude  and  imperfect  experiments  sufficient  to  confer  a  right  to  a  patent. 

Mere  discovery  of  an  improvement  does  not  constitute  it  a  subject-matter  of  a 
patent,  although  the  ideas  which  it  involves  may  be  new,  but  the  new  set  of 
ideas,  in  order  to  become  patentable,  must  be  embodied  into  working  machinery 
and  adapted  to  practical  use. 

While  he  is  the  first  inventor  who  has  first  perfected  and  adapted  the  invention  to 
use,  yet  this  general  rule  is  subject  to  the  qualification  that  he  who  invents  first 
shall  have  the  prior  right,  if,  as  is  prescribed  in  section  15  of  the  Act  of  1836, 
he  is  using  reasonable  diligence  in  adapting  and  perfecting  the  same  within  the 
meaning  of  that  provision. 

Where  an  invention  is  voluntarily  broken  up  and  laid  aside,  without  any  controlling 
impediment  in  the  way  of  an  application  for  a  patent,  and  another.  In  the  mean 
time,  invents  the  same  thing,  without  any  knowledge  of  that  which  is  so  sus« 
pended,  and  reduces  the  same  to  practice,  applies  for  and  takes  out  his  patent,  and 
introduces  the  patented  invention  into  public  use,  he  must  be  regarded  as  the 
original  and  first  inventor  of  the  improvement. 

Where  the  patentee  invented  an  improvement  as  early  as  the  year  1849,  and  con- 
tinued to  experiment  and  perfect  his  invention  until  1851,  but  did  not  apply  for 
or  obtain  his  patent  until  1855,  but  it  appeared  that,  during  the  whole  time  from 
1849  to  1855,  he  was  in  the  employ  of  one  who  held  a  prior  and  controlling 
patent,  which  prevented  the  use  of  his  improvement,  and  it  appeared  that  he 
delayed  his  application,  and  was  advised  to  delay  it  on  this  account  only — Htld : 
That  these  facts  did  not  prove  abandonment,  and  that  the  patent  granted  in 
1855  was  valid,  notwithstanding  a  patent  granted  in  Belgium,  June  16,  1853, 
to  other  parties. 

In  determining  the  proper  reading  of  a  disputed  translation  of  a  foreign  patent,  the 
following  considerations  are  applicable  :  i.  Which  translation  is  most  liberal ; 
z.  The  question  should  be  examined  in  view  of  the  other  parts  of  the  instru- 
ment not  involved  in  any  doubt;  3.  Recurrence  should  be  made  to  the  nature 
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of  the  invention  to  tee  if  it  is  consistent  with  either  or  both  readings ;  and  4.  If 
it  be  found  that  one  of  the  translations  is  repugnant  to  other  parts  of  the  instru- 
ment, and  the  other  is  consistent  with  the  other  parts,  it  will  be  safe  to  adopt  the 
latter. 

The  phrase,  ** se  €kargeanti  par  la  eulasu**  does  not  mean  ^breech  loading,**  but 
'loading  at  the  breech.** 

Letters  patent  granted  to  Rollin  White  for  an  improvement  in  repeating  fire  arms, 
dated  April  3,  1855,  examined  and  sustained. 

(Before  Clifford,  J.,  District  of  Massachusetts,  November,  1863.) 

This  was  a  bill  in  equity  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  ^^improvement  in  repeating  fire 
arms,*'  granted  to  Rollin  White,  April  3,  1855,  the  exclusive 
right  to  manufacture  which  improvement  was  assigned  to  Smith 
&  Wesson,  November  17,  1856. 

The  invention  consisted  in  extending  the  chambers  of  the 
rotating  cylinder  of  a  revolving  fire  arm  right  through  the  rear 
of  said  cylinder,  for  the  purpose  of  loading  the  chambers  at  the 
breach  from  behind,  either  by  hand  or  a  self-acting  charger; 
and  also  in  certain  devices  intended  to  adapt  the  main  improve- 
ment to  practical  and  successful  use. 

The  claims  of  the  patent  were  as  follows : 

*<  I  claim :  ist.  Extending  the  chambers  a  a  of  the  rotating  cylinder  A  right 
through  the  rear  of  the  said  cylinder,  for  the  purpose  of  enabling  the  said  chambers  to 
be  charged  at  the  rear,  either  by  hand  or  a  self* acting  charger,  substantially  as  de- 
scribed. 

'*  2d.  The  application  of  a  guard  to  cover  the  front  of  all  the  chambers  of  the 
cylinder  which  are  not  in  line  with  the  barrel,  or  any  number  thereof  which  may  have 
been  loaded,  combined  with  the  provision  of  a  proper  space  for  the  lateral  escape  of  the 
exploded  powder,  substantially  as  described,  whether  the  said  space  be  between  the 
cylinder  and  guard,  or  in  rear  of  the  cylinder,  and  whether  the  said  guard  be  con- 
structed with  a  recess  to  receive  the  balls,'  or  be  of  such  form  as  merely  to  stop  the 
balls. 

<*  3d.  Combining  a  charging  piston  C  with  the  hammer,  by  means  of  gearing,  substan- 
tially as  described,  or  by  the  equivalenc  thereof,  in  such  a  manner  that,  by  raising  the 
hammer  to  cock  the  lock,  the  piston  is  moved  toward  the  chambered  cylinder  to  force 
a  cartridge  from  the  magazine  into  one  of  the  chambers  thereof,  and  by  the  falling  of 
the  hammer,  the  piston  is  withdrawn  to  allow  a  new  cartridge  to  be  supplied  readily  to 
be  driven  into  the  next  chamber  of  the  cylinder,  as  the  hammer  is  again  raised  to  cock 
the  piece,  as  fully  set  forth. 

**4th.  Furnishing  the  hammer  with  an  attachment  m,  by  which  in  the  act  of 
falling,  it  may  close  the  mouth  of  the  magazine,  substantially  as  described,  before 
exploding  the  priming,  and  thus  protect  the  charges  within  the  magazine  from 
ignition.** 

E.  P.  Hodges^  C.  M.  Keller^  and  E.  W.  Stoughton  for  com- 
plainants. 

Causten  Browne  and  B.  R.  Curtis  for  defendants. 
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Clifford,  J. 

This  is  a  bill  in  equity  brought  by  the  complainants  to  recover 
damages  for  an  alleged  infringement  of  certain  letters  patent 
belonging  to  them,  and  praying  for  an  account  and  for  an  in* 
junction.  Letters  patent  were  duly  granted  to  the  said  RoIIin 
White,  April  3,  1855,  for  certain  new  and  useful  improvements 
in  repeating  fire  arms,  and  the  complainants  allege  that  prior  to 
the  granting  of  those  letters  patent,  he  was  the  original  and  first 
inventor  of  the  improvements  therein  described,  and  that  the 
other  two  complainants,  on  November  17,  1856,  by  virtue  of  a 
certain  contract  or  assignment  of  that  date,  became,  and  are,  the 
owners  of  the  sole  and  exclusive  right  to  make,  use,  and  vend 
the  improvement  embodied  in  the  first  claim  of  the  patent. 
They  also  allege  that  the  respondents  had  full  knowledge  of  the 
existence  of  the  patent,  and  of  their  exclusive  rights  under  it, 
and  that  they,  the  respondents,  at  Worcester,  in  this  district,  on 
January  i,  1858,  and  since  that  time,  have  unlawfully  made  and 
sold  twenty-five  thousand  pistols  and  revolving  fire  arms,  sub- 
stantially embracing  their  patented  improvement.  Respondents 
admit  that  the  letters  patent  set  forth  in  the  bill  of  complaint 
were  granted  to  RoIIin  White,  but  they  deny  that  he  was  the^ 
original  and  first  inventor  of  the  improvements  therein  described. 
On  the  contrary,  they  allege  that  anterior  to  the  supposed  dis- 
covery thereof  by  the  patentee,  the  same  invention,  or  substan- 
tial and  material  parts  thereof,  claimed  therein  as  new,  had  been 
described  in  certain  public  works,  and  had  been  patented  to 
various  persons  in  foreign  countries,  and  that  the  same  had  pre- 
viously been  invented  hy,  known  to,  and  used  by  divers  persons, 
at  the  several  places  in  the  United  States,  as  alleged  and  fully 
set  forth  in  the  answer,  and  they  also  allege  that  the  improve- 
ments attempted  to  be  patented  to  the  supposed  inventor,  had 
been  in  public  use  and  on  sale  for  more  than  two  years  before 
his  application  for  a  patent  therefor,  and  with  his  consent  and 
allowance,  and  they  deny  that  the  patentee  did,  at  any  time 
prior  to  the  date  of  his  patent,  invent  and  reduce  to  practice  any 
such  improvements  as  those  described  and  claimed  in  his  speci- 
fication. Application  fur  the  patent  was  filed  February  20, 
1855,  and  the  letters  patent  were  duly  granted  to  the  patentee 
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at  the  time  alleged  in  the  bill  of  complaint.  Patentee  states  in 
the  specification,  that  his  invention  relates  to  fire  arms  having 
the  rotating,  many-chambered  cylinder,  and  he  therein  divides 
the  supposed  improvements  into  four  parts,  but  reference  will 
here  be  made  more  especially  to  the  first  part,  as  that  is  the  only 
one  which  necessarily  comes  into  revision  in  this  case.  Adopt- 
ing the  general  description  of  the  specification,  it  consists  in 
extending  the  chambers  through  the  rear  of  the  cylinder,  for  the 
purpose  of  loading  them  at  the  breech  from  behind,  either  by 
hand  or  by  a  self-acting  charger,  from  a  magazine  placed  in  the 
rear  of  the  cylinder.  Description  is  also  given  of  the  several 
elements  of  which  the  improvement  under  consideration  is  com- 
posed. 

Omitting  the  references  to  the  drawings,  the  description  is  in 
substance  and  effect  as  follows :  First.  The  rotating,  chambered 
cylinder  having  the  chambers  bored  right  through  it  and  made 
slightly  conical,  with  the  smallest  part  in  front,  in  order  that  a 
cartridge  may  be  inserted  easily  at  the  back  and  that  the  ball 
may  fit  tight,  so  that  when  it  arrives  in  its  place  it  shall  remain 
and*  not  go  through  till  the  charge  explodes.  Secondly,  The  pin 
tipon  which  the  breech  rotates,  by  means  of  a  tooth  attached  to 
the  trigger.  Thirdly.  The  stock,  which  is  constructed  with  a 
recess  or  groove  in  the  side  of  it,  to  afford  sufficient  room  in 
rear  of  the  cylinder,  opposite  one  of  the  chambers,  for  the  in- 
sertion of  a  charge  by  hand,  at  the  rear  opening  of  the  chamber. 
Fourthly.  The  fixed  breech  piece  arranged  opposite  the  barrel, 
behind  the  cylinder,  to  serve  as  a  breech  to  the  chamber,  which 
happens  to  be  in  line  with  the  barrel.  Based  upon  that  descrip- 
tion, the  claim  involved  in  this  suit  is,  extending  the  chamber  of 
the  rotating  cylinder  right  through  the  rear  of  the  said  cylinder, 
for  the  purpose  of  enabling  the  said  chamber  to  be  charged  at 
the  rear,  either  by  hand  or  by  a  self-acting  charger,  substantially 
as  described.  Recurring  to  the  answer,  it  will  be  seen  that  the 
respondents  admit  that  they  have  manufactured  and  sold  re- 
volving cylinder  pistols,  having  the  chambers  of  the  cylinder 
bored  right  through  to  the  rear,  so  as  to  be  loaded  at  the  rear, 
and  the  same  admission  was  made  at  the  argument,  without  any 
qualification  whatever.     Considering  the  sute  of  the  pleadings. 
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and  in  view  of  the  admission  of  the  respondents,  it  is  quite  evi- 
dent that  the  principal  question  presented  for  decision  is,  whether 
Rollin  White  is  or  is  not  the  original  and  first  inventor  of  the 
improvement  embodied  in  the  first  claim  of  his  patent  ? 

Power  to  grant  letters  patent  is  conferred  by  law  upon  the 
Commissioner  of  Patents,  and  when  that  power  is  lawfully  ex-* 
ercised,  and  a  patent  has  been  duly  granted,  it  is  prima  facie 
evidence  that  the  patentee  is  the  original  and  first  inventor  of 
that  which  is  therein  described  and  secured  to  him  as  his  inven* 
tion.  Availing  themselves  of  that  rule  of  law,  the  complainants 
introduce  the  patent  granted  to  Rollin  White,  and  contend — and 
well  contend — that  its  effect  is  to  cast  the  burden  of  proof  upon 
the  respondents  to  prove  the  defense  set  up  in  the  answer. 
Conceding  the  rule  of  law  to  be  as  stated,  the  respondents  in- 
troduced two  foreign  patents  on  which  they  chiefly  rely  to 
establish  their  defense. 

Both  of  those  patents  will  be  examined,  but  it  will  be  more 
convenient  to  reverse  the  order  adopted  at  the  bar,  because  the 
complainants  admit  that  the  one  granted  in  Belgium  to  Hertog  & 
Devos,  June  i6,  1853,  '^  ^^^  ^^^  same  invention  as  that  embodied 
in  the  first  claim  of  the  patent  on  which  the  suit  is  founded* 
Granting  that  proposition,  it  is  obvious  that  the  suit  can  not  be 
maintained,  unless  it  appears  that  the  invention  claimed  by  the 
complainants  was  made  by  the  patentee  at  some  period  prior  to 
the  date  of  that  patent.  Complainant's  patent  was  granted,  it 
will  be  remembered,  April  3,  1855,  long  after  the  date  of  the 
foreign  patent,  and  the  presumption  of  originality,  arising  from 
the  granting  of  the  same,  only  extends  back  to  the  time  when 
the  application  was  filed  in  the  Patent  Office,  which  was  on 
February  20  in  the  same  year.  Unless,  therefore,  the  com- 
plainants show  that  the  invention  embodied  in  the  patent  claimed 
by  them  was  made  and  reduced  to  practice  prior  to  June  16, 
1853,  '^^y  ^^"  ^^^  prevail  in  the  suit,  and  the  burden  of  proof 
is  shifted  upon  them  to  establish  those  facts.  They  do  not 
controvert  any  of  these  propositions,  but  refer  to  the  deposition 
of  the  patentee,  and  insist  that  his  testimony,  as  there  exhibited, 
establishes  the  priority  of  his  invention  over  that  described  in 
the  foreign  patent  under  consideration.     According  to  his  tes- 
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timony,  he  learned  the  gun-making  business  of  his  brother,  J. 
D.  White,  at  Williamstown,  in  the  State  of  Vermont,  and  he 
states  that  the  first  fire  arm  he  ever  saw,  so  constructed  as  to  be 
loaded  at  the  breech,  was  a  flint-lock  pistol,  owned  by  his  father, 
when  he  was  about  ten  years  of  age.  His  description  of  the 
pistol  is,  that  the  barrel  unscrewed  from  the  breech  pin  and 
received  the  charge  at  the  rear  end,  and,  of  course,  when  the 
cartridge  was  placed  in  position,  had  to  be  rescrewed  to  the 
breech  pin  before  the  pistol  could  be  fired.  Assuming  his  state^ 
ments  to  be  true,  he  himself  first  contrived  a  plan  for  a  repeating 
pistol  in  1837,  but  he  admits  that  he  never  constructed  a  fire 
arm  or  model  on  that  plan  until  he  made  the  illustrative  model 
produced  before  the  Commissioner  at  the  time  he  gave  his 
deposition  in  this  case.  When  he  made  that  plan,  he  contem- 
plated, as  he  represents,  extending  the  bore  of  the  chambers 
through  the  breech,  for  the  purpose  of  loading  in  the  rear  of  the 
chamber,  and  he  also  states,  to  the  effect,  that  the  charges  were 
to  be  held  in  the  respective  chambers  by  a  leather  packing. 
Inquiry  was  also  made  of  the  witness,  what,  if  anything,  was  to 
resist  the  discharge  at  the  rear  end  when  the  pistol  was  fired, 
and  his  answer  was,  that  the  chamber  in  line  with  the  barrel 
would  rest  against  the  pinion  that  revolved  it,  and  that  the 
pinion,  on  the  plan  suggested,  would  form  the  breech  to  the 
chamber  as  the  discharge  should  take  pkice ;  and  he  also  stated, 
in  answer  to  a  further  inquiry,  that  the  plan  contemplated  com- 
municating the  fire  for  the  discharge  by  means  of  nipples,  to  be 
inserted  into  the  chamber  in  front  of  the  packing,  to  be  em- 
ployed to  hold  the  charge  in  place.  Useful  as  the  fire  arm 
suggested  might  have  been,  if  the  plan  had  been  carried  into 
efi'ect,  and  the  invention  had  been  completed,  still  it  is  obvious 
that  the  mere  conception  of  the  improvement  by  the  witness,, 
however  perfect  the  idea  may  have  been,  and  although  he 
actually  described  the  plan  to  one  person,  can  not  benefit  the 
complainant  in  this  case,  because  his  own  testimony  shows  that 
he  never  completed  the  invention,  and  reduced  it  to  practice,  in 
the  form  of  an  operative  fire  arm.  Original  and  first,  inventors 
are  entitled  to  the  benefits  of  their  inventions,  if  they  reduce 
them  to  practice,  and  seasonably  comply  with  the  requirements 
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of  the  patent  law,  in  procuring  letters  patent  for  the  protection 
of  their  exclusive  rights.  While  the  suggested  improvement, 
however,  rests  merely  in  the  mind  of  the  originator  of  the  idea, 
the  invention  is  not  completed  within  the  meaning  of  the  patent 
law,  nor  are  crude  and  imperfect  experiments  sufficient  to  confer 
a  right  to  a  patent ;  but  in  order  to  constitute  an  invention,  in 
the  sense  in  which  that  word  is  employed  in  the  patent  act,  the 
party  alleged  to  have  produced  it  must  have  proceeded  so  far  as 
to  have  reduced  his  idea  to  practice,  and  embodied  it  in  some 
distinct  form.  Gay  lor  v.  Wilder  et  aL^  10  How.  498;  Park- 
hurst  V.  Kinsman^  i  Blatch.  494 ;  Curtis  on  Pat.,  sec.  43.  Mere 
discovery  of  an  improvement  does  not  constitute  it  the  subject- 
matter  of  a  patent,  although  the  ideas  which  it  involves  may  be 
new ;  but  the  new  set  of  ideas,  in  order  to  become  patentable, 
must  be  embodied  into  working  machinery  and  adapted  to  prac- 
tical use.     Sickles  v.  Borden^  3  Blatch.  535. 

Whoever  first  perfects  a  machine  and  makes  it  capable  of  use- 
ful operation,  says  Judge  Story,  is  entitled  to  a  patent,  and  he 
accordingly  held,  in  Reed  v.  Cutter^  i  Story  C.  C.  599,  that  an 
imperfect  and  incomplete  invention,  resting  in  mere  theory,  or 
in  intellectual  notion,  or  in  uncertain  experiments,  and  not 
actually  reduced  to  practice,  and  embodied  in  some  distinct 
machinery,  apparatus,  manufacture,  or  composition  of  matter, 
was  not  patentable  under  the  patent  laws  of  the  United  States. 
Pursuant  to  that  rule,  the  same  learned  judge  also  held  that  he 
is  the  first  inventor,  in  the  sense  of  the  patent  act,  and  entitled 
to  a  patent  for  his  invention,  who  has  first  perfected  and  adapted 
the  same  to  use,  and  that,  until  the  invention  is  so  perfected  and 
adapted  to  use,  it  is  not  patentable  under  the  patent  laws. 
Washburn  v.  Gould^  3  Story  C.  C.  33  ;  Woodcock  v.  Parker  et 
al.y  I  Gal.  C.  C.  121.  Taken  as  a  general  rule,  no  doubt  is 
entertained  of  the  correctness  of  the  pro{)osition  as  stated,  but  it 
must  be  regarded  as  subject  to  the  qualification,  that  he  who 
invents  first  shall  have  the  prior  right,  if,  as  is  prescribed  in 
section  15  of  the  Patent  Act,  he  is  using  reasonable  dili- 
gence in  adapting  and  perfecting  the  same  within  the  meaning 
of  that  provision.  Reed  v.  Cutter ^  i  Story  C.  C.  600 ;  Adat- 
shall  v.  Mee^  Law's  Dig.  426,  per  Dunlop,  J.;    Bartholomew 
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V.  Sawyer^  Law's  Dig.  427  (Vol.  I,  p.  516).  Careful  atten- 
tion, however,  must  be  paid  to  other  portions  of  the  testimony 
of  this  witness.  Pistols,  with  a  cluster  of  barrels  revolving  on 
an  axis,  so  that  each  barrel  may  in  turn  be  brought  into  proper 
line  to  be  fired,  were  first  seen  by  him,  as  he  states,  in  1839,  at 
the  shop  of  his  brother  in  the  State  of  Vermont,  where  he 
learned  his  trade,  and  he  also  states  that,  upon  seeing  it,  he  sug- 
gested to  his  brother,  the  expediency  of  cutting  o(F  the  barrel  in 
front  of  the  breech,  for  the  purpose  of  loading  it  in  the  rear  end 
of  the  barrel.  His  statement  is,  that  he  made  the  suggestion  in 
1839,  but  there  is  no  evidence  that  any  such  experiment  was 
made  at  the  time,  or  that  any  attempt  was  then  made  to  carry 
the  suggestion  into  eiFect.  Witness  subsequently  gave  some 
attention  to  the  subject  of  inventions,  and  in  1841  a  patent  was 
granted  to  him  for  an  improvement  in  looms  for  woaving  bolting 
cloths.  Eight  years  after  the  date  of  thii  patent,  he  went  to  work 
for  Samuel  Colt,  in  the  manufacture  of  repeating  fire  arms. 
On  that  occasion,  he  worked  there  from  February  to  April,  and 
then  left,  but  he  returned  again  about  the  first  of  August,  in  the 
same  year,  and  continued  there  engaged  in  that  work,  from  the 
time  he  so  returned,  until  December,  1854,  when  the  owner  of 
the  establishment  ceased  to  manufacture  by  contract.  When 
he  first  went  there,  he  had  a  contract  for  turning  barrels  under 
his  brothers,  and  when  he  returned  again,  he  took  another  con- 
tract under  them  for  rifling  and  polishing  the  barrels,  but  from 
April,  1852,  to  the  time  he  finally  left,  he  worked  under  a  con- 
tract with  the  owner  tQ  manufacture  certain  parts  of  the  locks. 
Certain  experiments  in  constructing  a  pistol  having  a  rotating 
cylinder  with  the  chambers  bored  entirely  through,  and  in  the 
use  of  it  after  it  was  constructed,  were  made  by  the  witness 
during  the  period  he  was  at  work  in  that  establishment ;  and  in 
view  of  their  importance  in  this  investigation,  they  will  be  sepa- 
rately considered,  i.  Before  he  left  the  first  time,  and  while  he 
was  at  work  turning  barrels,  he  procured  two  refuse  Colt's  cyl- 
inders, borrowed  a  cutting-oiF  tool  of.  an  acquaintance,  placed 
them  in  a  lathe  that  he  used  for  turning  the  barrels,  and  cut  oiF 
the  front  of  one  and  the  rear  of  the  other,  so  that  the  two  parts 
when  put  together,  that  is,  the  front  of  one  and  the  rear  of  the 
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Other,  would  make  a  cylinder  of  about  the  usual  length.  Easily 
as  the  alteration  was  made,  still  it  is  evident  that  the  result 
effected  by  it  was  of  very  great  importance,  as  it  constituted 
the  front  part  a  cylinder  of  chambers,  bored  entirely  through,  so 
as  to  admit  the  charges  to  be  inserted  at  the  rear  end,  and  it,  at 
the  same  time,  constituted  the  rear  part  cut  off  from  the  other 
cylinder  a  breech  to  close  up  the  chambers  after  the  cartridges 
were  placed  in  position.  Flanged  cartridges  were  not  used  by 
him  in  that  experiment,  but  he  drilled  out  the  rear  end  of  the 
chamber,  making  it  a  little  larger  than  it  was  at  the  front,  for  the 
purpose  of  holding  the  ball  in  position.  Drilling  out  the  rear 
end  of  the  chamber,  leaving  the  front  of  the  same  diameter  as  it 
was  before,  had  the  effect  to  form  a  flange  in  the  same,  against 
which  the  bail  would  rest  when  inserted  at  the  end  so  enlarged, 
and  was  designed,  undoubtedly,  to  answer  the  same  purpose  as 
the  flanged  cartridge,  or  the  conical  bore  of  the  cylinder  which 
has  since  been  introduced.  Circumstantial  account  is  then  given 
of  what  he  subsequently  did  with  the  parts  so  selected,  and  of 
the  way  in  which  he  attached  them  to  the  lock  frame  of  a  pistol 
which  he  borrowed  for  the  purpose  of  the  experiment,  and  of 
the  manner  in  which  he  loaded  and  fired  the  arm  so  constructed 
and  arranged.  When  he  had  completed  the  parts  as  described, 
he  carried  them  to  his  boarding-house,  procured  a  Colt  revolv- 
ing pistol  of  a  fellow  boarder,  took  off  the  barrel  and  the  cylin- 
der, charged  one  chamber  of  the  cylinder  he  had  prepared  with 
powder  and  bail,  putting  the  ball  foremost,  and  inserting  the 
charge  into  the  chamber  until  the  ball  came  in  contact  with  the 
flange  or  shoulder  made  by  the  drilling,  and  then  arranged  the 
cylinder  and  breech  together,  as  already  described,  and  listened 
on  the  barrel,  which  completed  the  arrangement.  Desiring  to 
fire  it  secretly,  for  reasons  which  will  presently  appear,  he  then 
went  across  the  street  to  a  neighboring  shop,  and  there  made 
inquiry  of  the  foreman,  who  was  a  workman  of  his  acquaint- 
ance, whether  or  not  there  was  a  good  place  in  the  shop  where 
he  could  fire  his  newly-constructed  pistol.  Responsive  to  that 
inquiry,  he  was  shown  into  the  basement  of  the  building,  and 
there  he  arranged  the  parts  of  the  pistol  in  proper  position,  and 
fired  the  charge  through  an  open  space  in  the  floor  into  the 
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water  below.  Whether  the  owner  of  the  shop  knew  that  he 
was  there  or  not,  the  witness  is  not  able  to  state,  but  the  work- 
man who  showed  him  the  place  knew  it,  and  the  witness  thinks 
he  was  near  when  the  pistol  was  fired.  Regarded  as  a  whole,  the 
experiment,  as  the  witness  states,  was  not  satisfactory,  because 
there  was  so  much  escape  of  the  flame,  that  if  the  other  cham- 
bers had  been  charged  in  the  same  way,  the  charges  would  have 
ignited.  2.  Witness  made  another  experiment  about  the  same 
time,  but  with  a  much  better  result.  He  employed,  on  the  sec- 
ond occasion,  the  same  cylinder  and  breech  as  on  the  first,  and 
he  loaded  it  in  the  same  way,  except  that  he  did  not  quite  fill 
the  chamber  with  powder,  leaving  sufficient  space,  so  that  he 
could  put  in  a  packing  prepared  for  the  purpose,  which  consisted 
of  a  piece  of  leather,  fitted  to  the  bore  of  the  chamber,  and 
inserted  behind  the  powder,  and  made  with  a  central  conical 
hole,  larger  on  the  inside  than  the  outside,  and  which,  it  was  sup- 
posed, would  be  so  expanded  by  the  discharge  as  to  prevent  the 
escape  of  the  flame  at  the  rear.  Having  perfected  the  leather 
packing,  and  put  the  pistol  in  order  for  use,  he  went  to  the  same 
shop  as  before,  and  fired  it  again  in  the  basement  of  the  building, 
and  he  states,  without  qualification,  that  the  packing  stopped  the 
escape  of  the  flame,  and  that  he  was  satisfied  with  the  experi- 
ment. Both  of  these  experiments  were  made  while  the  witness 
was  engaged  in  turning  pistol  barrels  in  the  establishment  of 
Samuel  Colt,  and  before  he  left  there  the  first  time.  3.  Subse- 
quently to  that  time,  and  after  he  came  back  in  the  month  of 
August,  in  the  same  year,  he  made  a  third  experiment.  Whether 
he  took  the  same  breech,  or  another  with  a  ratchet  on  it,  so  that 
it  could  be  turned  by  the  machinery  of  the  lock,  is  immaterial  in 
this  investigation,  as  in  all  other  particulars  they  were  substan- 
tially the  same,  so  far  at  least  as  respects  the  questions  involved 
in  this  controversy. 

Attention  to  what  he  did  on  the  occasion,  will  show  that  the 
experiment  was  one  of  very  great  importance.  First,  he  loaded 
all  the  chambers  with  powder  and  balls,  nearly  filling  the  cham- 
bers with  loose  powder,  and  putting  in  the  leather  packing,  as 
described  in  the  preceding  experiment,  and  he  states  that  each 
chamber  had  its  nipple,  and  that  all  were  capped.     Secondly, 
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having  loaded  all  the  chambers  of  the  cylinder  and  adjusted  the 
breech  to  the  same,  he  again  borrowed  a  Colt's  pistol,  either  of 
the  same  person  or  of  his  brother,  took  off  the  barrel  and  cylin- 
der, as  he  had  done  before,  and  attached  the  loaded  cylinder, 
together  with  the  breech,  to  the  lock  frame,  as  before  explained, 
and  put  the  same  in  order  for  use.  Thirdly,  he  then  proceeded 
to  the  same  shop,  and  there,  in  the  basement  of  the  building, 
fired  and  discharged  all  the  chambers,  one  after  another,  and  he 
states  that  the  pistol  operated  well  and  to  his  satisfaction,  and 
that  it  was  seen  by  one  of  the  workmen  in  the  shop,  and  by  one 
of  his  brothers.  4.  His  fourth  experiment  was  indubitably 
made  with  a  Colt's  cylinder,  having  the  ratchet  arrangement  on 
it,  and  its  importance  consists,  not  only  in  the  improvements 
made,  both  in  the  cylinder  and  the  breech,  but  also  in  the  fact 
that  the  witness  successfully  repeated  all  that  he  had  accom- 
plished in  the  preceding  experiment.  Employing  the  language 
of  the  witness,  his  statement  is,  that  ^^he  drilled  the  breech  the 
size  of  the  chamber "  through  to  the  recess  cut  for  the  shoulder 
of  the  nipple,  and  then  he  borrowed  an  arbor,  put  the  cylinder 
into  it,  and  turned  off  the  rear  part  of  the  same  below  the  center, 
so  that  he  could  insert  a  cartridge  in  the  rear.  Particular  atten- 
tion should  also  be  given  to  the  several  improvements  made  in 
the  breech  and  its  attachments  or  connections,  and  in  the  general 
arrangement  of  the  arm.  Adopting  the  same  course  as  on  the 
former  occasion,  he  procured  another  refuse  cylinder  that  had 
the  central  hole  in  it,  cut  off  the  rear  end  of  it  as  he  had  done 
before,  drilled  the  hole  larger,  so  that  it  would  slide  on  to  the 
rear  part  of  the  cylinder  he  had  just  prepared  for  the  experiment, 
and  in  that  manner  formed  the  breech,  and  having  arranged 
the  breech,  he  drilled  a  hole  and  inserted  a  nipple,  and  then 
attached  the  cylinder  to  the  lock  frame,  marking  it  by  the  frame 
so  that  he  could  make  it  correspond  with  the  recess  in  the  lock 
frame  for  the  purpose  of  capping  the  nipple,  and  he  states,  in 
respect  to  this  experiment,  that  he  so  constructed  the  pistol  that 
he  could  load  it  in  the  rear  without  removing  the  cylinder  from 
the  lock  frame.  Constructed  and  arranged  as  described,  he 
loaded  the  pistol,  using  packing  to  stop  the  escape  of  the  flame, 
and  went  to  the  same  shop  and  fired  it ;  and  he  states  that  it 
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operated  satisfactorily,  as  it  could  hardly  fail  to  do,  as  it  was 
obviously  precisely  such  an  arm  as  that  described  in  the  patent 
on  which  the  suit  was  founded.      Doubt  can  not  be  entertained 
that  the  pistol,  as  described,  was  a  complete  arm  ;  that  the  cyl- 
inder of  chambers  could  be  turned  in  front  of  a  stationary  breech 
by  the  mechanism  of  the  lock,  and  that  the  several  chambers  of 
the  cylinder  could  be  brought  in  succession  to  the  line  of  the 
barrel  to  be  fired  ;  and  it  is  equally  clear  that  it  was  so  con- 
structed  and  arranged  that  the  charges  could  be  inserted  in  the 
rear  of  the  chamber  without  removing  the  cylinder.     Precise 
dates  are  not  given  in  respect  to  and  of  these  experiments,  but 
the  proof  is,  as  already  exhibited,  that  they  commenced  as  early 
as  March  or  April,  1849,  ^^^  ^^^^  ^^^  ^"^  ^^^^  mentioned  was 
made  during  the  latter  part  of  that  year,  or  the  fore  part  of 
the  year  1850.     5.  During  the  next  year  he  made  a  fifth  ex- 
periment, with  a  view  to  use  Sharp's  cartridges,  with  a  cylin- 
der like  the  one  he  had  contrived,  and,  to  make  the  trial,  he 
took  the  same  pistol  used  in  the  preceding  experiment,  or  one 
like  it ;  but  a  portion  of  tHe  recoil  shield  was  cut  away,  so  as  to 
let  the  cartridge  project  out  of  the  rear,  leaving  a  shoulder  on 
the  recoil  shield  near  the  nipple,  and  the  arrangement  was  such, 
chat  a  knife  projected  over,  and  coming  in  contact  with  the  car- 
tridge, would  cut  it  off  at  the  rear  end,  so  that  when  it  came  in 
line  of  the  barrel,  it  would  be  ignited.       Loading  one  chamber 
only,  he  could  fire  it  with  safety  under  the  arrangement,  but 
when  the  series  of  chambers  were  loaded,  he  found  that  upon 
firing  it   three  or  four  went  oflF  at  the  same  time,  and  the  result 
was  that  the  experiment  was   not  satisfactory.     All  of  these 
experiments,  it  will  be  remembered,  -were  made  by  the  witness 
while  he  was  in  the  employment  of  Samuel  Colt,  and  during  the 
period  when  his  employer  was  in  the  full  enjoyment  of  his  patent 
for  his  revolving  pistol.      Contracts  held  by  him  or  his  brothers 
gave  him  a  profitable  business,  and  he  could  not  aiFord  to  relin*- 
quish  it ;  and  if  he  could  and  had  done  so,  it  would  have  availed 
him  little  or  nothing,  as  his  invention  was  only  an  improvement 
upon  that  of  his  employer.     Fear  of  losing  employment,  and 
perhaps  the  dread  of  prospective  litigation,  deterred  him  from  any 
attempt  to  secure  a  patent^  and  so  he  continued  assiduously  to 
fulfill  his  contracts,  and  occasionally  to  prosecute  his  experiments. 
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6.  Failing  to  adapt  the  arm  he  had  invented  to  the  use  of  the 
particular  cartridge  mentioned,  his  next  effort  was  to  see  if  he 
could  not  construct  a  joint  between  the  breech  plate  and  the  rear 
end  of  the  cylinder,  sufficiently  close  by  the  contact  of  the  metal 
surfaces  to  prevent  the  escape  of  the  flame  when  the  pistol  was 
fired,  without  the  necessity  of  using  the  leather  packing,  or  any 
other  equivalent  means  to  confine  the  powder  within  the  cham- 
bers ;  and  with  a  view  to  determine  that  matter,  he,  in  the  year 
1852,  made  a  sixth  experiment,  which  is  the  last  to  be  particu- 
larly noticed  in  this  investigation.  Commencing  as  before,  he 
procured  two  cylinders  of  the  same  kind,  cut  ofF  the  front  of  one 
to  be  used  as  such,- and  the  rear  of  the  other  to  be  used  as  a  breech, 
brazed  a  plate  over  the  nipples  of  the  latter,  so  as  to  make  the 
surface  smooth,  and  fitted  the  part  used  as  a  cylinder,  and  the 
breech,  together  as  closely  as  he  could,  and  have  the  arm  the 
proper  length  to  revolve  in  the  lock  frame.  What  he  was  en- 
deavoring to  accomplish  was,  to  make  the  joint  so  tight  that 
upon  firing  the  pistol  the  flame  would  not  escape  from  one 
chamber  to  the  others,  and  having  perfected  the  arrangement  as 
well  as  he  could,  he  loaded  the  pistol,  placed  it  in  the  lock  frame 
and  fired  it,  but  the  result  was,  that  he  found  he  could  not  pre- 
vent the  escape  of  the  flame  in  that  way.  Abandoning  that  idea 
as  hopeless,  he  mentioned  the  failure  to  his  brother,  and  told 
him  what  the  result  had  been,  and  his  brother  inquired  of  him  if 
he  was  sure  he  could  accomplish  the  desired  result  by  the  use  of 
the  leather  packing,  and  he,  the  witness,  told  his  brother  that  he 
was,  and  to  satisfy  him  that  he  could  do  so,  he  loaded  the  pistol, 
using  the  leather  packing,  and  fired  it,  and  carried  the  breech  to 
the  shop  and  exhibited  it  to  his  brother  for  his  satisfaction.  No 
appearance  of  any  escape  of  flame  or  smoke  could  be  seen,  as  the 
witness  states,  except  what  appeared  in  the  hole  of  the  leather 
packing,  where  the  fire  from  the  cap  communicated  with  the 
charge.  Witness  exhibited  the  breech  used  by  him  on  that 
occasion,  before  the  Commissioner,  when  he  gave  his  deposition, 
and  its  identity  is  fully  established  by  the  testimony,  and  it  is 
also  fully  proved  that  the  same  cylinder  was  preserved  and  used 
by  him  in  constructing  his  model  for  the  Patent  Office.  Much 
testimony  was  introduced  by  the  complainants  to  confirm  the 
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testimony  of  the  patentee  in  relation  to  those  several  experiments, 
but  it  will  be  sufficient  to  say,  without  reproducing  the  testimony, 
that  I  am  of  the  opinion  that  his  statements  are  correct,  and  that 
no  one  of  them,  which  is  of  any  importance  in  this  investigation, 
has  been  successfully  contradicted.  Talcing  the  statements  as 
true,  they  show  that  the  patentee  made  the  invention  described 
in  the  first  claim  of  the  patent,  and  reduced  it  to  practice  as  an 
operative  fire  arm,  within  the  meaning  of  the  patent  law,  as 
early  as  the  fall  of  1849,  ^^  ^^^  ^^^^  P^^^  of  the  year  1850,  when 
his  fourth  experiment  was  completed. 

Suppose  it  to  be  so,  still  it  is  insisted  by  the  respondents  that 
the  supposed  inventor  afterward  deserted  and  abandoned  his  in- 
vention, and,  consequently,  that  he  can  not  be  regarded  in  this 
controversy  as  the  original  and  first  inventor  of  the  improve- 
ment. But  if  that  proposition  can  not  be  sustained,  then  they 
contend  that  the  proofs  show  that  he  took  the  pistol  he  con- 
structed apart,  and  laid  the  materials  aside  for  years,  as  some- 
thing incomplete  and  requiring  more  thought  and  experiment, 
before  he  attempted  to  restore  the  invention,  and  without  any 
definite  intention  of  resuming  the  undertaking,  and  they  insist 
that  the  rule  of  law  upon  that  state  of  the  case  is,  that  if  another 
in  the  mean  time  invents  the  same  thing,  without  any  knowledge 
of  that  which  is  so  suspended,  and  reduces  the  same  to  practice, 
applies  for  and  takes  out  his  patent,  and  introduces  the  patented 
invention  into  public  use,  he  is  entitled  to  the  benefits  of  his  skill 
and  diligence,  and  must,  in  judgment  of  law,  be  regarded  as  the 
original  and  first  inventor  of  the  improvement,  although  it  may 
appear  that  the  final  experiment  of  the  other  party  was  so  far 
completed  that  the  machine,  or  other  invention,  was,  in  fact,  the 
proper  subject  of  a  patent,  and  that  the  materials  were  laid  aside 
to  preserve  the  parts,  to  be  used  or  not  in  the  future,  as  circum- 
stances should  arise,  or  as  he  should  thereafter  determine,  yet 
without  any  positive,  unconditional  intention  of  relinquishing 
what  he  had  accomplished,  or  of  abandoning  the  invention. 
Nothing  need  be  remarked  in  respect  to  the  first  of  these  propo- 
sitions, except  to  say,  that  the  evidence  in  the  case  is  not  suffi- 
cient to  support  it,  and  it  is  accordingly  overruled.  Unlike  the 
first,  the  second  deserves  to  be  more  carefully  considered.     Cases 
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undoubtedly   occur,  such  as  are  supposed   in   the   proposition, 
where  an  individual  employed  in  inventing,  or  in  making  exper- 
iments in  that  behalf^  feeling  dissatisfied  with  the  result  of  his 
eflForts,  becomes  discouraged   in   prosecuting  the  investigation, 
and  finally  loses  all  confidence  in  the  prospects  of  his  ultimate 
success,  and  under  the  influence  of  such  discouragements,  or 
from  a  desire  to  engage  in  more  profitable  business,  or  to  pursue 
a  more  pressing  or  favorite   undertaking,  decides  to   break  up 
what  he  has  accomplished,  and  lays  the  parts  aside,  not  positively 
intending  to  abandon  the  subject,  yet  wholly  uncertain  whether 
he  will  ever  resume  it  or  make  any  further  use  of  the  parts  so 
laid  aside*     Such   cases  are  doubtless   of  frequent  occurrence, 
and  while  they  do  not  show. an  unconditional  abandonment  of  the 
undertaking,  they  do  show  an  indefinite  suspension  of  the  same, 
and  an  entire  uncertainty  during  such  suspension  whether  the  ini- 
terested  party  will  ever  furnish  the  invention  to  the  public.    Where 
an  invention  is  thus  voluntarily  broken  up  and  laid  aside,  without 
any  controlling  impediment  in  the  way  of  an  application  for  a 
patent,  and  under  all  the  other  conditions  specified  in  the  preceding 
proposition,  and  another,  in  the  mean  time,  invents  the  same  thing, 
without  any  knowledge  of  that  which  is  so  suspended,  and  reduces 
the  same  to  practice,  applies  for  and  takes  out  his  patent,  and 
introduces  the  patented  invention  into  public  use,  I  am  of  the 
opinion  that  he  must  be  regarded  as  the  original  and  first  inventor 
of  the  improvement.     Federal  courts  have  everywhere  held  that 
an  inventor,  who  has  first  actually  perfected  his  invention,  will 
not,  if  he  has  exercised  good  faith,  be  deemed  to  have  surrepti- 
tiously or  unjustly  obuined  a  patent  for  that  which  was  in  fact 
first  invented  by  another,  unless  the  latter  was  at  the  time  using 
due  diligence  in  adapting  and  perfecting  what   he   had  acconv 
plished ;  and  it  was  expressly  held  in  Ransom  v.  The  Mayor  9f  New 
ITorkj  per  Hall,  J.  (Vol.  I,  p.  252),  that  if  a  person  does  not  use  due 
diligence  in  perfecting  his  invention  after  he  has  conceived  the 
idea,  and  another  conceives  the  same  idea  and  perfects  it,  and  se- 
cures his  patent  and  applies  it  to  use,  the  latter  will  be  considered 
as  the  original  and  first  inventor,  and  that  a  patent  granted  to  the 
former  will  be  void.     See  Reed  v.  Cutter ^  i  Story  C.  C.  59Q. 
But  the  question  to  be  decided  in  this  controversy  is,  whether 
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the  proofs  exhibited  in  the  record  bring  this  case  within  the 
operation  of  that  rule  of  law  ?  Some  of  the  parts  used  in  the 
several  experiments  to  which  reference  has  been  made  were 
preserved,  as,  for  example,  the  revolving  breech  constructed  with 
the  nipples  in  it,  as  used  in  the  sixth  experiment,  and  it  is  an 
exhibit  in  the  case,  and  the  cylinder  used  in  the  same  experi- 
ment,  and  several  others  of  the  identical  parts  used  in  those  ex- 
periments were  also  preserved,  and  put  into  one  or  the  other  of 
his  patent  office  models. 

Most  or  all  of  the  other  parts  were  put  into  a  box,  and  were 
kept  for  a  time  in  the  attic  of  the  house  where  he  lived,  and  he 
states  that  when  he  moved  from  there,  in  shipping  his  goods,  he 
lost  the  box,  together  with  the  materials,  and  it  is  upon  the  loss 
of  these  materials,  and  the  delay  that  ensued  in  applying  for  a 
patent,  that  the  respondents  chiefly  rely  to  support  the  theory  of 
fact  involved  in  the  proposition.  On  the  other  hand,  it  unde- 
niably appears  that  the  invention  held  by  the  complainants  is 
only  an  improvement  upon  the  patented  invention  of  Samuel 
Colt,  who,  for  a  long  series  of  years,  was  an  extensive  and  suc- 
cessful manufacturer  of  revolving  pistols.  Full  proof  also  is 
exhibited  that  the  patentee  of  the  invention,  under  whom  the 
complainants  hold,  was  in  the  employment  of  that  same  manu- 
facturer from  the  time  he  made  his  first  experiment  until  he 
commenced  to  make  his  preparations  with  a  view  to  apply  for  his 
patent ;  and  that  throughout  that  entire  period,  the  well-known 
patent  of  his  employer  was  in  full  operation.  Direct  inquiry 
was  made  of  the  patentee  in  this  case,  why  it  was  that  his  ap- 
plication for  a  patent  was  so  long  delayed,  and  his  answer  was, 
that  it  was  because  his  employer  had  a  patent  for  the  mode  of 
revolving  the  pistol  embraced  in  his  improvement,  and  which  he 
desired  to  use,  and  also  because  his  employer  had  discharged 
certain  men  who  had  been  experimenting  on  revolving  pistols. 
Two  or  more  of  his  brothers  were  employed  in  the  same  estab- 
lishment, and  on  one  or  more  occasions,  when  the  witness  ex- 
hibited his  pistol  to  his  brothers,  he  proposed  to  show  the  same 
to  his  and  their  employer,  but  they  objected  and  remonstrated 
against  the  suggestion,  upon  the  ground  that  if  it  were  done, 
they  would  all  lose  their  places.     Meeting  with  these  discour- 
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agements,  he  delayed  his  application  for  a  patent,  but  there  is  no 
ground  whatever  to  conclude  that  he  ever,  for  a  moment,  in- 
tended to  postpone  his  application  for  a  patent  any  longer  than 
it  became  nece'ssary  that  he  should  do  so  in  order  to  overcome 
those  difficulties,  and,  consequently,  the  theory  of  fact  involved 
in  the  proposition,  can  not  be  sustained.  Mention  has  not  been 
made  of  the  patent  of  John  H.  Johnson  of  April  17,  1854,  be- 
cause it  is  subsequent  in  date  to  the  other  foreign  patent,  and  of 
course  must  fall  within  the  same  category.  Examination  must 
also  be  made  of  the  Lefaucheux  patent  of  May  2,  1845,  ^^^ 
also  of  a  subsequent  patent  granted  to  the  same  person,  as  set 
forth  in  the  certificate  of  addition,  of  the  7th  of  February  of 
the  following  year.  Both  of  these  patents,  it  will  be  observed, 
are  prior  to  the  date  of  the  invention  embodied  in  the  patent  on 
which  the  suit  is  founded,  but  reference  will  only  be  made  to  the 
one  first  granted,  as  the  means  of  explaining  the  invention  de- 
scribed in  the  second,  as  it  is  not  pretended  that  the  first  is  of  a 
character  to  supersede  the  invention  held  by  the  complainants. 
Parties  agree,  substantially,  as  to  what  the  state  of  the  art  was 
at  the  time  when  the  foreign  patent  under  consideration  was 
granted.  Prior  to  that  invention,  there  were  two  classes  of  fire 
arms  which  were  well  known  and  in  extensive  use.  First,  there 
was  the  pistol,  sometimes  called  the  pepper-box  pistol,  which 
was  largely  manufactured  in  foreign  countries,  and  by  Ethan 
Allen  in  the  United  States.  When  first  introduced,  it  consisted, 
as  usually  constructed,  of  an  aggregation  of  five  or  six  barrels, 
which  were  formed  by  boring  the  several  calibers  in  a  solid  block 
of  metal,  and  the  whole  series  were  arranged  in  a  circle  about  a 
central  hole,  fitted  to  a  spindle  projecting  from  a  shield  plate, 
and,  of  course,  they  could  only  be  loaded  at  the  muzzle,  as  the 
bore  of  the  barrels  did  not  quite  extend  to  the  other  end  of  the 
block,  which  was  unperforated,  and  left  solid  to  serve  as  the 
breech  of  the  fire  arm.  Improvements  were  made  in  that  pistol, 
and  patents  were  granted  for  those  improvements,  but  they  all 
had  too  much  weight  for  a  portable  arm,  and  were  more  or  less 
difficult  of  accurate  aim,  on  account  of  the  excess  of  weight  at 
the  muzzle,  as  compared  with  the  ordinary  pistol,  and  the  con- 
sequent tendency  to  lower  the  muzzle  in  pulling  the  trigger. 
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Following  these  improvements  came  the  invention  of  Samuel 
Colt,  which  all  admit  was  an  improvement  of  great  value.  In- 
stead of  a  cluster  of  rotating  barrels,  he  provided  a  single  barrel, 
which  was  connected  with  the  handle  of  a  stock,  as  in  the  ordi- 
nary pistol,  and,  in  addition  to  the  barrel,  there  was  a  cylinder  of 
chambers,  whose  front  end  was  joined  to  the  barrel,  and  which 
were  arranged  upon  a  common  center,  and  so  located  that,  as 
the  cylinder  was  turned,  the  several  chambers  were  in  succession 
brought  in  line  with  the  barrel  to  be  fired.  Certain  defects, 
however,  always  existed  in  that  arm,  and,  among  the  number, 
was  the  want  of  efficient  means  to  control  or  overcome  the 
tendency  of  the  recoil  of  the  arm,  when  fired,  to  cause  the  re- 
maining cartridges  to  protrude  from  the  front  of  the  cylinder ;  and 
whenever  that  happened,  it  would  prevent  the  cylinder  from 
revolving,  so  as  to  bring  the  next  charge  into  the  proper  position. 
No  remedy  for  that  difficulty  was  shown  in  the  patent,  except 
that  of  ramming  the  cartridges  in  tight,  and  experience  showed 
that  the  remedy  was  not  always  adequate  to  accomplish  the  pur- 
pose for  which  it  was  suggested.  Such  was  the  state  of  the  art, 
as  shown  in  this  case,  when  Lefaucheux  obtained  his  first  patent 
^^for  arrangements  of  breech-loading  pistols."  According  to 
his  description  of  his  invention,  he  forged  the  barrel  of  the  pistol 
with  a  socket,  having  a  cylindrical  hole  parallel  to  the  bore  of 
the  barrel.  By  that  socket,  the  barrel  was  united  to  the  body 
of  the  pistol,  by  means  of  a  fixed  stem  or  arbor,  which  had  a 
screw  cut  on  its  end,  and  which  passed  through  the  whole  length 
of  the  socket,  and  bore  on  its  end  the  thread  of  a  screw  to 
receive  a  nut,  by  which  the  barrel  was  held  more  or  less  tight, 
and  the  patentee  states  that  it  is  only  necessary  to  turn  this  nut 
slightly  to  the  right  or  left,  in  order  to  fasten  the  barrel  in  its 
place  or  separate  it  from  its  connections,  as  circumstances  may 
require ;  and  he  also  describes  the  device  on  one  side  of  the  lock 
plate,  which  is  designed  to  stop  the  barrel  at  the  proper  point, 
when  turned  on  the  arbor  to  be  loaded,  in  order  that  it  may  be 
brought  back,  after  it  is  charged,  to  its  original  position,  to  be 
ready  to  be  fired.  Loading  was  accomplished,  as  described,  by 
swinging  the  barrel  laterally  so  as  to  expose  the  rear  end ;  and 
when  the  arm  is  charged,  it  is  then  brought  back  to  its  original 
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position,  so  that  the  rear  end  may  be  closed  by  the  breech  plate. 
Important  improvements  were  made  in  that  invention,  as  appears 
by  the  description  given  of  the  same  in  the  specification  of  the 
certificate  of  addition,  to  which  reference  has  already  been  made. 
Remark  should  be  made  in  the  outset,  in  recurring  to  the  last- 
named  invention,  that  the  patentee,  at  the  commencement  of 
the  specification,  refers  to  the  prior  patent  as  the  foundation  of 
his  improvement,  and,  throughout  the  description,  proceeds  upon 
the  ground  that  what  is  embodied  in  the  certificate  of  addition 
is  a  modification  or  improvement  upon  the  invention  described 
in  the  original  patent. 

In  the  introductory  part  of  the  description,  he  characterizes 
his  former  invention  as  a  "  system  for  pistols  with  one  barrel," 
and  his  statement  is,  that  the  new  modification  or  improvement 
relates  to  ^^  pistols  with  several  barrels,"  and  there  is  no  mention 
whatever  made  of  pistols  composed  of  a  cylinder  of  chambers, 
united  with  a  single  barrel,  and  arranged  upon  a  common  center, 
and  so  located  that,  as  the  cylinder  is  turned,  the  several  cham- 
bers are,  in  succession,  brought  in  line  with  the  barrel  to  be  fired. 
Such  a  pistol  is  nowhere  mentioned,  described,  suggested,  or  indi- 
cated in  any  part  of  the  patent,  unless  it  be  assumed  that  the 
chambers  of  such  a  cylinder  are  the  barrels  of  the  pistol,  and 
consequently  that  a  pistol  composed  of  a  cylinder,  although 
united  to  one  barrel  only,  as  described,  is  nevertheless,  in  the 
sense  of  the  patent  law,  a  pistol  of  as  many  barrels  as  there  are 
chambers  in  the  cylinder.  All  will  agree,  I  think,  that  the  pat- 
entee, when  he  framed  the  specification  of  his  original  patent, 
took  no  such  view  of  the  subject.  On  the  contrary,  it  is  clear, 
that  when  he  stated  that  the  invention  was  applicable  to  pistols 
with  one  barrel,  he  referred  to  the  form  of  the  barrel,  as  exhib- 
ited in  the  ordinary  pistol,  except  that  it  was  open  at  the  rear  as 
well  as  the  front  end,  and  there  is  no  solid  ground  for  a  different 
conclusion  in  respect  to  the  invention  embodied  in  the  certificate 
of  addition.  Much  attention,  says  the  patentee,  has  been  given 
to  different  plans  of  muskets,  and  especially  of  pistols,  having 
several  barrels  that  can  revolve  about  a  central  axis  as  fast  as 
they  are  successively  discharged.  Fire  arms  of  the  description 
mentioned  afford,  as  he  states,  the  advantage  of  making  it  easy 
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to  fire  as  many  times  as  the  arm  has  barrels,  without  any  inter- 
ruption, but  in  his  view,  they  also  presented  disadvantages  which 
it   becomes  important  to  notice.     He  states,  that  in  order  to 
make  use  of  them  it  was  necessary  to  ^^  unscrew  each  of  the 
barrels,  one  after  another,  then  load  them,  prime  them,  and  screw 
them  on  again,  each  one  in  its  respective  place/'    His  new  mode 
of  construction  was  invented  to  overcome  those  inconveniences, 
and  he  states  that  it  is  applicable  to  all  the  plans  devised  for 
this  kind  of  arms  with  movable  barrels,  whether  the  cartridge 
does  or  does  not  carry  the  priming  on  it.     Having  made  these 
several  explanations,  he  then  proceeds  to  describe  the  invention, 
and  among  other  things  says,  my  invention  consists  simply  ^^in 
uniting  all  the  barrels  against  a  single  plate  or  disk,  having  a 
central  axis,  and  in  confining  all  these  barrels  by  a  single  screw, 
which,  while  it  holds  them  upon  the  axis,  allows  them  to  turn 
around  it  in  succession  as  fast  as  the  discharges  take  place. 
Stopping  there  it  would  not  only  be  impossible  to  sustain  the 
view  of  the  respondents,  but  it  would  be  impossible  to  entertain 
any  doubt  as  to  the  true  construction  of  the  patent.     But  the 
description  does  not  stop  there,  and  what  creates  the  difEculty  is, 
that  there  is  no  translation  in  the  record  which  is  known  to  be 
authentic.     Respondents  presented  one,  but  the   complainants 
insist  that  it  is  erroneous,  and  one  or  more  of  their  expert  wit- 
nesses have  so  testified.     Taking  the  passage  in  question  as 
translated,  the  patentee  is  made  to  say,  that  the  new  arrange- 
ment is  applicable,  with  the  same  ease,  to  all  the  mechanisms 
belonging  to  pistols  with  several  barrels,  as  well  as  in  general  to 
the  different   breech -loading  fire  arms.     Breech-loading  is  the 
phrase  in  dispute,  and  the  original  words  are,  ^^  se  ckargeants  par 
la  culasse^    Complainants'  experts,  one  or  more  of  them,  testify 
that  the  phrase  in   our  language  should   be,  ^^  loading  at  the 
breech,"  instead  of  ^^  breech  loading,"  as  rendered  in  the  trans- 
lation.   Embarrassment  certainly  arises  in  determining  the  ques- 
tion, but  there  are  some  considerations  affecting  the  question 
which  are  plain  and  undeniable.    First.  The  translation  presented 
by  the  complainants  is  more  literal  than  that  assumed  by  the 
respondents,  as  is  obvious,  even  to  one  but  slightly  acquainted 
with  the  language.     Secondly,  The  question  should  be  examined 
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in  view  of  the  other  parts  of  the  instrument  which  are   not  in- 
volved in  any  doubt.     Thirdly,  Recurrence  should  be  made  to 
the  nature  of  the  invention,  in  order  to  ascertain  whether  it  is 
really  applicable  to  the  fire  arms  involved  in  this  controversy. 
Fourthly.  If  it  be  found  that  one  of  the  translations  is  repug- 
nant to  other  parts  of  the  instrument,  and  the  other  is  consistent 
with  the  other  parts,  it  will  be  safe,  under  the  circumstances,  to 
adopt  the  latter  as  expressing  the  real  intention  of  the  patentee. 
Guided  by  these  rules,  reference  is  again  made  to  the  description 
of  the  invention,  which  consists,  as  stated  in  the  specification, 
simply  in  uniting  all  the  barrels  against  a  single  plate  or  disk, 
having  a  central  axis,  and  in  confining  all  these  barrels  by  a  sin- 
gle screw,  which,  while  it  held  them  upon  the  axis,  allowed  them 
to  turn  as  before  explained.     Looking  at  that  description  of  the 
invention,  it  is  obvious  that  the  phrase  ^^se  chargeants  par  la 
culasie^^  if  it  be  construed  to  include  such  fire  arms  as  that  of 
Samuel  Colt,  is  inconsistent  with  other  parts  of  the  instrument, 
and  incompatible  with  the  nature  of  the  invention,  because  it 
can  not  be  applied  without  borrowing  the  improvement  held  by 
the  complainants,  which  is  nowhere  described  in  the  cenificate 
of  addition.     In  view  of  the  whole  evidence  bearing  upon  the 
question,  I  am  of  the  opinion  that  RoUin  White  is  the  original 
and  first  inventor  of  the  improvement  described  in  the  patent, 
on  which  this  suit  is  founded,  so  far  as  respects  the  first  claim  of 
the  patent,  which  is  the  only  one  involved  in  the  controversy. 
Several  other  defenses  were  presented  at  the  argument,  but  it 
will  be  sufficient  to  say  that  none  of  them  can  be  sustained,  and 
they  are  accordingly  overruled.     Nothing  need  be  added  upon 
the  subject  of  infringement,  as  it  is  virtually  admitted  in  the 
pleadings  and  fully  proved.     The  complainants  are  entitled  to 
an  account,  and  when  the  amount  is  ascertained,  a  perpetual 
injunction  will  be  granted. 
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Henry  Waterman 

vs. 

William    S.  Thomson   and    Charles  H.  Thomson. 

It  is  not  necesfary  that  a  prior  ioventor  ahoold  have  worked  the  process  with  the  same 
degree  of  skill  and  success  as  the  patentee  afterward  atuined.  It  is  sufficient  if 
he  performed  the  operation  substantially  upon  the  method  which  the  plaintiff 
claims,  and  that  he  did  it  with  that  degree  of  success  which  demonstrated  iti 
usefulness. 

If  the  prior  inventor  merely  made  an  experiment  and  failed,  abandoning  his  contriTance 
because  it  would  not  work,  then  it  is  of  no  account  But  the  mere  £ict  that  he 
ceased  to  use  it  because  he  had  no  further  occasion  to  do  so,  is,  of  itself,  of  no 
importance. 

Where  several  prior  inventions  are  offered  in  evidence  to  defeat  a  patent,  the  jury 
should  agree  on  each  separately,  and,  in  order  to  find  a  verdict  for  the  defendants, 
on  any  one  of  them,  they  must  agree  on  that  one. 

(Before  Shipman,  J.,  Southern  District  of  New  York,  December,  1863.) 

This  was  an  action  on  the  case,  tried  by  Judge  Shipman  and 
a  jury,  to  recover  damages  for  the  infringement  of  letters  patent 
for  an  ^^  improvement  in  tempering  wire  and  steel/'  granted  to 
plaintiflF,  August  24,  1858.  The  claim  of  this  patent  was  as 
follows : 

**  The  process  of  hardening  steel  wire,  or  thin  steel,  in  long  sections,  being  kept 
under  a  longitudinal  strain  by  means  of  the  wheels  D  D  ;  while  passing  through  the 
fire  in  the  ^rnace  C,  the  guide  H,  to  conduct  the  wire  directly  from  the  fire  into  the 
hardening  bath,  in  combination  with  such  hardening  bath,  as  specified.** 

George  D.  Sargeant  and  Charles  M.  Keller  for  plaintifF. 

Pennington^  Sullivan  iff  Harrison^  and  George  Gifford  for  de- 
fendants. 

Shipman,  J.,  charged  the  jury  as  follows : 

It  is  the  duty  of  the  Court  to  submit  to  you  the  rules  of  law 
which  you  are  to  apply  to  this  case.  This  I  will  do  very 
briefly. 
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The  first  legal  question  which  is  presented  to  us  is  that  which 
relates  to  the  construction  of  the  patent  itself.  What  does  it 
purport  to  secure  to  the  plaintiff — a  process,  or  a  machine? 

For  the  purposes  of  this  case,  I  charge  you,  proforma^  that  the 
patent  purports  to  grant  to  the  plaintiff  the  exclusive  right  to  the 
process  of  hardening  steel  wire,  and  thin  strips  of  thin  steel,  in 
long  sections  under  tension,  by  means  of  the  simple  mechanism 
or  machine,  a  model  of  which  the  plaintiff  has  presented  to  you, 
and  the  operation  of  which  the  witnesses  have  explained.  This 
is  denominated,  by  the  counsel  for  the  plaintiff,  a  mechanical 
process,  and  it  covers  the  peculiar  method  which  the  mechanism 
carries  out,  and  any  mechanism  which  is  equivaUnt  to  that  de- 
scribed in  the  patent,  and  illustrated  by  the  model  which  works 
this  process,  is  an  infringement  of  the  plaintifFs  rights,  provided 
he  was  the  original  and  first  inventor.  When  I  speak  of  an 
equivalent  mechanism,  I  mean  one  substantially  like  the  plain- 
tifPs  operating  in  substantially  the  same  way. 

The  plaintiff  insists  that  he  was  the  original  and  first  inventor 
of  this  process,  and  his  patent  is  prima  facie  evidence  that  he 
was  the  original  and  first  inventor.  By  prima  facie  evidence,  I 
mean  evidence  which  is  sufficient  to  make  out  the  case  and 
sustain  the  patent,  providing  there  was  no  countervailing  evi- 
dence. 

But  the  defendants  deny  that  the  plaintiff  was  the  original  and 
first  inventor,  and  have  offered  evidence  to  disprove  his  claim. 

This  brings  us  to  a  series  of  important  facts  upon  which  the 
jury  must  pass  in  coming  to  a  verdict.  I  will  call  your  atten- 
tion to  these  facts  in  the  order  in  which  you  may  find  it  conve- 
nient to  consider  them. 

First,  The  defendants  insist  that  Ely  used  this  same  process, 
which  the  plaintiff  claims  is  covered  by  his  patent,  long  before 
the  date  of  the  plaintifPs  invention,  and  that  Ely  worked  this 
process  by  substantially  the  same  mechanism,  operating  substan- 
tially in  the  same  way  as  that  of  the  plaintiff.  Here  the  burden 
of  proof  is  on  the  defendants. 

Now,  if  the  jury  are  satisfied  that  Ely  did  work  this  process 
substantially  as  he  has  described  on  this  trial,  at  the  time  he 
states,  then  the  defendants  are  entitled  to  a  verdict.     By  working 
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this  process,  I  mean  successfully  working  it,  by  performing  sub- 
stantially the  same  thing  as  the  plaintiiF  performs  with  his  ma- 
chine, in  substantially  the  same  manner.  It  is  not  necessary  that 
Ely's  wire  should  have  been  flat ;  the  process  applies  to  round 
as  well  as  flat  wire.  It  is  not  necessary  that  he  should  have  used 
his  wire  for  skirts,  or  that  any  one  should  have  done  so ;  nor  is 
it  necessary  that  he  should  have  worked  the  process  with  the 
same  degree  of  skill  and  success  as  the  plaintiff  has  attained.  It 
is  sufficient  if  he  performed  the  operation  of  hardening  his  wire 
substantially  upon  the  method  which  the  plaintiff  claims,  and  that  he 
did  it  with  that  degree  of  success  which  demonstrated  its  useful- 
ness. If  he  merely  made  an  experiment  and  failed,  abandoning  his 
contrivance  because  it  would  not  work,  then  it  is  of  no  account. 
But  the  mere  fact  that  he  ceased  to  use  it  because  he  had  no 
further  occasion  to  do  so,  is,  of  itself,  of  no  importance.  Now, 
the  evidence  on  this  point  is  already  familiar  to  the  jury ;  it 
rests  mainly  on  the  testimony  of  Mr.  Ely.  He  has  been  before 
you,  and  presented  an  explanation  in  words,  aided  by  his  model 
of  the  method  or  process  which  he  used.  You  saw  him,  noted 
his  manner,  and  you  alone  must  determine  whether  or  not  he  is 
entitled  to  credit.  If  you  are  satisfied  that  he  is  entitled  to  belief, 
and  find  that  his  method  and  mechanism,  though  the  latter  was 
somewhat  rudely  constructed,  were  successfully  and  substantially 
like  those  of  the  plaintiff,  and  had  not  been  forgotten  by  him, 
then  the  defendants  are  entitled  to  a  verdict,  and  you  need  inquire 
no  further. 

If  the  jury  do  not  find  that  the  defendants  are  entitled  to  a 
verdict,  on  the  ground  that  Ely  anticipated  the  invention  of  the 
plaintiff,  when  the  evidence  is  tried  by  the  rules  I  have  laid  down, 
then  they  will  inquire  further — 

Second,  As  to  the  process  stated  by  Gibbs.  You  will  apply 
the  same  rules  to  the  evidence  on  this  point  that  I  have  submit- 
ted in  connection  with  Ely's  alleged  invention,  and  if  you  find 
that,  in  accordance  with  these  rules,  Gibbs  anticipated  the  plain- 
tifPs  invention,  then  the  defendants  will  be  entitled  to  a  verdict, 
and  you  need  inquire  no  further. 

If  you  are  satisfied  that  Gibbs  did  not  anticipate  the  invention 
of  the  plaintiff,  then  you  will  inquire — 
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Third.  Whether  Quilet  did  so.  The  same  rules  of  law  must 
be  applied  to  the  evidence  touching  Quilet's  method  and  machine 
as  those  which  I  have  stated  you  are  to  apply  to  those  of  Ely 
and  Gibbs.  If  you  find  that  Quitet  has  anticipated  the  invention 
of  the  plaintiff,  then  the  defendants  are  entitled  to  a  verdicts 
But  if  you  do  not  so  find,  then  you  will  inquire — 

Fourth.  Whether  Mr.  Clark)  of  Northampton,  worked  this 
process,  claimed  by  the  plaintiff,  at  the  date  he  names,  by  hard- 
ening steel  wire  successfully  in  the  tinning  machine ;  and  if  he 
did,  you  will  find  your  verdict  for  the  defendants.  If  you  find 
this  point  also  against  the  defendants,  then  you  will  inquire — 

Fifth.  Whether  Washburn's  method  and  machine  anticipated 
the  plaintifPs  invention ;  if  it  did,  when  tried  by  the  rules  already 
given,  then  the  defendants  are  entitled  to  a  verdict. 

If  you  shall  find  that  neither  Ely,  nor  Gibbs,  nor  Quilet^  nor 
Clark,  nor  Washburn,  anticipated  this  invention,  and  worked  this 
process  as  here  described,  before  the  plaintiff  did,  then  the  plain- 
tiff is  entitled  to  a  verdict,  and  to  such  damages  as  he  has  proved 
to  you  he  has  sustained,  and  no  more. 

In  passing  upon  the  several  processes  and  machines  of  Ely, 
Gibbs,  Quilet,  Clark,  and  Washburn,  the  jury  should  agree  upon 
each  separately,  and  in  order  to  find  a  verdict  for  the  defendants 
on  any  one  of  them,  they  must  agree  on  that  one. 

This  is  an  important  case  to  both  parties,  and  is  to  be  deter- 
mined by  the  facts  as  they  appear  in  proof  and  address  them- 
selves to  the  understanding  of  the  jury.  They  will  render  such 
a  verdict  as,  in  their  judgment,  the  evidence  calls  for,  without 
reference  to  the  consequences  to  either  party. 
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Orlando  B.  Potter,  Nathaniel  Wheeler,  et  al. 

vs. 
Anton  Muller.     In  Equity. 

Injunctions  in  patent  cases  are  now  granted  without  a  previous  trial  at  law,  in  cases 
where  the  owner  of  the  patent  shows  a  clear  case  of  InfHngement,  and  has  been 
in  the  possession  and  enjoyment  of  the  exclusive  right  for  a  term  of  years  without 
any  successful  impeachment  of  its  validity. 

There  is  no  fixed  rule  as  to  the  length  of  time  the  possession  and  enjoyment  of  the 
right  under  a  patent  shall  have  continued.  It  must  be  sufficient  to  justify  a  pre- 
sumption in  favor  of  its  validity. 

The  presumptions  in  favor  of  a  patent,  arising  firom  the  length  of  possession  and  enjoy- 
ment since  its  issue,  are  greatly  strengthened  by  the  fact  that  its  validity  has  been 
affirmed  and  sustained  by  prior  judicial  decisions,  either  at  law  or  in  equity. 

The  first  claim  of  A.  B.  Wilson's  reissue  346  does  not  involve  or  require  the  agency  of 
the  needle  to  make  it  valid  or  effective.  The  invention  of  Wilson  is  not  antici- 
pated by  a  feed  wheel  armed  with  short  metal  points  to  hold  the  cloth,  and  which 
prevent  it  firom  being  turned,  so  as  to  sew  curved  seams  at  the  pleasure  of  the 
operator. 

The  rights  emanating  firom  and  existing  under  a  patent  are  as  sacred  and  as  well  entitled 
to  protection  as  any  other  species  of  property. 

Although  it  is  conceded  that  to  justify  the  stringent  remedy  by  injunction,  the  party 
seeking  it  should  clearly  establish  his  right,  yet,  when  so  established,  it  is  not  only 
a  rightful,  but  often  the  only  remedy  which  is  available  for  hin^. 

(Before  Lsavitt,  J.,  Southern  District  of  Ohio,  April,  1864.) 

This  was  a  motion  to  dissolve  a  provisional  injunction,  granted 
to  restrain  the  defendant  from  infringing  reissued  letters  patent 
Nos.  346  and  414,  for  ^improvements  in  sewing  machines," 
issued  to  Allen  B.  Wilson,  and  more  particularly  set  forth  in 
the  report  of  Potter  v.  Wilson^  p.  102. 

The  defendant  claimed  to  be  the  first  and  original  inventor  of 
the  improvements  patented  to  Wilson,  and  denied  infringement. 

S,  S.  Fisher  for  complainants. 

George  E.  Pugh  for  defendant. 
'59 
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Leavitt,  J. 

This  is  an  application  to  dissolve  the  preliminary  injunction 
granted  in  this  case.  The  injunction  was  allowed  after  due 
notice  to  the  defendant,  but  without  opposition  on  his  part ;  and 
the  only  question  on  the  pending  motion  is,  whether  it  is  a 
proper  case  for  the  allowance  of  the  writ  ?  If  the  Court  is  now 
satisfied  that  the  order  for  the  writ  ought  not  to  have  been 
made,  the  injunction  will  be  dissolved  i  if  otherwise,  it  will  be 
perpetuated. 

The  complainants  aver  in  their  bill  that  they  are  the  owners, 
by  legal  assignments,  of  the  exclusive  right  and  benefit  of  a 
patent  granted  to  A.  B.  Wilson,  November  12,  1850,  for  an 
improvement  in  sewing  machines,  which  was  subsequently 
surrendered  by  the  patentee,  and  on  January  22,  1856,  two 
new  patents  issued,  marked,  or  designated  as  reissues  No.  345 
and  No.  346,  and  that  on  December  9,  1856  (reissue  No.  345 
having  been  surrendered),  a  third  reissue,  414,  was  granted, 
which  said  reissued  patents  covered  the  invention  set  forth  in 
the  original  patent. 

The  bill  alleges  an  infringement  of  the  reissued  patents  346 
and  414,  by  the  manufacture  and  sale  of  a  large  number  of 
machines,  at  the  city  of  Cincinnati,  embodying  substantially  the 
invention  of  Wilson,  as  secured  to  him  by  his  patents.  The 
bill  is  sworn  to  by  the  complainants,  and  is  sustained  by  affi- 
davits proving  the  identity  of  the  machines  made  and  sold  by 
the  defendant  with  the  improvements  covered  by  Wilson's 
patents. 

The  defendant  has  filed  an  answer  under  oath,  setting  up  in 
substance  two  grounds  of  defense:  i.  That  Wilson  was  not 
the  original  and  first  inventor  of  the  improvements  patented  to 
him,  and  that  his  patent  is  therefore  not  valid  ;  and,  2.  That  the 
machines  made  and  sold  by  the  defendant  do  not  infringe  the 
invention  patented  to  Wilson  in  1850. 

The  present  motion  must  be  decided  on  the  facts  as  they  are 
before  the  Court,  without  anticipating  what  may  be  the  aspect 
of  the  case  on  the  final  hearing.  And  it  is  not,  therefore,  the 
duty  of  the  Court  to  notice  any  point  made  in  the  argument 
which  has  no  application  to  the  motion  to  dissolve  the  injunction. 
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The  rule  as  to  granting  or  continuing  injunctions  in  patent 
right  cases  is  now  well  settled  by  the  modern  usages  of  the 
courts  of  the  United  States.  They  are  now  granted  without  a 
previous  trial  at  law  in  cases  where  the  owner  of  the  patent 
shows  a  clear  case  of  infringement,  and  has  been  in  the  posses- 
sion and  enjoyment  of  the  exclusive  right  for  a  term  of  years 
without  any  successful  impeachment  of  its  validity.  Such  pos- 
session and  enjoyment,  aided  by  the  presumptions  arising  from 
the  patent  itself,  are  usually  regarded  as  sufficient  to  warrant  an 
injunction  to  restrain  infringement.  And  there  is  no  fixed 
rule  as  to  the  length  of  time  the  possession  and  enjoyment  of 
the  right  under  a  patent  shall  have  continued.  It  must  be  suffi- 
cient to  justify  a  presumption  in  favor  of  its  validity.  In  the 
present  case,  there  can  be  no  doubt  of  the  fairness  of  such  a  pre- 
sumption from  the  age  of  the  patent.  The  original  patent  was 
issued  in  1850,  and  nearly  founeen  years  had  expired  when  this 
suit  was  commenced.  Or,  if  dating  back  only  to  the  reissues  of 
1856,  the  time  of  the  possession  and  enjoyment  of  the  rights 
under  Wilson's  patent  includes  nearly  eight  years. 

But  the  presumptions  in  favor  of  a  patent,  arising  from  the 
length  of  time  which  has  clasped  since  its  issue,  are  greatly 
strengthened  by  the  fact  that  its  validity  has  been  affirmed  and 
sustained  by  prior  judical  decisions,  either  at  law  or  in  equity. 

This  principle  bears  on  the  present  case  with  unusual  force. 
It  is  not  of  frequent  occurrence  that  a  patent  is  sustained  so 
strongly  by  the  weight  of  judical  authority  as  that  now  under 
consideration.  And  I  am  greatly  relieved  from  the  labor  of  in- 
vestigating and  deciding  some  of  the  points  involved  in  the 
present  motion  by  the  adjudications  referred  to.  They  affirm 
clearly  that  the  improvements  referred  to,  or  inventions  described, 
by  Wilson,  in  the  specifications  and  claims  of  his  patent,  are 
the  proper  subjects  of  a  patent,  and  are  set  forth  by  him  in  ac- 
cordance with  the  requirements  of  the  statute.  They  also  satis- 
factorily establish  the  novelty  and  originality  of  his  inventions, 
so  far,  at  least,  as  the  attempt  was  made  to  invalidate  his  claim 
in  this  case. 

The  Court  has  been  favored  with  copies  of  the  opinion  of 
Mr.  Justice  Nelson,  as  delivered  by  him  in  the  Circuit  Court  for 
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the  Southern  District  of  New  York,  and  also  of  Judges  Smalley^ 
of  the  District  of  Vermont,  and  Ingersoll,  of  the  District  of 
Connecticut.  I  have  read  these  opinions  with  care,  and  have  no 
hesitancy  in  adopting  their  conclusions,  both  as  to  the  law  and 
the  facts  investigated  by  them.  In  one  of  the  cases  before 
Justice  Nelson,  assisted  by  Judge  Smalley,  there  was  a  very  pro- 
tracted and  laborious  trial,  with  full  argument  on  both  sides  by 
counsel  of  eminent  ability.  The  learned  judge,  in  that  opinion, 
as  also  another  involving  substantially  the  same  questions,  fully 
affirms  the  validity  of  Wilson's  patent,  both  as  to  the  sufficiency 
of  the  specifications  and  the  novelty  and  originality  of  his  inven- 
tion. 

As  to  the  date  of  Wilson's  invention,  the  learned  judge,  from 
the  evidence  before  him,  comes  to  the  conclusion  that  it  was 
perfected  in  the  mind  of  the  inventor  as  early  as  November, 
1848,  and  that  his  first  machine  was  completed  in  the  month  of 
April  or  May,  1849.  '^^^  other  judges  referred  to,  in  the  cases 
before  them,  reach  substantially  the  same  result.  They  are  fully 
sustained  by  the  affidavit  of  Wilson,  offered  by  complainants  in 
resistance  of  the  motion  now  before  the  Court.  Wilson  is  not 
a  party  to  this  suit,  and  the  Court  is  apprised  of  no  reason  why 
his  affidavit  is  not  entitled  to  entire  credence.  He  states  the 
facts  connected  with  the  date  of  his  invention  precisely  as  found 
by  Judge  Nelson,  as  above  set  forth ;  and  in  confirmation  of 
these  facts  the  affiant  gives  extracts  from  two  periodicals  pub- 
lished about  the  time  his  invention  was  perfected,  in  which  it 
is  referred  to  and  minutely  described.  There  is,  therefore,  no 
reason  to  doubt  that  as  early  as  April  or  May,  1849,  '^  ^^^  prac- 
tically completed  by  the  construction  of  a  working  machine,  em- 
bodying the  improvements  covered  by  the  patent  of  November 
12,  1850,  and  the  subsequent  reissues. 

The  defendant,  however,  has  set  up  in  his  answer  that  he  was 
the  inventor  of  an  improvement  in  sewing  machines  substantially 
the  same  as  that  patented  to  Wilson.  This  claim  is  alleged  for 
the  purpose  of  impeaching  the  validity  of  Wilson's  patent,  as 
not  being  for  a  new  and  original  invention.  Without  inquiring 
here  whether  there  is  any  substantial  identity  between  these  in- 
ventions, it  may  be  remarked  that  the  proofs  before  the  Court 
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clearly  show  Wilson's  is  prior  in  date  to  that  claimed  as  the 
defendant's.  The  defendant  swears,  in  his  answer,  that  before  he 
left  Germany  he  had  conceived  the  idea  of  an  improvement  in  a 
sewing  machine,  in  which  the  feeding  apparatus  was  substantially 
the  same  as  that  patented  to  Wilson.  But  he  admits  that  his 
invention  was  not  perfected  until  after  his  arrival  in  this  country. 
From  his  own  showing,  his  first  machine  was  made  by  him  at 
Cincinnati,  and  was  not  completed  until  September  or  October, 
1849.  I^his  was  six  months  after  Wilson  had  completed  a  prac- 
tical machine,  embodying  his  improvement  in  the  feeding  device. 
If  the  two  inventions  were  identical,  it  is  apparent  that  Wilson's, 
being  prior  in  time,  can  not  be  aflFected  or  invalidated  by  a  dis- 
covery or  invention  of  a  later  date. 

But  there  is  another  answer  to  this  attempt  to  impeach  the 
novelty  of  the  improvement  patented  to  Wilson.  The  defend- 
ant has  exhibited  a  mutilated  and  imperfect  model  of  his  ma- 
chine, with  some  affidavits  as  to  the  time  it  was  made,  and  the 
principle  of  its  operation.  Without  professing  to  be  an  expert 
on  a  question  of  the  identity  of  two  mechanical  structures,  I 
can  not  hesitate  in  the  conclusion  that  the  defendant's  machine 
does  not  embody  literally  or  substantially  the  feeding  device  de- 
scribed in  Wilson's  specification  as  being  his  invention. 

The  main  and  distinguishing  element  of  his  invention  is  the 
mechanical  device  by  which  curved  seams  may  be  sewed.  It  is 
this  that  constitutes  its  great  value,  and  has  made  its  use  indis- 
pensable on  every  practical  sewing  machine.  On  this  subject. 
Judge  Nelson,  after  noticing  the  objection  to  all  prior  feeding 
devices,  says :  ^^The  object  of  the  improvement  in  question  was 
to  remedy  these  defects  by  causing  the  cloth  to  be  moved  auto- 
matically under  the  needle,  and  the  device  so  arranged  as  to 
admit  of  seams  of  any  curvature."  And  Judge  Ingersoll,  in 
describing  Wilson's  improvement,  says :  ^^  Surfaces  as  before 
used  and  applied,  could  not  be  used  and  applied  to  cloth  so 
as  to  sew  seams  of  any  considerable  curvature.  By  his 
(Wilson's)  devices,  the  cloth,  while  held  between  the  sur- 
faces, can  be  turned  and  twisted  so  as  to  sew  curved  seams,  it 
being  grasped  only  in  a  small  part  of  its  surface  by  the  feeding 
clamps." 
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Now,  it  is  clear,  from  an  inspection  of  the  defendant's  ma- 
chine, that  it  is  not  adapted  to  make,  and  can  not  make,  curved 
seams.  It  provides  for  a  wheel,  with  a  series  of  short  metal 
points  to  hold  the  cloth,  and  which  necessarily  prevent  it  from 
being  turned  so  as  to  give  a  curvature  to  the  seams.  The  cloth 
does  not  move  over  a  flat  table  or  surface,  but  pver  an  arch  or 
wheel,  and  can,  therefore,  only  move  in  a  straight  direction,  and 
can  not  be  turned,  at  the  pleasure  of  the  operator,  so  as  to 
produce  a  curved  seam. 

Without  noticing  further  the  want  of  identity  between  the 
two  structures,  it  may  be  remarked  that  the  defendant  impliedly 
admits  the  defects  of  his  invention  by  the  fact  that  the  machines 
made  and  sold  by  him  and  charged  as  an  infringement  of  Wilson's 
patent,  are  not  constructed  upon  the  plan  which  he  claims  as  his 
invention.  This  is  conclusive  to  show  that,  in  his  opinion,  his 
device  for  feeding  was  entirely  defective,  as  not  adapted  to  the 
making  of  curved  seams. 

Convinced  beyond  a  doubt  that  the  defendant  has  wholly 
failed  to  impeach  Wilson's  patent  on  the  ground  that  the  inven- 
tion covered  by  it  is  not  new  and  original,  I  will  examine  briefly 
the  remaining  question,  whether  the  machines  made  and  sold 
by  the  defendant,  so  far  as  relates  to  the  feeding  device,  embody 
the  principle  of  Wilson's  invention,  so  as  to  constitute  an 
infringement.  Without  attempting  a  minute  comparison  of  the 
two  machines,  I  will  refer  to  the  evidence  before  the  Court  as 
to  their  identity,  coming  from  experts  upon  whose  statements 
and  opinions  I  place  more  reliance  than  I  should  be  justified  in 
doing  from  a  mere  personal  inspection  of  the  structures.  The 
testimony  of  this  class  of  witnesses,  when  intelligent  and  other- 
wise reliable,  is  of  great  value  in  patent  right  controversies, 
involving  questions  of  identity  as  between  two  machines.  The 
complainant,  in  this  case,  has  submitted  the  affidavits  of  two 
witnesses  on  the  point  which,  for  the  purposes  of  the  present 
inquiry,  may  be  regarded  as  conclusive. 

If,  therefore,  a  comparison  of  the  two  structures  left  a  doubt 
as  to  the  identity  of  the  feeding  device,  the  oaths  of  the  two 
witnesses  referred  to,  uncontradicted  as  they  are,  would  be  quite 
sufficient  to  establish  it. 
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It  is  insisted,  in  the  argument  of  the  defendant's  counsel,  that 
in  Wilson's  device  for  moving  the  cloth  and  holding  it  to  its 
place  in  sewing,  he  describes  and  claims  the  use  of  the  needle 
as  a  necessary  agency,  and  that  as  the  defendant,  in  the  machines 
made  and  sold  by  him,  does  not  use  the  needle  for  such  purpose, 
he  does  not,  therefore,  infringe.  The  first  remark  to  be  made 
on  this  point  is  that  the  defendant's  theory  is  in  direct  conflict 
with  the  oaths  of  the  two  witnesses  referred  to,  who  clearly 
prove  the  identity  of  the  devices  for  moving  and  holding  the 
cloth  on  the  two  machines.  But  it  appears  from  the  specifica- 
tion of  Wilson's  reissue  346,  that  he  does  not  claim  the  use  of 
the  needle  for  the  purpose  before  indicated.  The  first  claim  is 
described  as  ^^  the  method  of  causing  the  cloth  or  material,  to  be 
sewed  in  a  sewing  machine,  to  progress  regularly,  by  the  joint 
action  of  the  surfaces  between  which  it  is  clamped,  and  which 
act  in  conjunction,  substantially  in  the  manner  and  for  the 
purpose  herein  specified."  Now,  it  appears  that  the  objection 
stated  above  was  urged  in  the  case  heard  by  Judge  Ingersgll. 
In  the  opinion  of  the  learned  judge.  Potter  v.  Holland^  Vol.  I,  p. 
382,  he  holds  that  ^^  the  instrumentality  of  the  needle  is  not 
required  to  make  the  cloth  progress  or  go  forward ;"  and, 
again,  he  says :  ^^  The  way  in  which  the  cloth  is  made  to 
progress  regularly  by  the  instrumentality  of  the  two  feeding 
surfaces,  without  the  aid  of  the  needle^  is  pointed  out  in  the 
specification." 

Judge  Nelson,  in  his  opinion.  Potter  v.  fVilson^  p.  102,  says: 
^^  Now,  it  is  apparent  that  all  the  several  claims  rest  upon  and 
grow  out  of  the  main  improvement  of  the  feeding  apparatus, 
consisting  of  two  surfaces  clasping  the  cloth  and  advancing  it 
to  the  needle  by  the  intermittent  motion  of  one  of  them, 
and  so  arranged  as,  at  the  same  time,  to  admit  of  the  turning 
of  the  cloth,  and  sewing  seams  of  any  practically  useful  curva- 


ture." 


It  will  be  observed  that  neither  of  the  two  judges  gives  a 
construction  to  the  specification  as  constituting  a  claim  to  the 
agency  of  the  needle  in  holding  or  advancing  the  cloth,  and  it  is 
obvious  that  if  the  defendant,  in  his  machines,  uses  the  needle 
in  a  way  different  from  what  it  is  used  in  the  Wilson  machine. 
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it  would  not  protect  him  from  liability  as  an  infringer,  if  he  used 
the  other  and  material  parts  of  the  invention. 

But  it  can  not  be  necessary  that  the  Court  should  enlarge 
upon  the  question  before  it.  From  the  case  made  by  the 
pleadings  and  proofs,  I  am  satisfied  the  complainants  have  a  valid 
patent,  and  that  the  defendant  has  infringed  their  exclusive  rights 
under  it.  These  rights,  though  emanating  from  and  existing 
under  a  patent,  are  as  sacred  and  as  well  entitled  to  protection 
as  any  other  species  of  property.  And  although  it  is  conceded 
that  to  justify  the  stringent  remedy  by  injunction,  the  party 
seeking  it  should  clearly  establish  his  right,  yet,  when  so  estab- 
lished, it  is  not  only  a  rightful,  but  often  the  only  remedy  which 
is  available  for  him.  Such  seems  to  be  the  aspect  of  the  present 
case,  and  the  Court  can  not  release  the  defendant  from  the 
operation  of  the  injunction  that  has  been  awarded. 

The  MOTION  to  dissolve  the  injunction  is,  therefore,  over- 
ruled. 


The  Lowell  Manufacturing  Company  and    Eras- 

TUS    B.    BiGELOW 

vs. 
The  Hartford  Carpet  Company*     In  Equity. 

The  Lowell  Manu^icturing  Connpany,  in  1847,  licenied  the  Thomptonville  Carpet 
Manufacturing  Company  Co  use  one  hundred  and  twenty-five  loomt,  corresponding 
to  models  furnished  by  the  licensors,  until  August  18,  i860, "  and  for  the  additional 
term  of  any  extension  which  may  be  hereafter  granted  of  any  patent  now  owned 
by  the  Lowell  Manufacturing  Company  relative  to  such  looms,**  for  a  specified 
royalty.  It  appeared  that  two  patents  were  involved  in  the  construction  of  these 
looms,  one  to  a  considerable  and  the  other  to  an  inconsiderable  extent.  The  fint 
expired  October  23,  1863,  and  was  not  extended ;  the  second  was  extended  prior 
to  August  18,  liSo-^He/d :  That,  as  to  the  first  patent,  no  royalty  was  payable, 
upon  the  portions  of  the  loom  covered  by  it,  after  August  18,  i860. 
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Htld:  That,  as  to  the  second  patent,  the  improvements  claimed  therein  were  not  ma- 
terially useful  to  the  looms  used  by  the  Thompsonville  Carpet  Manufacturing 
Company,  and  their  successors,  and  were  not  used  by  them  to  an  extent  that 
would  justify  the  interference  of  the  Court  by  injunction. 

(Before  Nelson  and  Shipman,  JJ.,  District  of  Connecticut,  July,  1864.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  two  letters  patent  granted  to  £.  B.  Bigelow,  one  for 
^^improvement  in  power  looms,"  dated  April  lo,  1845,  ^"^  ^^* 
tended  for  seven  years  from  April  10,  1859  ;  and  the  other  for 
^^improvement  in  Jacquard  looms,'*  dated  October  23,  1849. 

The  complainants  had,  in  1847,  granted  the  following  license 
to  the  Thompsonville  Carpet  Company  : 

**  This  indenture,  made  this  thirty-first  day  of  August,  a.  d.  eighteen  hundred  and 
forty-seven,  by  and  between  the  Lowell  Manufacturing  Company,  a  corporation  estab- 
lished by  the  laws  of  Massachusetts,  of  the  one  part,  and  the  Thompsonville  Carpet 
Manufacturing  Company,  a  corporation  established  by  the  laws  of  Connecticut,  of  the 
other  part,  witnesseth  :  That  the  Lowell  Manufacturing  Company,  in  consideration  of 
the  convenants  and  agreements  of  the  said  Thompsonville  Carpet  Manufacturing  Com- 
pany, hereinafter  contained,  doth,  by  these  presents,  grant,  bargain,  sell,  and  assign  to 
the  said  Thompsonville  Carpet  Manufacturing  Company,  the  right  to  own  and  use  for 
the  weaving  of  two-ply  and  three-ply  carpeting  and  floor-cloth,  but  for  no  other  pui^ 
pose  whatever,  at  their  factory  in  Thompsonville,  not  less  than  one  hundred  and 
twenty-five  nor  more  than  one  hundred  and  fifty  looms  corresponding  to  the  models 
hereinafter  mentioned,  for  the  remainder  of  the  term  of  fourteen  years  6rom  the  eigh- 
teenth day  of  August,  a.  d.  eighteen  hundred  and  forty-six,  to  the  eighteenth  day  of 
August,  A.  D.  eighteen  hundred  and  sixty,  and  for  the  additional  term  of  any  extension 
which  may  be  granted  hereafter  by  the  United  States,  of  any  patent  right  now  owned  by 
the  said  Lowell  Manufacturing  Company,  relative  to  soch  looms  and  business  as  afore- 
said )  the  said  Thompsonville  Carpet  Manufacturing  Company  yielding  and  paying 
therefor  to  the  said  Lowell  Manufacturing  Company,  its  successors  and  assigns,  by  semi- 
annual payments,  on  or  before  the  last  days  of  January  and  July  in  each  and  every 
year  during  said  term  and  the  term  of  any  extension  aforesaid,  a  sum  of  money  which 
shall  always  be  proportioned  to  the  whole  quantity  of  carpeting  and  floor-clo  th  which 
shall  have  been  actually  woven  on  the  said  looms,  or  any  of  them,  during  each  s'x  months 
ending  on  the  last  days  of  December  and  June  respectively,  during  said  term  and  the 
term  of  any  extension  aforesaid,  at  and  after  the  rates  following,  to  wit :  Two  cents  for 
each  square  yard  of  two-ply  carpeting  or  fioor-cloth,  and  four  cents  for  each  square  yard 
of  three-ply  carpeting  or  floor-cloth  actually  woven  as  aforesaid ;  and  the  said  Lowell 
Manufacturing  Company,  for  the  consideration  aforesaid,  doth  covenant  with  the 
Thompsonville  Carpet  Manufacturing  Company,  in  manner  following : 

"  First,  The  said  Thompsonville  Manufacturing  Company,  punctually  paying  the  semi- 
annual sums  ascertained  as  aforesaid,  and  performing  all  other  convenants  and  agreements 
on  their  part  herein  contained,  shall  have  the  right  to  own  and  use  during  the  said  term 
and  the  term  of  any  extension  aforesaid,  the  said  limited  number  of  looms,  with  all  the 
improvements  therein  patented,  and  to  be  patented,  in  the  business  aforesaid,  without 
let  or  hindrance  of  the  said  Lowell  Manufacturing  Company,  or  of  any  person  claiming 
under  said  company,  and  shall  have  the  further  right  to  make  and  use  in  the  said  busi- 
ness, during  the  said  term  and  the  term  of  any  extension  aforesaid,  on  the  same  limited 
number  of  loomi,  any  new  improvement  in  said  machines,  for  said  manufacture,  which 
may  be  hsreafter  patented  by  the  Lowell  Manufacturing  Company,  or  which  may  oth- 
erwise b^ome  the  property  of  said  company. 

•     60 
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**  Second.  The  said  Lowell  Manufacturing  Company  shall  and  will  make  and  deliver  to 
said  Thompsonville  Carpet  Manufacturing  Company,  within  a  reasonable  time  after  the 
execution  of  these  presents,  on  receiving  from  said  company  the  cost  thereof,  one  model 
loom  for  the  weaving  of  two-ply  carpeting,  and  one  model  loom  for  the  weaving  of 
three-ply  carpeting,  of  the  most  approved  construction  now  known  to  the  Lowell  Man- 
ufacturing Company,  and  shall  and  will  also  allow  the  Thompsonville  Carpet  Manufac- 
turing Company  to  use,  for  the  purpose  of  constructing  a  limited  number  of  like  looms 
as  hereinafter  provided,  all  patterns  for  castings  needful  for  the  construction  of  looms 
corresponding  to  said  models,  it  being  understood  that  the  patents  are  to  be  used  only 
at  the  foundry  where  they  may  for  the  time  being  be  by  direction  of  the  Lowell  Manu- 
facturing Company. 

**  TAirJ.  If  it  should  happen  that  the  said  Lowell  Manufacturing  Company  shall,  any 
time  thereafter  during  said  term,  or  the  term  of  any  extension  aforesaid,  sell  to  any 
other  person  or  corporation  the  right  to  use  in  the  said  business  the  said  machinery  and 
improvements  in  the  United  States  of  America,  for  a  less  price  or  rate  of  payment  than 
is  above  stipulated,  whensoever  and  so  often  as  any  such  sale  be  made  at  a  reduced 
price,  the  rate  to  be  thereafter  paid  during  the  residue  of  the  said  term  and  the  term  of 
any  extension  aforesaid,  by  the  Thompsonville  Carpet  Manufacturing  Company,  shall 
be  also  reduced,  so  that  the  said  company  shall  always  have  and  enjoy  the  right  of  using 
the  said  machines  and  improvements  at  the  lowest  rate  agreed  to  be  paid  therefor  by 
any  other  purchasers  of  the  said  right  during  the  same  period,  it  being  understood   that 
this  provision  is  not  intended  to  apply  to  the  use  by  other  parties  of  any  part  or  paro  of 
such  machines  and  improvements  unless  by  the  express  permission  of  the  Lowell  Man- 
ufacturing Company ;  and  the  said  Thompsonville  Carpet  Manufacturing  Company,  in 
consideration  of  the  premises,  doth   hereby  covenant  with   the  Lowell  Manufactur- 
ing Company,  its  successors  and  assigns,  in  jnanner  following : 

*'  First.  The  said  Thompsonville  Carpet  Manufacturing  Company  will  and  shall  pur- 
chase and  pay  for  at  cost  the  two  model  looms  above  mentioned,  so  soon  as  the  same 
shall  be  ready  for  delivery,  and  within  two  years  thereafter  the  said  company  will  and 
shall  build,  or  cause  to  be  built  and  put  in  actual  operation,  at  their  said  ^ctory,  not 
less  than  seventy-five  looms,  corresponding  to  said  model  looms,  and  within  three  years 
from  the  delivery  of  said  model  looms  the  said  company  will  and  shall  build  or  cause 
to  be  built  and  put  in  actual  operation  at  their  said  factory  not  fewer  than  fifty  more  like 
looms ;  and  it  is  well  understood  between  the  parties  that  the  said  Thompsonville  Car- 
pet Manufacturing  Company  shall  not  be  bound  to  put  in  operation  any  greater  number 
than  one  hundred  and  twenty-five  of  said  looms  in  the  whole,  but  shall  have  the  right, 
at  their  own  option,  to  build  and  put  in  operation  at  their  said  factory,  at  any  time  dur- 
ing said  term,  and  during  the  term  of  any  extension  aforesaid,  any  number  not  exceed- 
ing twenty-five  of  said  looms  in  addition  to  the  one  hundred  and  twenty-five  aforesaid, 
on  giving  notice  in  writing  to  said  Lowell  Manufiicturing  Company,  of  their  intention 
so  to  do;  said  looms  to  be  either  for  two-ply  carpeting  or  three-ply  carpeting,  or  any 
proportion  between  the  two,  as  they  shall  think  expedient. 

**  Second.  The  said  Thompsonville  Carpet  Manufacturing  Company  will  not  and  shall 
not  use  the  said  looms,  or  any  of  them,  nor  permit  the  same  to  be  used  for  any  other 
species  of  manufacture  than  either  two-ply  or  three-ply  ingrain  carpeting  or  fioor-doth, 
nor  at  any  other  place  than  their  said  factory,  nor  permit  the  same  to  be  used  by  any 
other  penons,  except  persons  employed  by  them  in  manufacturing,  at  their  said  factory, 
and  for  their  account,  without  the  consent  of  the  said  Lowell  Manufacturing  Com- 
pany to  any  such  substitution  first  had  and  obtained  in  writing. 

"  Third.  The  said  Thompsonville  Carpet  Manufacturing  Company  will  and  shall 
punctually  pay,  on  or  before  the  last  days  of  January  and  July  in  each  year  during  said 
term,  and  the  term  of  any  extension  aforesaid,  a  sum  of  money  always  proportioned  to 
the  aggregate  product  of  said  looms  during  the  preceding  six  months  ending  on  the 
thirty-first  day  of  December  and  the  thirtieth  day  of  June  in  each  year,  estimated  at 
the  rates  above  fixed,  or  at  such  reduced  rare  as  is  above  provided  for^  in  case  a  reduc- 
tion should  occur;  and  they  will  and  shall,  during  the  said  months  of  January  and  July 
in  each  year,  make  and  render  true  statements  in  writing  of  the  whole  number  of  square 
yards  of  each  description  of  carpeting  and  floor-cloth  actually  woven  at  their  said  fac- 
tory during  the  said  preceding  six  months,  by  means  of  said  looms,  or  any  of  them, 
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and  they  will  and  shall  keep  at  their  said  factory  regular  and  true  books  of  account, 
showing  the  number  of  looms  of  each  description  in  operation  from  time  to  time,  and 
the  daily  product  of  each  loom,  which  books  shall  be  kept  open  at  all  times  during  the 
said  term,  and  the  term  of  any  extension  aforesaid,  to  the  free  inspection  of  any  agent 
or  agents  appointed  therefor  by  the  directors  of  the  said  Lowell  Manufacturing  Com« 
pany. 

'*  And  it  is  mutually  understood  and  agreed  by  the  parties  hereto,  that  all  the  fore- 
going grants,  covenants,  and  agreements  of  the  said  Lowell  Manufacturing  Company, 
concerning  the  use  of  any  machines  patented  or  to  be  patented,  are  upon  express  condi- 
tion that  if  the  said  Thompsonville  Carpet  Manufacturing  Company  shall,  at  any  time, 
fail  to  pay  punctually  when  due  the  semi-annual  payments  aforesaid,  estimated  at  the 
rate  above  specified,  or  at  such  reduced  rate  as  may  be  hereafter  fixed  in  the  manner 
aforesaid,  if  any  such  reduction  should  occur,  or  if  they  shall  fail  to  make  and  render 
true  accounts,  as  above  provided,  or  otherwise  fail  to  perform  any  of  the  foregoing  cov- 
enants and  agreements  on  their  part,  in  such  case,  and  immediately  upon  the  happen- 
ing of  such  default,  or  at  any  time  after,  while  the  same  default  continues,  the  said 
Lowell  Manufacturing  Company  shall  have  the  right,  by  vote  of  the  directors,  and  de- 
livery of  an  attested  copy  thereof  Co  any  officers  of  the  said  Thompsonville  Carpet 
Manufacturing  Company,  or  leaving  the  same  at  their  factory,  whether  then  in  opera- 
tion or  not,  to  terminate  this  contract,  and  thereupon  all  the  grants,  covenants,  and 
agreements  of  the  said  Lowell  Manufacturing  Company  shall  become  null  and  void, 
and  the  right  of  the  said  Thompsonville  Carpet  Manufacturing  Company,  and  of  all 
persons  claiming  under  them,  to  any  further  use  of  the  said  machines  and  improve- 
ments, patented  and  to  be  patented,  shall  thereby  cease  and  be  determined. 

"  In  witness  whereof,  the  said  parties  have  hereunto  interchangeably  set  their  respec- 
tive seals  and  subscribed  their  respective  corporate  names,  the  Lowell  Manufacturing 
Company  by  their  treasurer,  thereunto  authorized,  and  the  Thompsonville  Carpet  Man- 
ufacturing Company  by  their  agent,  thereunto  authorized,  the  day  and  year  first  above 
written." 

After  working  under  this  license  for  some  years,  the  Thomp- 
sonville Carpet  Company  failed,  and,  with  the  consent  of  com- 
plainants, the  license  was  transferred  to  the  defendants,  the 
Hartford  Carpet  Company,  who  had  purchased  the  effects  of  the 
licensees,  and  who  continued  to  work  and  make  payments  under 
the  license  until  shortly  after  August  18,  i860,  when  they  ceased 
to  pay  further  royalty.  The  complainants  demanded  payment, 
and,  upon  refusal,  passed  a  resolution  revoking  the  license,  and 
filed  their  bill. 

S,  L.  Thorndykiy  £,  W,  Stoughton^  and  B,  R,  Curtis  for  com- 
plainants. 

Hungerford  fcf  Cone^  R.  D,  Hubbard^  George  Gifford^  and 
Charles  O^  Connor  for  defendants. 

Nelson,  J. 

I.  We  are  of  opinion,  that,  upon  the  true  construction  of  the 
agreements  of  August  31,  1847,  ^^^  respondents  were  entitled 
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to  construct  and  use  the  number  of  looms  therein  specified, 
according  to  the  models  furnished  by  the  Lowell  Company,  for 
the  rate  of  compensation  mentioned,  until  August  18,  i860,  and 
after  that  period  without  any  further  tariff  or  compensation,  with 
the  single  exception,  in  case  of  the  extension  of  one  or  more  of 
the  patents  existing  at  the  date  of  the  agreements.  The  latter, 
to  wit :  the  extension,  is  the  only  condition  upon  which  the  pay- 
ment of  the  tariff  after  the  period  mentioned,  is  made  to  depend. 
If  there  was  no  extension,  there  was  to  be  no  further  payment 
for  the  use  of  these  looms.  This  disposes  of  the  patent  of 
October  23,  1849. 

II.  The  patent  of  April  10,  1845,  was  extended  for  the  term 
of  seven  years  from  April  10,  1859.     ^"^  ^^  ^^^  ^^  opinion: 

1.  That  this  patent  was  not  a  patent  within  the  meaning  of 
the  agreements  of  August  31,  1847,  it  beiqg  a  patent  for  im- 
provements in  a  loom  for  weaving  fabrics  other  than  and  differ- 
ent from  the  two  and  three-ply  carpets  ;  namely,  to  weave  plaid 
ginghams  and  the  like ;  and  further,  that  this  was  so  understood 
by  Mr.  Bigelow  and  the  Lowell  Company,  as  is  apparent  from 
the  proofs  in  the  case. 

2.  That  the  improvements  claimed  in  this  patent  are  not  ma- 
terially useful  in  the  looms  for  weaving  the  two  and  three-ply 
carpeting ;  or,  if  so,  the  respondents  have  not  used  them  to  an 
extent  that  would  justify  an  interference  of  the  Court  by  injunc- 
tion. The  improvements  included  in  this  patent,  and  which  are 
claimed  to  be  useful  in  the  power  looms  represented  by  the 
models  mentioned  in  the  agreements,  and  the  right  to  the  use  of 
which  was  covered  thereby,  are  small  and  limited,  compared  with 
the  other  parts  or  portions  of  these  looms. 

If  there  be  any  infringement,  injunction  would  not  be  the  ap- 
propriate remedy  under  the  circumstances  stated. 

Decree  for  the  respondents. 
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Henry  Burden 

vs. 

Erastus  Corning,  John  F.  Winslow,  and  Erastus 

Corning,  Jr.     In  Equity. 

Although  several  inventors  might  obtain  substantially  the  same  result,  yet,  if  it  was 
obtained  by  means  substantially  different  in  character,  construction,  arrangement, 
and  mode  of  operation,  from  any  prior  patented  invention  adapted  to  the  same 
general  purpose,  the  use  of  such  means  for  a  similar,  or  even  for  the  same  pur- 
pose, would  not  infringe  the  rights  of  the  prior  patentee. 

The  patentee  of  the  first  of  such  inventions  could  not  treat  another  at  an  infringer, 
because  he  had  improved  the  machine  of  any  prior  ihventor  by  the  use  of  a  sub- 
stantially different  device,  or  a  substantially  different  combination  of  parts,  though 
such  device  or  combination  were  capable  of  performing  the  same  functions. 

The  claim  must  be  construed  as  favorably  to  the  patentee  as  the  language  of  the 
claim,  the  state  of  the  art,  and  the  extent  and  character  of  his  actual  invention 
will  allow. 

A  claim  for  the  particular  means  and  mode  of  operation  described  in  the  specification 
extends,  by  operation  of  law,  to  the  equivalent  of  such  means — not  equivalent 
simply  because  the  same  result  is  thereby  produced — but  equivalent  as  being  sub- 
stantially the  same  device  in  structure,  arrangement,  and  mode  of  operation. 

The  true  construction  of  the  second  claim  of  Burden's  patent  for  an  improved  hone- 
shoe  machine  will  only  extend  it  to  the  particular  device,  devices,  or  mechanism 
described  and  claimed,  and  operating  in  the  mode  or  manner  particularly  set  forth  ; 
and  to  such  other  devices  or  mechanism  as  shall  have  substantially  the  same  mode 
of  operation. 

An  equivalent  device  is  such  as  a  mechanic  of  ordinary  skill,  in  the  construction  of 
similar  machinery,  having  the  plaintifTs  specification  and  machine  before  him, 
could  substitute  in  the  place  of  the  mechanism  described,  without  the  exercise  of 
the  inventive  faculties. 

The  absence  of  the  word  cembiHatioH,  or  of  a  statement  of  the  elements  of  a  specified 
combination  in  a  particular  claim,  while  combinations  are  claimed  in  apt  and 
appropriate  language  in  other  claims,  is  strong  evidence  that,  in  the  former,  the 
patentee  did  not  intend  to  claim  a  combination. 

While  an  omission  to  state  that  a  certain  function  of  one  of  the  parts  was  a  leading 
feature  of  the  invention,  would  not  render  the  patent  void,  unless  made  for  the 
purpose  of  deceiving  the  public,  yet,  it  is  very  material  in  considering  whether 
the  patentee  has  sufficiently  claimed  anything  more  than  a  detcribtd  modt  of 
operation  of  the  particular  mechanism  described. 
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The  defense  of  unreasonable  neglect  or  delay  to  file  a  disclaimer,  involves  a  question  of 
fact,  and  can  not  be  made  unless  set  up  in  the  answer. 

(Before  Nxlson  and  Hall,  JJ.,  Northern  District  of  New  York,  October,  1864.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  ^^  improved  machine  for  making 
horse  shoes/*  granted  to  complainant,  June  30,  1857. 

The  portions  of  the  specification  material  to  the  present  con- 
troversy were  as  follows : 

"  Be  it  known.  That  I,  Henry  Burden,  of  the  city  of  Troy,  county  of  Rensselaer, 
and  State  of  New  York,  have  invented  a  new  and  useful  improvement  in  machinery 
for  making  shoes  for  horses  and  mules ;  and  I  hereby  declare  that  the  following  is  a 
full  and  exact  description  thereof;  reference  being  had  to  the  annexed  drawings,  plates 
I,  II,  III,  IV,  and  v.  They  have  all  been  made  to  a  scale  of  two  inches  to  the  foot, 
and  correctly  represent  the  form  and  sizes  of  the  several  parts  in  the  different  draw- 
ings. 

*'  My  machine  is  designed  to  make  shoes  from  rods  as  they  are  discharged  from  the 
train  of  the  rolling  mill,  and  without  reheating.  They  are  usually  rolled  square,  of  a 
size  adapted  to  the  size  of  the  shoe,  and  are  placed,  on  leaving  the  train,  into  a  trough 
made  of  cast  iron  or  other  suitable  material.  It  is  represented  in  the  drawings  at  A*, 
plates  I  and  II,  and  is  most  conveniently  made  in  sections  of  about  twelve  feet  each. 
The  end  nearest  the  machine  is  supported  by  a  standard  £^,  attached  to  the  side  of  the 
machine  by  two  bolts.  The  other  end  may  be  supported  by  legs  or  other  appropriate 
means. 

*'  The  successive  operations  of  my  machine  upon  the  rod  are  as  follows  :  First,  a 
portion  of  it,  of  suitable  length  to  form  the  shoe,  is  drawn  into  the  machine  and  cut 
oflF.  It  is  then  bent  around  a  form  into  the  shape  of  the  letter  U.  The  heels  of  the 
shoe  are  bent  still  further  inward,  while  it  next  passes  between  two  revolving  swaging 
dies,  that  compress  and  roll  it  into  proper  shape.  Then  it  is  creased  and  punched,  and 
finally  it  is  taken  from  the  dies  and  flattened,  and,  dropped,  in  a  finished  state,  upon  a 
revolvmg  chain  that  deposit  it  in  the  storehouse.  While  one  shoe  is  being  creased 
and  punched,  another  portion  of  the  rod  is  drawn  into  the  machine,  and  thus  it  pro- 
ceeds continuously.  ♦  ♦  »  ♦  »  ♦  * 

**  The  means  of  bending  the  portion  of  the  rod  that  forms  the  shoe,  which  are  next 
to  be  described,  are  most  fully  represented  in  plates  I  and  IV,  and  fig.  8,  plate  V. 
The  rod,  when  it  is  fed  into  the  machine,  passes  into  the  movable  guides  or  holders  P, 
P,  against  the  stop  O',  and  in  front  of  the  bending  tongue  £,  and,  when  it  is  cut  off, 
they  hold  it  in  its  place.  These  guides  are  fully  represented  in  plate  I,  supporting  the 
rod  on  three  sides.  There  is  one  on  each  side  of  the  large  roll  H^^,  and  these  are 
placed  on  movable  standards  H',  H',  for  purposes  hereinafter  mentioned.  Immedi- 
ately after  the  rod  is  cut  off,  the  bending  tongue  £,  having  a  small  projecting  edge  in 
front,  as  shown  by  the  dotted  lines  in  plate  I,  to  prevent  the  rod  from  slipping,  moves 
up  against  the  center  of  the  rod,  and  carries  it  forward  between  the  holders,  until  it  is 
bent  round  the  tongue  into  the  desired  shape.  The  fhime  H,  to  which  the  tongue  is 
attached  by  screw  bolts,  has  two  legs,  one  on  each  side  of  the  great  roll  H^,  terminating 
in  rings  fitted  to  move  on  the  shaft  F.  Its  motion  forward  is  given  by  two  cams  M 
and  M,  in  the  shaft  k,  which  bears  against  the  small  cams  1  and  1,  in  the  frame.  To 
insure  its  backward  motion,  an  arm,  K.,  proceeding  from  the  rocking  shaft  J,  and 
resting  on  the  frame  H,  is  raised  by  it  until  the  bending  tongue  has  attained  its  proper 
height,  when  the  cam  L,  on  the  shaft  k,  strikes  against  the  other  arm  i,  projecting 
from  the  shaft  J,  and  forces  down  the  fi^me  and  bending  tongue. 

"On  the  periphery  of  the  large  roll  H'^f  are  two  swaging  dies  J*  and  M^,  placed 
opposite  to  each  other.     Their  surAces  are  fitted  to  impress  upon  the  upper  side  of  the 
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horse  shoe  the  precise  form  which  it  is  desired  to  give  it.  It  is  shown  in  figs.  9  and 
10,  on  plate  V.  The  central  portion  e,  the  sides  of  which  give  shape  to  the  inner  edge 
of  the  shoe,  is  elevated  above  the  rest  as  much  as  the  thickness  of  the  shoe.  The  sur- 
face of  the  upper  swaging  die  B  B,  is  fitted  to  make  the  plane  even  surface  of  the  under 
side  of  the  shoe,  and,  as  the  inner  edge  is  properly  made  thinner  than  the  outside,  the 
natural  tendency  of  the  swaging  process  is  to  force  the  rod  out  from  under  the  swages. 
This  has  heretofore  constituted  one  of  the  greatest  obstacles  to  the  formii  g  of  shoes  by 
means  of  revolving  dies,  and,  so  far  as  I  have  known,  it  has  never  before  my  invention 
been  overcome.  I  have  entirely  removed  the  difficulty,  by  making  upon  the  upper  die 
a  flange  b  b,  projecting  downward  to  nearly  the  thickness  of  the  shoe,  and,  except  at 
the  toe,  embraces  it  entirely  on  the  outside.  The  tendency  to  straighten  is  thus  en- 
tirely prevented,  and  a  smooth  and  perfect  surface  given  to  the  outer  edge  of  the  shoe. 
It  is  best  represented  in  figs.  5  and  6,  plate  V. 

''The  cams  M  M  are  so  formed  that  the  forward  motion  of  the  bending  tongue  com- 
mences when  the  portion  of  the  lower  die,  which  forms  the  toe  of  the  shoe,  comes  in 
conlact  with,  or  is  opposed  to,  its  point.  It  then  moves  forward  with  the  die,  as  if  it 
formed  part  of  it,  and  the  rod,  when  bent  around  it,  is  directly  over  the  position,  at  the 
toe,  it  would  occupy  on  the  die. 

"  The  toe  of  the  shoe  is  properly  made  wider  than  the  sides,  and  the  firont  of  it  much 
thicker  than  the  interior  beveled  edge,  and  to  allow  the  iron  at  the  toe  to  be  spread 
inward  for  that  purpose,  immediately  after  the  toe  of  the  shoe  has  been  caught  between 
the  swaging  dies,  the  bending  tongue  is  drawn  back  out  of  the  way.  At  the  same 
time,  the  two  cams  S  S,  on  the  shaft  N^,  are  brought  in  contact  with  the  guides  I  and 
I^,  upon  the  movable  standards  H'  and  H',  and  then  cause  the  guides  or  holders  I' 
and  1'  to  approach  each  other  and  press  the  ends  of  the  shoe  against  the  elevated  cen- 
tral portion  of  the  lower  die,  and  within  the  flange  on  the  upper  die.  The  standards 
are  attached  at  the  bottom  by  a  joint  to  the  arms  J^  and  J^  cast  upon  the  inside  of 
the  frame.  At  the  top  they  slide  on  the  cross  piece  M"^.  Another  cam  e^  e^^ 
plate  IV,  moves  back  the  holders  to  their  first  position. 

*'  Instead  of  making  the  swaging  dies  upon  the  sur^ces  of  the  rolls  H'  and  H^,  I 
make  them  in  separate  pieces,  as  in  my  former  horse-shoe  machines,  and  described  in 
my  patents  of  1835  and  1843,  ^"^  attach  them  to  those  rolls  by  bolts  and  screws. 
They  can  thus  be  readily  repaired  or  <  shifted,*  to  make  diflferent  forms  and  sizes  of 
shoes.  A  recess  is  cast  in  the  periphery  of  the  rolls,  as  shown  by  plate  IV.  Into  this  the 
dies  are  accurately  fitted.  Slots  or  mortises  are  also  made  in  the  rolls,  into  which  the 
tenons  at  the  ends  of  the  dies,  shown  in  figs.  5  and  9,  plate  V,  accurately  fit,  and  pre- 
vent their  lateral  displacement.  A  bolt  with  a  countersunk  head  passes  through  the 
middle  of  each  die  and  into  the  roll,  and  fiutens  it  by  a  screw  and  nut  on  the  other  side. 

**  After  passing  between  the  dies,  the  shoe  is  liable  to  adhere  to  the  upper  die,  by 
which  great  injury  may  result  to  the  machinery.  It  is,  therefore,  indispensable  to  the 
practicability  of  the  machine  that  means  should  be  provided  to  make  the  shoe  adhere 
with  certainty  to  the  lower  die  and  pass  on  to  be  subjected  to  the  next  operation. 
Two  projections  v^  and  v^,  plate  IV,  are  cast  upon  the  firame  of  the  machine.  To 
these  is  attached,  by  screws  and  bolts,  an  arm  M^,  plates  I  and  IV,  and  to  this  is 
screwed  what  I  term  the  scraper  m\  This  is  made  of  steel,  and  its  front  edge  scrapes 
along  the  surface  of  the  upper  die  and  separates  from  it  the  shoe.  A  portion  of  the 
flange  at  the  toe  is  cut  away  to  admit  its  passage.  The  elevated  portion  of  the  under 
dies  passes  nearly  in  contact  with  its  under  surface.  A  similar  device  takes  the  shoe 
from  the  creasing  and  punching  die.  *  »  »  ♦  ♦  • 

<*  I  am  aware  that  several  attempts  have  been  heretofore  made  to  perform  that  por- 
tion of  the  above-described  operations  which  consist  in  swaging  the  shoe  by  passing  it 
between  two  revolving  dies.  The  most  prominent  of  these  is  the  device  patented  to 
Barzillai  Young  and  Samuel  Titus  in  the  year  1837.  But  all  these  attempts  have,  I 
believe,  been  patented  with  no  practical  benefits,  for  the  want  of  those  particular  means 
I  have  above  set  forth  for  performing  that  process. 

^'  I  do  not,  however,  claim  the  process  of  passing  the  shoe  between  revolving  dies 
generally,  but  limit  myself  to  the  particular  devices  by  which  I  have  rendered  it  prac- 
tical. 
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**  What  I  do  claim  as  new,  and  desire  to  secure  by  letters  patent,  is  as  follows  : 

*'  First.  1  claim  the  above-described  feeding  apparatus,  and,  in  connection  therewith, 
the  mode  set  forth  of  cutting  off  the  rod  ;  also,  the  self-acting  device  for  stopping  the 
feeders,  and  the  mode  of  renewing  their  action  at  the  proper  time. 

**  Setondfy.  I  claim  the  mode  of  bending  the  rod,  and  placing  it  in  its  proper  position 
between  the  swaging  dies,  as  above  set  forth. 

**  Thirdly,  I  claim  the  flange  on  the  upper  swaging  die,  for  the  uses  and  purposes 
specified. 

<<  Fourthly,  I  claim  the  combination  of  the  revolving  creasing  and  punching  die 
with  the  revolving  swaging  dies,  by  which  both  operations  are  successively  and  auto- 
matically performed. 

*'  Fifth.  I  claim  the  devices  set  forth  fox  talcing  the  shoe  firom  the  upper  and  con- 
fining it  to  the  lower  dies,  and  finally  taking  it  firom  the  lower  dies  and  conducting  it 
to  the  fiattener. 

<*  ^xtb*  I  claim  also  the  means  described  for  flattening  the  shoe. 

^^  Seventh,  I  claim  the  combination  and  arrangement  of  machinery  by  which  the 
several  processes  above  described  are  performed  successively  by  one  machine  and  with- 
out aid  firom  attendants. 

<*  I  do  not  mean  to  limit  myself  to  the  precise  means  of  performing  the  operations 
above  set  forth,  as  they  evidently  admit  of  several  variations,  but  I  claim  those  devices, 
or  their  equivalents}  which  shall  substantially  effect  the  same  purpose." 

The  defendants,  in  their  answer,  averred  that  the  rod  was 
bent,  in  their  machine,  not  by  an  independent  bending  tongue, 
as  in  plaintiff's  machine,  but  by  one  of  the  revolving  swaging 
dies,  and  that  the  mode  of  bending  the  rod  used  by  them  was 
described  in  letters  patent  of  the  United  States  granted  to  Bar- 
aillai  Young  and  Samuel  Titus,  July  29,  1837,  for  an  "  improve- 
ment in  the  machine  for  making  horse  shoes.'*  They  also  in- 
sisted that  the  mode  used  by  them,  of  placing  the  bent  rod  in 
its  proper  position  between  the  swaging  dies,  was  not  the  mode 
patented  by  the  plaintiff,  but  was  substantially,  with  some  modi- 
fications, the  mode  patented  to  Harry  A.  Wills,  by  letters  patent 
of  the  United  States,  for  an  'improved  horse-shoe  machine," 
granted  to  him  March  2,  1858,  and  assigned  to  defendants. 

fF.  A.  Beach^  G.  Gifford^  E.  W.  Stoughton^  and  B.  R.  Curtis 
for  complainant. 

D.  L.  Seymour,,  S.  Blatchford^  C.  Ad.  Keller,  and  fF.  M. 
Evarts  for  defendants. 

Hall,  J. 

This  is  a  bill  for  an  injunction  and  an  account,  founded  upon 
the  alleged  infringement  of  letters  patent  granted  to  the  plain- 
tiff, and  dated  June  30,  1857.     '^^^  patent  is  for  "a  new  and 
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useful  improved  machine  for  making  horse-shoes ;''  and  the 
specification  states  that  the  ^^  machine  is  designed  to  make  shoes 
from  rods  as  they  are  discharged  from  the  train  of  the  rolling 
mill,  and  without  reheating." 

On  May  11,  1863,  the  plaintiff  filed  a  disclaimer  of  the  third 
claim  of  his  patent ;  and,  on  the  hearing,  it  was  not  claimed  that 
the  defendant  had  infringed,  except  in  respect  to  the  inventions 
or  devices  claimed  in  the  second  and  sixth  claims  of  the  patent. 
The  validity  of  the  sixth  claim^  and  its  infringement  by  the 
defendants,  were  conceded  upon  the  argument,  and  the  ques- 
tions in  controversy  therefore  relate  to  the  second  claim  of  the 
patent  and  its  alleged  infringement. 

The  defendants,  in  their  answer,  deny  the  infringement 
charged  ;  and  they  allege  ^^  that  in  and  by  the  specification 
annexed  to  and  making  part  of  the  said  letters  patent,  the  said 
alleged  improved  machine  is  not  fully  described,  nor  are  the  alleged 
improvements  therein  mentioned  set  forth  therein  in  such  fully  clear ^ 
and  exact  terms  as  to  distinguish  them  from  other  improvements 
before  known  and  used;  nor  in  such  full,  clear,  and  exact  terms 
as  to  enable  a  person  skilled  in  the  art  of  constructing  machinery 
for  making  horse  shoes,  to  construct,  from  such  description  in 
such  specification,  a  practically  operative  machine  containing 
said  alleged  improvements.*' 

The  defendants  produced  evidence  showing  the  prior  inven- 
tion of  several  machines  intended  for  use  in  making  horse  shoes, 
not  for  the  purpose  of  avoiding  the  patent  on  the  ground  of  a 
want  of  novelty,  but  for  the  purpose  of  showing  the  state  of  the 
art  at  the  time  of  the  plaintiff's  invention. 

For  this  purpose,  the  defendants  gave  in  evidence  : 

1.  Letters  patent,  granted  in  England,  to  William  Moorcroft, 
dated  April  16,  1796,  for  machinery  to  be  used  in  making  horse 
shoes,  including  machinery  for  striking  up  the  bent  bar,  or 
blank,  into  exact  shape,  by  means  of  dies,  and  forming  the 
grooves  or  creases,  and  also  the  impressions  for  the  nails,  if 
desired. 

2.  Letters  patent,  granted  in  England,  to  William  Moorcroft, 
dated  May  3,  1800,  for  improvement  in  machinery  for  making 
horse  shoes.     This  patent  describes  the  cutting  of  the  rods  or 
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bars  from  which  the  shoes  are  to  be  made  into  proper  lengths  by 
shears ;  the  bending  of  the  same  into  shape  by  means  of  friction 
rollers,  properly  guided,  and  a  frog,  or  internal  former,  filing  the 
inside  of  the  shoe,  the  action  of  the  two  to  bend  the  shoe  being 
due  to  their  reciprocating  motion  ;  the  pressing  or  swaging  of  the 
bent  blank  into  shape  between  two  dies,  one  acting  as  a  ram  or 
hammer  ;  and  the  punching  of  the  holes  partly  through  the  shoe 
by  a  machine  punch. 

3.  Letters  patent  granted  by  the  United  States  to  Brazillai 
Young  and  Samuel  Titus,  July  29, 1837.  This  patent  describes 
two  revolving  rollers,  one  of  them  carrying  a  die  for  shaping  the 
side  of  the  horse  shoe  which  is  applied  to  the  horse's  foot,  with 
a  projection,  called  a  frog,  of  the  shape  of  the  inner  curve  of 
the  shoe,  and  slightly  exceeding,  at  its  forward  end,  the  full 
thickness  of  the  blank  or  bar  from  which  the  shoe  is  to  be  made  ; 
the  other  carrying  a  box  die,  whose  interior  is  of  the  shape  of 
the  outer  curve  of  the  shoe,  and  which  die  is  provided  with 
creasers  for  the  nail  heads,  and  also  with  punches  to  countersink 
the  nail  holes.  It  also  describes  two  benders,  whose  motions 
are  governed  by  cam  grooves  in  one  of  the  rollers,  and  which, 
with  the  frog,  bend  to  their  proper  places  the  different  parts  of 
the  shoe.  When  the  machine  described  is  fed  with  a  bar  of 
iron  of  the  proper  length  for  a  shoe,  the  frog,  revolving  with 
one  of  the  rollers,  carries  the  bar  between  the  two  converging 
benders,  and  thus  bends  the  blank  or  bar  into  the  shoe  form  and 
then  by  the  continuous  rotation  of  the  rollers,  the  upper  and 
lower  revolving  dies  approach  each  other,  and,  by  compression, 
form  the  shoe,  and  crease  and  countersink  it  for  the  nails,  at  a 
single  operation.  The  iron  to  be  used  in  the  machine,  after 
being  cut  into  proper  lengths,  is  to  be  heated  before  being  sub- 
jected to  the  action  of  the  machine. 

4.  Letters  patent,  granted  in  France,  to  Jean  Claude  Noiraud, 
dated  May  26,  1838.  This  patent  describes  a  machine  for 
making  horse  shoes  out  of  shaped  blanks,  or  short  bars  of  iron 
rolled  or  shaped  into  the  proper  irregular  form  for  bending  into  a 
horse  shoe.  The  machine  has  a  reciprocating  die,  a  revolving 
die,  and  two  friction  rollers  governed  by  a  cam,  and  having  sub- 
stantially the  same  functions  as  the  rollers  in  the  Young  and 


OCTOBE  R,     1 8  64.  483 


Burden  v.  Corning. 


Titus  machine.  The  lower  die  is  the  reciprocating  die,  and  it 
has  ^frog  and  creasers.  T\iz  frog  is  so  arranged  that  it  rises  and 
falls  during  the  bending  and  creasing  of  the  shoe,  and  the  blank 
is  bent  by  the  frog,  acting  first  in  connection  with  two  small 
stationary  rollers,  and  then  with  friction  rollers  governed  by  a 
cam.  The  bent  blank  passes  between  the  reciprocating  and 
rotating  dies,  and,  when  the  shoe  is  finished,  the  frog  lifts, 
elevating  the  shoe  with  it,  when  the  shoe  is  taken  off,  and  the 
reciprocating  bending  frog  returns  to  its  position,  ready  to  bend 
another  blank. 

5.  Letters  patent  granted  by  the  United  States,  to  Robert  G. 
Babcock,  and  dated  April  29,  1851,  for  an  improved  machine 
for  making  horse  shoes.  This  patent  describes  a  reciprocating 
bender  acting  upon  both  ends  of  the  blank,  for  bending  the 
blank  into  the  U  shape  around  a  stationary  frog,  and  other  de- 
vices by  which  the  blank  is  then  swaged  into  shape  by  a  revolv- 
ing traveling  roller  governed  by  a  stationary  cam,  under  which 
it  travels. 

6.  Letters  patent  granted  by  the  United  States  to  Solomon 
Shelter,  dated  November  9,  1852,  in  which  is  described  a  ma- 
chine with  rotating  dies,  similar  in  many  respects  to  the  machine 
of  Young  and  Titus.  In  this  machine,  the  rotating  dies  (one  of 
them  having  2ifrog)  bend  the  blank  and  swage  it,  after  which 
the  shoe  is  transferred  by  hand  to  a  die,  upon  which  another  die 
descends,  and  creases  the  shoe  and  punches  the  nail  holes. 

7.  An  application  for  letters  patent,  filed  in  the  Patent  Office 
at  Washington,  by  Robert  Griffiths,  October  4,  1853.  '"  ^^^ 
machine  described  in  the  specification  of  the  applicant  are  self- 
acting  shears,  for  cutting  off  the  blank  for  the  shoe,  and  tl  former 
(like  the  frog  in  other  machines),  having  a  reciprocating  motion, 
and  acting  in  combination  with  jaws  which  crowd  up  and  thicken 
the  heels  of  the  shoe.  This  former  moves  against  and  bends 
the  blank,  and  then  deposits  it  on  the  lower  die,  after  which  the 
former  or  frog  retreats  out  of  the  way^  descending  in  order  to  be 
able  to  do  so.  The  upper  die,  provided  with  creasers  and 
punches,  then  descends  and  finishes  the  shoe.  This  application 
was  withdrawn  December  13,  1853. 

8.  Letters  patent,  granted  in  England,  to  Augustus  Edouard 
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Loradoux  Bellford,  dated  February  20,  1854,  and  describing  a 
machine  having  two  dies,  each  mounted  upon  a  roller,  with  two 
friction  rollers  (governed  by  cams  on  one  of  the  rollers  which 
carries  the  dies),  much  like  the  Young  and  Titus  machine.  In 
this  machine,  the  shoe  is  to  be  bent  by  the  combined  action  of 
a  rotztory /rog  and  the  friction  rollers  governed  by  a  cam,  which 
friction  rollers  thicken  up  the  heels  of  the  shoe,  after  which  the 
shoe  is  swaged  between  revolving  dies. 

The  Young  and  Titus  machine,  as  described  in  their  patent, 
was,  to  some  extent,  a  practical  and  useful  machine ;  and  the 
proof  shows  that  about  a  ton  and  a  half  of  horse  shoes  were 
made  by  it  as  early  as  1842 — some  of  them  of  a  very  good 
quality.  Its  defects,  the  principal  of  which  will  be  presently 
noticed,  and  other  causes  of  a  different  character,  led  to  the  sus- 
pension of  its  use ;  and,  without  further  improvements,  it  was 
probably  of  no  very  great  practical  value,  except  as  embodying, 
in  a  machine  of  simple  rather  than  of  complex  construction, 
useful  improvements  constituting  a  considerable  advance  toward 
a  very  superior,  if  not  perfect,  machine  for  making  horse  shoes. 

This  machine  of  Young  and  Titus  kept  the  inner  side  of  the 
bent  blank  or  bar  in  contact  with  the  forward  part  of  the  frog, 
against  which  it  was  bent ;  and  it  therefore  provided  no  space 
for  the  lateral  expansion,  inwardly,  of  the  iron,  when  compressed 
by  the  dies  which,  in  the  swaging  process,  gave  proper  form  to 
the  shoe. 

It  is  obvious  that  the  bending  of  the  blank  to  the  proper  curve 
necessarily  increases  the  thickness  of  the  inner  portion  of  the 
bar,  and  lessens  the  thickness  of  the  outer  portion,  while  the 
proper  form  of  the  shoe  requires  that  the  outer  portion  of  the 
toe  shall  be  considerably  thicker  than  the  inner  portion,  as  well 
as  that  the  toe  of  the  shoe  shall  be  wider  and  thinner  than  the 
heel.  As  this  form  is  to  be  given  by  the  swaging  process,  this 
machine  of  Young  and  Titus  was  defective,  for  the  reason  that 
the  bent  blank,  being,  at  the  commencement  of  the  swaging 
process,  much  thicker  on  the  inner  than  on  the  outer  portion  of 
the  toe,  and  being,  by  the  compression  during  that  process,  made 
thinner  on  the  inner  than  on  the  outer  side,  had  necessarily  a 
greater  tendency  to  expand  inwardly  than  outwardly  i  and  that, 
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when  no  space  for  such  inward  expansion  was  provided  for,  a  fin 
or  bur,  or  other  imperfection,  was  likely  to  be  produced  on  the 
inner  side  of  the  toe. 

It  was  insisted,  by  the  counsel  for  the  plaintiff,  that  the  inven- 
tion covered  by  the  second  claim  of  the  plaintiff's  patent  was 
intended  to  remedy  this  defect  in  the  Young  and  Titus  and  other 
prior  machines,  by  so  arranging  and  adjusting  the  machinery 
used  for  bending  and  placing  the  blank,  that  the  bent  blank 
would  be  placed  or  left  in  such  position  between  the  dies  as  to 
make  provision  for  the  desired  space  for  the  inward  movement 
or  expansion  of  the  metal  when  compressed  in  the  process  of 
swaging;  and  that  this  claim  ought  to  be  so  construed  as  to 
cover  the  device  used  by  the  defendants  for  placing  the  bent 
blank  in  that  position,  and  thus  render  them  liable  as  infringers. 

The  defendants,  on  the  other  hand,  insisted  that  the  plaintiff 
had  not  sufficiently  described  and  claimed  the  adaptation  and 
application  of  the  bending  tongue  and  its  connecting  mechanism 
to  the  purpose  of  placing  the  bent  blank  in  advance  of  the  frog, 
in  his  machine ;  that  the  second  claim  could  not  properly  be  so 
construed  as  to  embrace  the  device  used  in  their  machines  for 
placing  the  bent  blank ;  and  that  the  devices  so  used  by  them 
were  not  substantially  like  those  claimed  in  the  second  claim  of 
the  plaintiff's  patent.  In  this  connection,  it  was  also  insisted 
that  the  plaintiff's  specification  does  not  show  that  the  inner 
edge  of  the  bent  blank  must  be  placed  in  advance  of  the  front 
edge  of  the  frog,  in  order  to  insure  the  most  beneficial  operation 
of  his  machine  ;  that,  on  the  contrary,  the  specification  and 
drawings  show  that  the  point  of  the  bending  tongue,  during  the 
process  of  bending  and  placing,  is  to  be  in  contact  with  or 
opposite  to  the  forward  point  of  the  frog ;  and  that,  if  the  speci- 
fication had  shown  that  the  bent  blank  should  be  left  in  the 
position  now  claimed,  and  if  the  plaintiff  had  specifically  claimed 
that  as  one  of  the  leading  features  of  his  invention,  the  claim 
would  have  been  a  claim  to  a  result,  and  therefore  of  no  legal 
validity. 

The  defendants  gave  in  evidence,  as  justifying  the  use  of  their 
machines,  letters  patent  granted  by  the  United  States  to  Harry 
A.  Wills,  and    dated  March    2,  1858;  and  also  other  letters 
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patent  granted  in  like  manner  to  said  Wills,  and  dated  July  3, 
i860;  and  they  insisted  that  the  machines  used  by  them  were 
substantially  like  the  Young  and  Titus  machine,  with  some  of 
the  modifications  and  improvements  patented  to  Wills  ;  and  that 
the  improvements  and  modifications  of  the  Young  and  Titus 
machine  adopted  by  them  were  distinct  inventions,  and  substan- 
tially different  from  the  improvements  patented  to  the  plaintiff. 

It  appears  from  the  evidence,  that  about  August  i,  1857, 
Wills  and  his  partners  became  possessed  of  the  original  Young 
and  Titus  machine,  on  which  horse  shoes  had  been  made  in  Con* 
necticut  as  early  as  1840;  and  that  Wills,  in  the  fall  of  1857, 
made  an  improvement  upon  that  machine  by  adding  a  rod,  or 
pusher  (or  poker^  as  it  was  termed  by  some  of  the  witnesses), 
which,  after  the  bending  was  completed  and  before  the  swaging 
process  commenced,  crowded  or  pushed  the  bent  blank  forward 
from  the  frog,  so  as  to  allow  the  expansion  of  the  inner  edge  of 
the  bent  blank  into  the  open  space  between  the  blank  and  the 
frog,  which  was  thus  obtained  by  the  use  of  the  pusher  or  poker. 

Wills,  in  a  single  experiment  with  the  original  Young  and 
Titus  machine,  with  a  square  bar  of  lead  (instead  of  a  flat  bar  as 
intended  by  the  inventors),  had  observed  that  a  bur  or  fin  was 
formed  on  the  upper  inner  edge  of  the  toe  of  the  shoe,  and  had 
then  tried  the  machine  again  with  a  similar  bar.  In  this  latter 
trial  he  stopped  the  machine  when  the  bending  was  complete, 
and  then  took  a  rod  in  his  hand  and  pushed  the  bent  blank  for- 
ward on  the  die  before  again  starting  the  machine  and  subjecting 
the  bent  blank  to  the  swaging  process.  Finding  this  to  be  an 
effectual  remedy  for  the  defect  observed,  he  contrived  the  device 
for  pushing  the  bent  blank  forward,  afterward  described  in  his 
patent  of  1858.  In  his  specification  to  his  patent,  he  said: 
^^  Just  previous  to  the  entering  of  the  mold  £,  and  blank  F,  into 
the  die  G,  the  bar  j  is  moved  forward  by  the  bar  Q,  which 
is  operated  by  the  pin  or  tappit  n  on  the  roller  C,  and  the 
bar/  shoves  the  front  edge  of  the  blank  a  little  off  from  the  mold 
£,  as  shown  in  red,  fig.  3,  so  as  to  allow  the  blank  to  be  ex- 
panded laterally  while  being  compressed  by  the  die  G."  This  is  an 
important  feature  of  the  invention,  for  it  prevents  a  bur  being 
formed  on  the  front  part  of  the  blank  or  shoe,  adjoining  the 
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mold ;  a  contingency  which  would  surely  occur  were  the  blank 
not  freed  in  a  measure  from  the  mold  at  the  time  specified. 
And,  in  his  claim,  he  said :  ^^  I  also  claim  loosening  or  shoving 
back  the  blank  F,  on  the  mold  L,  just  previous  to  its  entering 
the  female  die  G  by  means  of  the  vibrating  or  loosening  bar/, 
for  the  purpose  set  forth/' 

The  specification  annexed  to  the  patent  granted  to  Wills  in 
i860,  states:  ^^This  invention  consists  in  arranging  the  shaping 
die  or  mold  of  a  cylinder  machine  with  a  movable- front,  which, 
when  thrown  forward,  bends  the  iron  to  the  required  shape  and 
holds  it  in  the  proper  position  until  the  swaging  die  grips  it,  and 
then,  being  thrown  back,  allows  the  iron  to  spread  ;  and  it  con- 
sists also  in  the  employment  of  a  crank  shaft,  which  is  subjected 
to  the  action  of  a  spring,  and  the  bent  end  of  which  sweeps  over 
a  stationary  die  which  is  rigidly  attached  to  the  side  of  the  frame 
which  forms  the  bearings  for  the  cylinder,  so  that,  at  the  proper 
intervals,  said  front  is  drawn  in  and  the  iron  set  free."  The 
construction  and  operation  of  the  machine  are  then  described, 
and  those  devices  properly  claimed  as  his  invention. 

It  would  be  very  difficult,  if  not  impossible,  to  give  a  just  idea 
of  the  state  of  the  art  at  the  time  of  the  plaintiff's  invention, 
without  giving  in  full  the  specifications  (including  the  drawings) 
annexed  to  the  several  patents  theretofore  issued,  and  given  in 
evidence  in  this  case.  Enough  has,  however,  been  already 
stated  to  show  that  the  making  of  horse  shoes  by  machinery 
was  not  then  a  new  manufacture,  and  that  many  machines 
intended  for  use  in  such  manufacture  had  been  before  invented 
and  patented  ;  and  the  plaintiff  knew,  and  admitted  by  his  speci- 
fication, that  only  a  portion  of  the  devices  embraced  in  his 
machine  could  be  treated  as  his  own  invention.  In  his  specifi- 
cation he  referred  to  other  machines,  particularly  to  those 
described  in  two  previous  patents  to  himself,  and  in  a  patent  to 
Young  and  Titus.  The  machine  he  described  is,  in  many  of  its 
essential  features,  much  like  that  of  Young  and  Titus,  although 
in  the  increased  number  and  greater  complexity  of  its  parts,  and 
in  its  general  form  and  organization,  it  is  very  different  from 
their  very  simple  and  compact  organization ;  and  it  was  in  view 
of  this  prior  invention  of  Young  and  Titus,  and  of  other  prior 
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inventions,  that  the  plaintiff  prefaced  his  claims  by  declaring  that 
he  did  not  claim  the  process  of  passing  the  shoe  between  revolv- 
ing dies  generally,  but  limited  himself  to  the  particular  devices  by 
which  he  had  rendered  it  practical. 

The  Young  and  Titus  machine  was,  doubtless,  the  most  valu- 
able of  those  then  in  existence ;  and  the  others  were,  perhaps, 
only  useful  as  furnishing  hints  for  the  improvement  of  that  ma- 
chine, or  for  the  arrangement  and  organization  of  an  improved 
machine,  embracing  the  best  parts  of  those  already  patented,  and 
embodying  new  devices  to  remedy  the  defects  of  the  then  exist- 
ing organizations.  Of  the  machines  above  referred  to,  the 
Young  and  Titus  machine  is  the  most  important  in  respect  to 
the  present  controversy,  as  it  is  the  one  which  has  since  been 
modified  and  improved,  and  which,  in  its  improved  state,  is  now 
used  by  the  defendants. 

Specifications  fully  describing  these  prior  machines,  as  well  as 
the  specifications  of  the  plaintiiF  describing  the  machines  con- 
taining the  devices  and  improvements  patented  to  him  in  1835 
and  1843,  ^^^^  ^'1  open  to  the  public.  The  inventive  powers 
of  the  plaintiiF,  in  respect  to  the  particular  improvements  pat- 
ented, were  only  exercised  in  devising  improvements  upon  exist- 
ing machines,  and  his  second  claim  can  only  extend  to  the  bend- 
ing tongue  and  such  parts  of  the  connected  mechanism  as  are 
essential  to  its  operation  and  use  substantially  in  the  mode  de- 
scribed in  his  specification. 

Before  and  after  the  plaintiff's  invention,  any  person  was  at 
liberty  to  invent,  patent,  and  use  fiew  and  distinct  improvements 
upon  any  or  either  of  the  then  existing  machines ;  and,  even  if 
the  result  intended  to  be  attained  was  a  proper  remedy  for  the 
defect  so  clearly  pointed  out  by  Wills  in  the  specifications 
annexed  to  his  patents  of  1858  and  i860,  any  inventor  might 
properly  patent  and  use  the  device  invented  and  patented  by  him 
for  that  purpose,  provided  it  was  an  independent,  distinct,  and 
substantially-different  device  from  any  of  those  previously  in- 
vented. Although  several  inventors  might  obtain  substantially 
the  same  result,  if  it  was  obtained  by  means  substantially  diflFer- 
ent  in  character,  construction,  arrangement,  and  mode  of  opera- 
tion fron^  s^ny  prior  invention  adapted  to  the  same  general  purpose. 
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the  use  of  such  means  for  a  similar  or  even  for  the  same  pur- 
pose, would  not  infringe  the  rights  of  a  prior  patentee.  The 
patentee  of  the  first  of  such  inventions  could  not  treat  another 
as  an  infringer,  because  he  had  improved  the  machine  of  Young 
and  Titus,  or  that  of  any  other  prior  inventor,  by  the  use  of  a 
substantially-different  device,  or  a  substantially-different  combina- 
tion of  parts,  though  such  device  or  combination  were  capable  of 
performing  the  same  functions.  In  such  cases,  the  inventor  of  the 
first  improvement  can  not  invoke  the  doctrine  of  equivalents  to 
suppress  other  improvements  which  are  not  mere  colorable  inva- 
sions of  the  first ;  McCormick  v.  Talcott^  20  How.  402,  405. 

Assuming,  then,  that  the  plaintiff  is  the  original  and  first 
inventor  of  the  devices  covered  by  his  second  claim,  it  must  be 
conceded  that  his  patent  therefor  must  be  limited  to  the  mechan* 
ism  described  in  his  specification  and  referred  to  in  such  claim, 
or  the  equivalent  thereof;  and  that  he  can  not  patent  the  result 
produced  by  the  operation  of  such  mechanism,  but  only  the 
means  invented  and  described  by  him  for  producing  such  result ; 
Leroy  v.  Tatham^  14  How.  156;  O'Reilly  v.  Morse^  15  How. 
62,  112,  etc.;  Corning  v.  Burden^  15  How.  252,  269. 

The  principles  established  by  the  case  of  McCormick  v.  Talcott^ 
and  the  other  cases  above  cited,  must  be  borne  in  mind  in  con- 
sidering the  question  so  much  discussed  at  the  hearing :  What 
is  the  true  construction  of  the  second  claim  of  the  plaintifPs 
patent  ? 

The  construction  of  this  claim  is  not  free  from  difficulty,  for 
its  language  is  ambiguous.  It  claims  ^^  the  mode  of  bending  the 
rod  and  placing  it  in  its  proper  position  between  the  swaging 
dies.''  But  to  construe  this  as  a  broad  claim  to  the  result  of  the 
operations  of  the  machinery  by  which  this  is  effected,  and  so  as 
to  embrace  every  device  and  all  forms  and  combinations  of  ma- 
chinery  by  which  this  result  can  be  obtained,  would  render  the 
patent  void.  The  claim  must  be  construed  as  favorably  to  the 
plaintiff  as  the  language  of  the  claim,  the  state  of  the  art,  and  the 
extent  and  character  of  his  actual  invention  will  allow ;  and  it 
must,  I  think,  be  considered  as  a  claim  to  the  particular  means 
and  mode  of  operation  described  in  his  specification ;  and  then 
it  will  extend,  by  operation  of  law,  to  the  equivalent  of  such 
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means — not  equivalent  simply  because  the  same  result  is  thereby 
produced,  but  equivalent  as  substantially  the  same  mechanical 
device  in  structure,  arrangement,  and  mode  of  operation. 

The  learned  counsel  for  the  plaintiff  who  first  addressed  the 
Court,  Mr.  Gifford,  considered  the  second  claim  as  a  claim  to 
the  combination  of  the  several  parts  by  which  the  bending  and 
placing  operations  are  carried  on  ;  and  he  states,  in  his  printed 
brief,  that  "  the  essential  parts  of  the  combination  covered  by  this 
claim  mav  be  enumerated  and  defined  thus : 

**  I.  The  two  *  guides  or  holders '  which  perform  the  double 
office  of,  first,  supporting  the  two  ends  of  the  bar  on  one  side,  in 
opposition  to  the  action  of  the  bending  tongue  against  the  center 
of  the  bar ;  and,  second,  of  bending  the  ends  of  the  bar  inward 
toward  each  other  at  the  proper  time,  to  shape  the  shoe. 

"  2.  An  elevation  of  the  middle  part  of  the  die,  nearly  of  the 
form  of  the  inside  of  the  horse  shoe,  and  which  is  called  the  frog. 
This  elevation  projects  further  from  the  die  which  swages  at 
and  toward  the  heel  than  at  the  toe,  and  its  function  is  to  aid 
the  two  guides  and  the  bending  tongue  in  shaping  the  shoe. 

''  3.  A  reciprocating  piece,  extending  above  the  elevated  part 
of  the  center  of  the  die  (called  the  frog),  constructed  and 
adapted  to  be  removed  forward  with  the  rotation  of  the  die,  and 
also  to  change  its  position  relatively  to  the  die,  by  a  forward 
and  backward  motion  in  the  line  of  the  rotation  of  the  die. 
These  three  motions  are  for  the  threefold  purpose — first,  of 
bending  the  blank ;  second,  for  locating  it  in  the  proper  place  on 
the  die ;  and  third,  for  leaving  it  there  to  be  swaged  by  a  pair  of 
rotating  swaging  dies,  the  funtion  of  which  is  to  swage  the  shoe, 
that  it  shall  be  as  thin  or  thinner  at  the  inside  of  the  toe  than  at 
the  outside  of  the  toe.  Of  course,  in  addition,  there  must  be 
cams,  gearing,  etc.,  to  carry  these  essential  parts  and  give  them 
the  mode  of  operation  above  indicated,  etc." 

The  learned  counsel  for  the  plaintiff  who  last  addressed  the 
Court,  Judge  Curtis,  stated  his  view  of  the  proper  construction 
of  the  second  claim  of  the  plaintiff,  as  follows  : 

^^  It  is  not  a  claim  for  a  manufacture,  but  for  a  device  in 
mechanism,  or  a  piece  of  mechanism,  and  when  he  says :  *  I 
claim  the  mode'  (or  means)  ^of  bending  the  rod  and  placing  it  in 
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its  proper  position,  as  above  set  forth,'  the  references  he  has  here 
made  to  the  functions  to  be  performed  by  this  mechanism,  viz: 
the  function  of  bending  and  the  function  of  placing  are  made 
simply  to  identify  the  mechanism  itself,  which  is  to  be  the  sub- 
ject of  the  claim  ;  not  for  the  purpose  of  claiming  the  functions 
jointly  or  severally,  but  simply  for  the  purpose  of  identifying  the 
mechanism  which  he  intends  to  make  the  subject-matter  of  this 
claim  by  reference  to  those  functions.  Therefore,  as  I  interpret 
the  claim,  it  might  read,  and  mean  exactly  in  legal  effect  what  it 
now  means :  ^  I  claim  the  bending  tongue  and  the  acco  npanying 
mechanism  operating  in  the  manner  described,^ " 

It  is  not  entirely  certain  whether  the  learned  counsel,  in  thus 
stating  his  views,  intended  to  convey  the  impression  that  the 
claim  is  for  the  bending  tongue,  and  the  whole  of  the  accom- 
panying mechanism,  as  new  ;  or  whether  he  intended  to  be  under- 
stood that  the  claim  is  limited  to  the  combination  of  such  bending 
tongue  and  accompanying  mechanism.  Perhaps  it  is  not  im- 
portant to  determine  this,  or  to  decide  whether  the  claim  is  for 
a  combination  only,  or  a  claim  to  the  bending  tongue  and  the 
several  parts  of  the  connected  mechanism,  as  new  in  their  pecu- 
liar structure,  mechanical  organization,  and  mode  of  operation, 
when  considered  as  a  whole,  or  as  one  device  for  producing  the 
results  stated.  To  consider  it  as  a  claim  to  each  of  the  separate 
parts  which  at  one  time  or  another  aid  in  bending  the  shoe  (in 
which  the  frog  and  guides  must  be  included),  would  propably 
destroy  its  validity,  on  the  ground  that  some  of  the  separate  parts 
of  the  connected  mechanism  were  not  the  plaintiff's  invention  ; 
and,  if  it  be  a  claim  for  the  mere  combination  of  the  parts,  or  for 
the  general  arrangement,  peculiar  structure,  and  particular  organ- 
ization of  the  different  parts  covered  by  the  claim,  the  whole 
considered  as  a  single  mechanical  device,  the  question  of  identity 
or  infringement  must  be  decided  upon  substantially  the  same 
principles.  In  either  case  the  bending  tongue  forms  the  most 
prominent  and  essential  element  or  feature  of  the  combination 
or  peculiar  structure  and  organization  ;  and,  therefore,  in  either 
view  of  the  case,  the  bending  tongue  or  its  equivalent  must 
be  found  in  the  defendants'  machine  to  constitute  an  infringe- 
ment. 
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Much  testimony  was  taken,  and  considerable  time  spent  on  the 
argument,  upon  the  questions,  whether  the  plaintiff's  patent 
shows  that  the  inner  edge  of  the  bent  blank  was  directed  or 
intended  to  be  placed  and  left  at  some  little  distance  forward  of 
the  front  end  of  the  frog  of  the  swaging  die — and  whether  the 
plaintiff's  specification  and  second  claim  were  of  such  a  charac- 
ter as  to  enable  him  to  recover,  because  the  defendants  had  used 
in  their  machines  mechanical  devices,  not  indicated  in  the  plain- 
tiff's  specification,  but  producing,  in  the  mode  described  by  the 
witnesses,  substantially  the  same  results  as  those  produced  by 
the  peculiar  devices  of  the  plaintiff. 

It  is  certain  that  the  necessity  or  expediency  of  this  advanced 
position  of  the  bent  blank  upon  the  die,  is  not  at  all  explained  or 
even  stated  by  the  plaintiff  in  his  specification.  There  is  noth- 
ing in  the  specification  apparently  intended  to  indicate  that  the 
construction  of  the  plaintiff's  machine,  or  the  adjustment  or  rel- 
ative position  of  its  parts,  should  be  such  as  to  produce  such  a 
result.  A  close  and  shrewd  observer  who  had  witnessed  the 
operation  of  the  Young  and  Titus  machine,  and  had  observed 
that  a  fin  or  bur  was  left  on  the  inner  edge  of  the  shoe,  might, 
perhaps,  spell  out,  from  the  obscure  language  of  the  specification, 
that  space  for  the  inward  expansion  of  the  met^l  at  the  toe  or 
the  shoe  was  desirable,  and  also  that  such  space  might  be  obtained 
by  advancing  the  point  of  the  bending  tongue  beyond  the  front 
part  of  the  frog  :  but  he  would  be  more  likely  to  reach  such 
conclusions  by  the  unaided  operations  of  his  own  mind  than  by 
reading  the  plaintiff's  specification. 

No  such  advanced  position  of  the  bending  tongue  is  hinted  at 
in  the  specification,  and  it  is  proved  that  the  drawings,  intended 
to  represent  the  machine  or  its  model,  represent  the  point  of  the 
bending  tongue  as  being  no  farther  advanced  than  the  forward 
point  of  the  frog,  or  as  being  ''in  contact  with  or  opposite  to  " 
the  forward  point  of  the  frog,  as  would  be  inferred  from  the 
specification.  It  is  clear  that  it  can  not  properly  be  placed  "  in 
contact  with  "  any  other  part  of  the  die,  under  the  directions  con- 
tained in  the  specification,  and  that  the  drawings  do  not  indicate 
any  such  advanced  position  ;  and  there  is  no  satisfactory  evidence 
that  the  model  deposited  in  the  Patent   Office  did  not,  in   this 
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respect,  correspond  with  the  specification  and  drawings.  The 
statement  of  the  specification,  that  the  bending  tongue  is  with- 
drawn "  to  allow  the  iron  of  the  toe  to  spread  inward,"  is  not 
calculated  to  indicate  this  advanced  position  of  the  bending 
tongue,  but  rather  to  create  the  false  impression  that  the  iron 
spreads  inward  into  the  space  from  which  the  bending  tongue  is 
withdrawn.  As  it  is  stated  that  "the  central  portion  of  the 
swaging  die"  (or  frog)  is  elevated  above  the  rest  as  much  as  the 
thickness  of  the  shoe,  the  iron  does  not  spread  into  the  space 
from  which  the  bending  tongue  is  withdrawn,  and  the  language 
which  indicates  it  does  not  tend  to  enlighten  but  to  mislead. 

It  is  quite  evident  that  neither  the  person  who  drew  the  speci- 
fication, nor  the  person  who  prepared  the  drawings,  was  at  all 
impressed  with  the  importance  of  this  advanced  position  of  the 
point  of  the  bending  tongue.  The  person  who  made  the  model 
deposited  in  the  Patent  Office  was  unable  to  testify  that  the 
point  of  the  bending  tongue  was  advanced  beyond  the  forward 
part  of  the  frog  5  and  there  is  an  entire  absence  of  proof  to  show 
that  the  plaintiff  then  considered  that  this  was  an  essential,  or 
important,  or  even  material  feature  of  his  invention.  If  he  did, 
it  is  quite  remarkable  that  he  did  not  take  care  that  it  was  suffi- 
ciently explained,  and  its  advantages  clearly  pointed  out  by  his 
specification.  As  an  inventor  who  had  obtained  several  valua- 
ble patents,  he  was  doubtless  aware  of  the  provisions  of  law, 
then  and  now  in  force,  which  declare  that  "  before  any  inventor 
shall  receive  a  patent  for  any  such  new  invention  or  discovery,  he 
shall  deliver  a  written  description  of  his  invention  or  discovery, 
and  of  the  manner  and  process  of  making,  constructing,  using, 
and  compounding  the  same,  in  such  full,  clear,  and  exact  terms, 
avoiding  unnecessary  prolixity,  as  to  enable  any  person  skilled  in 
the  art  or  science  to  which  it  appertains,  or  with  which  it  is  most 
nearly  connected,  to  make,  construct,  compound,  and  use  the  same  ; 
and,  in  case  of  any  machine,  he  shall  fully  explain  the  principle, 
and  the  several  modes  in  which  he  has  contemplated  the  applica- 
tion of  that  principle  or  character  by  which  it  may  be  distin- 
guished from  other  inventions ;  and  shall  particularly  specify  and 
point  out  the  part,  improvement,  or  combination,  which  he  claims 
as  his  own  invention  or  discovery ;"  and  it  is,  therefore,  very 
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surprising  that  he  did  not  explain  the  proper  length,  adjustment 
and  operation  of  the  bending  tongue  with  its  point  in  advance 
of  the  frog,  if  he  had  discovered  the  advantages  of  such  adjust- 
ment and  position,  and  intended  to  cover  them  by  the  claims  of 
his  patent. 

In  connection  with  this  part  of  the  case  it  may  also  be 
observed,  that  the  advantages  expected  to  result  from  the  use  of 
the  device  covered  by  the  third  claim  of  the  patent  are  very 
clearly  set  forth,  while  there  is  nothing  in  the  specification  likely 
to  convey  to  the  mind  of  the  public  the  idea  that  the  use  of 
other  forms  of  mechanism  to  give  the  bent  blank  an  advanced 
position  upon  the  swaging  dies,  would  be  an  infringement  of  the 
plaintiff's  patent ;  or  tolead  other  inventors  to  suppose  that  the 
plaintiff  had  secured  the  exclusive  right  to  use  every  form  and 
character  of  mechanism  capable  of  giving  the  bent  blank  that 
advanced  position. 

The  omission  to  state  that  the  advanced  position  of  the  point 
of  the  bending  tongue  was  one  of  the  distinguishing  features  of 
his  invention,  and  the  omission  to  state  the  advantages  of  such 
position,  do  not  wholly  avoid  the  plaintiiF's  patent,  unless  such 
omissions  were  intentional  and  for  the  purpose  of  deceiving  the 
public;  which  has  neither  been  alleged  in  the  pleadings  nor 
proved  by  the  evidence.  The  patent  must  cover  what  is  prop- 
erly described  and  claimed ;  but  such  omissions,  and  the  charac- 
ter of  the  drawings  in  reference  to  this  part  of  the  machine, 
may  properly  be  considered  upon  the  question  whether  the  plain- 
tiff, by  his  specification  and  claim,  has  sufficiently  claimed  any- 
thing more  than  the  described  mode  of  operation  of  the  particular 
mechanism  described  in  his  specification,  and  referred  to  in  gen- 
eral terms  in  his  claim.  Can  he  claim,  as  the  character  and  prin- 
ciple  of  his  invention — as  its  spirit  and  substance — as  the  very 
thing  he  has  invented  and  patented — a  capacity  and  feature  which 
he  has  not  hinted  at,  much  less  explained,  in  his  specification  ? 
And  can  he,  under  such  a  claim,  and  in  the  absence  of  all  notice 
to  subsequent  inventors  or  the  public,  that  any  such  claim  was 
made,  recover  against  an  independent  inventor  as  an  infringer, 
because  he  has  devised,  without  his  aid,  and  has  used,  devices 
unlike  those  the  plaintiff  has  described,  to  produce  a  result  not 


OCTOBER,    1864.  495 


Burden  v.  Corning. 


hinted  set  in  the  plaintiff's  specification  ?  It  would  seem  to  be 
grossly  inequitable  and  unjust  to  allow  such  a  claim,  under  such 
circumstances,  and  it  is  believed  that  it  would  be  in  clear  viola- 
tion of  the  spirit  and  principles  of  our  patent  law. 

In  view  of  all  the  circumstances  of  the  case,  it  is  considered 
that  the  true  construction  of  the  plaintiff's  second  claim  will 
only  extend  it  to  the  particular  device,  devices,  or  mechanism 
described  and  claimed,  and  operating  in  the  mode  or  manner  par- 
ticularly set  forth ;  and  to  such  other  devices  or  mechanism  as 
shall  have  substantially  the  same  mode  of  operation,  and  may  be 
justly  considered  as  the  mechanical  equivalent  of  that  described 
and  claimed — such  an  equivalent  as  a  mechanic  of  ordinary  skill, 
in  the  construction  of  similar  machinery,  and  having  the  plain- 
tifPs  specification  and  machine  before  him,  could  substitute  in 
the  place  of  the  mechanism  described,  without  expensive  experi- 
ments, and  without  the  exercise  of  his  inventive  faculties. 

The  claim  can  not  be  considered  as  a  claim  for  a  combination 
merely,  for  there  is  nothing  in  its  language  indicating  an  inten- 
tion to  claim  a  combination  only.  The  word  combination  is  not 
found  in  the  claim,  and  it  contains  no  statement  of  the  elements 
of  any  specified  combination.  There  is  no  intimation  that  any 
portion  of  the  means  used  to  effect  the  bending  and  placing  are 
not  claimed  as  new,  and  as  the  plaintiff's  invention.  And,  in 
the  fourth  and  seventh  claims,  combinations  are  expressly  claimed 
in  apt  and  appropriate  language,  from  which  must  be  inferred, 
that  if  it  had  been  intended  to  claim  in  the  second  claim  a  com- 
bination merely,  appropriate  language  to  indicate  such  intention 
would  have  been  used. 

The  precise  extent  of  the  claim,  as  covering  the  bending 
tongue  and  the  connected  mechanism  by  whieh  the  bending  and 
placing  referred  to  are  performed,  is,  perhaps,  not  necessary  to 
be  determined,  as  it  was  not  urged,  upon  the  hearing,  that  the 
claim  was  too  broad,  as  including  devices  not  of  the  plaintifPs 
invention.  It  was  probably,  and,  perhaps,  properly  considered, 
that  the  claim  is  in  effect  limited  to  the  bending  tongue  and  the 
connected  mechanism  which  gives  it  its  peculiar  reciprocating 
motion ;  and  that  this  connected  mechanism  in  the  plaintifPs 
machine  does  not  include  the  frog  or  the  movable  guides  or  rollers 
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upon  movable  standards,  by  which,  in  their  conjoint  operation, 
the  heels  of  the  shoe  are  bent  to  their  proper  curve  after  the  bend- 
ing tongue  is  withdrawn,  because  it  appears,  by  the  plaintifPs 
specification,  that  the  inward  movement  of  these  guides  does 
not  begin  until  the  bending  and  placing  mentioned  in  the  claim 
have  been  fully  accomplished. 

The  question  of  infringement  of  the  plaintifF's  second  claim 
will  be  considered  with  reference  to  the  construction  above  indi- 
cated. It  is  supposed,  however,  that  under  any  construction  of 
this  claim — whether  it  should  be  considered  as  a  claim  to  a  com- 
bination, as  urged  by  one  of  the  plaintiff's  counsel ;  or  a  claim 
for  the  peculiar  structure,  arrangement,  and  organizaton  of  the 
mechanism  by  which  the  operations  of  bending  and  placing  are 
performed,  considered  as  a  single  device ;  or  a  claim  to  the  bend- 
ing tongue  and  the  connected  mechanism  which  gives  it  its 
peculiar  reciprocating  motion — the  question  of  infringement 
would  be  substantially  the  same,  if  the  idea  of  providing  space  * 
for  the  inward  expansion  of  the  iron  during  the  process  of 
swaging  is  not  to  be  considered  as  the  substance  or  principle  of 
the  invention.  In  either  case,  the  bending  tongue  is  the  most 
material,  and,  indeed,  the  essential  element  or  feature  of  the 
combination  or  peculiar  organization  patented,  and  without  it  the 
bending  and  placing  could  not  be  performed.  No  machine, 
therefore,  can  be  an  infringement  of  the  plaintiff's  patent,  unless 
it  contains  the  bending  tongue,  or  its  equivalent,  with  such  con- 
necting mechanism,  that  the  bending  and  placing,  or  one  of 
them,  shall  be  performed  substantially  in  the  mode  described  in 
the  plaintiff's  specification. 

It  is  conceded  that  the  position  of  the  point  of  the  bending 
tongue  in  advance  of  the  forward  part  of  the  frog  is  only  a  ques- 
tion of  the  length  or  adjustment  of  the  bending  tongue,  or  of  the 
form  of  the  cams  which  regulate  its  motion,  and  determine  the 
mode  of  its  application  and  use  ;  and  that  its  form,  and  the 
structure  and  arrangement  of  the  connected  mechanism,  enables 
any  person  using  the  plaintiff's  machine,  and  conscious  of  the 
importance  of  the  advanced  position  of  the  bent  blank  in  front 
of  the  frog,  to  give  it  that  position.  It  must  also  be  conceded, 
th^t  the  use  of  the  bending  tongue  and  its  connected  mechanism. 
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if  properly  claimed  as  a  separate  device  in  the  plaintiff's  specifi- 
cation, would  be  an  infringement,  although  it  were  used  for  the 
simple  and  single  purpose  of  placing  the  bent  blank  in  its 
advanced  position  between  the  swaging  dies. 

The  plaintiff's  bending  tongue  is  not  substantially  identical 
with  the  device  used  by  the  defendants  for  advancing  the  bent 
blank  upon  the  swaging  die  after  the  bending  process  is  com- 
pleted, and  the  modes  of  operation  of  the  two  devices  are  not 
substantially  the  same.  The  form,  and  structure,  and  mode  of 
operation  of  the  two  devices  are  substantially  different.  These 
propositions  are  sustained  by  the  preponderance  of  testimony  by 
experts,  by  the  examination  of  the  models  of  the  two  machines, 
and  by  the  action  of  the  Patent  Office  in  granting  the  patents 
to  Wills  in  1858  and  i860. 

It  would  seem  to  be  entirely  certain,  that  the  officers  who 
authorized  the  issuing  of  these  patents  did  not  understand  the 
second  claim  of  the  plaintiff  to  cover  the  devices  patented  to 
Wills.  Those  experienced  officers,  with  the  specifications  of 
the  plaintiff  and  Wills  before  them,  must  have  granted  the  two 
patents  to  Wills  without  suspecting  that  the  devices  of  Wills 
were  covered  by  the  plaintiff's  second  claim,  and  the  granting  of 
these  patents  is  prima  facie  evidence  that  the  use  of  the  devices 
thus  patented  does  not  infringe  the  plaintiff's  prior  patent.  Corn- 
ing V.  Burden^  15  How.  252;  The  American  Pin  Company  v. 
The  Oakville  Company ^  3  Blatch.  190.  And  this  prima  facie 
evidence  is  corroborated  and  confirmed  by  the  other  proofs  in 
the  case.  And  certainly,  if  the  use  of  the  devices  patented  to 
Wills  would  not  be  an  infringement,  the  use  of  the  devices  used 
by  the  defendants  is  not  an  infringement  of  the  plaintiff's  second 
claim. 

The  machine  used  by  the  defendants  is  substantially  the  ma- 
chine of  Young  and  Titus,  in  its  general  organization,  con- 
struction, and  mode  of  operation,  with  the  addition  of  a  device 
for  moving  the  bent  blank  forward  upon  the  swaging  die  after 
the  process  of  bending  has  been  completed.  This  device  con- 
sists of  a  short  lever,  mounted  in  a  mortice  cut  through  the 
male  die  and  frog,  the  mortice  being  of  sufficient  size  to  allow 
a  vibrating  motion  of  the  lever,  back  and  forth,  in  the  line  of 
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the  rotation  of  the  die.  This  vibrating  motion  is  produced  by 
the  action  of  a  wedge-shaped  or  cam  bar  placed  within  the 
roller  that  carries  the  die,  and  paralled  to  its  axis ;  and  which 
bar  is  fitted  to  slide  in  the  direction  of  its  length.  The  ends  of 
the  bar  extend  beyond  the  roller,  and  the  bar  is  so  arranged  as 
to  be  acted  upon  by  a  cam  attached  to  the  frame  of  the  machine, 
which  presses  the  bar  in  one  direction  to  advance  the  bent  blank 
upon  the  die,  and  is  pushed  in  the  other  direction  by  a  spring 
when  it  has  passed  the  cam.  This  lever  or  pusher  moves  with, 
and  is  substantially  a  part  of,  the  frog  during  the  whole  of  the 
bending  operation,  but  when  that  is  completed,  the  upper  por- 
tion of  the  short  lever  is  pushed  forward  by  the  sliding  cam  bar, 
and  the  inner  side  or  edge  of  the  forward  part  of  the  bent  blank 
is  forced  forward  on  the  swaging  die. 

The  device  used  by  the  defendants,  and  above  described,  is 
not  a  copy  of  that  patented  to  the  plaintiff,  nor  would  it  occur 
to  any  ordinary  mechanic,  conversant  with  the  plaintiff's  device, 
as  an  equivalent  mode  of  producing  the  result  attained  by  the 
plaintiff's  bending  tongue  and  its  connected  mechanism,  when 
adjusted  and  Arranged  so  as  to  leave  the  bent  blank  in  advance 
of  the  frog  of  the  swaging  die.  It  has,  in  fact,  no  considerable 
resemblance  to  the  plaintiff's  device,  either  in  construction, 
organization,  or  mode  of  operation,  as  they  are  explained  in  the 
plaintiff's  patent,  and  can  not,  therefore,  be  an  infringement  of 
that  patent.  This  proposition  seems  to  us  to  be  too  clear  to 
need  illustration  or  argument. 

The  defendants'  answer  does  not  set  up  the  defense  of  unrea- 
sonable neglect  or  delay  to  file  a  disclaimer  of  the  third  claim  of 
the  plaintiff's  patent,  and,  as  this  defense  involves  a  question  of 
fact,  it  can  not  be  made  under  the  present  pleadings. 

The  proof  shows  that  the  description  given  by  the  plaintiff's 
specification  is  sufficient  to  enable  an  ordinarily  skillful  mechanic 
to  construct  the  machine  described.  That  it  does  not  instruct 
such  a  mechanic  so  to  arrange  and  adjust  the  bending  tongue  as 
to  leave  the  bent  blank  in  advance  of  the  frog  of  the  swaging 
die,  is  no  objection  to  the  validity  of  the  patent,  to  the  extent  of 
the  plaintiff's  claim,  as  that  particular  feature  is  not  claimed  in 
the  specification  as  a  part  of  the  plaintiff's  invention. 
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The  platntiflF  is,  therefore,  entitled  to  a  decree  for  an  injunc- 
tion and  an  account,  in  respect  to  the  infringement  of  the  sixth 
claim  of  his  patent,  but  no  further.  The  question  of  costs,  and 
all  other  questions  are  reserved  until  the  coming  in  of  the 
Master's  report. 


Nelson,  J.,  concurs. 


Charles  Goodyear,  Executor,  etc.,  The  Union 

Rubber  Company,  and  the  Phoenix 

Rubber  Company. 

vs. 

The  Providence  Rubber  Company,  et  al.  In  Equity. 

The  general  role  is,  that  an  interlocutory  order  for  issues  to  a  jury,  in  an  equity  suit, 
will  not  be  made  until  all  the  prooft  are  taken  and  publication  has  passed. 

In  general,  an  order  for  issues  to  a  jury  should  not  be  granted  at  all  where  the  truth 
of  the  facts  can  be  conveniently  and  satisfiictorily  ascertained  by  the  Court  itself. 

Federal  courts  of  equity,  under  the  Constitution  of  the  United  States  and  the  laws  of 
Congress,  as  now  existing,  have  the  power  of  deciding  every  question  of  law  or 
fact  which  may  arise  in  equity  suits,  over  which  they  have  complete  jurisdiction ; 
and,  consequently,  it  is  not  indispensably  necessary,  as  matter  of  law,  in  any  case, 
that  any  question  in  an  equity  court  should  be  sent  to  a  jury. 

The  verdict  of  the  jury,  when  obtained,  is  never  to  be  regarded  as  conclusive,  but  only 
advuory,  and  may  be  set  aside,  or  even  overruled. 

The  party  against  whom  the  verdict  goes,  has  the  right,  notwithstanding  the  verdict|  to 
proceed  in  the  cause ;  and  if  the  evidence  was  not  closed  under  the  rules,  or  if 
closed,  by  leave  of  the  Court,  to  introduce  evidence  to  support  the  case. 

Where  the  promise  is  to  the  testator,  the  suit,  to  be  regular,  must  be  in  the  name  of  all 
the  executors  named  in  the  will,  if  alive,  but  the  defendant  can  only  take  advan- 
tage of  the  non-joinder  of  one  or  more  of  the  number  by  plea  in  abatement  after 
oyer  of  the  probate,  unless  the  defect  is  apparent  on  the  face  of  the  record. 

State  regulations,  to  the  extent  that  they  define  the  rules  of  property,  are  regarded  as 
furnishing  the  rule  of  decision,  but  they  do  not  control  or  affect  the  process  or 
practice  of  the  Jederal  coiirti. 
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Equity  practice,  in  the  courts  of  the  United  States,  when  not  controlled  by  an  act  of 
Congress,  or  rules  prescribed  by  the  supreme  court,  is  in  general  regulated  by  the 
chancery  practice  of  the  parent  country,  as  it  existed  prior  to  the  adoption  of  what 
are  called  the  **  New  Rules/* 

When  letters  patent  are  issued  to  one  or  two  or  more  executors,  he  becomes  the  pat- 
entee, and  the  others  need  not  join  with  him  in  a  suit  upon  such  patent, 
although  the  damages  to  be  recovered,  if  any,  belong  to  the  estate. 

A  defi^nse,  that  the  invention  is  not  set  forth  in  such  full,  clear,  and  exact  terms  as  to 
enable  any  person  skilled  in  the  art  to  which  it  appertains  to  practice  the  inven- 
tion, must  be  set  up  in  the  answer. 

A  new  product  or  manufacture,  and  a  new  process  or  method  of  producing  the  new 
article  are  the  proper  subjects  of  separate  and  distinct  claims  in  an  original  patent^ 
and  under  section  5  of  the  Act  of  1837,  may,  upon  a  reissue  of  the  (M-igtnal,  be 
claimed  in  separate  patents,  as  distinct  and  separate  parts  of  the  invention. 

A  claim  for  a  combination  of  sulphur  and  rubber,  **  whether  with  or  without  other 
ingredients,"  refers  to  the  ingredients,  other  than  sulphur  and  rubber,  named  in 
the  specification. 

A  claim  in  a  reissue  for  a  compound  of  sulphur  and  rubber  and  **  all  other  vulcanizable 
gums,**  no  other  gum  than  India  rubber  having  been  mentioned  in  the  original 
specification,  is  bad,  because  broader  than  the  invention  of  the  patentee. 

Where  suit  is  brought  against  defendants  as  infringers,  the  defense  that  the  patent  was 
extended  by  fraud,  can  not  avail  them  as  a  justification  for  the  acts  of  infringement. 

The  decision  of  the  Commissioner  in  extension  cases  is  by  a  tribunal  with  full  powers 
to  examine  and  determine,  and,  inasmuch  as  there  is  no  provision  for  an  appeal  to 
any  other  jurisdiction,  the  decision  must,  in  general,  be  regarded  as  final  in  all 
collateral  proceedings. 

Where  the  imputation  of  fraud  arises  in  a  proceeding  between  the  Government  and  the 
patentee,  and  a  third  person  whose  rights  of  property  were  directly  involved  in  the 
question  of  extension,  proof  of  fraud  in  obtaining  the  extension  is  sufficient  to 
defeat  the  patent ;  but  the  proof,  to  avail  the  party  making  the  imputation,  must 
be  clear  and  satisfactory. 

A  license  to  use  vulcanised  India  rubber  for  coating  cloths  for  the  purpose  of  japanning, 
marbling,  and  variegated  japanning,  is  limited  to  the  particular  kinds  of  goods 
mentioned,  and  conveys  no  right  to  use  the  rubber  for  coating  cloths  for  any  other 
purpose. 

(Before  CLirroxD,  J.,  District  of  Rhode  Island,  November,  1864.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  "  improvement  in  the  process  for 
manufacturing  India  rubber/'  granted  to  Charles  Goodyear, 
June  15,  1844,  reissued  in  two  divisions,  numbered  156  and  157, 
December  25,  1849,  and  extended  for  seven  years  from  June  15, 
1858.    Charles  Goodyear  died  July  i,  i860,  and  reissued  patent 
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number  156  was  again  reissued  in  two  divisions,  numbered  1084 
and  1085,  November  20,  i860,  to  Charles  Goodyear,  his  execu- 
tor, the  other  executors  having  failed  to  prove  the  will. 
The  claims  of  three  of  the  patents  were  as  follows : 

Reissue  No.  156,  dated  December  25,  1849: 

**  What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is  the  curing 
of  caoutchouc  or  India  rubber,  by  subjecting  it  to  the  action  of  a  high  degree  of  artificial 
heat,  substantially  as  herein  described  and  for  the  purpose  specified. 

**And  I  also  claim  the  preparing  and  curing  the  compound  of  India  rubber,  sulphur, 
and  a  carbonate  or  other  salt  or  oxide  of  lead,  by  subjecting  the  same  to  the  action  of 
artificial  heat,  substantially  as  herein  described.** 

Reissue  No.  1084,  dated  November  20,  i860: 

'*  What  is  claimed  as  the  invention  of  Charles  Goodyear,  deceased,  is  the  new  man- 
ufacture called  vulcanized  India  rubber,  which  is  a  combination  of  India  rubber  with 
sulphur  (whether  with  or  without  other  ingredients),  chemically  altered  by  the  appli- 
cation of  heat,  substantially  as  described.** 

Reissue  No.  1085,  dated  November  20,  i860: 

'*  what  is  claimed  as  the  invention  of  Charles  Goodyear,  deceased,  is  subjecting 
caoutchouc  or  India  rubber,  or  other  vulcanizable  gums,  mixed  with  or  in  the  presence 
of  sulphur  (whether  with  or  without  other  ingredients),  to  the  action  of  heat  for  the 
purpose  of  affecting  its  qualities  or  properties  as  described.** 

The  invention  of  Charles  Goodyear  consisted  first,  in  curing  or 
''vulcanizing"  India  rubber  by  the  application  of  a  high  degree 
of  heat,  varying  from  212°  to  350°,  and  continued  from  two  to 
six  hours ;  second,  in  combining  sulphur  with  rubber  and  white 
lead  in  the  proportion,  by  weight,  of  twenty-five  parts  of  rubber 
to  five  of  sulphur  and  five  of  white  lead,  and  subjecting  the 
compound  to  the  heating  process  which  formed  the  first  branch 
of  his  invention.  The  rubber,  thus  compounded,  is  to  be  spread 
in  thin  layers  on  cloth,  or  to  be  molded  in  sheets,  or  in  any 
desired  form.  The  white  lead  is  not  essential,  and  may  be  dis- 
pensed with,  in  which  case  the  compound  would  consist  of  rubber 
and  sulphur  only. 

y.  H.  Acker  man  ^  C,  S.  Bradley^  and  B.  R.  Curtis  for  com- 
plainants. 

James  H.  Parsons^  Abraham  Payne^  and  Caleb  Cushing  for 
defendants. 
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Clifford,  J. 

This  is  a  bill  in  equity,  brought  by  the  complainants  against 
the  respondents,  to  recover  damages  for  an  alleged  infringement 
of  certain  letters  patent,  and  praying  for  an  account  and  for  an 
injunction.  Complainants  are  Charles  Goodyear,  executor  of 
the  last  will  and  testament  of  Charles  Goodyear,  deceased,  and 
the  Union  Rubber  Company,  a  corporation  created  by  the  laws 
of  the  State  of  New  York,  and  the  Phoenix  Rubber  Company, 
a  corporation  created  by  the  laws  of  the  State  of  Connecticut. 
Respondents  are  the  Providence  Rubber  Company,  a  corpora- 
tion created  by  the  laws  of  the  State  of  Rhode  Island,  and 
Augustus  O.  Bourn,  William  W.  Brown,  and  Edwin  M. 
ChafFee,  who  are  also  citizens  of  the  last-named  State.  Patents 
set  up  in  the  bill  of  complaint  are  the  original  patents  to  Charles 
Goodyear,  deceased,  of  June  15,  1844,  and  the  patent  for  the 
same  invention,  reissued  to  the  original  patentee,  December  25, 
1849,  which  was  also  duly  extended  by  the  Commissioner  of 
Patents,  June  15,  1858,  for  the  further  term  of  seven  years  from 
the  time  of  such  extension.  Bill  of  complaint  also  alleges  that 
the  original  inventor  died  July  i,  i860,  and  that  the  extended 
patent  was  duly  surrendered  and  reissued  to  Charles  Goodyear, 
executor,  on  November  20,  in  the  same  year. 

Corporation  complainants  claim  to  be  sole  and  exclusive 
licensees  of  the  original  patentee,  for  the  manufacture  and  sale 
of  certain  goods  particularly  enumerated  in  the  bill  of  complaint ; 
and  their  title  to  the  exclusive  right  so  claimed  is  alleged  to  be 
derived  from  three  licenses  exhibited  in  the  record,  which  were 
duly  executed  by  the  original  patentee  while  he  was  in  full  life. 
Licenses  referred  to  are : 

First.  The  one  granted  to  the  Naugatuck  India  Rubber 
Company,  under  date  of  July  18,  1844,  which,  as  the  com- 
plainants contend,  is  an  exclusive  license,  conferring  everything 
(save  the  articles  therein  excepted)  that  can  be  made  out  of 
India  rubber. 

Secondly,  The  license  to  Jonathan  Trotter,  dated  February  5, 
1847,  ^l^i^^h  IS  for  the  manufacturing  of  wearing  apparel  of 
every  name  and  description  for  men  and  boys,  excepting  boots 
and  shoes,  bathing  caps,  and  gloves  and  mittens. 
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Thirdly,  The  license  to  the  firm  of  William  Rider  k  Brother, 
dated  July  i,  1848,  which  is  for  the  manufacture  of  army  and 
navy  equipments,  and  various  other  articles  therein  specified. 

Record  contains  stipulations  which  admit  the  granting  of  the 
several  patents  set  up  in  the  bill  of  complaint,  and  the  execution 
and  assignment  of  all  the  licenses,  under  which  the  corporation 
complainants  claim  the  exclusive  right  to  manufacture  and  sell 
rubber  goods. 

Answer  was  duly  filed,  December  1, 1862,  denying  that  Charles 
Goodyear,  deceased,  was  the  original  and  first  inventor  of  the 
improvement  described  in  the  original  patent,  and  also  denying 
that  the  respondents  had  been  guilty  of  any  infringement,  as 
alleged  in  the  bill  of  complaint. 

Special  defenses  were  also  set  up  to  the  answer,  and  before 
the  proofs  were  all  taken  the  respondents  appeared  and  moved 
the  Court  to  pass  an  order  for  feigned  issues,  or  issues  of  fact  to 
be  tried  by  a  jury. 

I.  Parties  were  heard  upon  the  motion  at  the  time  it  was  pre- 
sented, and  the  Court  refused  to  pass  the  order,  and  postponed 
the  motion,  to  be  further  considered  with  the  merits. 

Refusal  to  grant  the  motion  was  placed  upon  the  ground  that 
under  the  circumstances  of  tlvs  case  it  was  premature.  General 
rule  is  that  an  interlocutory  order  for  issues  to  a  jury  in  an  equity 
suit  will  not  be  made  until  all  the  proofs  are  taken  and  publica- 
tion has  passed.  Reason  for  the  rule,  as  stated,  is  that  such  an 
order  should  not  in  general  be  granted  at  all  where  the  truth  of 
the  facts  can  be  conveniently  and  satisfactorily  ascertained  by 
the  Court  itself;  and  as  that  question  can  not  usually  be  deter- 
mined in  advance  of  publication,  the  motion  should  be  deferred 
to  that  stage  of  the  controversy.  fVhitaker  v.  Newman^  2  Hare 
Ch.  R.  302 ;  Dale  v.  Roosevelt^  5  John.  Ch.  R.  255 ;  United 
States  V.  Samperyac^  I  Hemp.  C.  C.  126;  Clayton  v.  Meadows^ 
2  Hare  Ch.  R.  29;  Adams'  Eq.  376;  Baker  v.  fFilliamson^  2 
Penn.  St.  R.  116;  John  v.  Erb^  5  Penn.  St.  R.  232. 

Oral  testimony  undoubtedly,  if  the  order  be  granted,  may 
afterward  be  introduced  before  the  jury ;  but  the  better  practice 
is,  to  defer  the  granting  of  the  motion  until  the  whole  evidence 
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to  be  taken  under  the  equity  rules  is  before  the  Court.     Lee  v. 
Beatty^  8  Dana,  207. 

Federal  courts  of  equity,  under  the  Constitution  of  the  United 
States  and  the  laws  of  Congress,  as  now  existing,  have  the 
power  of  deciding  every  question  of  law  or  fact  which  may  arise 
in  equity  suits  over  which  they  have  complete  jurisdiction,  and, 
consequently,  it  is  not  indispensably  necessary,  as  matter  of  law, 
in  any  case  that  any  question  in  an  equity  court  should  be  sent 
to  a  jury.  Fornshill  v.  Murray^  i  Bland  Ch.  R.  485  j  IVard  v. 
Hill,  4  Gray,  593. 

Trial  by  issue  indeed  forms  no  necessary  appendage  in  a  court 
of  equity  even  in  the  parent  country,  and  never  did,  except  that, 
perhaps,  an  heir-at-law,  where  the  object  of  the  suit  was  to  di- 
vest him  of  a  freehold  estate  of  which  his  ancestor  died  seized, 
or  the  rector  of  a  parish,  where  his  common  l^w  right  to  tithes 
was  drawn  in  question,  might  be  entitled  to  issues  as  matter  of 
right.  Excepting  those  cases,  it  is  clear  that  the  motion  for 
issues  was  always  regarded  as  one  addressed  to  the  sound  discre- 
tion of  the  chancellor,  and  it  was  for  him  to  determine  whether, 
in  view  of  the  whole  evidence,  as  exhibited  in  the  record,  he 
would  decide  the  controversy  himself,  or  send  it  to  the  common 
law  courts  for  the  jury.     2  Dan.  CJi.  Pr.  1289. 

When  the  chancellor  directs  such  an  issue,  he,  in  general,  does 
it  upon  the  ground  that  the  evidence  produced  before  him  in  the 
record  is  not  of  a  character,  or  not  sufficient,  to  enable  him  to 
arrive  at  a  satisfactory  conclusion.  Such  being  the  state  of  the 
case,  he  directs  the  issue  to  be  tried  by  a  jury  for  the  purpose  of 
collecting  additional  evidence  to  enable  him  to  decide  the  cause. 
Consequently  the  verdict,  when  certified  from  the  court  to  which 
the  issues  were  sent,  is  never  to  be  regarded  as  conclusive,  but 
only  as  advisory,  and  may  be  set  aside,  or  even  overruled.  Sibby 
V.  Foote,  20  How.  385  ;  3  Gr.  Ev.,  sec.  261. 

Circuit  court  held  in  that  case  that  the  patent  was  valid,  not- 
withstanding the  verdict  of  the  jury  to  the  contrary,  and  also  that 
the  defendant  had  been  guilty  of  an  infringement,  and  the  supreme 
court  affirmed  the  decree. 

Judge  Story  also  says,  in  substance  and  effect  that  the  verdict 
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is  never,  in  point  of  law,  conclusive  upon  either  party.     Story's 
Eq.  Jur.,  sec.  1479  ;  Barnes  v.  Stuart^  i  Young  &  C.  139. 

Practice  accordingly  is,  that  the  party  against  whom  the  ver- 
dict is,  has  the  right,  notwithstanding  the  verdict,  to  proceed  in 
the  cause,  and  if  the  evidence  was  not  closed  under  the  rules,  or 
if  closed,  by  leave  of  the  Court  first  had  and  obtained,  to  intro- 
duce evidence  to  support  the  case.  Ansdell  v.  Amdell^  4  Myl. 
&  Cr.  454. 

A  similar  application  was  made  to  the  presiding  justice  of  the 
third  circuit,  and  he  refused  to  grant  the  motion  substantially 
upon  the  ground  that  the  merits  of  the  controversy  involved  no 
difficulties  which  would  be  removed  or  confirmed  by  the  verdict 
of  a  jury.     Goodyear  v.  Day^  2  Wall.  Jr.  296. 

Applying  these  rules  to  the  present  case,  it  only  remains  to 
say  that  upon  a  careful  examination  of  the  record  it  does  not 
appear  that  the  questions  presented,  and  the  state  of  the  evidence, 
are  such  that  the  verdict  of  a  jury  is  necessary  to  enable  the 
Court  to  reach  a  satisfactory  conclusion. 

II.  Reference  will  only  be  made  to  such  of  the  defenses  set 
up  in  the  answer  as  were  urged  upon  the  consideration  of  the 
Court  at  the  final  hearing. 

Defenses  set  up  in  the  answer,  but  which  were  not  pressed  at 
the  argument,  will  be  regarded  as  waived.  Argument  for  the 
respondents  objects  to  the  right  of  the  complainants  to  maintain 
the  suit  upon  four  special  grounds,  which  will  be  separately  con- 
sidered before  proceeding  to  the  examination  of  the  questions 
usually  regarded  in  such  cases  as  more  immediately  involving  the 
merits  of  the  controversy. 

First  special  objection  is,  that  only  one  of  the  persons  named 
as  executors  in  the  last  will  and  testament  of  the  original  pat- 
entee is  made  a  party  to  the  bill  of  complaint. 

Second  objection  is,  that  the  reissued  patents  on  which  the  suit 
is  founded,  are  invalid  because  the  description  of  the  alleged 
invention,  and  of  the  manner  and  process  of  making,  construct- 
ing, using,  and  compounding  the  same,  as  contained  in  the  respec- 
tive specifications,  is  not  set  forth  in  such  full,  clear,  and  exact 
terms  as  to  enable  any  person  skilled  in  the  art  or  science  to  which 
it  appertains  to  practice  the  invention. 

64 
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Third  objection  is^  that  the  last  mentioned  reissued  letters 
patent  are  severally  invalid  because  the  present  patentee  claims 
therein  more  than  was  invented  by  the  original  applicant ;  or,  in 
other  words,  that  the  reissued  letters  patent  are  invalid  because 
they,  or  either  of  them,  are  not  for  the  same  invention  as  that 
for  which  the  original  patent  was  issued. 

Fourth  objection  is,  that  the  extension  of  the  patent  granted 
to  the  original  patentee,  as  already  described,  was  procured  by 
false  and  fraudulent  representations,  and  therefore  was  null  and 
void. 

I.  When  there  were  several  executors,  the  general  rule  at 
common  law  was,  that  they  must  all  join  in  the  suit,  though  some 
were  not  of  the  required  age,  or  had  not  proved  the  will,  or  had 
actually  renounced  before  the  ordinary.  Smith  v.  Smithy  Yelv. 
130 ;  Brooks  V.  Stroud^  i  Salk.  3;  Hensloe*s  case^  9  Co.  37  tf; 
Cresswick  v.  Woodhead^  4  Man.  &  Gr.  811  ;  Bodle  v.  Rulse^  5 
Wend.  313. 

Reasons  assigned  for  the  rule  were,  that  all  have  the  right  to 
sue,  and  that  neither  the  delay  in  proving  the  will,  nor  the  re- 
nouncement before  the  ordinary,  were  sufficient  to  bar  the  right, 
and,  consequently,  that  the  executors  not  joined  were  still  at 
liberty,  whenever  they  pleased,  to  come  in  and  accept  the  trust. 
4  Bac.  Ab.  41 J  2  Wills  on  Ex'rs,  1588. 

Principle  of  the  rule  is,  that  where  the  right  to  sue  is  derived 
under  the  will  of  the  testator,  the  right  to  sue  is  equal  in  all  the 
executors;  and  in  such  cases,  all  must  join  in  the  suit,  as  in  debt 
on  bond  given  to  the  testator,  or  in  suit  upon  a  bill  of  exchange 
or  promissory  note  given  to  him  while  in  full  life.  But  where 
the  right  to  sue  is  derived  under  the  probate  and  not  under  the 
will,  as  where  the  promise  is  to  the  executor,  and  of  course  sub- 
sequent to  the  death  of  the  testator,  the  executor  alone  may  sue 
to  whom  the  promise  was  given,  Brassington  v.  Jult^  2  Bing. 
177;  I  Saund.  on  PI.  &  Ev.  11 11. 

When  the  action  is  on  contract  with  the  decedent,  or  for  a 
tort  to  the  goods  before  they  actually  came  to  the  possession  of 
the  executor,  the  suit  can  be  brought  only  on  the  title  of  the 
decedent,  and  consequently  can  only  be  maintained  in  a  repre- 
sentative character^  but  where  it  is  on  contract  with  the  executor. 
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express  or  implied,  made  after  the  death  of  the  testator,  or  where 
it  is  for  the  price  of  goods  sold  by  the  executor,  or  for  the  tor- 
tiously  taking  the  goods  from  his  possession,  or  for  converting  or 
detaining  the  goods  after  the  same  are  so  taken,  or  for  any 
tort  to  the  goods  while  in  possession  of  the  executor,  the 
opinion  is  expressed  in  some  jurisdictions  that  the  suit,  under 
such  circumstances,  can  only  be  maintained  by  the  executor 
in  his  own  right ;  and  the  fact  that  he  is  named  in  the  contract 
in  the  first  example  supposed,  will  have  the  effect  to  change 
the  nature  of  the  remedy.  Kline  v.  Guthart^  2  Penn.  R.  491  ; 
Heron  v.  Hoffher^  3  Rawle,  393  ;  IVest  v.  Chappell^  5  Gill.  228  ; 
Gayle  v.  Ennis^  I  Texas,  184. 

Other  courts  hold,  and  perhaps  for  better  reasons,  that  exec- 
utors may  in  all  cases  sue,  in  their  representative  character,  where 
the  money  when  recovered  would  be  assets  belonging  to  the 
estate  ;  but  all  courts  concede  that  the  rule,  as  last  stated,  can 
only  apply  where  all  the  executors  participate  in  the  contract,  and 
that  it  does  not  make  those  parties  to  the  contract  who  were  not 
parties  in  point  of  fact.  Heath  v.  Chilton^  12  M.  &  W.  638: 
Cowell  v.  ff^atts^  6  East.  404  ;  Powley  v.  Newton^  6  Taunt. 
453  ;    I  Chit.  PL  204. 

All  concede,  as  before  remarked,  that  where  the  promise  is  to 
the  testator,  the  suit,  to  be  regular,  must  be  in  the  name  of  all 
the  executors  named  in  the  will,  if  alive  ;  but  the  same  authori- 
ties agree  that  the  defendant  can  only  take  advantage  of  the 
non-joinder  of  one  or  more  of  the  number  by  plea  in  abatement, 
after  oyer  of  the  probate,  unless  the  defect  is  apparent  on  the 
face  of  the  record.  Cabell  v.  Vaughan^  i  Wm's  Saund.  219  ;  I 
Saund.  PL  &  Ev.  iiii  ;  Parker  v.  IVilion^  15  Wend.  345. 

Rule,  as  stated  in  a  work  of  standard  authority,  is,  that  if  only 
one  of  the  several  executors  or  administrators  bring  an  action, 
either  of  debt  or  assumpsit,  or  in  tort,  it  is  settled  that  the 
defendant  can  only  take  advantage  of  the  non-joinder  of  the 
executor  or  administrator  by  pleading  in  abatement,  after  oyer 
of  the  probate  or  letters  of  administration,  that  the  other  execu- 
tor or  administrator  therein  mentioned,  is  alive  and  not  joined  in 
the  action,      i  Chitt.  PL  20. 

Unless  the  defendant  plead  the  non-joinder  in  abatement,  he  is 
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estopped  from  setting  up  the  defense,  as  he  can  not  be  allowed 
to  prove  the  fact  of  non-joinder  under  the  general  issue.  Cor- 
rect practice  on  the  part  of  the  plaintiff  is  to  sue  in  the  name  of 
all  the  executors,  and  if,  on  the  return  of  the  sheriff  or  marshal, 
one  or  more  named  in  the  will  refuse  to  appear  and  qualify,  and 
join  in  the  prosecution  of  the  suit,  the  residue  must  resort  to  the 
process  and  proceeding  of  summons  and  severance.  2  Wills  on 
Ex'rs,  4  Am.  Ed.  1186,  note  t. 

Practice  is,  that  if  one  or  more  of  the  executors  will  not  join 
with  the  rest  in  prosecuting  the  action,  the  Court  will  issue  a 
writ  of  summons  ad  sequendum  simul^  and  upon  their  non-appear- 
ance at  the  return  of  it,  will  give  judgment  of  severance,  so  as 
to  enable  the  rest  to  proceed  without  him.  i  Tidd's  Pr. 
(Troubat),  129  ;  20  Vin.  Ab.,  51  W.  55. 

Such  are  the  material  rules  and  course  of  proceeding  upon 
this  subject  in  actions  in  common  law  jurisdictions,  where  there 
are  no  paramount  statutory  regulations.  Most  of  the  states  have 
such  regulations,  rendering  it  competent  for  such  of  the  execu- 
tors as  have  proved  the  will  to  prosecute  the  suit  without  the 
necessity  of  resorting  to  any  such  proceeding  as  that  to  which 
reference  is  made.  Were  this  a  suit  at  common  law,  the  com- 
plainants assume  that  the  statutory  regulations  of  this  state  would 
furnish  the  rule  of  decision.  But  it  is  unnecessary  to  examine 
that  question  at  the  present  time.  State  regulations,  to  the 
extent  that  they  define  the  rules  of  property,  are  regarded  as 
furnishing  the  rule  of  decision,  but  they  do  not  control  or  affect 
the  process  or  practice  of  the  Federal  courts.  Wayman  v.  South- 
ard^ 10  Wheat.  I. 

Present  suit,  however,  is  not  one  at  common  law,  but  is  a 
bill  in  equity,  wherein  the  laws  of  the  state  have  no  pretense  of 
application  in  the  question  under  consideration.  Equity  prac- 
tice, when  not  controlled  by  an  act  of  Congress  or  the  rules 
prescribed  by  the  supreme  court,  is  in  general  regulated  by  the 
chancery  practice  of  the  parent  country  as  it  existed  prior  to  the 
adoption  of  what  is  called  the  "  New  Rules."  Suppose  it  were 
otherwise,  however,  and  that  the  question  presented  was  really 
one  to  be  controlled  by  the  analogies  of  the  common  law,  still 
it  is  quite  obvious  that  the  objection  can  not  be  sustained.     Bill 
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of  complainant  is  not  founded  on  the  title  of  the  original  patentee, 
but  on  the  derivative  title  of  the  first  named  complainant  as 
executor  of  the  last  will  and  testament  of  Charles  Goodyear, 
deceased.  Were  the  suit  founded  on  the  last  patent  issued  to 
the  decedent,  as  it  subsisted  at  the  time  of  the  decease,  the 
analogy  of  the  common  law,  if  applicable  to  the  case,  would  sup- 
port the  theory  of  the  respondents.  But  such  is  not  the  fact, 
as  every  one  must  admit  who  has  read  the  pleadings.  Reissued 
patent,  on  which  the  suit  is  founded,  is  a  new  contract  made 
between  the  government  and  the  first  named  complainant  since 
the  decease  of  the  original  patentee.  Proofs  show  that  the  other 
persons  named  as  executors  did  not  prove  the  will,  and  that  they 
had  nothing  to  do  either  with  the  surrender  or  the  reissue  of  the 
letters  patent  on  which  the  suit  is  founded.  Consequence  is, 
that  they  were  not  named  in  the  letters  patent,  and,  of  course, 
are  not  patentees  in  any  sense  whatever.  Damages  to  be  re- 
covered, if  any,  may  belong  to  the  estate,  but  it  is  clear,  even  in 
cases  where  the  rules  of  the  common  law  apply,  that  the  circum- 
stance that  the  damages  to  be  recovered  may  become  assets,  is 
not  sufficient  of  itself  to  make  any  one  a  party  to  the  contract 
who  did  not  participate  in  the  transaction,  and  who  was  not  so  in 
point  of  fact. 

2.  Second  special  objection  is,  in  effect,  that  the  description 
of  the  alleged  invention,  and  of  the  manner  and  process  of 
making,  using,  and  compounding  the  same,  as  contained  In  the 
respective  specifications,  is  not  set  forth  therein  in  such  full, 
clear,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art 
or  science  to  which  it  appertains  to  practice  the  invention. 
Reply  of  the  complainants  to  this  objection  is,  that  such  a  defense 
is  not  open  to  the  respondents  because  none  such  is  set  up  in 
the  answer,  and,  upon  a  careful  examination,  the  suggestion 
appears  to  be  correct.  Record  shows  that  application  was  made 
to  the  Court  for  leave  to  amend  the  answer  in  that  behalf,  but, 
upon  full  consideration,  the  motion  was  denied.  Suggestion  of 
the  complainants  is  decisive,  and  the  objection  is  accordingly 
overruled.  Foster  v.  Goddard^  i  Black.  518;  Simms  v.  Guthrie^ 
9  Cran.  19 ;  Harrison  v.  Nixon^  9  Pet.  483 ;  Boon  v.  Chiles^  10 
Pet.  178  ;  Tripp  v.  Vincent^  3  Barb.  Ch.  R.  613. 
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3.  Next  objection  of  the  respondents  is,  that  the  respective 
reissued  letters  patent  on  which  the  suit  is  founded  are  invalid, 
because  the  present  patentee  claims  in  each  of  them  more  than 
was  invented  by  the  original  applicant.  Original  patent  was 
granted  to  the  inventor  June  15,  1844,  as  alleged  in  the  bill  of 
complaint.  Same  was  surrendered  and  reissued  to  the  original 
patentee  December  25,  1849,  °"  account  of  a  defective  specifi- 
cation. Letters  patent,  as  reissued,  were  extended  June  15, 
1858,  for  the  further  term  of  seven  years.  Inventor  died  July 
I,  i860,  and  his  son,  Charles  Goodyear,  Jr.,  was  appointed 
executor.  His  first  step  as  such  executor  was  to  surrender  the 
patent,  as  previously  reissued  to  the  inventor,  and  the  same  was 
thereupon  reissued  to  him,  as  executor,  in  two  parts.  Last 
mentioned  letters  patent  are  those  on  which  the  present  suit  is 
founded. 

Proposition  of  the  respondents  is  that  both  of  those  patents 
are  void  for  several  reasons.  Briefly  described,  one  of  the 
patents  is  for  a  new  product  or  manufacture,  and  the  other  is  for 
a  new  process  or  method,  by  means  of  which  the  new  product 
or  manufactured  article  is  produced.  Theory  of  the  respondents 
is  that  both  are  void.  i.  Because  the  subject-matter  of  the 
respective  claims  was  not  separable.  2.  Because  each  of  the 
respective  claims,  as  they  insist,  is  broader  than  the  invention 
made  by  the  original  patentee. 

First  objection,  in  the  opinion  of  this  Court,  is  wholly  unten- 
able. Legal  effect  of  section  5  of  the  Act  of  March  3, 
1837,  is  to  authorize  the  Patent  Office,  whenever  a  patent  is 
properly  returned  for  correction  and  reissue  under  section  13  of 
the  prior  act  of  Congress  conferring  such  authority,  to  reissue 
the  same  in  several  patents  for  distinct  and  separate  parts  of  the 
thing  patented,  provided  the  patentee  shall  desire  it,  and  shall 
pay  the  additional  sum  or  sums  required,  as  specified  in  the 
provision.  (Stat,  at  Large,  192.)  No  doubt  can  be  enter- 
tained that  a  new  product  or  manufacture,  and  a  new  process  or 
method  of  producing  the  new  article,  are  the  proper  subjects  of 
separate  and  distinct  claims  in  an  original  patent,  and,  if  so,  then 
it  is  equally  clear  that  the  patentee,  under  that  provision,  upon  a 
return  of  the  patent  for  correction  and  reissue,  and  upon  comply- 
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ing  with    the    conditions    therein    specified,  may  have    several 
patents  for  the  distinct  and  separate  parts  of  his  invention. 

Second  objection,  however,  is  entitled  to  more  weight,  and 
will  deserve  more  consideration.  Claim  of  the  patent,  as  reis- 
sued to  the  original  inventor,  was  as  follows :  "What  I  claim  as 
my  invention,  and  desire  to  secure  by  letters  patent,  is  the  curing 
of  caoutchouc,  or  India  rubber,  by  subjecting  it  to  the  action  of 
a  high  degree  of  heat,  substantially  as  described  and  for  the 
purpose  specified  ;  and  I  also  claim  the  preparing  and  curing  the 
compound  of  India  rubber,  sulphur,  and  a  carbonate  or  other 
salt,  or  oxide  of  lead,  by  subjecting  the  same  to  the  action  of 
artificial  heat  substantially  as  herein  described."  Appropriate 
words  are  used  in  both  claims,  referring  back  to  the  descriptive 
portions  of  the  specifications. 

India  rubber,  as  the  patentee  states,  was  useless  in  its  native 
state  for  many  of  the  purposes  for  which  it  may  be  used,  for  the 
reason  that  it  becomes  soft  and  sticky,  and  finally  dissolves 
under  the  action  of  a  moderate  degree  of  heat.  His  effort  was 
to  discover  some  method  of  preparing  it,  by  which  its  melting  or 
softening  property  should  be  removed  or  neutralized.  Partial 
results  were  at  first  obtained,  but  not  sufficient  to  render  the 
discovery  of  general  practical  utility.  At  length,  however,  he 
became  impressed  with  the  idea  that  the  native  India  rubber 
might  be  subjected  to  heat,  in  the  process  of  preparation,  at 
some  degree  of  temperature  beyond  the  highest  to  which  the 
fabric  would  be  exposed  to  in  its  ordinary  use.  Experiments  were 
accordingly  instituted,  and  the  result  was  that  the  patentee  dis- 
covered that  he  could  accomplish  the  desired  end. 

Those  experiments  showed,  as  the  patentee  states,  that  the 
native  India  rubber,  when  subjected  to  heat  by  itself,  could  not 
be  cured  or  deprived  of  its  sticky  or  soluble  properties ;  which 
led  him  to  experiment  upon  it  in  connection  with  other  sub- 
stances. When  compounded  with  sulphur,  by  the  application 
of  a  high  degree  of  artificial  heat,  he  obtained  a  good  result ;  but 
when  compounded  with  sulphur  and  carbonate  of  lead,  he 
obtained  the  best  results.  All  the  experiments,  however, 
showed  that  a  satisfactory  result  could  not  be  obtained  without 
a  high  degree  of  artificial  heat,  which  the  patentee  states  is  the 
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great  agent  in  his  method  of  curing  the  native  India  rubber,  i. 
Nature  of  the  first  part  of  the  invention,  as  stated  by  the 
patentee,  consists  in  curing  the  native  India  rubber  when  com- 
bined with,  or  in  the  presence  of,  sulphur,  by  submitting  the 
same  to  the  action  of  a  high  degree  of  artificial  heat.  2.  Second 
part  of  the  invention,  as  the  patentee  states,  consists  in  preparing 
and  curing  the  compound  of  the  native  rubber,  sulphur,  and  a 
carbonate  or  other  salt,  or  oxide  of  lead,  for  the  accomplishment 
of  the  purpose  described.  "  Any  other  mode  of  reducing  and 
dissolving  the  India  rubber,  and  compounding  it  with  other 
substances,^'  says  the  patentee,  *'  may  be  substituted  for  that 
above  described  ;  although  I  have  described  the  compound  as 
consisting  of  India  rubber,  sulphur,  and  white  lead,  I  do  not 
mean  to  limit  myself  to  this  compound,  when  a  high  degree 
of  artificial  heat  is  used,  as  good  results  may  be  and  have  been 
obtained  by  me,  by  dispensing  with  the  lead,  and  it  is  imma- 
terial, so  far  as  regards  the  principle  of  my  invention,  whether 
the  sulphur  is  incorporated  with  the  India  rubber  by  admixture 
in  the  solid  form  or  spread  on  the  surface  thereof,  or  combined 
therewith  in  the  gaseous  or  other  form,  previous  to  or  during 
the  process  of  curing  by  heat." 

Claim  of  the  patent  for  a  new  and  useful  improvement  in  the 
manufacture  of  caoutchouc,  as  reissued  to  the  present  patentee, 
is  as  follows :  "  What  is  claimed  as  the  invention  of  Charles 
Goodyear,  deceased,  is  the  new  manufacture,  called  vulcanized 
India  rubber,  which  is  a  combination  of  India  rubber  with 
sulphur  (whether  with  or  without  other  ingredients),  chemically 
altered  by  the  application  of  heat  substantially  as  described." 
Phrase,  "whether  with  or  without  other  ingredients,'*  is  one  to 
which  the  objection  under  consideration  is  particularly  applied. 
Rule  "  ut  res  magis  valeat  quant  pereat^^  is  applicable  to  patents 
as  to  any  other  instruments  in  regard  to  which  it  is  the  duty  of 
the  Court  to  adopt  a  liberal  construction,  in  order  to  give  effect 
to  the  intention  of  the  parties.  Ryan  v.  Goodwin^  3  Sumn.  520; 
Evans  v.  Eaton,  3  Wheat.  512. 

Duty  of  the  Court  is  to  collect  the  intention  of  the  parties 
from  the  whole  instrument,  and,  if  practicable,  to  adopt  such 
construction  as  will  give  it  effect,  and  render  it  available  for  the 


NOVEMBER,     1 864.  513 


Goodyear  v.  Providence  Rubber  Co. 


purpose  for  which  it  was  granted.  Applying  that  rule  to  the 
present  case,  it  is  obvious  that  the  objection  to  the  first  patent, 
on  which  the  suit  is  founded,  can  not  be  sustained. 

Reference  is  made  in  the  body  of  the  specification  to  the  use 
of  sulphur,  in  combination  with  the  native  rubber,  and  to  the 
subjecting  of  the  compound  to  the  action  of  a  high  degree  of 
heat,  precisely  as  in  the  prior  patent  issued  to  the  original  pat- 
entee. Mention  is  then  made  substantially  as  in  the  prior  pat- 
ent, that  other  substances,  to  wit :  white  lead,  or  other  salts  of 
lead,  may  be  combined  with  the  mixture  composed  of  native 
rubber  and  sulphur,  *' thereby  forming  a  triple  compound." 
Plainly,  therefore,  the  words,  "  other  ingredients,"  as  used  in 
the  claim,  refer  to  the  ingredients  other  than  native  rubber  and 
sulphur,  as  used  in  the  specification  ;  and  when  so  understood, 
the  language  of  the  claim  is  free  from  objection. 

Description  of  the  claim  in  the  other  patent,  on  which  this 
suit  is  founded,  is  in  the  following  words,  to  wit:  "What  is 
claimed  as  the  invention  of  Charles  Goodyear,  deceased,  is  the 
subjection  of  caoutchouc,  or  India  rubber,  or  other  vulcanizable 
gums,  mixed  with  or  in  the  presence  of  sulphur  (whether  with 
or  without  other  ingredients)  to  the  action  of  heat,  for  the  pur- 
pose of  affecting  its  qualities  or  properties  as  described."  Same 
objections  are  made  to  this  claim  as  to  the  claim  of  the  pre- 
ceding patent,  and  they  must  be  overruled  for  the  same  reasons. 

But  another  objection  is  taken  to  this  claim  of  a  very  different 
character.  Express  terms  of  the  claim  make  it  include  not  only 
India  rubber,  when  compounded  with  sulphur  and  subjected  to 
a  high  degree  of  artificial  heat,  but  all  other  vulcanizable  gums, 
whether  with  or  without  other  ingredients.  Nothing  of  the 
kind  is  described  in  any  one  of  the  patents  granted  to  the  original 
inventor,  not  even  in  the  patent  to  which  the  claim  is  annexed. 

Under  the  circumstances,  I  am  of  opinion  that  the  claim  of 
this  patent  is  broader  than  the  invention  of  the  original  patentee, 
and,  consequently,  that  it  is  void,  because  it  is  not  for  the  same 
invention  as  the  patent  which  was  surrendered  as  the  foundation 
of  the  reissue.  O'Reilly  v.  Morse^  15  How.  II2;  Batten  v. 
Taggart^  17  How.  83;  Burr  v.  Duryee^  i  Wall.  (S.  C.)  531 ; 
Leroy  v.  Tatham^  14  How.  175. 
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4.  Fourth  special  objection  is,  that  the  extension  of  the  patent 
granted  to  the  original  patentee  was  procured  by  false  and  fraud- 
ulent representations,  and  therefore  was  null  and  void. 

Answer  alleges  that  the  licensees  of  the  patentee  had  the  ex- 
clusive management  and  control  of  the  application  for  the 
extension ;  that  they  paid  the  expenses  of  the  application,  and 
that  for  the  purpose  of  fraudulently  procuring  the  Commissioner 
to  grant  the  same,  they  paid  large  sums  of  money  to  sundry 
persons  to  induce  them  to  withhold  or  withdraw  opposition  to 
the  application,  and  thereby  willfully  and  fraudulently  caused 
the  suppression  of  facts,  which,  if  they  had  been  made  known 
to  the  Commissioner,  would  justly  and  legally  have  prevented 
him  from  granting  the  extension.  Special  mention  is  then  made 
of  a  person  who  appeared  and  made  opposition  to  the  applica- 
tion»  and  the  allegation  is  that  the  licensees,  for  money,  induced 
him  to  withhold  his  opposition,  but  not  to  withdraw  his  appear- 
ance, in  order  that  it  might  fraudulently  appear  that  all  the  facts 
which  could  be  adduced  against  the  application  were  brought  to 
the  notice  of  the  Commissioner. 

Strong  doubts  are  entertained  whether  the  allegations  of  the 
answer  are  sufficient  to  constitute  a  defense  in  this  case,  but  it 
is  not  necessary  to  place  the  decison  upon  any  such  ground,  as 
I  am  of  the  opinion  that  the  defense  can  not  avail  the  respond- 
ents for  several  reasons,  which  will  be  briefly  stated. 

1.  Suit  is  brought  in  this  case  against  the  respondents  as  in- 
fringers, and  in  the  judgment  of  this  Court,  the  defense,  that  the 
patent,  as  reissued  to  the  original  patentee,  was  extended  by 
fraud,  as  set  up  in  the  answer,  can  not  avail  them  as  a  justifica- 
tion for  the  acts  alleged  in  the  bill  of  complaint.  Field  v.  Sea- 
bury^  19  How.  332;  Gibson  v.  Gifford^  i  Blatch.  C.  C.  553. 
Decision  of  the  Commissioner  was  made  by  a  tribunal  with  full 
powers  to  examine  and  decide,  and  inasmuch  as  there  is  no  pro- 
vision for  an  appeal  to  any  other  jurisdiction,  the  decision  must 
in  general  be  regarded  as  final  in  all  collateral  proceedings. 
Colt  V.  Toung^  2  Blatch.  C.  C.  471  ;  Foley  v.  Harrison^  15  How. 
448 ;  Philadelphia  ^  Trenton  R.  R.  v.  Stimpson^  14  How.  459  ; 
BartUtt  V.  Kane^  16  How.  263  ;  Jackson  v.  Lawton^  10  John.  24. 

2.  Where  the   imputation  of  fraud   arises  in  a  proceeding 
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between  the  Government  and  the  patentee,  and  a  third  person 
whose  rights  of  property  were  directly  involved  in  the  question 
of  extension,  proof  of  fraud  in  obtaining  the  extension  is  suffi- 
cient to  defeat  the  patent ;  but  the  proof,  to  avail  the  party 
making  the  imputation  must  be  clear  and  satisfactory.  Batten  v. 
Taggart^  17  How.  84:  Woodward  v.  Stone^  3  Story,  753 ;  Brooks 
V.  Fiske^  15  How.  228;  Brooks  v.  Bicknell^  3  McLean,  435; 
Field  V.  Seabury^  19  How.  332. 

3.  Proof  in  this  case  that  the  extension  was  procured  by  fraud 
is  not  satisfactory.  On  the  contrary,  it  shows,  taken  as  a  whole, 
that  the  extension  was  granted  on  account  of  the  just  claim  of 
the  inventor,  and  the  great  merit  of  the  invention. 

4.  But  if  it  were  otherwise,  still  the  defense,  under  the  cir- 
cumstances of  this  case,  can  not  avail  the  respondents,  in  the 
judgment  of  this  Court,  because  they  consented  to  the  acts  which 
arc  now  the  subject  of  the  complaint.  5.  &f  S.  R.  R,  v.  Row.^ 
24  Wend.  74. 

HI.  Suppose  the  patent  was  duly  extended,  still  the  respond- 
ents contend  that  they  are  not  liable,  because  they  insist  that 
Charles  Goodyear,  deceased,  was  not  the  original  and  first  in- 
ventor of  the  improvement  embodied  in  the  first  mentioned 
reissued  letters  patent  on  which  the  suit  is  founded.  That 
proposition  embraced  both  the  letters  patent  reissued,  described 
in  the  bill  of  complaint ;  but  having  come  to  the  conclusion  that 
the  other  is  void  because  the  claim  is  broader  than  the  invention, 
it  is  unnecessary  to  remark  further  upon  it  at  the  present  time. 
Record  shows  that  the  questions  involved  in  that  proposition 
have  been  repeatedly  heard  and  determined  in  the  circuit  courts 
of  the  United  States.  Suffice  it  to  say,  that  this  Court,  under 
the  circumstances,  considers  it  proper  to  follow  those  decisions. 
Many  years  have  elapsed  since  they  were  announced,  and,  so 
far  as  appears,  there  has  been  no  effort  made  to  call  them  in 
question.  They  are  believed  to  be  correct,  and,  consequently 
are  adopted  upon  the  point  under  consideration. 

My  conclusion,  therefore,  is,  that  Charles  Goodyear  was  the 
original  and  first  inventor  of  the  improvement  described  in  the 
first  mentioned  reissued  patent  on  which  this  suit  is  founded. 

IV.  Admission  of  the  respondents  is,  that  in  the  manufacture 
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of  India  rubber  goods,  they  use  a  compound  of  India  rubber,  in 
which  sulphur  is  present  when  the  composition  is  subjected  to 
the  action  of  artificial  heat  so  as  to  produce  the  changes  and 
effects  mentioned  in  the  bill  of  complaint.  Taken  as  a  whole, 
the  evidence  is  so  full  that  the  respondents  must  be  regarded  as 
infringers,  unless  justified  under  a  certain  license  set  up  in  the 
case,  that  it  seems  unnecessary  to  pursue  the  investigation. 

V.  Last  proposition  submitted  by  the  respondents  is,  that  they 
are  not  infringers  because  they  manufacture  their  goods  under  a 
license  from  the  original  patentee,  which,  as  they  insist,  is  valid 
and  outstanding,  and  is  a  complete  defense  to  the  present  suit. 
License  referred  to  is  dated  June  25,  1846,  and  is  signed  by  the 
original  patentee.  Free  license  is  thereby  granted  to  E.  M. 
Chaffee,  his  executors,  administrators,  and  assigns,  for  and  in 
consideration  of  one  dollar,  to  use  the  said  Goodyear's  metallic 
gum  elastic  composition  for  coating  of  cloths  for  the  purpose  of 
japanning,  marbling,  and  variegated  japanning,  at  his  own  es- 
tablishment, but  not  to  be  disposed  of  to  others  for  that  purpose 
without  the  consent  of  said  Goodyear.  Two  answers  are  made 
by  the  complainants  to  that  defense.  First.  They  refer  to  a 
license  of  prior  date  held  by  them,  and  contend  that,  by  the  true 
construction,  it  confers  upon  them  the  right  to  use  any  and 
all  of  the  inventor's  improvements  for  manufacturing  cloths  and 
other  articles  of  merchandise,  or  any  article  to  which  the  same 
may  be  applicable.  Second.  But  if  the  Court  hold  otherwise, 
then  they  contend,  in  the  second  place,  that  the  license,  under 
which  the  respondents  profess  to  act,  confers  no  authority,  even 
upon  the  licensee  therein  named,  to  manufacture  any  of  the  arti- 
cles specified  in  the  bill  of  complaint. 

First  proposition  of  the  complainants,  in  the  judgment  of  this 
Court,  can  not  be  sustained,  because  the  patentee  expressly 
reserved  to  himself,  his  heirs,  executors,  and  administrators,  or 
assigns,  the  right  to  sell,  for  a  stipulated  price  or  sum  in  gross, 
the  exclusive  right  for  the  unexpired  period  or  periods  for  which 
the  same  may  be  vested  in  him,  or  them,  of  making,  using,  or 
vending  said  use  or  preparations  or  improvements,  or  of  applying 
to  or  for  any  special  purpose  or  purposes  only,  or  to  and  for  all 
the  purposes  and  uses  to  which  said  improvements  may  be  adapted 
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or  applied.  Legal  effect  of  the  proviso  following  the  reservation 
is  not,  in  the  judgment  of  this  Court,  to  render  the  reservation 
void,  but  only  to  impose  upon  the  party  granting  the  license  the 
obligation  to  extend  the  preemption  right  of  purchase  to  the 
licensees,  and,  in  case  of  non-compliance  with  his  agreement, 
to  render  him  liable  to  damages. 

I.  Granting  all  that,  still  I  am  of  the  opinion  that  the  com- 
plainants must  prevail  upon  the  second  ground.  Respondents' 
license,  or  the  one  under  which  they  claim  to' act,  authorizes  the 
licensees  therein  named  to  use  the  inventor's  metallic  gum  elas- 
tic composition  for  coating  cloths  for  the  purpose  of  japanning^ 
marbling  J  and  variegated  japanning^  but  there  is  not  a  word  in  it 
to  justfy  the  conclusion  that  it  confers  any  authority  to  manu- 
facture the  articles  which  are  the  subject  of  controversy  in  this 
suit.  Abundant  evidence  appears  upon  the  face  of  the  instru- 
ment that  it  was  intended  to  apply  to  the  particular  style  of  goods 
therein  mentioned  and  described.  First.  The  licensee  was  to  have 
a  free  license  to  use  the  described  composition  for  coating  cloths 
for  the  purpose  of  japanning,  marbling,  or  variegated  japanning. 
Second.  He  was  to  have  all  the  right  to  make  and  dispose  of  the 
aforesaid  japanned,  marbled,  or  variegated  cloths,  in  and  so  far 
as  the  patentee  had  obtained  any  rights,  patents,  or  privileges. 
Third.  The  patentee  covenanted  not  to  dispose  of  concurrent  rights 
to  any  other  person  or  persons  for  the  manufacture  of  cloth  for 
the  purposes  aforesaid.  Fourth.  The  licensee  was  to  pay  at  the 
rate  of  three  cents  per  square  yard  of  cloth  japanned,  marbled, 
or  variegated  as  aforesaid.  Fifth.  He  was  to  keep  regular  books 
of  account  for  all  cloths  to  be  japanned.  Sixth.  The  license 
closes  with  these  words :  *'  In  the  event  of  any  improvement 
being  made  in  the  manufacture  or  composition  of  said  gum  elas- 
tic for  the  aforesaid  purposes,  such  improvements  shall  become 
the  property  of  the  said  Goodyear,  and  may  be  patented  by  him 
at  his  own  expense,  and  for  the  use  of  the  licensee,  and  his  as- 
signs, for  the  purpose  aforesaid,  according  to  the  terms  of  this 
license,  so  far  as  said  improvements  may  apply  to  the  manufac- 
ture of  japanned,  marbled,  and  variegated  cloths,  as  aforesaid." 

For  these  reasons,  I    am   of  opinion  that    the  respondents, 
acting  under  that  license,  are  restricted  to  the  manufacture  of 
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cloths  to  be  japanned,  marbled,  and  variegated,  as  therein  de- 
scribed, and  that  it  confers  no  authority  to  manufacture  any  of 
the  articles  specified  in  the  bill  of  complaint. 

Decree  for  complainants. 


Richard  A.  Tilghman 

vs. 
Roland  G.  Mitchell.     In  Equity. 

The  improvement  patented  to  Tilghman  is  the  invention  of  a  procen  forprodadog  hi 
acids  and  glycerine  from  fatty  or  oily  bodies,  which  process  consists  in  the  acdoo 
of  water  upon  these  bodies  at  a  high  temperature  and  pressure,  and  which  may  be 
effected  in  any  vessel  adapted  to  such  use. 

Tilghman  was  the  first  person  that  discovered  the  chemical  fact  that  fatty  or  oily 
substances  could  be  decomposed,  and  the  fatty  acids  and  glycerine  separated  by  the 
action  of  water  at  a  high  temperature  and  under  pressure. 

It  is  not  to  be  supposed  that  the  patentee  intends  to  produce  a  result,  which  the 
commonest  knowledge  and  experience  in  the  business  of  life  would  show  to  be 
utterly  impracticable.  This  moderate  degree  of  knowledge,  at  least,  should  be 
kept  in  view  in  construing  the  general  terms  of  the  description. 

If  the  defendant  has  discovered  new  means  of  carrying  into  effect  the  complainant's 
process,  he  may  be  entitled  to  a  patent  for  that  improvement.  But  this  would 
furnish  no  right  to  the  use  of  the  process. 

The  question  is,  does  the  defendant,  whatever  may  be  his  vessel  or  machinery,  maaa- 
Picture  or  produce  fat  acids  and  glycerine  firom  fatty  bodies  by  the  action  of  water 
at  a  high  temperature  and  pressure,  according  to  the  process  as  explained  by  the 
plaintiff  in  his  specification  ? 

(Before  Nklson,  J.,  Southern  District  of  New  York,  November,  1864.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  ^^  improvement  in  processes  for 
purifying  fatty  bodies/'  granted  to  complainant  October  3, 1854. 

The  claims,  and  a  portion  of  the  specification,  will  be  found 
in  the  report  of  the  case  of  Tilghman  v.  Werk^  p.  229,  and  the 
facts  are  sufficiently  stated  in  the  opinion  of  the  Court. 
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George  Harding  and  E.  W.  Stoughton  for  complainant. 
G.  C  Goddard  and  C.  Af.  Keller  for  defendant. 

Nelson,  J. 

The  bill  is  filed,  in  this  case,  to  restrain  the  defendant  from 
infringing  a  patent  granted  to  the  complainant  for  a  new  and  use^ 
ful  improvement  in  processes  for  purifying  fatty  bodies^  bearing  date 
October  3,  1854,  securing  the  exclusive  right  to  the  invention 
for  fourteen  years  from  January  9  preceding. 

The  patentee  declares  that  his  invention  consists  of  a  process 
for  producing  free  fat  acids  and  solution  of  glycerine  from  fatty 
and  oily  bodies  of  animal  and  vegetable  origin,  which  contain 
glycerine  as  their  base  5  for  this  purpose,  he  subjects  the  fatty  or 
oily  bodies  to  the  action  of  water  at  a  high  temperature  and 
pressure,  so  as  to  cause  the  elements  of  these  bodies  to  combine 
with  water,  and  thereby  obtain,  at  the  same  time,  free  fat  acids 
and  glycerine.  He  mixes  the  fatty  body  to  be  operated  upon 
with  from  a  third  to  a  half  of  its  bulk  of  water,  and  the  mixture 
is  to  be  placed  in  any  convenient  vessel  in  which  it  can  be 
heated  to  the  melting  point  of  lead,  until  the  operation  is  com- 
plete. The  vessel  must  be  closed,  and  of  great  strength,  so  that 
the  requisite  amount  of  pressure  may  be  applied  to  prevent  the 
conversion  of  the  water  into  steam. 

The  patentee  then  states  that  the  process  may  be  performed 
more  rapidly,  and  also  continuously,  by  causing  the  mixture  of 
fatty  matter  and  water  to  pass  through  a  tube  or  continuous 
channel,  heated  to  the  temperature  already  mentioned,  the 
requisite  pressure  for  preventing  the  conversion  of  water  into 
steam  being  applied  during  the  process. 

He  then  gives  a  particular  description  and  drawing  of  this 
mode  of  carrying  into  effect  his  process,  but  claims  no  part  of  it 
as  his  invention. 

The  patentee  states  that  the  melting  point  of  lead  has  been 
mentioned  as  the  proper  heat  to  be  used  in  the  operation  of  his 
process,  as  it  has  been  found  to  give  good  results.  But  the 
change  of  fatty  matter  into  fat  acid  and  glycerine  takes  place 
with  some  materials  (mentioning  some  of  them)  at  a  lower  rate 
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cloths  to  be  japanned,  marbled,  and  variegated,  as  therein  de- 
scribed, and  that  it  confers  no  authority  to  manufacture  any  of 
the  articles  specified  in  the  bill  of  complaint. 

Decree  for  complainants. 


Richard  A.  Tilghman 

vs. 
Roland  G.  Mitchell.     In  Equity. 

The  improvement  patented  to  Tilghman  is  the  invention  of  a  process  for  producing  ht 
acids  and  glycerine  firom  fatty  or  oily  bodies,  which  process  consists  in  the  action 
of  vrater  upon  these  bodies  at  a  high  temperature  and  pressure,  and  which  may  be 
effected  in  any  vessel  adapted  to  such  use. 

Tilghman  was  the  first  person  that  discovered  the  chemical  fact  that  fatty  or  oily 
substances  could  be  decomposed,  and  the  fatty  acids  and  glycerine  separated  by  the 
action  of  water  at  a  high  temperature  and  under  pressure. 

It  is  not  to  be  supposed  that  the  patentee  intends  to  produce  a  result,  which  the 
commonest  knowledge  and  experience  in  the  business  of  life  would  show  to  be 
utterly  impracticable.  This  moderate  degree  of  knowledge,  at  least,  should  be 
kept  in  view  in  construing  the  general  terms  of  the  description. 

If  the  defendant  has  discovered  new  means  of  carrying  into  effect  the  compIainant*s 
process,  he  may  be  entitled  to  a  patent  for  that  improvement.  But  this  would 
furnish  no  right  to  the  use  of  the  process. 

The  question  is,  does  the  defendant,  whatever  may  be  his  vessel  or  machinery,  manu- 
facture or  produce  fat  acids  and  glycerine  from  fatty  bodies  by  the  action  of  water 
at  a  high  temperature  and  pressure,  according  to  the  process  as  explained  by  the 
plaintiff  in  his  specification  ? 

(Before  Nklson,  J.,  Southern  District  of  New  York,  November,  1864.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  ^^  improvement  in  processes  for 
purifying  fatty  bodies/'  granted  to  complainant  October  3,  1854. 

The  claims,  and  a  portion  of  the  specification,  will  be  found 
in  the  report  of  the  case  of  Tilghman  v.  fVerk^  p.  229,  and  the 
facts  are  sufficiently  stated  in  the  opinion  of  the  Court. 
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George  Harding  and  E.  W.  Stoughton  for  complainant. 
G.  C.  Goddard  and  C.  M.  Keller  for  defendant. 

Nelson,  J. 

The  bill  is  filed,  in  this  case,  to  restrain  the  defendant  from 
infringing  a  patent  granted  to  the  complainant  for  a  new  and  use^ 
ful  improvement  in  processes  for  purifying  fatty  bodies^  bearing  date 
October  3,  1854,  securing  the  exclusive  right  to  the  invention 
for  fourteen  years  from  January  9  preceding. 

The  patentee  declares  that  his  invention  consists  of  a  process 
for  producing  free  fat  acids  and  solution  of  glycerine  from  fatty 
and  oily  bodies  of  animal  and  vegetable  origin,  which  contain 
glycerine  as  their  base;  for  this  purpose,  he  subjects  the  fatty  or 
oily  bodies  to  the  action  of  water  at  a  high  temperature  and 
pressure,  so  as  to  cause  the  elements  of  these  bodies  to  combine 
with  water,  and  thereby  obtain,  at  the  same  time,  free  fat  acids 
and  glycerine.  He  mixes  the  fatty  body  to  be  operated  upon 
with  from  a  third  to  a  half  of  its  bulk  of  water,  and  the  mixture 
is  to  be  placed  in  any  convenient  vessel  in  which  it  can  be 
heated  to  the  melting  point  of  lead,  until  the  operation  is  com- 
plete. The  vessel  must  be  closed,  and  of  great  strength,  so  that 
the  requisite  amount  of  pressure  may  be  applied  to  prevent  the 
conversion  of  the  water  into  steam. 

The  patentee  then  states  that  the  process  may  be  performed 
more  rapidly,  and  also  continuously,  by  causing  the  mixture  of 
fatty  matter  and  water  to  pass  through  a  tube  or  continuous 
channel,  heated  to  the  temperature  already  mentioned,  the 
requisite  pressure  for  preventing  the  conversion  of  water  into 
steam  being  applied  during  the  process. 

He  then  gives  a  particular  description  and  drawing  of  this 
mode  of  carrying  into  effect  his  process,  but  claims  no  part  of  it 
as  his  invention. 

The  patentee  states  that  the  melting  point  of  lead  has  been 
mentioned  as  the  proper  heat  to  be  used  in  the  operation  of  his 
process,  as  it  has  been  found  to  give  good  results.  But  the 
change  of  fatty  matter  into  fat  acid  and  glycerine  takes  place 
with  some  materials  (mentioning  some  of  them)  at  a  lower  rate 


520  SOUTHERN    DISTRICT    OF    NEW   YORK. 

Tilghman  v.  Mitchell. 

of  heat,  and  the  decomposing  action  of  the  water  becomes  more 
powerful  as  the  heat  is  increased. 

He  adds,  that  by  starting  the  apparatus  at  a  low  heat,  and 
gradually  increasing  it,  the  temperature  giving  products  most 
suitable  to  the  intended  application  of  the  fatty  body  employed 
can  easily  be  determined. 

The  fatty  acids,  he  observes,  thus  produced,  may,  like  those 
obtained  by  other  methods,  be  used  in  the  manufacture  of  can- 
dles and  soaps,  and  be  applied  to  various  purposes  according  to 
their  quality.  Some  fatty  bodies,  particularly  when  impure,  gen- 
erate, during  the  process,  a  portion  of  acetic  or  other  soluble 
acid ;  in  such  cases,  he  says,  he  adds  a  corresponding  quantity 
of  alkaline  or  basic  matter  to  the  water  and  oil  before  they  are 
pumped  into  the  tubes. 

The  patentee  then  sets  forth  his  claim,  which  is — "Having 
now  described  the  nature  of  my  said  invention,  and  the  manner 
of  performing  the  same,  I  hereby  declare  that  I  claim  as  my  in- 
vention the  manufacture  of  fat  acids  and  glycerine  from  fatty 
bodies  by  the  action  of  water  at  a  high  temperature  and  pressure." 

It  will  be  seen,  not  only  from  the  specification,  but  also  from 
the  claim,  that  the  improvement  patented  to  the  complainant  is 
the  invention  of  a  process  for  producing  fat  acids  and  glycerine 
from  fatty  or  oily  bodies — which  process  consists  in  the  action 
of  water  upon  these  bodies  at  a  high  temperature  and  pressure, 
and  which  may  be  effected  in  any  vessel  adapted  to  such  use. 

There  is  no  claim  for  the  vessel  or  machinery  thus  used  i  but, 
as  it  was  essential  to  the  validity  of  the  process,  as  an  invention, 
to  show  how  it  may  be  adapted  to  practical  use,  two  modes  are 
pointed  out — one,  any  convenient  vessel  well  known  to  the  art, 
and  which  some  of  the  witnesses  call  a  digester  j  the  other,  the 
coil  apparatus ;  in  either  of  which,  as  appears  from  the  proofs, 
the  process  could  be  carried  into  practical  effect,  according  to 
our  construction  of  the  patent. 

It  was  urged  on  the  argument  by  the  learned  counsel  for  the 
defendant,  that,  upon  the  terms  of  the  specification,  the  vessel 
must  be  entirely  filled  with  mixture  of  the  water  and  fatty 
matter,  and  then  be  closed,  and  the  contents  heated  to  the  point 
of  melting  lead,  and  no  steam  be  permitted  to  be  made  in  the 
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vessel ;  and  that,  upon  this  hypothesis,  no  vessel  could  be  made 
of  sufficient  strength  to  endure  the  pressure  i  but  we  do  not  agree 
to  this  construction.  In  the  first  place,  the  degree  of  heat  was 
given  only  as  the  maximum,  and  under  which  the  process  could 
be  most  rapidly  carried  into  effect.  For  the  patentee,  speaking 
upon  this  part  of  the  specification,  says  that  no  fixed  degree  of 
heat  can  be  given,  as  the  different  fatty  or  oily  substances  that 
may  be  used  will  require  different  degrees  ;  and  that,  by  starting 
the  vessel  at  low  heat  and  gradually  increasing  it,  the  best 
temperature  may  be  ascertained  for  the  particular  substance 
used. 

In  the  next  place,  we  can  not  agree  that  a  fair  construction 
of  the  specification  tends  to  the  conclusion  either  that  the  vessel 
was  to  be  entirely  filled,  or  that  no  steam  was  to  be  permitted 
in  it.  No  doubt,  it  is  true,  as  urged  for  the  defendant,  if  thus 
filled,  and  the  vessel  closed,  and  the  contents  heated  to  the  point 
of  melting  lead,  or  under  a  pressure  that  would  prevent  the 
existence  of  steam,  the  process  would  be  utterly  impracticable  ; 
and  doubtless,  the  patentee  knew  this  would  be  the  result  as 
well  as  any  of  the  experts. 

It  would  require  but  the  commonest  knowledge  and  experience 
in  the  business  of  life  to  reach  such  a  conclusion. 

This  moderate  degree  of  knowledge,  at  least,  should  be  kept 
in  view  in  construing  the  general  terms  of  the  description. 

Beside,  the  patentee  does  not  direct  that  the  vessel  should  be 
entirely  filled.  This  is  an  inference  of  the  learned  counsel, 
from  the  direction  that  the  vessel  must  be  closed  and  be  of  great 
strength,  so  that  the  requisite  amount  of  pressure  be  applied  to 
prevent  the  conversion  of  the  water  into  steam. 

Now,  all  that  was  intended,  as  is  apparent  from  the  context, 
by  the  patentee  was,  that  the  pressure  should  be  so  great  as  to 
prevent  the  body  of  the  water  in  the  vessel  from  passing  into 
steam,  as  the  heated  water  was  the  element  that  separated  the 
fatty  acids  and  glycerine.  That  there  would  necessarily  be 
some  steam,  must  have  been  obvious  to  the  patentee,  as  well  as 
to  any  one  of  common  observation. 

Now,  upon  this  interpretation  of  the  patent,  and  which,  we 
think,  is  the  sound  one,  we  repeat  what  we  have  already  said, 
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that  the  process  could,  and  has  been  carried  into    successful 
operation  by  the  means  pointed  out  by  the  patentee. 

Previous  to  the  date  of  this  invention,  there  were  but  two 
modes  known  or  in  practical  use  for  decomposing  fatty  sub- 
stances, and  obtaining  from  them  fatty  acids  and  glycerine— one 
called  the  lime  saponification  process,  the  other  known  as  the 
distillation  process.  It  is  not  material  to  give  a  particular 
description  of  these  modes  of  separating  the  fatty  acids  and 
glycerine ;  it  is  sufficient  to  say  that  they  were  different  from 
the  patentee's  in  the  process  or  mode  of  producing  the  result, 
much  more  expensive  and  tedious,  and  have  generally  gone  out 
of  use,  both  in  this  country  and  in  England,  since  the  com- 
plainant's improvement  has  become  generally  known  and  prac- 
ticed. 

We  have  looked  through  the  proofs  in  the  case  with  some 
care,  and,  without  going  into  them  in  this  opinion,  are  satisfied 
that  the  complainant  was  the  first  person  that  discovered  the 
chemical  fact,  that  fatty  or  oily  substances  could  be  decomposed, 
and  the  fatty  acids  and  glycerine  separated  by  the  action  of 
water  at  a  high  temperature  and  under  pressure. 

Then,  as  to  the  infringement,  it  is  not  material  to  inquire 
whether  the  vessel  or  machinery  used  by  the  defendant  is,  or  is 
not,  similar  to  that  described  in  the  complainant's  patent. 

These  constitute  no  part  of  his  invention.  If  the  defendant, 
or  the  persons  under  whom  he  uses  his  machinery,  have  discov- 
ered new  means  of  carrying  into  effect  the  complainant's  pro- 
cess, he  or  they  may  be  entitled  to  a  patent  for  that  improvement. 
But  this  would  furnish  no  right  to  the  use  of  the  process. 

The  question  here  is,  does  the  defendant,  whatever  may  be 
bis  vessel  or  machinery,  manufacture  or  produce  fat  acids  and 
glycerine  from  fatty  bodies  by  the  action  of  water  at  a  high 
temperature  and  pressure,  according  to  the  process  as  explained 
by  the  plaintiff  in  his  specification  I  We  are  satisfied  that  he 
does,  and  hence  has  infringed  his  patent. 

Our  conclusion  is,  that  the  complainant  is  entitled  to  a  decree 
for  an  injunction  and  profits. 


FEBRUARY,    1 865.  523 


Sayles  v.  Chicago  and  North- Western  R.  R.  Co. 


Thomas  Sayles 

vs. 

The  Chicago  and  North-Western  Railroad  Com- 
pany.    In  Equity. 

A  patentee  can  not  be  held  accountable  for  the  delays  in  the  Patent  Office,  and  the  law, 
by  its  terms,  provides  for  the  perfection  of  imperfect  and  insufficient  specifications, 
even  after  the  patent  issues. 

The  law  looks  with  indulgence  upon  the  delays  which  arise  firom  the  circumstances  of 
parties  who  may  make  an  invention,  and  it  is  only  when  the  invention  is  inten- 
tionally abandoned  or  neglected,  or  the  parties  show,  by  their  acts,  that  they  have 
not  done  all  that  they  can  do,  that  the  law  declares  that  they  shall  not  be  pro- 
tected. 

The  doctrine  of  e<]uivalents  should  be  critically  scanned  where  there  may  be  a  diflfer- 
ence  in  relation  to  two  machines,  which,  in  some  respects,  operate  by  equivalent 
devices,  and  in  other  respects  do  not,  to  ascertain  whether  one  has  become  a  prac- 
ticaj  machine  while  the  other  is  not. 

When  an  improvement  or  a  machine  has  been  once  made  and  used,  it  is  not  necessary 
that  it  should  be  used  up  to  the  time  that  another  person  may  make  a  similar  im- 
provement. If  it  has  been  once  used,  and  is  a  practical  improvement  or  machine, 
no  one  else  can  claim  to  be  the  inventor. 

(Before  Drommond,  J.,  Northern  District  of  Illinois,  February,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  ^^  improvement  in  railroad  car  brakes," 
granted  to  Henry  Tanner,  assignee  of  Lafayette  F.  Thompson 
and  Asahel  G.  Bachelder,  July  6,  1852. 

The  invention  consisted  in  the  employment  of  a  lever  pivoted 
in  the  center  under  the  middle  of  a  car  body,  the  outer  ends  of 
which  were  connected  by  rods  to  windlasses  at  each  end  of  the 
car,  while  the  brakes  were  attached  on  opposite  sides  by  rods  to 
points  in  the  same  lever,  intermediate  between  the  ends  and  the 
pivot.  In  this  way,  by  operating  the  windlass  at  either  end,  the 
brakes  of  both  trucks  were  simultaneously  applied. 
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The  claim  is  quoted  in  full  in  the  opinion  of  the  Court. 
S.  A.  Goodwin  and  C.  M.  KelUr  for  complainant. 
Bhdgett  iff  fTinston  and  Grant'  Goodrich  for  defendants. 

Drummond,  J. 

This  is  a  bill  in  chancery,  filed  against  the  defendants,  alleging 
that  they  are  using  a  car  brake,  the  patent  right  of  which  is,  by 
assignment,  in  the  plaintiff,  in  violation  of  the  privilege  conferred 
by  the  patent. 

The  case  was  argued  some  time  since,  and  has  been  fully  con- 
sidered by  the  Court. 

The  letters  patent  in  this  case  was  granted  to  Henry  Tanner, 
July  6,  1852.  The  patent  concerns  what  is  called  the  double- 
acting  car  brake.  It  is  well  known  that  cars  were  originally  run 
with  four  wheels.  A  single  car  brake  was  usually  applied  to 
them  to  retard  or  arrest  the  progress  of  the  train.  It  became 
a  very  important  object  with  railroads  when  cars  were  run  with 
eight  wheels,  to  have  brakes  applied  in  such  a  way  as  to  save 
the  employment  of  numerous  brakemen,  and  to  have  the  brakes 
operate  simultaneously  upon  all  the  wheels  of  the  car ;  and  that 
this  should  be  done  by  an  application  of  force  at  either  end  of 
the  car,  so  that  if  there  were  two  cars  one  man  could  act  as 
brakeman  upon  both,  instead  of  having  three  or  more.  It  is 
this  object  which,  it  is  alleged,  was  accomplished  in  this  instance 
by  pressing  the  brakes  on  all  the  eight  wheels  of  the  car  simul- 
taneously by  the  application  of  a  force  at  either  end,  by  means 
of  a  windlass  there  placed. 

Although  the  patent  was  issued  to  Tanner,  he  was  not  him- 
self the  inventor,  but  this  claim  was  set  up  by  Thompson  & 
Bachelder,  Tanner  being  merely  their  assignee.  The  claim,  as 
set  forth  in  the  specification,  is  this :  ^^  What  is  claimed  by  us 
is  to  so  combine  the  brakes  of  the  two  trucks  with  the  operative 
windlasses,  or  their  equivalents,  at  both  ends  of  the  cars  by  means 
of  the  vibrating  lever  A,  or  its  equivalent  or  mechanism,  essen- 
tially as  specified,  as  to  enable  the  brakemen,  by  operating  either 
of  the  windlasses,  to  simultaneously  apply  the  brakes  of  both 
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trucks,  or  bring  or  force  them  against  their  respective  wheels, 
and  whether  he  be  at  the  forward  or  rear  end  of  the  car/' 

The  case  has  been  argued  on  the  part  of  the  defendants  chiefly, 
I  may  say  solely,  on  the  ground  that  these  parties,  Bachelder  & 
Thompson,  were  not  the  original  inventors  of  this  improvement 
upon  car  brakes.  It  is  said  in  addition  to  that,  if  the  invention 
was  ever  made  by  them,  it  was  abandoned ;  that  it  was  not  pros- 
ecuted with  that  diligence  which  the  patent  laws  required.  For 
the  purpose  of  showing  want  of  novelty  on  the  part  of  Bachelder 
&  Thompson,  the  defendants  rely  mainly  on  two,  or  I  may  say, 
one,  improvement  in  car  brakes,  called  Millholland's  improve- 
ment, which  was,  it  is  conceded,  prior,  in  point  of  time,  to  that 
of  Bachelder  &  Thompson.  Some  stress  is  also  laid  upon  an 
improvement  of  Mr.  Nichols  adopted  in  Connecticut,  which,  it 
is  alleged,  contained,  in  several  particulars,  the  same  principle  as 
that  of  Bachelder  &  Thompson,  and  was  used  prior  to  the  inven- 
tion made  by  them.  It  becomes  necessary,  therefore,  to  ascer- 
tain when  this  improvement  was  first  made  by  Bachelder  & 
Thompson,  and  whether  or  not  they  abandoned  it. 

The  evidence  in  the  case  shows  this  to  be  the  state  of  facts  in 
relation  to  that  matter ;  that  Bachelder  &  Thompson,  in  the  fall 
of  1 846,  substantially  invented  this  method  of  applying  the  force 
to  the  car  brakes,  and  that  in  June,  1847,  they  filed  their  appli- 
cation, with  their  model,  and  what  purported  to  be  specifications, 
in  the  Patent  Office.  They  were  not  at  all  familiar  with  the 
method  of  obtaining  a  patent,  or  with  the  law  upon  the  subject, 
and  they  applied  to  a  third  party  to  assist  them.  The  specifica- 
tions which  were  filed,  or  what  purported  to  be  such,  in  the 
office,  were  drawn  up  in  a  loose  and  very  imperfect  manner. 
The  office  itself  was  then  overwhelmed  with  business,  applica- 
tions were  not  taken  up  until  long  after  they  were  filed.  They, 
from  time  to  time,  called  upon  the  gentleman  whom  they  had 
requested  to  assist  them,  and  letters  were  written  to  the  Patent 
Office  upon  the  subject,  and  in  1851,  the  application  being  still 
pending,  in  reply  to  some  letters  that  were  written,  the  agent  of 
Bachelder  &  Thompson  was  told  that  the  drawings  and  specifi- 
cations as  set  forth  were  insufficient,  and  the  further  prosecution 
of  an  application  for  a  patent  in  the  case  discouraged.     How- 


^26  NORTHERN    DISTRICT    OF    ILLINOIS. 

Sayles  v.  Chicago  and  North- Western  R.  R.  Co. 

ever,  upon  a  renewed  effort  on  the  part  of  Bachelder  &  Thomp- 
son, the  officers  in  the  Patent  Office  reconsidered  the  subject, 
the  specifications  were  rendered  sufficient,  as  was  supposed,  and 
a  patent  was  finally  issued.  So  that  it  appears  that  for  several 
years,  from  1847  ^^  ^^S^y  ^^^^  matter  was  thus  suspended  in  the 
Patent  Office.  The  first  question  that  occurs  is,  whether  these 
parties  had  neglected  or  abandoned  their  improvement  in  such 
a  way  as  to  make  it  public  property,  and  I  think  they  had  not. 
The  whole  testimony  shows  that  they  had  not  abandoned  what 
they  considered  to  be  an  improvement,  to  which  they  had  a 
right  under  the  law.  Certainly  they  can  not  be  held  accountable 
for  the  delays  in  the  Patent  Office,  and  the  law,  by  its  terms, 
provides  for  the  perfection  of  imperfect  and  insufficient  specifi- 
cations, even  after  the  patent  issues.  A  question  connected 
with  this  is,  whether  there  was  substantially,  when  the  applica- 
tion was  made  in  June,  1847,  ^^^  improvement,  the  right  to 
which  was  sought  to  be  given  to  them  by  letters  patent  in  1852, 
and  I  think  there  was.  It  is  true  there  was  a  change  in  the 
specifications  as  perfected  and  as  originally  filed.  There  was 
more  claimed  than  in  the  original  specifications.  Still,  I  think 
it  is  clear  that  they  claimed,  in  their  original  specifications,  sub- 
stantially the  method  of  combining  the  brake  in  the  manner  in 
which  they  set  the  claim  forth  in  the  last  specifications  upon 
which  the  patent  issued.  Besides,  the  patent  law  looks  with  in- 
dulgence upon  the  delays  which  arise  from  the  circumstances  of 
parties  who  may  make  an  invention,  and  it  is  only  when  the 
invention  is  intentionally  abandoned  or  neglected,  or  the  parties 
show  by  their  acts  that  they  have  not  done  all  that  they  can 
do,  that  the  law  declares  that  they  shall  not  be  protected  in 
their  invention.  Therefore,  I  find  that  this  invention  was  made 
in  the  fall  of  1846,  claimed  by  application  in  the  Patent  Office 
in  June,  1847,  and  protected  in  law  by  the  issuing  of  letters  pat- 
ent in  1852.  Then,  were  they  the  first  inventors  of  this  im- 
provement in  car  brakes  ?  I  leave  out  of  view  all  that  is  said 
in  the  testimony  of  what  is  called  the  Springfield  brake.  No 
particular  stress  is  laid  upon  it  in  the  argument  of  the  defendants. 
It  is  not  claimed  or  set  up,  I  believe,  in  the  answer.  The  first 
question  is  in  relation  to  what  is  termed  the  ^^  Nichols  brake." 
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I  do  not  propose  to  dwell  at  any  great  length  upon  the  testimony 
in  relation  to  the  time  when  this  brake  was  used.  Mrs.  Nich- 
ols, the  wife  of  Mr.  Nichols  (Mr.  N.  having  died  in  1850), 
states  in  her  deposition  that  her  husband  made  a  drawing  of  it  in 
the  spring  of  1846.  Such  seems  to  be  the  effect  of  her  evidence. 
If  so,  of  course  the  invention  would  be  prior  to  that  of  Thomp- 
son &  Bachelder,  theirs  not  having  been  made  until  the  fall  of 
that  year.  But  I  think  the  weight  of  the  evidence  in  relation  to 
the  Nichols  brake  is,  that  it  was  not  invented  until  the  spring  of 
1847,  ^"^  ^^^  ^^^  applied  until  1848.  We  have  constantly  to 
bear  in  mind,  in  weighing  the  testimony  of  witnesses  who  speak 
of  circumstances  occurring  many  years  ago,  the  liability  to  mis- 
take the  particular  year,  unless  they  have  some  evidence  of  a 
documentary  character  or  otherwise,  or  some  leading  fact,  in 
relation  to  which  there  can  be  no  error,  upon  which  they  may 
rely  to  show  the  particular  time. 

This  brake  was  applied  upon  what  is  termed  a  long  baggage 
car.  The  witnesses,  Stockbridge  and  Fields,  prove  that  this  car 
was  not  finished  until  the  spring  of  1848.  Various  other  wit- 
nesses differ  as  to  the  time  from  Mrs.  Nichols,  and  she  differs 
now  herself,  in  giving  her  disposition,  from  what  she  stated  when 
she  gave  her  testimony  in  the  railroad  case  tried  in  New  York 
some  years  ago.  Besides,  she  took  an  account  book  to  Fields, 
and  inquired  of  him  as  to  the  time  her  husband  put  on  the  brake, 
which  shows  that  she  really  had  no  memory  as  to  the  time. 
Taking  all  the  testimony  together  in  relation  to  this  NichoU 
brake,  it  is  clear,  the  weight  of  it  is,  that  this  invention  was  not 
made  by  him  prior  to  that  of  Bachelder  &  Thompson,  even 
conceding  that  the  two  brakes  are  identical,  as  to  which  I  give 
no  opinion. 

The  principal  difficulty  I  have  had  in  the  case  is  in  relation  to 
the  Millholland  brake.  One  of  the  defendants'  counsel  has  pre- 
sented an  argument  in  which  he  insists,  with  much  force  and 
plausibility,  that  the  Millholland  brake  contained  substantially  the 
same  principle  as  the  Bachelder  &  Thompson  brake,  and  that  it 
was  carried  into  practical  effect  by  its  use  upon  the  cars. 

We  have,  if  I  might  be  permitted  to  go  out  of  the  proofs  in 
this  case,  a  striking  illustration  of  the  uncertainty  of  human 
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memory  in  relation  to  the  time  when  this  Millholland  brake  was 
first  applied.  When  this  brake  first  came  before  the  Court,  it 
was  insisted,  and  apparently  proved,  I  believe,  that  the  Millholland 
brake  was  invented  and  used  in  1842.  Mr.  Millholland  says 
now  in  his  deposition  that  he  made  and  used  it  in  1843.  ^"^ 
when  we  come  to  apply  documentary  evidence  to  the  facts  which 
are  before  us,  I  think  it  appears  pretty  satisfactorily  that  the 
Millholland  brake  was  not  used  until  1845.  I  think  that  is  the 
weight  of  the  evidence.  But  still  if  it  were  then  used,  and  if  it 
was  a  practical  improvement,  and  similar  in  principle  to  that  of 
Bachelder  &  Thompson,  of  course  it  prevents  the  patent  of 
Tanner  from  operating.  There  is  no  doubt  of  this  that  Mill- 
holland did  invent  a  brake  which  operated  in  certain  circum- 
stances upon  the  two  trucks  by  means  of  what  is  called  a  drum 
under  the  car,  so  that  by  the  application  of  force  at  either  end  of 
the  car,  the  wheels — ^all  the  eight  wheels — were  retarded.  The 
main  questions  are,  whether  it  was  a  practical  and  successful 
improvement,  and  whether  it  was  abandoned  as  a  mere  experi- 
ment? There  never  was  any  patent  applied  for  or  issued  in 
relation  to  it.  It  is  conceded,  and  the  proof  clearly  shows,  that  it 
was  never  applied  in  any  instance  but  upon  one  car,  and  I  think  it 
is  clear  that  it  was  thrown  aside  and  abandoned  by  Millholland 
himself  in  1845.  And  if  it  was  not  introduced  until  1845,  ^^^^ 
instead  of  being  used  for  eighteen  months,  it  was  only  used  for  a 
few  months.  The  car  upon  which  it  was  applied  was  used  very 
seldom.  It  is  also  certain  it  did  not  operate  satisfactorily,  and 
the  brakemen  complained  of  it  that  when  used  on  the  car,  the 
windlass  chains  would  break,  or  the  car  was  liable  to  be  thrown 
off.  The  Millholland  brake  was  in  some  respects  different  from 
the  Tanner  brake.  In  the  first  place  it  operated  by  means  of  a 
drum,  upon  which  the  chains,  to  which  the  levers  upon  the  brakes 
were  attached,  turned.  The  brake  of  Bachelder  &  Thompson 
operated  by  means  of  a  horizontal  vibrating  lever.  The  brake 
levers  are  also  differently  arranged.  In  the  case  of  Millholland's 
brake  the  drum  was  rigid,  and  the  brake  levers  were  pivoted  in 
such  a  way  that  they  did  not  operate  with  any  degree  of  elasticity 
or  self-adjustability.  In  this  respect  it  would  seem  as  though  the 
two  brakes  were  different,  but,  perhaps,  the  "horizontal  lever" 
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of  Bachelder  &  Thompson's  brake  may  be  said  to  be  equivalent 
to  the  drum  of  Millholland's  brake.  But  I  think  the  doctrine 
of  equivalents  should  be  critically  scanned  where  there  may  be  a 
difference  in  relation  to  two  machines,  which,  in  some  respects, 
operate  by  equivalent  devices,  and  in  other  respects  do  not,  to 
ascertain  whether  one  has  become  a  practical  machine  while  the 
other  is  not.  For  instance,  in  relation  to  the  drum,  the  proof 
shows — the  result  shows — ^that  there  were  defects  in  the  Millhol- 
land  brake  which  prevented  it  from  becoming  a  practical  useful 
brake.  It  was  used  and  abandoned.  The  reason  of  that  is  given 
by  a  witness,  who  says  that  it  was  in  consequence  of  the  rigidity 
of  those  various  levers,  or  what  might  be  called  levers,  as,  if  there 
was  a  defect  in  the  shoes  in  any  way  so  that  power  was  applied  to 
but  one  of  the  shoes,  all  the  strain  would  tend,  on  applying  force 
to  the  windlass  at  either  end  before  there  was  sufficient  pressure 
of  the  shoes  upon  the  wheels,  to  break  the  windlass  chains. 
One  of  the  great  objects  sought  by  Bachelder  &  Thompson  in 
their  improvement  was  this — whether  the  wheels  were  running 
upon  straight  or  curved  lines,  the  shoes  would  all  press  simulta- 
neously upon  the  wheels  whenever  force  was  applied,  and  by  the 
elasticity  of  these  various  levers  a  defect  in  one  of  the  shoes,  such 
as  being  worn,  would  not  prevent  the  contact  of  the  others.  Now, 
I  think,  these  circumstances  have  great  weight  when  we  come 
to  determine  the  question  whether  there  was  here  an  actual 
practical  improvement  in  the  car  brake  which  would  prevent  any 
one  else  from  adapting  a  principle  that  might  be  in  that  brake, 
and  thereby  perfecting  the  device. 

I  have  come  to  the  conclusion  that  there  was  not,  in  this  Mill- 
hoUand  brake,  that  kind  of  practical  operating  brake  which  would 
prevent  any  one  else  from  obtaining  a  patent  for  a  brake  which 
would  accomplish  the  object,  which,  it  is  clear,  MillhoUand  had 
in  his  mind,  but  does  not  seem  to  have  carried  out  into  practical 
operation  by  the  brake  which  he  made  and  applied  in  1845. 

I  admit  fully  the  law  as  contended  for  by  the  counsel  for  the 
defendants,  that,  when  an  improvement  or  a  machine  has  been 
once  made  and  used,  it  is  not  necessary  that  it  should  be  used 
up  to  the  time  that  another  person  may  make  a  similar  improve- 
ment.    If  it  has  been  once  used,  and  is  a  practical  improvement 
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or  machine,  no  one  else  can  claim  to  be  the  inventor.  But,  in 
this  case,  I  think  there  was  not  that  practical  improvement  of 
the  brake  discovered  and  used  by  Millholland  which  would 
prevent  these  parties  from  obtaining  a  patent  for  a  brake  such 
as  that  which  was  finally  set  forth  in  their  specifications.  I 
would  refer  particularly  to  the  testimony  of  the  only  expert  in- 
troduced. It  seems  to  me  that  he  is  a  very  clear-headed  man, 
and  that  his  testtniiony  sets  forth  with  great  distinctness  the  dif- 
ference between  the  Millholland  and  Springfield  brakes  and  the 
brake  of  Tanner.  And  this  difference,  which  he  refers  to,  ought 
to  have  great  weight  when  we  come  to  consider,  whether,  in 
point  of  fact,  such  a  brake  as  Millholland  used  did  really  prevent 
any  other  person  from  obtaining  a  patent  for  a  double-acting 
brake,  similar  in  some  respects,  but  which  would  successfully 
arrest  the  progress  of  railroad  trains  :  so  that  the  conclusion  to 
which  I  have  come,  upon  the  whole,  is,  that  Bachelder  & 
Thompson  were  the  inventors  of  the  improvement  for  which 
letters  patent  were  issued  to  Tanner,  that  they  never  abandoned 
it  from  its  discovery  in  the  fall  of  1846,  and  that  there  has  been 
nothing  shown  in  the  evidence  which,  fairly  considered,  would 
deprive  them,  or  their  assignee,  of  the  right  to  it. 

No  question  has  been  made  in  relation  to  the  infringement. 
It  is  denied  in  the  answer,  but  it  is  not  insisted  on  or  pressed  in 
the  argument.  Of  course,  in  deciding  this  case,  I  do  not  in  any 
respect  change  the  views  which  I  announced  on  a  former  occa- 
sion as  to  the  distinction  between  the  Stevens  brake  and  the 
Tanner  brake.  The  only  claim  which  the  plaintiff  would  have 
in  this  case  would  be  for  any  damage  which  he  may  have  sus- 
tained in  consequence  of  defendants  having  used  the  invention  of 
Bachelder  &  Thompson — nothing  more.  He  could  claim  no 
damage  for  the  use  of  the  invention  of  any  one  else,  whether  it 
might  be  Stevens  or  any  one  who  has  improved  these  car  brakes. 
But  if  the  brake  of  Stevens,  or  of  any  other  person,  shall  include 
the  invention  of  Bachelder  &  Thompson  as  a  part  of  his  brake, 
the  plaintiff  will  not  be  prevented  from  claiming  damages  for  the 
use  of  that  part. 

There  will  be  an  interlocutory  decree  entered  referring  the 
Q^st  to  a  master,  etc. 


APRIL,    1865.  531 

Howe  V.  Newton. 


Jarvis  Howb 

vs. 

Otis  Newton.     In  Equity. 

Where  the  patentee  made  public  use  and  sale  of  hu  invendon  for  lest  than  two  yean 
before  his  original  application  for  a  patent,  but,  subsequently,  and  more  than  two 
years  after  such  public  use  and  sale,  withdrew  such  application,  and  filed  a  second 
one,  upon  which  the  patent  was  granted — HelJ :  That  the  continuity  of  the 
application  was  not  necessarily  destroyed ;  and,  in  the  absence  of  proof  of  abandon- 
ment or  dedication,  the  patent  was  not  avoided  by  reason  of  the  public  use  and 
sale,  for  more  than  two  years  before  the  final  application. 

The"qttettion*as  to  whether  the  "  continuity  **  of  the  application  is  destroyed  by  the 
filing  of  a  new  application,  is,  in  an  action  at  law,  one  of  fact  for  the  jury. 

When^the  user  and  not  the  maker  and  vender  of  an  infringing  machine  is  sued,  an 
injunction  ought  not  to  issue,  if  the  case  u  at  all  doubtful,  or  unless  the  balance 
of  inconvenience  is  clearly  on  the  side  of  the  complainant. 

The  fact  that  the  plaintiff  grants  licenses  at  a  fixed  sum,  and  that  the  defendant  is  a 
mere  user,  although  a  circumstance  to  be  considered,  has  not,  in  the  first  circuit, 
been  considered  sufficient  reason  to  refuse  the  writ,  excepting  in  combination 
with  other  circumstances,  either  of  doubt  u  to  title  or  of  hardship  in  the  opera- 
tion of  the  injunction. 

(Before  CurroRo^and  Lowxix,  JJ.,  District  of  Massachusetts,  April,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  ^^  improvement  in  boot  trees/' 
granted  to  Reuben  L.  Lewis,  March  2,  1858,  and  assigned  to 
complainant,  January  2,  1865. 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 

y.  E.  Maynadier  for  complainant. 

F.  A.  Brooks  for  defendant. 

Lowell,  J. 

This  bill  is  filed  to  restrain  the  use  by  the  defendant  of  a 
boot  tree,  said  to  be  an  infringement  of  the  plaintiff^s  patent 
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right,  and  for  an  account,  and  comes  up  on  motion  for  a  prelim- 
inary injunction.  The  plaintiff  is  assignee  of  the  patent  granted 
to  Reuben  L.  Lewis  in  March,  1858,  for  an  improvement  in 
boot  trees,  and  his  assignment  is  dated  January  2,  1865.  No 
question  is  made  now  that  Lewis  was  the  original  and  first  in- 
ventor of  the  improvement,  nor  that  the  defendant's  boot  tree 
infringes  it,  if  made  without  due  authority. 

The  defenses  set  up  at  this  hearing  are  two.  First.  That  the 
patented  invention  had  been  in  public  use,  with  the  consent  of 
Lewis,  more  than  two  years  before  its  application.  Secondly. 
That  the  defendant  bought  the  boot  tree,  the  use  of  which  is 
sought  to  be  enjoined,  from  a  person  having  due  authority  to 
make  and  vend  it.  No  evidence  is  given  on  the  first  point, 
excepting  the  record  of  the  case  upon  this  patent,  tried  in  this 
Court,  and  carried  by  writ  of  error,  to  the  supreme  court. 
See  Godfrey  v.  Eames^  1  Wall.  317.  From  this  it  appears  that  the 
defendant  there  set  up  the  same  defense  as  is  here  urged,  and  it 
was  proved  and  admitted  that  the  patentee  had  made  public  use 
and  sale  of  the  invention  for  more  than  two  vears  before  the 
final  application  upon  which  his  patent  was  granted,  but  that  his 
original  application  had  been  made  very  soon  after  he  began  such 
use,  and  it  was  ruled  in  this  Court,  as  matter  of  law,  that  the 
later  application  alone  could  be  considered,  and  that  thereupon 
the  defendant  was  entitled  to  a  verdict.  But  the  court  above 
reversed  the  judgment,  and  held  that  the  applications  were  both 
for  the  same  invention,  and  that  the  withdrawal  of  the  former 
and  substitution  therefor  of  the  latter,  did  not  necessarily  break 
the  ^^  continuity  of  the  claim,"  which  continuity  was  a  question 
for  the  jury.  The  case  was  never  tried  again,  but  this  was  for 
reasons  distinct  from  the  merits  of  the  case  itself,  in  the  mind 
of  either  party.  It  is  important  to  observe,  however,  that  the 
defendant  in  this  case  did  not  contend  that  the  patentee  had 
abandoned  his  invention,  or  dedicated  it  to  the  public,  and  there 
is  no  evidence  whatever  before  me  that  he  ever  did  so,  nor  that 
the  defendant  in  good  faith  intends  to  rely  upon  any  such  aban- 
donment, in  defense  to  this  action,  or  upon  anything  more  than 
was  set  up  in  that  suit.  On  the  contrary,  the  allegation  here  is 
of  a  public  use  for  more  than  two  years  before  the  final  applica- 
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tion,  not  before  the  original  one.  That  the  inventor  went  on 
making  his  machine,  while  waiting  and  expecting  the  issue  of  his 
patent,  and  after  one  application  for  the  invention  had  been  made, 
is  the  only  use  shown,  and  it  is  one  wholly  consistent  with  his 
patent.  When  I  find,  therefore,  an  explanation  which  fully  ac- 
counts for  all  the  facts,  and  which  is  the  most  natural  and  prob- 
able explanation,  and  which  was  taken  for  granted  in  the  former 
trial,  it  is  my  duty  to  give  the  patentee  the  benefit  of  it,  especially 
when  I  can  not  see  good  reason  to  believe  that  there  is  any  state 
of  facts  known  to  the  defendant  upon  which  he  is  willing  to  say 
that  the  point  ought  to  be  submitted  to  a  jury  or  to  the  court 
upon  its  merits. 

The  second  question  is,  whether  the  single  boot  tree  prayed 
to  be  enjoined,  was  made  and  sold  by  a  person  duly  licensed  or 
authorized  in  that  behalf.  It  seems  that  one  £.  L.  Shumway  was 
at  one  time  a  partner  with  the  patentee,  and  had  a  right  to  make 
these  patented  articles ;  and  it  is  alleged  that  he  made  and  sold 
this  one  in  1857,  ^^^  afterward  repurchased  it  and  sold  it  to  the 
defendant,  in  June,  1865.  The  precise  time  at  which  Shum- 
way's  right  to  license  expired  is  not  in  evidence,  but  it  was  ad- 
mitted to  be  since  1857,  ^^^  before  June,  1865,  so  that  the 
point  of  fact  raised  is,  whether  this  boot  tree  was  really  made  by 
him  in  1857,  or  whether  it  was,  to  all  intents  and  purposes,  a 
new  article  in  the  summer  of  1865.  The  defendant  declares  he 
bought  two  boot  trees  of  Shumway  as  second  hand,  and  states 
the  price  for  the  two.  He  does  not  answer,  though  interrogated, 
what  parts  were  new  and  what  were  old.  Shumway  says  that 
both  were  old,  and  made  and  sold  in  1857. 

The  complainant  admits  that  one  was  old,  but  shows,  by  sev- 
eral affidavits,  that  the  other  appeared  to  be  new.  I  find  the 
weight  of  the  evidence  to  be  very  decidedly  in  favor  of  the  com- 
plainant on  this  point. 

It  was  suggested  for  the  respondents  that  Shumway  perhaps 
repaired  this  boot  tree,  and  that,  though  the  parts  made  of  wood 
are  new,  yet  the  more  important  portions,  which  embody  the 
invention,  may  be  old ;  that  these  are  made  of  iron,  and  would 
not  show  the  marks  of  wear  so  much  as  the  outer  or  wooden 
parts.     It  is  not  improbable  that  the  very  general  statement  of 
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Shumway  may  be  thus  explained ;  but  the  difficulty  is,  that  he 
does  not  himself  make  the  explanation.  He  swears  positively 
that  the  boot  tree  is  old  and  second  hand,  and  he  is  contradicted 
by  witnesses  who  could  hardly  be  mistaken.  He  should  not  un- 
dertake to  testify  to  a  conclusion  which  may  be  one  of  law,  but 
should  specify  what  is  old,  and  we  could  then  judge  whether, 
under  those  circumstances,  the  article  in  question  could  justly  be 
said  to  be  so.  This  point  of  fact  is  a  very  simple  one,  and  one 
which  is  fully  in  the  power  of  the  defendant  to  explain,  and  the 
evidence  he  produces  is  not  satisfactory.  It  does  not  quite  meet 
the  points,  and  as  compared  with  the  more  explicit  statements 
of  the  plaintiff,  although  they  are  founded  on  the  appearance  of 
the  machine,  I  am  much  more  favorably  impressed  by  the  latter. 

Upon  the  whole,  I  can  not  think  the  defendant  has  raised  any 
sufficient  doubt  of  the  validity  of  this  patent  admitted  for  the 
purposes  of  this  hearing,  to  be  for  a  new  and  useful  invention, 
and  which  is  now  eight  years  old,  nor  upon  the  question  of 
license  to  induce  me  to  say  that  he  is  entitled  to  be  heard  on  the 
merits,  before  an  injunction  is  granted,^  but,  on  the  contrary,  the 
complainant's  case  is  clearly  made  out. 

It  appears  that  no  special  damage  will  result  to  the  defendant 
or  his  business  by  enjoining  this  machine.  The  balance  of  in- 
convenience is  here  on  the  other  side,  and  the  injunction  ought 
to  issue.  If  the  case  were  at  all  doubtful,  I  should  think  the 
suggestion,  that  this  defendant  is  not  the  maker  of  the  article, 
but  only  one  who  uses  it,  an  important  one,  especially  as  the 
maker  and  vendor,  Shumway,  has  not  been  sued.  Some  reasons 
were  given  by  the  complainant  for  not  having  brought  an  action 
against  him,  but  they  were  not  very  satisfactory  to  my  mind.  It 
does  not  app^r,  however,  that  the  defendant  is  in  any  less  favor- 
able position,  as  to  knowledge  or  otherwise,  than  Shumway  him- 
self, whose  affidavit  he  has  produced,  and  as  the  case  does  not 
appear  doubtful,  I  have  not  regarded  this  as  a  sufficient  reason  to 
refuse  the  writ.  The  fact  that  the  plaintiff  grants  licenses  at  a 
fixed  sum,  and  that  the  defendant  is  not  a  maker  and  vendor, 
but  only  one  who  uses  the  machine,  is  also  of  itself,  independ- 
ently of  the  fact  that  the  maker  has  not  been  sued,  a  circum- 
stance to  be  taken  into  account  i  but  it  has  not  been  considexed 
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sufficient  reason,  in  this  circuit,  to  refuse  the  writ,  excepting  in 
combination  with  other  circumstances,  either  of  doubt  as  to 
title  or  of  hardship  in  the  operation  of  the  injunction. 


The  writ  is  to  issue  against  one  boot  tree. 


Simon  Wing 

vs. 

Charles  F.  Richardson.     In  Equity. 

The  presumption,  arising  from  the  letters  patent,  that  the  patentee  was  the  original 
and  first  inventor,  in  the  absence  of  the  application  for  the  patent,  extends  back 
only  to  the  date  of  the  letters  patent,  and  in  no  case  does  it  extend  further  back 
than  to  the  time  of  the  filing  of  the  original  application. 

Whenever  a  party  desires  to  show  that  his  invention  was  made  prior  to  the  date  of  hia 
application  fbr  the  patent,  he  must  prove  the  fact  by  other  sufficient  evidence^ 
because  no  such  presumption  arises  from  the  letters  patent,  or  the  application,  or 
both  combined. 

Letters  patent  to  Albert  S.  South  worth,  dated  April  10,  1855,  '"^  reissued  September 
25,  i860,  for  a  plate  holder  for  cameras,  examined  and  sustained. 

The  reissued  patent  is  for  the  same  invention  as  that  described  in  the  original  patent. 
The  date  of  the  patentee's  invention  was  the  latter  part  of  1847  ^^  ^^^  spring  of  1848, 
when  the  improvement  was  reduced  to  practice  as  an  operative  machine. 

The  patent  is  not  for  a  principle  or  a  result,  but  for  the  means  described  for  accom- 
plishing the  result* 

(Before  Curroao,  J.,   District  of  Massachusetts,  May,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  a  ^^ plate  holder  for  cameras/' granted 
to  Albert  S.  Southworth,  April  lo,  1855,  reissued  September  25, 
i860,  and  assigned  to  plaintiiF. 

The  plate  holder,  as  described  in  substance  by  the  patentee, 
consists  of  a  stationary  casing,  containing  a  zinc  plate  in  front 
of  the  daguerreotype  plate,  provided  with  a  square  opening  C 
equal  to  one-fourth  of  the  latter  plate.  The  hollow  square  space 
within  the  casing  is  of  proper  dimensions,  so  that  when  the 
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frame  holding  the  daguerreotype  plate  is  successively  slid  into  the 
four  corners  of  said  hollow  space,  the  parts  i,  2,  3, 4,  of  the  plate 
will  be  successively  exhibited  opposite  the  opening,  ready  to 
receive  the  picture.  The  plate  holder  is  brought  into  said  four 
positions  by  moving  a  square  knob  into  the  four  corners  of  an 
opening  in  the  rear  part  of  the  casing.  This  motion  can  be  made 
so  quickly  that  the  four  pictures  can  be  taken  without  covering 
the  aperture  of  the  camera  from  first  to  last.  The  object  of  this 
arrangement  is  to  obtain  rapidly  a  succession  of  pictures,  timing 
them  differently  in  order  to  select  the  best,  and  also  to  take 
stereoscopic  pictures  with  one  camera. 
The  claim  was  as  follows : 

''The  within-described  plate  holder,  in  combination  with  the  frame  in  which  it 
moves,  constructed  and  operating  in  the  manner  and  for  the  purpose  substantially  as 
herein  set  forth.** 

The  claim  of  the  reissue  was  as  follows  : 

'*  I  claim  bringing  the  different  portions  of  a  single  plate,  or  several  smaller  plates, 
successively  into  the  field  of  the  lens  of  the  camera,  subuntially  in  the  manner  and  for 
the  purpose  specified.** 

Chauncey  Smith  and  B.  R.  Curtis  for  complainant. 
ff^.  A.  Herrick  and  y.  F,  Redfieli  for  defendant. 

Clifford,  J. 

This  is  a  bill  in  equity  for  the  alleged  infringement  of  certain 
letters  patent.  Complainant  is  the  assignee  of  the  letters  patent. 
Invention  in  question  was  made  by  Albert  S.  Southworth,  and 
letters  patent  were  duly  granted  to  him  for  the  same  April  10, 
1855.  Description  of  the  invention  as  therein  set  forth  was, 
that  it  was  a  new  and  useful  plate  holder  for  cameras ;  but  it  is 
alleged  that  the  description  was  defective,  and  on  that  account 
the  patentee  was  allowed  to  surrender  the  original  letters  patent, 
and  new  letters  patent  were  issued  to  him  September  25,  i860, 
on  an  amended  specification  for  the  same  invention.  Present  suit 
is  founded  upon  the  reissued  letters  patent,  and  the  complainant,  as 
the  assignee  of  the  same  under  certain  mesne  conveyances,  al- 
leges that  the  respondent,  at  North  Bridgewater,  in  this  district. 
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on   December  18,   1863,  infringed  the  same.     Wherefore   he 
prays  for  an  account  and  for  an  injunction. 

Several  defenses  are  set  up  in  the  answer,  but  the  one  princi- 
pally relied  on  at  the  argument  consists  in  a  denial  that  the 
patentee  is  the  original  and  first  inventor  of  the  improvement 
described  in  the  letters  patent.  Letters  patent  are  granted  hj 
the  government  under  authority  of  law;  and  when  regularly 
issued,  and  in  the  usual  form,  they  are,  if  introduced  in  the  case, 
prima  facie  evidence  that  the  person  named  as  such  was  the 
original  and  first  inventor  of  what  he  has  described  therein  as 
his  improvement.  Such  presumption,  however,  in  the  absence 
of  the  application  for  the  patent,  extends  back  only  to  the  date 
of  the  letters  patent,  and  in  no  case  does  it  extend  further  back 
than  to  the  time  of  the  filing  of  the  original  application.  When- 
ever a  party  desires  to  show  that  his  invention  was  made  prior 
to  the  date  of  his  application  for  the  patent,  he  must  prove  the 
fact  by  other  sufficient  evidence,  because  no  such  presumption 
arises  from  the  letters  patent,  or  the  application,  or  both  com- 
bined. Specification  of  the  reissued  letters  patent  describes  the 
invention  as  certain  improvements  in  taking  photographic  im- 
pressions as  therein  described.  Separate  plates,  as  the  inventor 
represents,  had  previously  been  used  for  each  impression,  and, 
consequently,  where  several  impressions  were  to  be  taken,  as  in 
multiplying  copies,  it  became  necessary  that  the  plate  should,  at 
each  impression,  be  removed  and  replaced  by  another.  Effect 
of  those  changes  was  to  cause  delay  and  inconvenience.  Object 
of  this  invention  is  to  remedy  that  difficulty,  and  it  consists,  as 
the  patentee  states,  in  bringing  successively  different  portions  of 
the  same  plate,  or  several  small  places  in  one  plate  holder  into 
the  field  of  the  lens  of  the  camera.  Practical  operation  of  the 
machine  is  that  it  brings  different  portions  of  the  same  plate  or 
several  smaller  plates  secured  in  one  plate  holder  into  the  axis  of 
the  focus  of  the  lens,  so  that  several  impressions  may  be  made 
on  the  same  plate  with  equal  correctness.  Claim  of  the  reissued 
patent  is  the  ^^  bringing  the  different  portions  of  a  single  plate, 
or  several  smaller  plates,  successively  into  the  field  of  the  lens 
of  the  camera,"  substantially  in  the  manner  and  for  the  purpose 
set  forth  in  the  specification.  Patentee  states  that  in  carrying 
68 
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out  his  invention  he  makes  use,  as  the  preferred  method,  of  a 
peculiarly-arranged  frame,  in  which  the  plate  holder  is  permitted 
to  slide,  but  in  which  its  position  is  so  definitely  indicated  that 
the  operator  can  quickly  and  accurately  adjust  the  plate  or  plates 
to  effect  the  described  result.  Decided  preference  is  given  to  that 
arrangement,  but  the  patentee  states  that  his  improvement  may 
be  embodied  by  causing  the  lens  of  the  camera  to  be  made  ad- 
justable in  different  positions  with  respect  to  the  plate,  so  that 
different  portions  of  the  plate,  although  it  remains  stationary, 
may  be  successively  brought  into  the  field  of  the  lens.  One  of 
the  experts  describes  the  invention  embodied  in  the  patent  as  a 
mechanism  so  organized  that  a  lens  may  be  properly  focussed 
with  regard  to  different  plates,  or  different  parts  of  the  same 
plate,  without  removing  the  plate  from  the  mechanism  until  as 
many  impressions  are  made  as  may  be  desired,  and  it  is  not  per- 
ceived that  the  description  is  too  broad  if  the  definition  be  limited 
to  the  particular  means  set  forth  in  the  specification.  Doubt 
can  not  be  entertained  that  the  invention  is  one  of  merit, 
and  it  is  equally  clear  that  the  patentee,  whether  the  first 
inventor  or  not,  was  the  actual  inventor  of  his  improvement, 
and  that,  in  making  it,  he  borrowed  nothing  from  any  of  the 
devices  set  up  in  the  defense.  Nothing  of  that  kind  is  pretended  ; 
but  it  is  insisted  that  the  evidence  shows  as  matter  of  fact  that 
an  apparatus  substantially  the  same  had  been  constructed  and 
reduced  to  practice  by  one  or  more  persons  at  a  prior  date,  so 
that  the  patentee  is  not  the  original  and  first  inventor  of  his 
alleged  improvement.  Patentee  gave  the  directions  for  making 
his  first  model,  or  machine,  in  August,  1846,  and  it  was  made 
and  sent  to  him  at  Boston  in  November  following.  Design  of 
the  camera  then .  constructed  was  that  it  should  slide  in  the 
frame  so  as  to  make  successive  pictures  in  the  axis  of  the  focus 
of  the  lens,  but  a  frame  was  never  actually  adapted  to  that  ma- 
chine. Statement  of  the  patentee  is  explicit  that  it  was  designed 
to  operate  in  either  of  the  modes  pointed  out  in  the  specification 
of  the  reissued  patent,  but  the  frame  was  never  made,  and  con- 
sequently was  never  so  used.  He  also  states  that  he  constructed 
another  machine  for  the  same  purpose,  in  the  year  following,  which 
was  used  in  taking  pictures  for  seven  or  eight  years.     Principle 
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was  the  same,  but  instead  of  moving  the  frame,  the  apparatus 
was  so  constructed  that  it  moved  the  lens  over  the  plate,  being, 
in  fact,  the  same  arrangement  suggested  in  the  patent  on  which 
the  suit  was  founded.  The  reasons  given  by  the  patentee,  why 
he  reduced  the  second  form  of  his  invention  to  practice,  before 
he  adapted  a  frame  to  the  first  machine,  was  that  the  first  would 
be  expensive,  and  that  the  second  required  fewer  changes  in  the 
old  apparatus,  and  could  be  perfected  and  put  in  operation  at 
much  less  expense,  as  he  could  use  his  old  camera  and  old  frame. 
Belief  of  the  witness  is  that  he  completed  that  machine  in  1847, 
but  he  states  positively  that  he  used  it  early  in  the  spring  of  1848, 
and  that  it  was  a  completed  machine.  His  recollection  is  dis- 
tinct that  he  completed  it  here,  in  this  city,  before  he  went  to 
California,  and  that  he  commenced  preparations  to  go  there  in 
the  winter  of  that  year. 

Suffice  it  to  say,  without  reproducing  more  of  the  testimony, 
that  the  invention  held  by  the  complainant  is  shown  not  only  to 
have  been  made  as  early  as  the  latter  part  of  1848,  or  the  first 
part  of  the  year  1848,  but  that  the  same  was  reduced  to  practice, 
as  an  operative  machine.  Respondent  does  not  controvert  the 
position  that  the  patent,  if  it  be  valid,  covers  the  two  methods 
described  in  the  specification.  Both  undoubtedly  were  invented 
by  the  patentee,  and  they  are  clearly  embraced  in  his  claim. 
Such  are  the  views  of  the  experts,  and  such  is  the  legal  construc- 
tion of  the  patent. 

2.  Infringement  is  clearly  proved,  and  the  allegation  in  that 
behalf  is  scarcely  denied.  Regarding  the  evidence  as  plenary 
upon  that  point,  it  does  not  seem  to  be  necessary  to  say  more 
upon  the  subject. 

3.  Reissued  patent  in  this  case  is  for  the  same  invention  as 
that  described  in  the  original  patent,  and  therefore  is  not  afFected 
by  the  cases  cited  in  that  behalf  by  the  respondent. 

4.  Abandonment  is  not  proved.  On  the  contrary,  the  rea- 
sons assigned  for  the  delay  which  ensued  before  the  application 
for  the  patent  was  presented  are  satisfactory,  and  they  show  that 
there  is  no  unexplained  want  of  diligence  in  perfecting  the 
invention. 

5.  Patent  of  the  complainant  is  not  for  a  principle  or  result 


540  DISTRICT    OF   MASSACHUSETTS. 

Wing  «.  Richardson. 

but  for  the  means  described  for  accomplishing  the  result,  and, 
consequently,  is  valid  notwithstanding  that  objection. 

6.  Evidence  offered  by  respondent  to  show  that  others  had 
made  similar  machines  prior  to  the  date  of  the  invention  in  ques- 
tion   is   not   satisfactory.     Recollections  of  Marcus  A.  Root, 
after  the  laspe   of  sixteen  years,  are  quite  too    indistinct  and 
uncertain  to  set  up  a  lost  machine  to  defeat  a  valuable  improve- 
ment and  deprive  a  meritorious  inventor  of  the  fruits  of  his  toil 
and  labor.     Care  should  be   observed  in  investigations  of  this 
nature  to  guard  the  public  against  a  growing  propensity  on  the 
part  of  patentees  to  expand  their  patents  beyond  what  they  ever 
invented,  and  at    the  same   time   to   protect  them  against  the 
equally  unjust  claims  of  pretentious  persons  who  always  stand 
ready  to  prove  that  they  are  the  real  inventors  of  what  has  been 
patented  to  another.     Neither  have  any  merit,  and  both  should 
be  discouraged.     Dates  stagger  a  good  memory,  even  when  the 
inquiry  has  respect    to   recent  events:   but,  after  the  lapse  of 
sixteen  years,  under  the  circumstances  of  this  case,  I  do  not 
think  it  safe   to  rely  upon  the  unsupported  statements  of  this 
witness.     They  are  too  uncertain,  inconsistent,  and  contradic- 
tory.    Statements  of  Philip  Haas  are  no  better,  but  in  fact  are 
less  reliable.     He  contradicts   himself,  is    contradicted   by  the 
circumstances,  and  by  the  testimony  of  the  other  witnesses  in 
the  case.     Attempt  is  made  to  support  his  statements  by  the 
testimony  of  Enos  B.  Foster,  but  it  can  hardly  be  said  to  have 
that  effect.     When  he  went  into  the  employment  of  the  other 
witness  he  was  but  fifteen  years  of  age,  and  they  both  admit  that 
the  alleged  machine  is  lost.     They  do  not  attempt  to  testify  to 
but  one   picture   now    in  existence    taken  with   that    machine. 
Their  statement  is  that  it  was  lost  in  1850,  and  they  afford  no 
reason  to  infer  that  any  of  its  parts  are  in  existence.     Theory  is 
that  it  was  made  by  one  Saxton,  in  1840,  under  the  directions  of 
Philip  Haas,  and  that  it  was  stolen  from  the  owner's  place  of 
business.     But  the  proofs  show  that  he  never  made  another,  and 
ever  after  used   a   machine   constructed   according   to  the  old 
method.     He  gave  a  second  deposition,  and  in  that  he  states  that 
he  was  mistaken;  that  it  could  not  have  been  made  as  early  as 
1840,  but  thinks  it  was  four  years  later.     Complainant  called  a 
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witness  who  worked  for  Philip  Haas  the  latter  part  of  1846  and 
for  the  most  part  of  1847,  and  he  states  that  he  never  saw  any  such 
machine  in  his  shop,  although  he  was  an  assistant  operator,  and  had 
the  fullest  opportunity  to  see  all  the  models  or  machines  in  the 
apartments.  He  had  for  eleven  months,  as  he  states,  the  general 
charge  of  all  apparatus  and  material,  and  everything  that  pertained 
to  the  business  of  his  employer,  and  it  is  sufficient  to  state  that 
his  statements  are  utterly  inconsistent  with  the  testimony  of  the 
principal  witnesses  for  the  respondent.  In  view  of  the  whole  evi- 
dence, I  am  of  opinion  that  the  respondent  has  not  proved  that 
the  patentee  in  this  case  was  not  the  original  and  first  inventor 
of  the  improvement  described  in  his  reissued  letters  patent. 
Having  come  to  this  conclusion  upon  the  evidence,  I  do  not  find 
it  necessary  to  determine  the  other  questions  of  law  discussed  at 
the  bar. 

Decree  for  an  account  and  injunction.     Cause  referred  to  a 
master  to  ascertain  the  amount  of  damages. 


William  Collins,  Alfred  M.  Collins,  and    Isaac 

Collins,  Jr.,  Executors,  etc. 

vs. 

John  G.  Peebles. 

State  statutes  can  iiot  limit  the  time  within  which  actions  for  the  infringement  of  let- 
ters patent  may  be  brought  in  the  courts  of  the  United  States. 

Congress  having  failed  to  legislate  upon  the  subject,  there  is  no  limitation  as  to  the 
time  within  which  suit  may  be  brought  to  recover  damages  for  the  infringement 
of  letters  patent. 

(Before  Swatne,  J.,  Southern  District  of  Ohio,  May,  1865.) 

This  was  an  action  on  the  case  for  the  infringement  of  letters 
patent  for  an  ^^  improvement   in  the  construction  of  furnaces 
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for  smelting  iron  ore,"  granted  to  J.  Augustus  Roth,  October  31, 
1839,  and  extended  for  seven  years  from  October  31,  1853. 
The  patent  expired  October  31,  i860,  and  suit  was  brought 
against  the  defendant,  November  12,  1864,  to  recover  damages 
for  the  unlawful  use  of  the  improvement  during  the  lifetime  of 
the  patent.     The  declaration  was  in  the  usual  form. 

The  defendant  filed  the  following  pleas : 

First,  The  general  issue. 

Second,  That  the  several  supposed  causes  of  action  did  not 
accrue  at  any  time  within  four  years  next  before  the  commence- 
ment of  the  suit,  etc. 

Third,  That  the  several  supposed  causes  of  action  did  not 
accure  at  any  time  within  six  years  next  before  the  commence- 
ment of  the  suit,  etc. 

The  plaintiffs  demurred  to  the  second  and  third  pleas,  and  the 
cause  came  on  to  be  heard  upon  the  demurrer. 

The  provisions  of  the  Ohio  statute  for  the  limitation  of 
actions,  under  which  these  pleas  were  framed,  were  as  follows — 
Code  Civil  Procedure,  Chapter  III,  sections  12,  14,  and  15 : 

"  Civil  actions  other  than  for  the  recovery  of  real  property  can 
only  be  brought  within  the  following  periods  after  the  cause  of 
action  shall  have  accrued  : 

''  Within  six  years : 

^^  An  action  upon  a  liability  created  by  statute,  other  than  a 
forfeiture  or  penalty. 

''  Within  four  years  : 

^^  An  action  for  an  injury  to  the  rights  of  the  plaintiff,  not 
arising  on  contract  and  not  hereinafter  enumerated." 

Counsel  for  plaintiff  argued  that  the  State  statutes  of  lim- 
itation did  not  apply  to  actions  Wought  in  the  courts  of  the 
United  States  for  the  infringement  of  letters  patent,  and  cited 
act  of  Congress,  February  3,  i83i,sec.  13  ;  Parker  v.  Halloci, 
Grier,  J.,  Law  Dig.,  p.  108,  sec.  37. 

Counsel  for  defendant  argued  that  actions  upon  the  case 
for  the  infringement  of  letters  patent  were  subject  to  the  statute 
of  limitations  enacted  by  the  several  States  for  the  limitation 
of  such  actions,  or  those  of  analogous  character,  and  cited 
Cluney  v.  Silliman^  3  Pet.  270 ;  Parker  v.  Hawkj  p.  58. 
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S.  S,  Fisher  for  plaintiffs. 
Collins  &f  Herron  for  defendant. 

SWAYNE,  J. 

Held:  That  the  State  statutes. could  not  limit  the  time  within 
which  actions  for  the  infringement  of  letters  patent  might  be 
brought  in  the  courts  of  the  United  States  \  that,  Congress  hav- 
ing failed  to  legislate  upon  this  subject,  there  was  no  limit  to  the 
time  for  bringing  such  actions,  and  that  the  demurrer  must  be 
sustained. 

Judgment  accordingly. 

\_Note. — Judge  Swayne  delivered  an  oral  opinion,  and  discussed  the  question  submit- 
ted, and  the  cases  quoted  by  counsel,  at  considerable  length,  but  the  words  of  the 
learned  judge  hare,  unfortunately,  not  been  preserved.  The  above  report  has,  how- 
ever, been  submitted  to  him,  and  has  received  his  approval. 

The  case  of  Parker  v.  Hallocky  quoted  above,  is  reported  only  in  the  following  para- 
graph from  the  Pittsburg  Gazette,  of  May  12,  1857.  The  reporter,  having  been  of 
counsel  in  the  case,  vouches  for  the  substantial  accuracy  of  the  report : 

"  Zebuhn  Parker  v.  S.  B.  Haltock,     Action  for  infringement  of  a  patent  right. 

''  In  this  case  the  defendant's  counsel  insisted  that  the  plaintiff  was  barred  by  the 
statute  of  limitations  :  but  Judge  Gaifta  held  that,  as  no  act  of  Congress  had  been 
passed  to  meet  the  case,  and  the  law  of  Pennsylvania  did  not  apply  to  it,  there  was  no 
statute  limiting  the  time  in  which  a  suit  might  be  brought  for  an  infringement  of  a 
patent  right.  The  jury  found  for  the  plaintiff,  assessing  his  damages  at  $68.  Either 
and  Sweitsur  for  plaintiff;  Selden  for  defendant."] 


Jeremiah  Carhart  and  Elias  P.  Needham 


vs. 
Charles  Austin.     In  Equity. 

Where  a  patent  contains  several  claims,  and  the  invention  covered  by  one  of  them  is 
not  new,  or  is  absolutely  void,  the  patentee  may  maintain  an  action  for  the  in- 
fringement of  the  patent,  so  far  as  it  regards  the  valid  claims,  although  he  did 
not  make  or  record  a  disclaimer  of  the  invalid  or  void  claim  before  the  commence- 
ment of  the^actioi). 
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The  decision  of  the  Commissioner,  in  cases  of  reissue,  is  not  conclusive  if  it  appears  on 
the  face  of  the  two  patents,  by  comparison,  that  the  reissue  is  for  a  different  in- 
vention from  that  secured  in  the  original  patent. 

Power  is  undoubtedly  conferred  upon  the  Commissioner  to  allow  the  specification  to  be 
amended,  if  the  patent  is  inoperative  or  invalid,  for  the  reason  stated  in  the  pro- 
visions of  section  13  of  the  Act  of  1836,  and  to  reissue  the  patent  in  proper  form. 

Pursuant  to  the  authority  of  section  13  of  the  Act  of  1836,  the  Commissioner  may 
doubtless  allow  the  patentee  to  redescribe  his  invention,  and  to  include  in  the 
description  and  claims  of  the  patent,  not  only  what  was  well  described  before,  but 
whatever  was  suggested  or  indicated  in  the  specification  or  drawings  which  prop- 
erly belongs  to  the  invention. 

Whether  the  patentee  can  be  permitted  to  go  beyond  the  specification  and  drawings, 
and  resort  to  the  original  application,  and  the  model  filed  in  the  Patent  Office, 
Square. 

Additions  made  to  the  specification,  which  are  neither  suggested  or  indicated  in  the 
application  or  model,  nor  in  the  specification  or  drawings,  are  mere  interpolations 
and  not  amendments,  and  a  reissued  patent  containing  them  is  void. 

(Before  CLirroao,  J.,  District  of  New  Hampshire,  May,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  infringement  of 
letters  patent  for  ^^improvement  in  bellows  for  musical  instru- 
ments," granted  to  Jeremiah  Carhart,  December  28,  1846, 
reissued  June  24,  1856,  again  reissued  August  18,  1857,  ^^^ 
extended  December  24,  i860,  for  seven  years  from  December 
28,  i860. 

The  facts  are  fully  stated  in  the  opinion  of  the  Court,  and 
will  be  readily  understood  when  considered  in  connection  with 
the  claims,  which  were  as  follows : 

Original  patent,  dated  December  28,  1846: 

'*  What  I  claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is  mating  an 
exhausting  bellows  for  reed  instruments,  consisting  of  two  chamben,  combined  with 
each  other  and  with  the  reeds  placed  above,  so  that  the  chamber  next  the  sounding 
board  shall  be  enlarged  by  a  weight  on  the  first  flap,  substantially  as  herein  described.  I 
also  claim  the  method  of  making  the  valves  by  means  of  strips  of  leather,  or  other  ma- 
terials having  like  properties,  placed  over  a  hole  or  series  of  holes,  in  combination  with 
a  cord  of  India  rubber  or  other  elastic  substance,  substantially  as  described,  whereby  the 
leather  valve  is  prevented  from  sagging  when  stretched  by  use,  and  making  noise  by 
striking  the  valve  seat,  as  described.** 

I   Reissue,  dated   June  24,  1856: 

**  What  I  claim,  is  the  combination  of  the  reeds  with  an  exhaust  chamber  of  variable 
capacity,  and  an  air  puntp,  whose  action  exhausts  and  rarifies  the  air  therein,  the  exhaust 
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chamber  tending  to  expand  with  a  force  that  will  balance  the  rarification  to  be  pre- 
served in  the  chamber,  for  the  purposes  herein  set  forth.** 

Reissue,  dated  August  18,  1857: 

"  I  claim  so  connecting  the  board  which  contains  the  reed  seats  or  perforations  for  the 
reeds  with  the  exhausting  bellows,  that  it  shall  form  substantially  a  part  of  the  station- 
ary leaf  or  cover  of  the  exhaust  chamber  thereof,  while  the  exhausting  or  pumping  cham- 
ber is  placed  in  immediate  connection  with  the  said  exhaust  chamber  without  the  inter- 
vention of  tubes,  thus  improving  the  tone  of  the  reeds,  expediting  their  speaking,  and 
giving  a  compact,  light,  convenient,  and  graceful  form  to  the  instrument,  substantially  at 
described. 

*'  I  also  claim  the  reed  cells  in  combination  with  the  reed  seats  or  openings,  substan- 
tially as  described. 

*'  I  also  claim  the  concentrating  chamber,  in  combination  with  the  reed  cells  and  reed 
seats,  substantially  as  described. 

"  I  claim  the  last  two  combinations  specified  only  when  they  are  to  be  used  with  a 
suction  or  exhaust  bellows,  capable  of  producing  a  continuous  current  of  air  through  the 
reed  opening,  as  set  forth.' 


tt 


Causten  Browne  and  Charles  M.  Keller  for  complainants. 

Arthur  Fletcher  and  Edmund  Burke  for  defendant. 

Clifford,  J. 

Suit  in  this  case  was  brought  by  the  complainants  to  recover 
damages  of  the  respondent,  for  the  alleged  infringement  of  cer- 
tain letters  patent.  Invention,  as  described  in  the  patent  on 
which  the  suit  is  founded,  which  is  the  second  reissue,  is  for 
a  new  and  useful  improvement  in  reed  musical  instruments. 
Original  patent,  dated  December  28,  1846,  was  for  a  new  and 
useful  improvement  in  bellows  for  musical  instruments,  and  such 
was  the  description  of  the  invention  as  contained  in  the  specifi- 
cation. Patentee  is  the  first  named  complainant,  and  the  record 
shows  that  he,  on  June  24,  1856,  surrendered  the  patent,  and 
the  same  was  reissued  to  him  on  an  amended  specification.  Gen- 
eral description  of  the  invention  in  the  first  reissue  is  the  same 
as  that  in  the  original  patent,  but  the  statements  of  the  specifica- 
tion as  to  the  characteristics  and  objects  of  the  invention  are 
greatly  changed.  Reason  for  the  surrender  and  reissue,  as 
alleged  in  the  bill  of  complaint,  was  that  the  original  letters 
patent  were  inoperative,  on  account  of  a  defective  and  insufficient 
description  and  specification,  arising  out  of  inadvertency  and 
mistake.  Second  surrender  was  also  made  for  the  same  reason ; 
and  on  August  18,  1857,  ^^^  patent  was  reissued  to  the  patentee 
for  a  second  time.     Amendments  made  to  this  specification,  as 

69 
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appears  by  the  record,  were  extensive  and  radical.  Term  of  the 
patent,  as  originally  granted,  was  for  fourteen  years  i  but  the  last 
reissue  was,  on  December  24,  i860,  extended  by  the  Commis- 
sioner for  the  further  term  of  seven  years  from  and  after  the 
termination  of  the  first  term.  Title  of  the  complainants  was 
derived  from  the  patentee,  and  is  not  the  subject  of  controversy 
in  this  suit. 

Defenses  set  up  by  the  respondent  in  the  answer  and  expressed 
at  the  argument,  are  the  following:  i.  That  the  last  reissued 
patent  is  void  because  it  is  for  a  new  and  different  invention  from 
that  set  forth  in  the  original  patent.  2.  That  the  patentee  was 
not  the  original  and  first  inventor  of  the  alleged  improvement. 

3.  That  the  claims  of  the  patent  are  insufficient  to  cover  any 
combination  or  invention,  and  that  the  patent  therefore  is  void. 

4.  That  the  improvements  claimed  in  the  last  reissue  were  aban- 
doned by  the  inventor,  and  are  forfeited  to  the  public  use. 

I.  First  question  presented  involves  the  necessity  of  a  careful 
examination  of  the  specifications  and  claims  of  the  several  pat- 
ents to  which  reference  has  been  made.  Specification  annexed 
to  the  original  patent  describes  the  invention,  not  in  the  words 
employed  in  the  patent  itself,  but  as  new  and  useful  improve- 
ments in  the  bellows  of  that  class  of  musical  instruments  called 
melodeons,  seraphines,  and  i£olian  attachments.  Prior  to  the 
invention  of  the  patentee,  as  he  states,  in  all  instruments  in 
which  reeds  were  vibrated  by  a  current  or  currents  of  air,  the 
bellows  was  so  constructed  as  to  blow  or  force  the  current 
against  the  reeds,  instead  of  drawing  the  current  by  an  exhaust- 
ing action  of  the  bellows,  as  in  his  method.  Defects  of  the  old 
method  are  very  clearly  pointed  out  in  the  specification,  and  it 
is  shown  very  satisfactorily  that  these  defects  produced  irregular 
tones,  and,  of  course,  diminished  the  value  of  the  instrument. 
Tones  in  such  instruments  are  regulated  by  the  force  of  the 
current  by  which,  they  are  produced  ;  and  the  patentee  states 
that  the  objects  of  his  invention  are  to  produce  a  constant  cur- 
rent of  regular  force,  except  when  it  is  required  to  be  increased 
to  produce  the  swell,  and  so  to  arrange  the  parts  as  to  occupy 
less  room  than  by  the  modes  heretofore  practiced.  Detailed 
statements  are  then  given  of  the  means  the  patentee  employs  to 
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effect  these  objects.  Referring  to  that  statement,  it  will  be  seen 
that  he  makes  the  bellows  with  two  exhausting  chambers,  con- 
structed, arranged,  and  operated  as  therein  circumstantially  de- 
scribed. Inventor  further  states  that  his  invention  also  consists 
in  making  the  valves  of  the  flap,  by  means  of  a  piece  or  pieces 
of  thin  leather,  or  other  like  material,  drawn  over  a  hole,  or  series 
of  holes,  and  that  the  leather  so  placed  is  prevented  from  flap- 
ping when  stretched  by  use  by  the  means  of  a  strip  of  India  rub- 
ber over  the  middle  of  the  valve.  Particular  description  is  also 
given  of  the  drawings,  and  then  follows  a  very  elaborate  explan- 
ation of  the  invention,  which  need  not  be  reproduced.  Princi- 
pal claim  of  the  patent  is :  ^^  Making  an  exhausting  bellows  for 
reed  instruments,  consisting  of  two  chambers  combined  with  each 
other  and  with  reeds  placed  above,  so  that  the  chamber  next  the 
sounding  board  shall  be  enlarged  by  a  weight  on  the  first  flap, 
and  exhausted  by  the  action  of  the  second  flap,  substantially  as 
described."  Claim  is  also  made  in  the  patent  for  the  method  of 
making  the  valves  by  means  of  strips  of  leather,  or  other  mate- 
rial having  like  properties,  as  described  in  the  specification. 

Such  was  the  description  of  the  invention,  as  more  fully  set 
forth  in  the  original  specification,  but  new  matters  of  very  great 
importance  are  introduced  into  the  amended  specification  of  the 
second  reissue,  on  which  the  suit  is  founded.  Patentee  states  in 
the  outset,  that  the  object  of  his  invention  is  to  improve  the  tone 
of  the  reeds,  and  to  impart  to  them  promptness  and  certainty  in 
responding  to  the  touch  of  the  keys,  and,  at  the  same  time,  to 
give  a  compact,  and  convenient,  and  graceful  form  to  the  instru- 
ment. Radical  change  is  also  made,  in  the  description  of  the 
defects  which  existed  in  the  instruments  constructed  prior  to  his 
invention.  Some  parts  of  the  reeds,  as  the  patentee  now  states, 
were  uniformly  found  to  be  slow  in  speaking,  and  would  often 
fail  entirely,  that  is,  they  would  either  not  speak  at  all,  or  would 
give  their  tones  out  of  time.  Sound  of  the  reeds  also  was  disa- 
greeable and  nasal,  to  such  a  degree  that  the  instruments  could 
not  be  extensively  introduced. 

Most  radical  change,  however,  is  incorporated  into  the  de- 
scription of  the  construction  and  mode  of  operation  of  the 
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instrument.  Bellows,  it  is  said,  operates  by  exhaustion,  and  is 
constructed  with  two  chambers,  the  one  drawing  the  air  from  the 
other ;  the  first  having  a  tendency  by  weight  or  springs  to  ex- 
pand with  a  force  equal  to  about  seven  pounds  to  the  square  foot, 
and  the  other  tending  by  similar  means  to  close  so  as  to  expel 
the  air  within  it.  Upper  leaf  of  the  exhaust  chamber  is,  as  the 
representation  is,  firmly  attached  to  the  frame  of  the  instrument, 
a  little  below  the  key  frame.  Openings  for  the  reed  are  made 
through  that  board,  and  directly  over  each  reed  seat  is  a  cap, 
closely  fitting  upon  the  reed  board,  forming  a  cell,  over  the 
reed  and  reed  openings,  about  the  length  of  the  reed.  And  the 
statement  is,  that  this  case  is  open  at  one  end  of  the  reed,  and  is 
closed  at  the  other,  and  is  in  width  and  in  depth  about  three- 
eighths  of  an  inch,  but  should  be  slightly  increased  for  the  large 
reeds  and  diminished  for  the  small  ones.  Continuing  the  de- 
scription, the  patentee  states  that  about  three  inches  from  the 
mouth  of  the  reed  cells,  and  on  the  same  leaf  of  the  exhaust 
chamber,  he  places  a  board  in  a  vertical  position,  which  he  calls 
the  concentrating  board,  and,  as  described,  it  extends  to  the  ends 
and  top  of  the  instrument,  thus  forming  a  narrow  chamber  open 
substantially  at  the  top,  but  extending  the  whole  length  of  the 
reed  board.  Emphatic  statement  of  the  patentee  is,  that  by  the 
use  of  these  cells  on  his  bellows^  the  tone  of  the  reeds  is  greatly 
improved  and  their  speaking  greatly  accelerated,  and  that  the 
concentrating  chamber  also  much  increases  its  richness. 

Whether  new  or  old,  it  can  not  be  doubted  that  the  improve- 
ments described  may  have  a  tendency  to  improve  the  tone  and 
increase  its  richness  \  but  the  difficulty  in  the  case  is,  that  neither 
of  them  was  described,  suggested,  nor  indicated  in  the  specifica- 
tions or  drawings  of  the  original  patent.  They  are  not  amend- 
ments, but  interpolations  of  the  boldest  and  most  unmistakable 
character,  unsupported  by  anything  to  be  found  in  the  original 
patent,  or  even  in  the  first  reissue,  as  will  more  fully  appear  by 
attention  to  the  claim  of  that  patent.  Undoubtedly,  the  pat- 
entee made  some  advance  in  the  work  of  expansion  when  he 
framed  that  specification,  but  the  claim  of  the  patent  is  altogether 
too  narrow  to  support  his  present  pretentions.  As  there  stated, 
the  claim  is;  ^^The  combination  of  the  reeds  with  an  exhaust 
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chamber  of  variable  capacity,  and  an  air  pump,  whose  action  ex- 
hausts and  rarifies  the  air  therein,  the  exhaust  chamber  tending 
to  expand  with  a  force  that  will  balance  the  rarification  to  be 
preserved  in  the  chamber  for  the  purpose  herein  set  forth.'' 
Reference  is  made  to  that  claim  merely  to  show  the  process  of 
expansion,  and  the  steps  by  which  it  was  accomplished.  Widely 
as  that  claim  differs  from  the  claims  in  the  original  patent,  still 
the  difference  is  incomparably  less  than  it  is  when  the  compari- 
son is  made  between  the  claim  of  the  original  patent  and  those 
contained  in  the  last  reissue,  on  which  the  suit  is  founded. 

Last  reissued  patent  has  three  claims,  as  follows : 

First  claim  is  ^^  so  connecting  the  board  which  contains  the 
reed  seats,  or  perforation  for  the  reeds,  with  the  exhausting  bel- 
lows, that  it  shall  form  substantially  a  part  of  the  stationary  leaf 
or  cover  of  the  exhaust  chamber  thereof,  while  the  exhausting 
or  pumping  chamber  is  placed  in  immediate  connection  with  the 
exhaust  chamber,  without  the  intervention  of  tubes  ;  thus  im- 
proving the  tone  of  the  reeds  and  expediting  their  speaking,  and 
giving  a  compact,  light,  and  graceful  form  to  the  instrument, 
substantially  as  described." 

Secondly.  The  patentee  claims  ^^  the  reed  cells  in  combination 
with  the  reed  seats  or  openings,  substantially  as  described." 

Thirdly.  He  claims  ^^  the  concentrating  chamber,  in  com- 
bination with  the  reed  cells  and  reed  seats,  substantially  as  de- 
scribed ;  but  he  claims  the  last  two  combinations  only  when  they 
are  to  be  used  with  suction  or  exhaust  bellows,  capable  of  pro- 
ducing a  continuous  current  of  air  through  the  reed  openings.'' 

Doubtless  there  is  some  trace  of  the  invention,  as  described 
in  the  original  patent,  to  be  seen  in  the  first  claim,  and  yet  it  is 
obviously  founded  chiefly  upon  the  interpolations  contained  in 
the  specification  of  the  last  reissue,  and  the  descriptive  part  is  so 
mixed  up  with  those  new  matters  that  it  is  impossible  to  sepa- 
rate the  one  from  the  other,  and  consequently  the  whole  must 
stand  or  fall  together. 

Better  opinion  is,  that  where  a  patent  contains  several  claims, 
and  the  invention  covered  by  one  of  them  is  not  new,  or  is  abso- 
lutely void,  the  patentee  may  maintain  an  action  for  the  infringe- 
ment of  the  patent,  so  far  as  it  regards  the  valid  claims,  although 
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he  did  not  make  or  record  a  disclaimer  of  the  invalid  or  void 
claim  before  the  commencement  of  the  action.  Hall  v.  Mills^ 
2  Blatch.  194 ;   Vance  v.  Campbell^  1  Black.  429. 

But  the  principle  can  not  be  applied  to  this  case,  if  it  be  true 
that  a  patentee  can  not  embrace  in  his  reissued  patent  any  pat- 
entable improvements  not  described,  suggested,  or  indicated  in 
the  specification  or  drawings  of  his  original  patent ;  because  it  is 
evident  that  even  the  first  claim  is  mainly  founded  upon  such 
new  matters,  and  that  those  new  matters  are  so  interwoven  with 
the  descriptive  portion  of  the  claim  that  they  can  not  be  sepa- 
rated from  the  other  matters  therein  described,  which  correspond 
more  nearly  with  the  elements  specified  in  the  original  patent. 

Complainants  admit  that  the  second  and  third  claims  are 
founded  entirely  upon  these  interpolations,  and  the  admission  is 
a  very  proper  one,  as  the  fact  is  so  beyond  all  controversy.  Ad- 
mission in  the  brief  of  the  complainants  is,  that  ^'  neither  in  the 
specification,  drawing,  nor  model  filed,  and  remaining  in  the 
Patent  Office  as  part  of  the  original  application,  do  the  devices 
covered  by"  those  claims  appear.  Their  position,  however,  is, 
that  his  invention,  as  originally  made,  did,  as  matter  of  fact,  em- 
brace those  devices  ;  and  they  insist  that  the  Commissioner  of 
Patents,  pending  an  application  for  a  reissue,  may  hear  parol 
proofs  as  to  what  the  invention  was,  and  may  allow  the  appli- 
cant so  to  amend  his  specification  and  the  claims  of  his  patent, 
as  to  embrace  everything  which  the  proofs  show  that  he  actually 
invented,  notwithstanding  the  reissue  may  include  improvements 
neither  described,  suggested,  nor  indicated  in  the  original  model, 
application,  specification,  or  drawings. 

Theory  of  the  complainant  in  fact  is,  that  the  decision  of  the 
Commissioner,  except  in  cases  of  actual  fraud,  is  conclusive; 
that  the  new  improvements  described  in  the  amended  specifica- 
tion, and  included  in  the  claims  of  the  reissued  patent,  were  a 
substantive  part  of  the  invention  secured  in  the  original  patent. 
Whenever  any  patent  shall  be  inoperative  or  invalid  by  reason 
of  a  defective  or  insufficient  description  or  specification,  *  *  * 
if  the  error  has  arisen  by  inadvertency,  accident,  or  mistake,  and 
without  any  fraudulent  or  deceptive  intention,  it  shall  be  lawful 
for  the  Commissioner,  upon  the  surrender  to  him  of  such  patent. 
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and  the  payment  to  him  of  a  certain  duty,  to  cause  a  new  patent 
to  be  issued  to  him  /or  the  same  invention^  for  the  residue  of  the 
period  then  unexpired,  for  which  the  original  patent  was  granted. 
5  Stat,  at  Large,  sec.  13,  p.  122. 

Proposition  maintained  by  the  complainants  is,  that  the  ap- 
plicant for  a  reissue  may  offer  parol  proofs  to  show  what  his 
invention  was,  and  that  the  decision  of  the  Commissioner,  what- 
ever it  may  be,  is  conclusive,  except  in  cases  of  fraud.  Support 
to  that  proposition  is  chiefly  drawn  from  the  case  of  Stimpson  v. 
Westchester  R.  R.  Co.^  4  How.  404,  and  it  must  be  admitted  that 
there  are  some  remarks  in  the  opinion  of  the  Court  which  give 
some  countenance  to  that  view  of  the  law.  Those  remarks, 
however,  were  not  necessary  to  the  decision  of  the  cause,  and 
they  must  be  received  with  some  qualification,  as  the  express 
requirement  of  the  act  of  Congress  is,  that  the  reissue  must  be 
for  the  same  invention.  Unless  the  reissue  is  for  the  same 
invention,  the  Commissioner  has  no  power  to  grant  it  \  and  it 
can  not  be  maintained  for  a  moment  that  the  decision  of  the 
Commissioner  is  conclusive  as  to  his  own  jurisdiction. 

Patent  in  that  case  was  for  an  invention  or  improvement 
in  the  application  of  the  flanches  of  the  wheels  on  one  side  of 
railroad  carriages,  and  of  the  treads  of  the  wheels  on  the  other 
side,  to  turn  short  curves  upon  railroads.  Specifications  of  the 
patent  being  defective,  it  was  surrendered  and  reissued,  in  order, 
as  proved,  to  limit  it  and  confine  it  to  the  turning  of  short  curves 
in  streets.  Original  patent  was  burnt  with  the  Patent  Office, 
and  no  part  of  the  specification  was  preserved,  except  what  was 
published  in  a  certain  journal.  The  principal  defect  in  the  orig- 
inal patent  was  in  regard  to  the  grooves,  and  the  witness  called 
to  prove  the  contents  of  the  original  patent  testified  that  he 
thought  that  the  grooves  were  alluded  to  in  the  original  specifi- 
cation. Instructions  of  the  Court  to  the  jury  were  that  the  use 
of  the  grooves,  which  were  described  as  part  of  the  invention, 
in  the  original  patent,  was  no  part  of  the  thing  originally  pat- 
ented. Remarking  upon  that  part  of  the  charge,  the  Court  say  : 
"  Whether  the  new  patent  was  substantially  for  a  different  inven- 
tion from  the  first  one,  was  a  question  for  the  jury,  on  the  evi- 
dence;" and  there  can  be  no  doubt  that  the  rule,  ^s  stated,  was 
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correct,  as  applied  to  that  case.  Error  of  the  judge  at  that  trial 
was,  in  ruling  as  law  what,  under  the  circumstances  of  the  case, 
belonged  to  the  jury. 

But  the  rule  is  otherwise,  if  it  appears  on  the  face  of  the  two 
patents,  by  comparison,  that  the  reissue  is  for  a  different  inven- 
tion from  that  secured  in  the  original  patent.  Such  was  the 
ruling  of  this  Court  in  the  cases  of  Sickles  v.  Evans^  p.  417,  and 
Goodyear  v.  The  Providence  Rubber  Co,^  p.  499 ;  and  I  must 
adhere  to  that  opinion  until  the  question  is  otherwise  settled  by 
the  supreme  court. 

Commissioner,  in  the  case  of  the  burnt  patent,  had  something 
to  amend  by,  if  the  witness  was  to  be  believed,  and  surely  it 
was  the  duty  of  the  Court,  under  the  circumstances,  to  submit 
the  question  to  the  jury,  whether  the  original  patent  was  or  was 
not  for  the  same  invention?  Neither  the  Court  nor  counsel 
pretended,  in  that  case,  that  the  decision  of  the  Commissioner 
was  conclusive,  but  the  question  was,  whether  the  decision 
belonged  to  the  Court  or  jury?  Opinion  of  the  Court  was 
delivered  by  the  same  judge  in  the  case  of  Batten  et  aL  v.  Tag- 
gart  et  aL^  17  How.  83,  which  was  decided  eight  years  later. 
Supreme  court  say,  in  that  case,  that  the  reissued  patent  must 
be  for  the  same  invention  substantially,  though  it  be  described  in 
terms  more  precise  than  in  the  first  patent.  Under  such  circum- 
stances, a  new  and  different  invention  can  not  be  claimed. 

But,  where  the  specification  or  claim  is  made  so  vaguely  as  to 
be  inoperative  and  invalid,  yet  an  amendment  may  give  to  it 
validity,  and  protect  the  rights  of  the  patentee  against  subse- 
quent infringement.  *'  Patents,"  say  the  Court,  in  the  case  of 
Burr  V.  Duryee^  i  Wall.  575,  "  had  frequently  been  adjudged 
invalid  prior  to  the  Patent  Act  of  1836,  from  the  insufficiency 
of  the  specification.  Section  13  of  that  act  was  intended  to 
remedy  that  evil,  by  permitting  the  patentee  to  surrender  his 
defective  patent  and  have  it  renewed  in  proper  form,  '*  whenever 
it  shall  be  inoperative  or  invalid  by  reason  of  a  defective  or 
insufficient  description  or  specification ;"  but  this  privilege  was 
not  given  to  the  patentee  or  his  assignee  in  order  that  the  patent 
may  be  rendered  more  elastic  or  expansive,  and,  therefore,  more 
available  for  the  suppression  of  all  other  inventions." 
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Power  is  undoubtedly  conferred  upon  the  Commissioner  to 
allow  the  specification  to  be  amended  if  the  patent  is  inoperative 
or  invalid  for  the  reason  stated  in  the  provision,  and  to  reissue 
the  patent  in  proper  form.  Pursuant  to  that  authority,  he  may 
doubtless  allow  the  patentee  to  redescribe  his  invention,  and  to 
include  in  the  description  and  claims  of  the  patent,  not  only 
what  was  well  described  before,  but  whatever  was  suggested  or 
indicated  in  the  specification  or  drawings  which  properly  belongs 
to  the  invention.  Whether  he  can  be  permitted  to  go  further 
and  resort  to  the  original  application,  and  the  model  filed  in  the 
Patent  Office,  it  is  not  now  necessary  to  decide,  as  it  is  conceded 
that  the  improvements  in  question  were  neither  suggested  or 
indicated  in  the  application  or  model,  nor  in  the  specification  or 
drawings.  The  additions  made  to  the  specification  were  inter- 
polations and  not  amendments,  and  consequently  the  Commis- 
sioner had  no  authority  to  allow  them  to  be  made.  Comparing 
the  patents,  it  is  clear,  on  the  face  of  the  instruments,  that  the 
reissued  patent  is  not  for  the  same  invention  as  that  secured  by 
the  original  patent,  and,  therefore,  it  is  void.  Having  come  to 
this  conclusion,  it  is  unnecessary  to  decide  the  other  questions 
presented  for  decision.     Complainants  are  not  entitled  to  relief. 

Bill  of  complaint  is  dismissed,  with  costs. 


Samuel  H.  Doughty 

vs. 

Joseph  I.  West  and  James  O.  West.     In  Equity. 

special  notices  in  equity  cases  are  irregular.  The  issue  must  be  raised  by  the  allegations 
in  the  bill  and  answer  j  and  whenever  either  the  biU  or  answer  is  defective,  the 
defect  must  be  cured  by  amendment,  and  can  not  be  cured  by  special  notices. 

The  reissued  patent  granted  to  James  Draper,  December  27,  1859,  can  not  be  extended 
any  further  than  glue  or  cement,  or  some  equivalent  substances  bearing  a  resem- 
blance, both  in  their  composition  and  character  or  manner  of  application,  pat  on 
to  make  the  hoops  adhere  to  the  pockets. 

70 
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An  allegation  that  a  reissue  was  obtained  under  false  representations  should  be  made  in 
distinct  language,  without  equivocation  ;  and,  if  relied  upon  at  all,  it  should  be  the 
subject  of  very  distinct  proof. 

An  allegation,  in  relation  to  an  action  at  law,  ought  not  to  be  set  up  as  any  portion  or 

the  foundation  of  a  proceeding  in  equity,  unless  there  was  a  toxa  fidt  trial  and 

complete  judgment. 
It  is  not  necessary,  however,  in  order  to  empower  a  court  of  the  United  States  sitting 

in  equity  to  pronounce  judgment  in  favor  of  the  patentee,  that  there  should  first 

be  a  trial  at  law. 

The  courts  of  the  United  States  are  authorized  to  take  up  a  patent,  and,  upon  final 
hearing,  to  pass  upon  it,  without  reference  to  the  fact  whether  it  has  been  before 
a  jury  or  not. 

In  order  to  entitle  the  complainant  to  a  preliminary  injunction,  there  must  be  either :  i. 
Exclusive  possession  of  some  kind,  by  the  patentee  or  his  assignees ;  or,  a.  There 
must  have  been  a  judgment  at  law,  approved  by  the  judge  who  fried  the  case ;  or, 
3.  There  should  have  been  a  final  hearing  in  equity,  which  is  quite  equivalent 
to  a  judgment  at  law,  with  the  approval  of  the  Court. 

(Before  Nelson  and  Shipman,  JJ.,  Southern  District  of  New  York,  June,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  *^  improvement  in  skeleton  skirts,'* 
granted  to  James  Draper  and  Samuel  H.  Doughty,  assignees  of 
James  Draper,  October  4,  1859,  and  reissued  December  27, 
1859. 

The  claim  of  the  original  patent  was  as  follows : 

'*  The  new  manufacture  of  skeleton  skirts  described,  in  which  the  hoops  B  are 
secured  by  glue  or  equivalent  cement,  between  separately  woven  parts  of  the  tapes,  in 
contradistinction  to  the  stitched  or  clasped  skirt  when  the  parts  are  woven  together  as 
single  tapes  between  the  hoops,  and  separately  as  distinct  tapes,  at  the  points  where  the 
hoops  are  received.** 

■ 

The  claim  of  the  reissue  was  as  follows : 

"  I  claim  the  new  manufacture  of  skeleton  skirts  herein  described,  in  which  the 
hoops  B  are  fastened  between  separately  woven  parts  of  the  tapes,  substantially  as  herein 
described,  when  the  parts  are  woven  together  as  single  tapes  between  the  hoops,  and 
separately  as  distinct  tapes  at  the  points  where  the  hoops  are  received.** 

The  facts  upon  which  the  decision  was  based  sufficiently 
appear  in  the  opinion  of  the  Court. 

Charles  Ad.  Keller  for  complainant. 

J,  -&.  Staples  for  defendants. 
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Shipman,  J. 

In  this  case  I  will  state  very  briefly  the  conclusion  to  which 
the  Court  has  come,  after  a  full  examination  of  the  case  by 
myself  and  Judge  Nelson  ;  and  I  may  say  that,  from  the  first 
hearing  of  the  case,  so  far  as  the  patent  was  concerned,  there 
has  been,  as  there  always  is,  in  the  mind  of  the  Court,  a  desire 
to  sustain  a  patent  securing  an  invention  upon  as  broad  a 
construction  as  is  consistent  with  the  rules  which  must  deter- 
mine the  Court  in  the  construction  of  an  instrument  of  this  kind. 

The  case  was  originally  heard  under  an  objection  to  certain 
testimony  that  was  taken  after  the  filing  of  a  notice  of  special 
matter,  in  the  progress  of  this  bill  in  equity ;  and  it  was  more 
particularly,  perhaps,  with  reference  to  the  determination  of  that 
objection  to  the  admissibility  of  the  evidence,  and  the  irregular- 
ity of  the  proceeding,  that  the  reargument  was  ordered  :  although 
it  was  also  ordered  upon  the  whole  case,  including  the  construc- 
tion of  the  patent. 

On  the  second  hearing  the  objection  to  the  introduction  of 
the  evidence  under  notice  of  special  matter  was  waived.  Of 
course,  counsel  have  a  right  to  waive  their  own  objections  ;  but 
whether,  in  the  determination  to  be  made,  the  Court  will  regard 
such  a  waiver  or  not,  it  is  not  necessary  to  determine  herej  but 
we  desire  to  say,  so  that  there  may  be  no  misunderstanding,  and 
that  this  proceeding  may  not  be  hereafter  cited  in  support  of  such  a 
course,  that  we  regard  the  proceeding  of  filing  notice  of  special 
matter  as  wholly  irregular ;  that  in  all  cases  the  issue  raised  in 
suits  of  this  character  must  be  raised  by  the  allegations  in  the  bill 
and  answer,  and  whenever  either  the  bill  or  answer  is  defective, 
the  defect  must  be  cured  by  amendment,  and  can  not  be  cured  by 
filing  special  notices.  This  is  familiar  practice,  and  one  which 
must  not  be  departed  from,  and  reliance  must  not  be  placed  by 
either  the  respondent  or  complainant  upon  the  disposition  of  coun- 
sel to  waive  such  irregularity.  Such  a  course  tends  to  produce 
confusion,  to  complicate  the  case,  increases  the  labor  of  the 
Court,  and  is  a  proceeding  that  can  not  be  tolerated. 

Now,  with  regard  to  the  patent,  as  I  have  said  before,  the 
Court  has  examined  this  matter  very  thoroughly,  and  with  no 
lack  of  desire  to  sustain  the  patent  upon  the  construction  which 
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the  complainant  asks.  But  we  find  that  to  be  impossible.  We 
find  that  this  patent,  applying  to  it  the  most  liberal  rule  of  con- 
struction that  we  can,  must  be  read  and  understood  by  the  Court 
to  be  a  patent  for  a  skeleton  skirt  of  the  character  described, 
fastened  in  the  loops  or  pockets  by  some  kind  of  material  put  on 
in  a  soft  state,  and  that  subsequently  becomes  hard  in  the  nature  of 
glue  or  cement,  or  that  class  of  substances  which  adhere  by  stick- 
ing ',  and  which  are  put  into  the  pocket,  or  on  to  the  hoop  within 
the  pocket,  and  made  to  fix  the  hoop  in  rigidly,  after  hardening. 
And  it  is  very  clear  that  this  patent  must  have  been  issued  by 
the  Patent  Office  with  this  intent,  because  no  reliance  is  placed 
upon  the  loops  in  the  perpendicular  tapes,  with  the  hoops  fast- 
ened, except  in  this  particular  manner. 

If  the  patentee,  in  this  case,  has  made  an  invention  of  the 
character  now  claimed  by  him,  nothing  is  more  easy  than  to  de- 
scribe it  in  plain,  simple,  and  unmistakable  language ;  and  there 
was  not  only  no  need,  but  it  was  highly  improper,  to  put  into 
this  patent  that  part  of  the  specification  and  claim,  in  connection 
with  the  drawings,  which,  by  a  fair  interpretation,  restricts  the 
invention  to  a  peculiar  mode  of  fastening.  We  think  the  patent 
is  very  explicit  on  that. 

Now,  if  the  invention  is  broad  enough  to  include  all  skeleton 
skirts  with  the  perpendicular  tapes  woven  singly  between  the  hoops, 
and  woven  double  or  with  pockets  for  the  reception  of  the  hoops, 
then  his  patent  should  be  reissued  to  cover  that  invention ;  and 
there  is  no  possible  difficulty  about  doing  it.  If  there  is  some- 
thing in  the  state  of  the  art  which  will  show  that  he  is  not  the 
inventor  to  that  extent,  then  he  can  obtain  no  such  reissue.  If 
he  is  the  inventor  of  a  skeleton  skirt  of  that  character,  with  the 
perpendicular  tapes  woven  singly  between  the  hoops,  and  woven 
double  or  with  pockets  for  the  reception  of  the  hoops,  which 
hoops  are  inserted  either  while  in  process  of  being  woven,  or 
after  they  are  woven,  and  then  fastened  in  any  manner — there 
certainly  can  be  no  possible  difficulty  in  describing,  and  it  is  the 
duty  of  the  patentee  to  accurately  describe  it.  It  is  true,  one 
expert  testifies  that  metal  clasps  are  equivalent  to  glue  or 
cement.  We  can  not  surrender  our  judgment  to  the  opinion  of 
the  expert  on  that  matter.     If  that  is  equivalent,  then  all  modes 
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of  fastening  must  be  equivalent  \  for  stitching  or  riveting  would 
be  a  mode  of  fastening  just  as  analogous  to  glue  and  cement  as 
metal  clasps. 

Of  course,  it  is  not  for  us  to  speculate  as  to  the  reasons ;  but 
there  must  have  been  some  reason  which  prevented  the  patentee 
from  claiming  his  fastening,  or  making  his  claim  so  broad  as  that 
it  could  be  construed  to  comprehend  metal  fastening  of  that  rigid 
character. 

Now,  it  is  alleged  by  the  respondents  that  the  invention  of  the 
patentee  did  not  embrace  a  hoop  skirt  manufactured  in  that  man« 
ner,  and  fastened  with  clasps  or  rivets.  We  are  not  disposed  to 
inquire  into  that  matter,  as  we  hold  that  the  instrument  is  not 
broad  enough  to  cover  such  an  invention.  We  desire  to  keep 
our  minds  entirely  free  from  any  conclusion  at  all  as  to  the  ex- 
tent of  the  invention ;  because,  if  the  patentee  invented  and  was 
the  first  to  make  a  skeleton  skirt,  woven  singly  between  the 
hoops,  and  double  at  the  place  of  insertion  of  the  hoops,  fas- 
tened at  the  pockets — and  that  is  the  simple  description  of  the 
invention  claimed — then  he  was  entitled  to  it ;  and  we  do  not 
choose  to  speculate  on  any  reasons  which  counsel  for  the  respond- 
ents suggests  that  might  cast  a  shadow  on  any  title  which  the 
patentee  may  hereafter  derive  from  the  Patent  Office. 

But,  upon  the  construction  of  the  patent  as  it  stands  (and,  I 
may  say,  without  reference  to  the  singular  language  of  the  first 
patent),  we  can  not  extend  it  any  further  than  glue  or  cement, 
or  some  equivalent  substances  bearing  a  resemblance,  both  in 
their  composition  and  character,  or  manner  of  application,  put 
on  to  make  the  hoops  adhere  to  the  pockets. 

Now,  that  leaves  the  patent  a  patent  for  hoop  skirts  of  that 
kind,  fastened  in  that  manner,  by  glue  or  cement,  or  some  equiv- 
alent substances,  without  particularizing  now  what  they  may  be, 
bearing  an  analogy  to  those  two  articles.  It  gives  the  patentee 
a  right  to  the  monopoly  of  that  kind  of  manufacture. 

On  the  question  of  infringement  of  that,  there  is  some  evi- 
dence in  the  papers,  although  it  is  not  very  strong — ^at  least,  it  is 
not  beyond  a  reasonable  doubt ;  still,  on  the  whole,  we  think 
there  is  some  evidence  to  sustain  the  allegation  of  infringement, 
and  we   grant  an   injunction   against   the  defendants   for  the 
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infringement  of  the  patent,  under  the  construction  we  have  put 
upon  it,  with  an  order  of  reference  to  account. 

We  have  thus  been  careful  not  to  either  form  or  express  any 
opinion  upon  the  extent  of  the  invention,  because  we  are  very 
well  aware  that  it  not  very  unfrequently  happens  that  patentees, 
by  mistake,  limit  the  invention  described,  and  make  it  narrower 
than  the  invention  made.  If  that  is  the  case,  and  it  can  be  seen 
on  the  reissue  of  the  patent  that  the  invention  extended  beyond 
the  construction  the  Court  gives  it,  it  can  be  made  the  subject 
of  trial  hereafter.  If  the  patentee  has  made  the  invention  thus 
broadly  claimed,  it  will  hereafter  present  a  simple  issue  for  trial, 
as  the  patent  can  be  made  to  cover  it  without  difficulty.  If  not, 
then  the  patent  properly  describes  his  invention,  and  the  judg- 
ment of  the  Court  is  in  entire  accordance  with  the  patent  as  it 
now  stands. 

I  need  hardly  say  that  this  matter  has  had  a  cautious  and  care- 
ful examination.  We  dislike  to  see  any  necessity  for  reissuing 
patents ;  for  they  are  reissued  now  to  such  an  extent  as  to  per- 
plex the  courts  and  embarrass  the  public. 

I  need  hardly  remark  that  the  allegation  that  the  present  reis- 
sue was  obtained  under  false  representations  is  not  warranted  by 
anything  in  the  proof,  and  the  allegation  itself  is  hardly  adequate: 
it  is  peculiar.  An  allegation  of  this  nature  should  be  made  in 
distinct  language,  without  equivocation;  and,  if  relied  upon  at 
all,  it  should  be  the  subject  of  very  distinct  proof. 

One  thing  I  might  as  well  state  here,  in  relation  to  the  action 
at  law  put  into  the  complainant's  bill.  If  I  recollect  right,  there 
was  no  record  filed  in  the  case — no  proof  offered  on  that  subject ; 
and,  so  far  as  the  answer  sets  up  new  matter,  of  course  I  take 
the  answer  as  true.  I  exceedingly  dislike  to  see  an  allegation  in 
relation  to  an  action  at  law  made  any  portion  of  the  foundation 
of  a  proceeding  in  equity,  unless  the  action  at  law  was  tried 
thoroughly ;  unless  it  was  not  only  bona  fide^  but  the  whole  steps 
taken  show,  so  far  as  the  record  can  show,  a  bona  fide  trial  and 
complete  judgment.  In  this  case  that  does  not  appear,  and  the 
inference  the  Court  would  be  compelled  to  draw  is,  that  there 
was  something  about  the  action  at  law  which  should  deprive  it 
of  weight  in  this  proceeding.     It  at  least  lacks  those  elements 
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which  alone  can  give  it  any  strength  as  the  foundation  for  an 
injunction.  It  is  not  necessary,  however,  as  claimed  by  the 
counsel  for  the  defendants,  in  order  to  empower  a  court  of  equity 
(at  least  a  court  of  the  United  States,  sitting  in  equity)  to  pro- 
nounce judgment  in  favor  of  the  patentee,  that  there  should  first 
be  a  trial  at  law,  and  we  were  a  little  surprised  to  see  that  pressed 
by  the  counsel  for  the  respondents. 

The  courts  of  the  United  States  are  authorized  to  take  up  a 
patent,  and,  upon  final  hearing,  to  pass  upon  it,  without  refer- 
ence to  the  fact  whether  it  has  been  before  a  jury  or  not. 

Now,  in  regard  to  preliminary  injunctions  in  patent  causes, 
there  is  a  rule  which  I  have  endeavored  to  explain  and  enforce 
in  the  case  of  Barclay  v.  Mitchell^  in  this  court ;  that  one  of 
three  things  must  always  exist  in  order  to  entitle  a  complainant 
to  a  preliminary  injunction,  and  they  are  these:  either  there 
must  have  been  an  exclusive  possession  of  the  monopoly,  as 
against  the  public,  for  some  period  of  time ;  we  might  say  for 
some  considerable  period  of  time,  but  we  do  not  choose  to  use 
any  limiting  in  terms  upon  that  subject.  But  for  some  time 
there  must  have  been  an  acquiescence  of  the  public  in  the 
exclusive  monopoly  of  the  patentee  or  his  assignees.  That 
exclusive  possession  acquiesced  in  by  the  public,  as  it  must  be, 
if  exclusive,  raises  the  presumption,  it  being  an  adverse  claim  to 
the  public,  that  the  patentee  has  a  valid  title  to  the  invention 
which  purports  to  be  secured  by  the  patent.  The  length  of 
time  necessary  to  make  that  exclusive  possession  available  in  a 
motion  for  a  preliminary  injunction  must,  of  course,  depend 
somewhat  upon  the  nature  of  the  invention,  the  extent  to  which 
it  would  be  used,  and  the  acquiescence  of  the  public  must,  of 
course,  depend  upon  what  portion  of  the  public  would  have  any 
occasion  to  use  it ;  because  the  ^^  public "  means  that  class  of 
persons  who  would  be  likely  to  use  the  invention.  I  say,  there 
must  be,  either,  first,  exclusive  possession  of  some  kind  by  the 
patentee  or  his  assignees  ;  or,  second,  there  must  have  been  a 
judgment  at  law,  approved  by  th^  judge  who  tried  the  case;  or, 
third,  there  should  have  been  a  final  hearing  in  equity,  which  is 
quite  equivalent  to  a  judgment  at  law,  with  the  approval  of  the 
Court. 
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These  questions,  however,  rehte  to  the  application  for  a  pre- 
liminary injunction.  Where  one  or  other  of  these  fiicts  does  not 
appear,  I  have  not  known  any  instance  of  a  preliminary  injunc- 
tion being  granted.  Where  one  of  these  ficts  does  appear,  and 
it  is  proved  to  the  Court-Sunless  some  question  is  raised  by  the 
re^>ondent  to  prevent  it — the  injunction  usually  goes. 

But  these  remarks  do  not  apply  to  a  judgment  on  final  hear- 
ing. On  such  a  hearing,  the  Court  will  pass  upon  the  questions 
raised,  whether  of  law  or  fiict,  whether  there  has  been  any  trial 
before  a  jury  or  not.  But  where  there  has  been  a  thorough 
trial  at  law,  and  a  verdict  for  the  patent,  approved  by  the  Court, 
it  is  usual  and  proper  to  make  it  the  subject  of  an  allegation  in 
the  bill.  Where  there  has  been  an  incomplete  or  collusive  trial 
at  bw  it  should  never  appear  in  the  bill,  for,  instead  of  strength- 
ening the  cause,  it  is  calcubted  to  cast  suspicion  upon  it. 


William  E.  Doubleday  and  John  Stewart 

vs. 
Thomas  Bracheo.     In  Equity. 

Where  a  patentee  claimed  **  pressing  the  whole  of  a  bonnet  frame,  or  similar  article, 
at  one  operation  by  dies,  sobsuntially  as  specified,**  and  also  *'  forming  the  side, 
crown,  and  flaring  face  piece  of  a  bonnet  frame,  in  one  piece,  or  at  one  operation, 
as  specified,**  and  the  defendant  used  a  former  which  was  old,  bat  instead  of  an 
upper  die,  used  a  stretcher,  drawing  the  material  tightly  over  the  former — HeU : 
That  the  patent  was  not  infringed. 

(Before  Nelson,  J.,  Southern  District  of  New  York,  August,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  ^'  improvement  in  machines  for  press- 
ing bonnets  and  bonnet  frames,"  granted  to  William  Osborn, 
August  19,  1856,  reissued  February  17,  1857;  ^ig^in  reissued 
to  Mary  J.  Osborn,  executrix,  March  27,  i860,  and  assigned 
to  complainants. 
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The  claims  of  the  several  patents  were  as  follows : 
Original  patent,  dated  August  19,  1856: 

'<  I  do  not  claim  any  of  the  separate  parts  set  forth.  Neither  do  I  claim  pressing  or 
forming  a  separate  flaring  face  piece,  nor  a  separate  crown  piece  for  bonnets  or  for  bon- 
net frame:*.  I  claim  forming  the  flaring  face  piece  and  side  crown  of  a  bonnet  or  a 
bonnet  frame,  in  one  piece,  and  at  one  operation,  substantially  in  the  manner  set  forth, 
and  irrespective  of  the  particular  form  of  the  bonnet  or  frame.** 

Reissued  patent,  dated  February  17,  1857: 

"  I  claim  pressing  the  whole  of  a  bonnet  or  bonnet  frame,  including  the  flaring  face 
piece,  side  crown,  and  tip,  at  one  operation,  by  dies,  substantially  as  specified,  whether 
said  bonnet  or  frame  be  formed  of  one  or  of  several  pieces,  and  irrespective  of  the  par- 
ticular shape  of  the  bonnet  or  frame.  I  also  claim  forming  the  side  crown  and  flaring 
fice  piece  of  a  bunnet  frame,  in  one  piece,  or  at  one  operation,  as  specified.** 

Reissued  patent,  dated  March  27,  i860: 

*'  I  claim,  etc.,  first,  pressing  the  whole  of  a  bonnet  firame,  or  similar  article,  at  one 
operation,  by  dies,  substantially  as  specified,  whether  formed  of  one  or  of  several  pieces, 
and  irrespective  of  the  particular  sice  or  shape.  I  also  claim  forming  the  side  crown, 
and  flaring  face  piece  of  a  bonnet  frame,  in  one  piece,  or  at  one  operation,  as  specified.** 

George  Gifford  for  complainants. 
W.  P.  Angel  for  defendant. 

Nelson,  J. 

The  bill,  in  this  case,  is  filed  to  enjoin  the  defendant  from  the 
infringement  of  a  patent  to  William  Osborn  for  a  new  and  use- 
ful improvement  for  pressing  all  kinds  of  bonnets,  and  similar 
articles,  and  pressing  and  forming  buclcram  frames  for  bonnets. 

A  full  description  of  the  means  of  pressing  and  forming  the 
bonnet  and  like  articles  is  given  in  the  specification.  The  means 
consist  of  two  dies,  an  upper  and  lower  of  the  form  or  shape 
required.  The  lower  is  of  marble  or  other  material  that  will  not 
rust. 

The  upper  is  of  cast-iron.  An  arrangement  is  made  for 
heating,  by  which  the  upper  die  is  heated  so  as  to  press  the 
articles.  The  bonnet  or  bonnet  frame  is  put  upon  the  lower  die, 
and  the  upper  one  is  lowered  on  to  it  by  a  crank,  and  is  pressed 
by  one  impression,  or,  in  other  words,  is  pressed  all  over  at  the 
same  time. 
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The  patentee  then  claims:  First.  "Pressing  the  whole  of  a 
bonnet  frame,  or  similar  article,  at  one  operation  by  dies,  sub- 
stantially as  specified,  whether  framed  of  one  or  of  several  pieces, 
and  irrespective  of  the  particular  size  or  shape.  I  also  claim 
forming  the  side  crown,  and  flaring  face  piece  of  a  bonnet  frame, 
in  one  piece,  or  at  one  operation  as  specified." 

Whether  we  regard  the  patent  as  a  combination  of  the  former 
and  upper  die  in  the  manner  described  ;  or,  as  a  process  produc- 
ing the  useful  result,  is  not  at  all  material  in  this  case,  as  the 
means  used  by  the  defendant  are  substantially  different  in  either 
respect.  The  only  instrument  similar  to  the  plaintiffs*  arrange* 
ment  used  is  the y^r;7i^r,  which  is  not  claimed,  and  could  not  be, 
as  it  is  old.  No  upper  die  is  used,  but,  in  place  of  it,  simply  a 
a  stretcher,  which  draws  tightly  the  material  over  the  former  to 
produce  the  requisite  shape,  excluding  the  idea  of  pressure  so 
important  in  the  arrangement  of  the  plaintiffs'  improvement. 
Several  advantages  are  obtained  in  this  mode  of  forming  bonnets 
and  similar  articles — an  important  one,  in  avoiding  the  pressure 
upon  the  outer  surface,  which  pressure  has  a  tendency  to  deface, 
and  destroy  its  beauty,  as  in  the  case  of  velvets  and  similar 
fabrics. 

The  patentee  disclaims  the  separate  parts  of  his  arrangement, 
and  the  pressing  of  the  crown  piece  of  bonnets,  separately 
by  means  of  dies,  but  he  insists  that  he  was  the  first  to  discover 
the  application  of  dies  to  the  pressing  of  the  whole  surface  of  the 
bonnet  frame,  at  one  operation^  whereby  the  whole  article  is 
pressed  to  its  proper  shape.  And,  that  by  the  dies  acting  upon 
the  whole  surface,  it  became  possible  to  press  the  entire  bonnet 
at  one  operation. 

The  whole  scope  of  the  language  of  the  specification,  as  well 
as  the  claim,  shows  that  the  means  used,  and  relied  on  by  the 
patentee,  for  forming  the  shape  of  the  bonnet,  is  pressure  upon 
the  whole  surface  by  means  of  the  face  of  the  two  dies. 

Without  pursuing  the  case  further,  we  are  satisfied  that  the 
plaintiffs  have  failed  to  make  out  any  infringement,  and  that  for 
this  reason  a  decree  must  be  entered  for  the  defendant. 
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Hugh  Sangster 


vs. 

Daniel  D.  Miller,  The  Brooklyn  Flint  Glass 
Company,  and  John  Thompson,     In  Equity. 

A  claim  for  "  constructing  and  arranging  the  spring  catches  to  cause  the  attachment  of 
the  lamp  to  the  lantern,  by  the  operation  of  pressing  the  lantern  down  upon  the 
spring  catches,*^  is  not  the  subject  of  a  patent,  but  a  mere  result  from  the  arrange- 
ment and  combination  of  the  parts. 

The  mode  of  fastening  being  substantially  the  same,  there  is  no  substantial  difference 
between  attaching  a  lamp  to  a  lantern  by  pressing  the  lamp  up  into  the  lantern, 
and  pressing  the  lantern  down  upon  the  lamp. 

The  improvement  in  lanterns  patented  to  Hugh  Sangster,  June  10,  185 1,  and  reissued 
August  21,  1855,  is  neither  new  nor  original. 

(Before  Nelson,  J.,  Southern  District  of  New  York,  August,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  an  "improvement  in  lanterns,'* 
granted  to  Hugh  and  James  Sangster,  June  10,  1851,  reissued 
August  21,  1855,  and  assigned  to  complainant. 

The  claim  of  the  original  patent  was  as  follows : 

"  what  we  claim  as  our  invention,  and  desire  to  secure  by  letters  patent,  is  the  mode 
of  attaching  the  lamp  to  the  lantern  by  means  of  the  springs  and  flanges,  as  herein 
substantially  set  forth.** 

The  claims  of  the  reissued  patent  were  as  follows : 

«  We  claim  constructing  and  arranging  the  spring  catches  I  in  the  manner  de- 
scribed, or  its  equivalent,  to  cause  the  attachment  of  the  lamp  to  the  lantern  by  the 
operation  of  pressing  the  lantern  down  upon  the  spring  catches. 

*'AIso,  arranging  the  thumb  pieces  L  within  the  flange  G,  at  the  base  of  the  lamp, 
by  extending  the  springs  I  toward  each  other  horizontally  as  described,  and  thus  form- 
ing the  elbow  catch  to  rest  against  the  shoulder  on  the  flange  £  of  the  lantern,  in  the 
manner  and  for  the  purposes  specified.** 


F.  M.  Kingsley  for  complainant. 
L.  Birdseye  for  defendants. 
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Nelson,  J, 

The  bill,  in  this  case,  is  founded  upon  a  patent  for  an  improve- 
ment in  lanterns.  The  original  patent  was  issued  June  lo,  1851, 
and  after  describing  the  invention,  claims  the  mode  of  attaching 
the  lamp  to  the  lantern  by  means  of  the  springs  and  flanges  as  therein 
substantially  described,  A  suit  was  tried  upon  this  patent  in  the 
District  of  Massachusetts,  at  the  May  Term,  1855,  upon  plead- 
ings and  proofs,  in  which  the  novelty  of  the  improvement  was 
attacked,  and  a  decree  rendered  for  the  defendants. 

The  patent  was  afterward  surrendered,  and  reissued  August 
21, 1855,  in  which  reissue  the  patentees  disclaimed  the  fastening 
of  the  lamps  to  lanterns  by  springs,  and  also  the  fastening  of  the 
springs  to  the  upper  part  of  the  lamp  and  extending  down  so  as 
to  spring  outward  over  a  flange  in  the  lantern ;  but  claimed  the 
constructing  and  arranging  the  springs  to  cause  the  attachment 
of  the  lamp  to  the  lantern  by  the  operation  of  pressing  the  lan- 
tern down  upon  the  springs,  and  also  arranging  thumb  pieces  at 
the  base  of  the  lamp  by  extending  the  springs  toward  each  other 
horizontally,  and  thus  forming  an  elbow  catch  to  rest  against  the 
shoulder  of  the  flange  of  the  lantern. 

The  amendment  of  the  claim  will  hardly  help  out  the  novelty 
of  the  improvement  against  the  proof  of  lamps  previously  in  use 
embracing  substantially  a  similar  arrangement  of  the  parts  con- 
necting the  lamp  with  the  lantern.  Causing  ^^  the  attachment  of 
the  lamp  to  the  lantern  by  the  operation  of  pressing  the  lantern 
down  upon  the  spring  catches,"  is  not  well  distinguishable  from 
the  process  of  causing  the  attachment  by  pressing  the  lamp 
upward  through  the  aperture  into  the  lantern,  the  mode  of 
fastening  being  the  same  which  seems  to  have  been  in  general 
use  at  the  date  of  this  discovery.  The  construction  of  the 
parts  is  the  same  in  substance  in  the  reissue  as  described  in  the 
original  patent,  but  the  patentees  suppose  that  they  have  avoided 
the  objection  by  changing  the  form  of  the  claim.  We  think 
they  have  fallen  into  the  error  that  the  claim  itself,  as  set  forth 
in  the  reissue,  is  not  the  subject  of  a  patent,  but  a  mere  result 
from  the  arrangement  and  combination  of  the  parts. 

Then  as  to  the  second  claim,  the  arrangement  of  the  thumb 
pieces  attached  to  the  springs.     This  is  but  a  change  of  form. 
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The  springs,  may,  perhaps,  be  worked  with  greater  facility  than 
when  the  thumb  piece  is  straight  instead  of  being  bent ;  but  it 
is  only  in  degree.  The  change  involves  no  invention.  It  is 
simply  the  device  of  the  mechanic. 

Upon  the  whole,  we  think  it  quite  clear  that  the  improvement 
described  in  the  original  patent  was  the  one  which  the  patentees 
supposed  they  had  made,  and  that  the  change  of  the  claim  in  the 
reissue  was  an  afterthought  resorted  to  after  the  trial  in  May, 
^855,  in  the  District  of  Massachusetts.  And  further,  that  upon 
the  proofs  there  was  nothing  original  or  novel  set  forth  in  either 
patent. 

We  have  looked  into  the  other  points  made  in  the  case,  but 
as  the  ground  stated  disposes  of  it,  we  forbear  to  notice  them. 

A  DECREE  must  be  entered  for  the  defendants  dismissing  the 
bill. 


Warren  Hale,  Allen  Goodman,  et  al. 

vs. 
Charles  N.  Stimpson,  et  al.     In  Equity. 

The  patentee  of  a  machine  which  consists  merely  of  a  combination  of  old  parts  can 
not  prevent  the  use  of  any  number  of  those  parts  less  than  the  whole,  nor  of  new 
and  substantial  improvements  of  those  old  parts  themselves,  but  only  his  own 
combination  of  parts  or  known  substitutes  thereibr. 

A  patentee  can  not  repudiate  one  of  the  parts  of  his  machine  after  another  inventor 
has  taught  him  to  dispense  with  it. 

The  machine  patented  to  William  N.  Oakes,  June  8, 1858,  for  cutting  irregular  forms, 
is  not  an  infringement  of  the  reissued  patent  granted  to  Hale  and  Goodman,  Feb- 
ruary 10,  1863,  for  '*  improvements  in  shaping  irregular  surfaces  in  wood.** 

(Before  CLirroRD  and  Lowxll,  JJ.,  District  of  Massachusetts,  October,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  letters  patent  for  *'  improvements  in  shaping  irregular 
surfaces  in  wood,"  granted  to  Warren  Hale  and  Allen  Good- 
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man,  July  22,  1845  )  extended  July  22,  1859,  ^^^  reissued  to 
Warren  Hale,  Allen  Goodman,  Lorenzo  Hale,  and  J.  W.  Good- 
man, assignees,  February  10,  1863. 

The  defendants  were  using  a  machine  constructed  under  a 
patent  for  an  '*  improved  machine  for  cutting  irregular  forms/' 
granted  to  William  N.  Oakes,  June  8,  1858. 

The  claim  of  the  original  patent  of  Hale  and  Goodman  was 
as  follows : 


**  We  claim  the  method  herein  above  described  of  copying  or  forming  the  longitu- 
dinal irregularities  of  piano  legs  and  other  similar  articles,  on  rough  blocks  of  wood, 
by  means  of  a  carriage  moving  horinontally  against  the  revolving  cutter  and  holding 
both  the  pattern  and  the  rough  block,  the  cutting  tool  being  raised  and  depressed  for 
depths  of  cut  by  rollers  resting  on  the  patterns,  the  whole  method  or  modut  operandi 
being  substantially  as  herein  above  set  forth.** 

The  claim  of  the  reissued  patent  was  as  follows  : 

"  The  combination  of  the  carriage,  the  pattern  or  patterns,  the  tracing  roller  or 
rollers,  the  rotating  cutting  or  planing  cylinder,  and  the  means  for  turning  or  holding 
the  block  of  wood  to  be  fashioned,  as  described,  or  the  equivalents  of  them,  or  either 
of  them  \  the  said  combination  being  so  organized,  substantially  as  described,  that  by 
its  mode  of  operation  the  block  of  wood  to  be  fashioned  can  be  turned  to  present 
in  succession  each  of  its  faces  to  the  action  of  the  cuttter  or  planing  cylinder,  whose 
axis  is  at  right  angles,  or  nearly  so,  with  the  axis  of  the  block  of  wood,  so  as  to  cut 
the  wood  longitudinally,  while,  by  a  longitudinal  movement,  the  block  of  wood  is 
gradually  cut  or  planed  from  one  end  to  the  other  on  each  face  in  successsion,  and  by 
another  movement  at  right  angles  thereto,  or  nearly  so,  the  cutting  action  is  caused  to 
follow  the  irregular  lines  of  the  pattern,  thereby  producing  a  polygon  of  any  desired 
number  of  sides,  of  any  desired  configuration,  longitudinally,  and  with  all  its  sides  of 
similar  form.** 

The  claim  of  William  N.  Oakes'  patent  was  as  follows  : 

*  **  The  combination  of  two  carriages,  B  C,  having  a  rectilinear  motion  at  different 
speeds,  with  the  elongated  pattern,  tracers,  and  cutter,  for  the  purposes  set  forth  ;  not 
intending  to  claim  an  elongated  pattern  as  such,  or  combined  with  other  machinery  to 
cut  irregular  forms,  but  only  its  combination  with  two  carriages  having  a  rectilinear 
motion,  at  different  speeds,  in  the  manner  described.** 

The  facts  are  sufficiently  presented  in  these  claims,  and  in 
the  opinion  of  the  Court. 

y,  E,  Maynadier  and  Custen  Browne  for  complainants. 

Chauncey  Smith  and  B.  R.  Curtis  for  defendants. 
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Lowell,  J. 

In  July,  1845,  ^^o  ^^  ^^^  complainants,  Warren  Hale  and 
Allen  Goodman,  both  of  Dana,  in  the  county  of  Worcester, 
and  State  of  Massachusetts,  procured  a  patent  for  certain  im- 
provements in  planing  irregular  forms  of  wood,  such  as  piano 
legs  and  other  similar  articles ;  and  in  their  specification  they 
declared  that  their  invention  differed  from  the  machines  then  in 
use  for  turning  lasts,  gunstocks,  etc.,  in  that  those  machines  pro- 
duce their  effects  by  the  revolution  of  a  pattern  which  guides  the 
cutting  tool,  and  makes  an  article  irregular  in  all  directions,  and 
left  in  a  rough  state  when  delivered  from  the  machine ;  while  in 
their  machine  the  pattern  does  not  revolve,  and  the  articles  pro- 
duced are  irregularly  shaped  longitudinally,  but  plane  in  a  trans- 
verse direction,  and  the  surfaces  when  cut  are  perfectly  smooth 
and  fitted  for  the  application  of  veneers.  The  specification  pro- 
ceeds :  "The  main  features  of  our  machinery  are, ^rj/,  a  rec- 
tangular carriage  moving  horizontally  on  rails,  and  holding  the 
rough  block  firmly  in  the  center,  and  having  also  a  perfect  pat- 
tern on  each  side  of  the  carriage  \  and,  secondly^  a  revolving  plan- 
ing cylinder,  similar  to  those  in  common  use,  arranged  in  a  ver- 
tical sliding  frame,  the  motions  of  said  frame  being  controlled  or 
guided  by  the  patterns  aforenamed,  as  will  be  shown  in  the 
sequel."  Then  follows  a  full  and  accurate  description  of  the 
machine,  including  the  contrivance  called  the  centers  and  index 
for  holding  and  turning  the  blocks  so  as  to  present  several  sur- 
faces in  succession  to  the  cutter  at  any  desired  distances  apart. 
It  now  appears,  and  is  admitted  on  both  sides,  that  those  parts 
of  the  patented  machine  which  are  referred  to  as  distinguishing 
it  from  other  turning  machines  were  not  new.  At  least  two 
machines  were  in  public  use  in  Massachusetts  some  years  before 
this  patent  was  taken  out,  which  contained  the  rotating  planing 
cylinder,  the  carriage  and  patterns,  and  the  rollers,  and  so  organ- 
ized, substantially  like  the  patented  machine,  so  far  as  these  main 
features  are  concerned,  as  to  plane,  smoothly,  a  block  of  wood 
having  longitudinal  irregularities.  These  were  the  "  Hayward" 
machine  for  planing  chair  backs,  and  the  "  Springfield  "  machine 
for  planing  parts  of  gunstocks. 

Comparing  the  plaintiffs'  machine    with    that    of    Hayward, 
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which  it  most  resembles,  it  is  found  to  differ  in  three  particulars, 
all  of  which  are  especially  adapted  to  fit  the  machine  for  planing 
piano  legs  and  similar  articles,  which  it  is  desirable  to  produce  in 
forms  having  great  irregularities  and  steep  inclines  on  each  face, 
and  with  several  faces  alike.     These  three  points  are  : 

1.  The  carriage  containing  the  block  to  be  planed  is  fed 
through  under  the  cutter,  by  hand,  by  the  aid  of  a  rack  and 
pinion,  and  craiik  wheel,  instead  of  by  power,  because  an  inter- 
mittent movement  was  required. 

2.  The  motions  of  the  cutter  are  guided  and  aided  by  the 
operator,  by  means  of  another  similar  arrangement  of  rack, 
and  pinion,  and  crank  wheel,  by  which  he  keeps  the  rollers 
attached  to  the  cutter  frame  constantly  in  contact  with  the  pat- 
tern, pressing  them  down  or  easing  them  up  as  occasion  may 
require. 

3.  The  block  is  so  fastened  to  the  carriage  by  the  index  and 
centers,  already  referred  to,  that  different  faces  may  be  presented 
in  succession,  at  precisely  equal  distances,  to  the  action  of  the 
cutter. 

No  one  of  these  parts  is  new  in  itself,  or  is  so  alleged  to  be 
new  by  the  plaintiffs. 

The  business  of  manufacturing  piano  legs  has  been  success- 
fully carried  on  by  machines  constructed  under  this  patent  to 
the  present  time.  The  patent  itself  has  changed  hands  several 
times,  and  nearly  all  the  parties  to  this  suit,  on  both  sides,  have 
been  interested  in  it  at  one  time  or  another.  When  it  expired, 
its  renewal  for  seven  years  more  was  obtained  by  the  original 
patentees.  Two  suits  were  brought  on  the  patent :  the  last,  in 
1855,  against  one  Brooks,  in  the  Southern  District  of  New 
York ;  and  it  is  alleged  in  the  bill  here,  that  Brooks,  after  the 
hearing,  consented  to  a  perpetual  injunction,  which  was  issued. 
This  statement  is  literally  true,  but  conveys  an  entirely  false 
impression,  because  it  suppresses  the  very  material  fact  that  the 
consideration  for  that  perpetual  injunction  was  a  perpetual  license 
to  Brooks  to  use  the  machines  ;  and  the  motive  for  that  was, 
that  Brooks  had  discovered,  and  produced  in  court,  the  Spring- 
field machine,  and  the  then  plaintiffs  were  thereupon  advised  that 
they  should  probably  lose  their  case,  and  thought  best  to  settle 
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it  in  a  manner  which  in  fact  amounted  to  a  defeat,  instead  of  a 
victory,  as  the  bill  would  have  us  infer.  The  patentees,  one  of 
whom  was  a  plaintiff  in  that  case,  were  well  aware  of  the  Hay- 
ward  and  Springfield  machines  long  before  the  hearing  in  that 
suit,  though  perhaps  not  for  a  year  or  so  after  the  original  patent 
was  issued,  and  were  not  unprepared  for  its  discovery  by  the 
opposite  party. 

In  1858,  one  William  N.  Oakes  took  out  a  patent  for  an 
improvement  in  machines  of  this  kind,  and  it  is  the  use  of 
one  of  his  machines  by  the  defendants  which  is  here  com- 
plained of. 

The  Oakes  machine  is  substantially  like  that  of  the  plaintiffs, 
excepting  in  the  mode  in  which  the  rollers  and  pattern  co-oper- 
ate. Oakes  makes  his  pattern  larger  in  a  certain  definite  pro- 
portion than  the  outline  which  he  wishes  to  cut,  and,  by  the  use 
of  a  compound  carriage,  this  pattern  moves  faster  in  a  similar 
definite  proportion  than  the  block  to  be  cut ;  the  effect  of  which 
is,  that  the  rollers  do  not  need  the  aid  of  the  operator  in  moving 
over  these  elongated  curves,  and  the  cutter  frame  being  made 
sufficiently  heavy  to  keep  the  rollers  in  place  downward,  the 
contrivance  of  the  rack,  and  pinion,  and  crank  wheel,  for  rais- 
ing and  lowering  the  cutters,  which  we  have  mentioned  as  the 
second  of  the  alterations  made  by  the  plaintiffs  in  the  Hayward 
machine,  is  dispensed  with,  and  the  machine  is  made,  in  this 
part,  automatic. 

In  1863,  the  plaintiffs  surrendered  their  patent  and  obtained  a 
reissue,  and  in  their  amended  specification  describe  the  machine 
and  invention  in  most  respects  as  before,  but  make  fuller  mention 
of  the  index,  and  lay  more  stress  upon  its  use;  and  their  claim 
is  quite  different,  being  for  a  combination  of  certain  elements, 
none  of  which  are  in  this  part  of  the  specification  spoken  of  as 
new  in  themselves.  And  the  questions  here  are  upon  the  validity 
and  construction  of  this  reissue  patent,  and  its  infringement  by 
the  Oakes  machine.  It  is  conceded  that  the  patent  is  for  a  com- 
bination of  old  parts,  and  that  the  patentee  of  a  machine  which 
consists  merely  of  such  a  combination  can  not  prevent  the  use 
of  any  number  of  those  parts  less  than  the  whole,  nor  of  new 
and  substantial  improvements  of  those  old  parts  themselves,  but 
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only  his  own  conribination  of  parts  or  known  substitutes  therefor. 
The  following  cases  are  to  these  points ;  Prouty  v.  Ruggles^  i6 
Pet.  336  ;  Carver  v.  Hyde^  16  Pet.  513  ;  Brooks  v.  Fiske^  15  How. 
219;  McCormick  v.  Talcott^  20  How.  402;  Vance  v.  Campbell^  I 
Black.  429 ;  Eames  v.  Godfrey^  i  Wall.  79  ;  Burr  v.  Duryee^  i 
Wall.  531. 

It  is  further  conceded  that  the  invention  of  Oakes  is  new  and 
ingenious,  and  probably  useful,  and  that  it  is  mechanically  a  dif- 
ferent contrivance  for  raising  and  lowering  the  cutter  frame  from 
that  used  by  the  plaintiffs.  But  the  plaintiffs  say  that  the  par- 
ticular device  for  raising  and  lowering  the  cutters  is  no  essential 
part  of  their  invention  ;  that  their  combination  consists  of  only 
five  elements :  the  carriage,  the  pattern,  the  rollers,  the  planing 
cylinder,  and  the  index.  Perhaps  the  plaintiffs'  claim  in  their 
reissue  patent  is  capable  of  this  construction  ;  but  this  reissue 
was  obtained  avowedly  for  the  purpose  of  stopping  the  use  of 
the  Oakes  machine,  while  avoiding  to  claim  the  Hayward  and 
Springfield  machines,  and  the  claim,  if  construed  as  the  plaintiffs 
now  contend  it  should  be,  is  very  ingeniously  adapted  to  this  end. 
It  is  our  duty,  however,  to  construe  the  patent  in  such  a  way,  if  pos- 
sible, as  to  conform  to  the  actual  invention.  Now,  the  plaintiffs' 
invention  was  a  machine  of  which  we  are  unable  to  see  that  any 
of  the  parts  are  unimportant.  It  differed  from  one  of  these,  con- 
fessedly anterior,  in  the  three  particulars  which  we  have  men- 
tioned ;  all  of  which  were  adapted  to  fit  the  machine  for  making 
piano  legs.  And  especially  is  this  true  of  the  device  in  question. 
It  is  essential  to  the  proper  working  of  all  these  machines,  and  is 
so  described  in  the  plaintiffs'  specification  that  the  rollers  should 
be  kept  in  contact  with  the  pattern ;  and  the  only  mechanical 
difficulty  to  be  overcome  in  adapting  the  machine  to  this  partic- 
ular use  seems  to  have  arisen  from  the  steepness  of  the  curves, 
which  requires  something  beyond  mere  weight  in  the  frame  to 
insure  this  contact.  The  plaintiffs'  contrivance  to  this  end  was 
one  which  needed,  for  its  working,  the  constant  attention  of  the 
operator,  and  the  use  of  one  of  his  hands.  And  we  think  it 
must  be  considered,  in  fact  and  in  law,  an  important  part  of  the 
plaintiffs'  invention.  Two  of  the  cases  above  cited  are  impor- 
tant authorities  to  show  that  a  patentee  can  not  repudiate  one  of 
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the  parts  of  his  machine  after  another  inventor  has  taught  him 
how  to  dispense  with  it.  Prouty  v.  Ruggles^  16  Pet.  336;  Vance 
V.  Campbell^  i  Black.  428. 

It  was  urged  by  the  defendants,  that  upon  the  uncontradicted 
evidence  of  the  general  and  familiar  use  of  the  index  in  various 
machines,  where  it  performed  the  same  function  in  the  same 
way  as  in  the  plaintiffs'  machine,  and  it  not  appearing  that  any 
invention  was  or  could  be  required  to  adapt  it  to  this  machine,  it 
followed,  as  matter  of  law,  that  a  patent  could  not  be  taken  out 
for  the  mere  application  or  special  use  of  this  contrivance  under 
such  circumstances. 

As  we  have  considered  the  patent  to  be  for  a  machine  made 
up  of  old  parts,  of  which  the  index  is  only  one,  and  of  which 
one  of  the  others  is  dispensed  with  by  the  defendants,  it  has  not 
become  necessary  to  pass  upon  this  point;  nor  upon  the  point 
that  the  elongated  pattern  of  the  Oakes  machine  is  not  the  ^^  per- 
fect pattern  "  of  the  reissue  patent,  nor  any  colorable  evasion  of 
it,  nor  a  known  substitute  for  it,  but  a  new  and  substantial  alter- 
ation, adopted  for  the  honest  purpose  of  enabling  the  pattern  to 
perform  two  functions  \  or,  inother  words,  that  the  Oakes  inven- 
tion may  well  be  described  as  an  improvement  in  the  pattern 
itself.  This  appears  to  be  Oakes'  view  of  it,  as  set  forth  in  his 
specification.  But  we  have  not  found  it  necessary  to  pass  upon 
this;  nor  upon  the  existence  and  date  of  several  of  the  alleged 
prior  inventions  ;  nor  upon  the  question,  which  perhaps  might 
be  worthy  of  argument,  whether  the  patentees,  in  their  reissue, 
have  properly  distinguished  between  the  new  and  the  old  as  fully 
and  clearly  as  is  required  by  law. 

Our  decree  must  be  that  the  bill  be  dismissed. 
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vs. 


Ethan  Allen.     In  Equity, 

Where  the  plaintiffs*  application  was  much  earlier  than  the  defendant*s,  although  their 
patent  was  subsequent  to  his,  and  the  defendant,  in  his  first  application,  did  not 
in  terms  describe  or  claim  the  plaintiffs*  invention,  but  deliberately  disclaimed  it ; 
but  afterward  reissued  his  patent  and  procured  a  reissue  identical  with  the  plain- 
tifis* — Held :  That  these  facts  constituted  a  case  against  the  defendant,  which  he 
was  called  upon  to  meet. 

Priority  of  invention  awarded  to  the  patent  granted  to  Smith  and  Wesson,  December 
1 8,  i860,  for  improvement  in  revolvers,  over  that  reissued  to  Ethan  Allen, 
February  4,  1862. 

(Before  Clipford  and  Lowill,  JJ.,  District  of  Massachusetts,  October,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  ''  improvement  in  revolvers,"  granted 
to  complainants  December  i8,  i860. 

The  defendant  claimed  under  letters  patent  for  a  similar 
improvement,  granted  to  himself  July  3,  i860,  and  reissued 
February  4,  1862. 

The  claims  of  these  several  patents  were  as  follows : 

Patent  of  Smith  and  Wesson : 

**  We  claim,  first,  the  combination  of  a  revolving  cylinder,  having  its  chambers 
extending  entirely  through  the  block,  with  an  unbroken  recoil  shield  having  a  projec- 
tion on  its  face,  as  described,  for  the  purpose  set  forth. 

''Second,  the  combination  of  the  barrel,  hinged  to  the  lock  plate  with  a  spring  catch 
b,  arranged  with  end  projections  tu  grasp  the  barrel  and  plate,  subsuntially  as  described, 
for  the  purpose  as  set  forth." 

Original  patent  of  Ethan  Allen : 

«  Providing  the  recoil  plate  of  revolving  fire  arms  with  a  projection  in  the  form  of  an 
inclined  plane,  so  that  the  cylinder  will  be  free  to  revolve  at  the  first  minute  movement 
of  the  hammer,  substantially  in  the  manner  and  for  the  purpose  set  forth  and  described.** 
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Reissued  patent  of  Ethan  Allen  : 

**  The  combination  of  a  revolving  qrlinder,  having  its  chambers  extending  entirely 
through  the  block,  and  an  unbroken  recoil  shield,  having  a  projection  on  its  face,  as 
described  and  for  the  purpose  set  forth. 

<*  Also,  in  the  said  combination,  as  described,  the  making  of  the  said  projection,  on 
the  recoil  plate,  in  the  form  of  an  inclined  plane,  substantially  as  and  for  the  purpose 
specified.** 

The  facts  are  sufficiently  set  forth  in  these  claims  and  in  the 
opinion  of  the  C)ourt. 

E.  T.  Hodges  and  E.  (V.  Stoughton  for  complainants. 

y.  E,  Maynadier^  Causten  Browne^  and  B.  R,  Curtis  for  de- 
fendant. 

Lowell,  J. 

In  this  case  the  parties  hold  patents  for  the  same  invention, 
and  their  specifications  are  identical — 2,  state  of  things  as  novel, 
probably,  as  the  fiat  projection  on  the  recoil  shield  of  revolving 
fire  arms,  which  is  the  subject  of  the  patents.  This  fact  relieves 
the  case  of  many  difficulties  of  interpretation,  and  of  mechanics, 
usually  found  in  controversies  of  this  nature,  and  leaves  open 
only  the  question  of  priority  of  invention,  and  this  only  between 
the  parties  to  this  suit ;  no  invention  by  any  third  party  being 
alleged.  The  plaintiffs,  after  many  experiments,  and  after 
making  and  selling  pistols,  arranged  upon  a  principle,  the 
identity  of  which  with  this  invention  is  in  dispute  between  the 
parties,  certainly  made  the  precise  improvement  now  patented, 
in  April  or  May,  1858,  and  applied  for  a  patent  in  January, 
1859,  l>cfore  which  time  they  had  completed  all  their  tools  and 
preparations  for  making  and  selling  pistols,  embodying  the  im- 
provement; Their  application  was  rejected  because  the  inven- 
tion was  supposed  to  be  covered  by  one  of  several  patents 
granted  to  Rollin  White  in  1855.  They  afterward  renewed 
their  application,  with  some  modifications  of  their  specification, 
and  the  patent  was  granted  in  December,  i860. 

The  defendant  first  applied  for  his  patent  for  a  projection  in 
the  form  of  an  inclined  plane,  in  April,  i860,  something  more 
than  fifteen  months  after  the  plaintiffs  had  first  made  application. 
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but  when  his  petition  was  rejected,  and  he  was  referred  to  the 
RoIIin  White  patent,  and  to  the  plaintiffs'  application,  he 
promptly  disclaimed  the  flat  projection,  which,  indeed,  be  had 
not  in  terms  described  or  claimed,  and  received  his  patent  for 
the  inclined  projection  some  months  before  the  plaintiffs  received 
theirs  for  the  flat  form.  He  has  since  obtained  a  reissued  patent 
identical  with  the  plaintiffs' ;  and  it  is  admitted  that,  in  law,  the 
defendant  could  not  support  a  patent  for  the  inclined  form  of 
projection,  if  the  plaintiffs'  invention  was  earlier. 

These  facts,  the  very  considerable  priority  of  the  plaintiffs' 
application,  the  nature  of  the  defendant's  original  specification, 
which  did  not  describe  or  claim,  in  terms,  the  flat  form  of  projec- 
tion, and  his  deliberate  disclaimer  on  oath  of  the  flat  form  as  not 
new,  certainly  make  a  case  which  the  defendant  is  called  upon 
to  meet.  He  introduces  his  own  testimony  and  that  of  his 
workman  Huber,  to  show  that  in  the  autumn  of  1857  a  model 
pistol  was  made  for  the  purpose  of  testing  this  kind  of  fire  arm, 
that  is,  a  pistol  with  chambers  bored  through  the  cylinder.  It 
was  manufactured,  they  say,  by  Huber  after  a  wooden  model 
made  by  the  defendant,  and,  when  nearly  finished,  was  tried, 
and  found  not  to  revolve  easily,  and  the  defendant  ordered 
Huber  to  file  the  shield  away,  around  the  line  marked  by  the 
cartridge,  excepting  in  the  line  of  the  fire.  Huber  says  he  did 
so  file  it,  and  found  it  to  work  well  thereafter.  The  defendant 
did  not  try  it  again,  but  was  satisfied  with  Huber's  report,  and 
gave  the  model  to  Mr.  Prescott,  then,  or  soon  after,  his  fore- 
man, to  make  tools  by  for  manufacturing  the  pistols. 

A  good  deal  of  doubt  is  thrown  by  the  plaintiffs'  rebutting 
evidence  upon  the  alleged  fact  of  Huber's  making  any  such 
pistol  at  that  time. 

It  is  not  contended  that  any  other  pistol  of  this  kind  was 
made  until  after  the  admitted  date  of  the  plaintiffs'  invention. 
And  we  are  disposed  to  consider  the  weight  of  the  whole 
evidence,  including  the  copy  of  the  defendant's  contemporaneous 
letter  to  RoUin  White,  to  be  that  he  was  not  ready  to  make 
and  sell  in  the  market  any  pistols  of  this  general  class  until 
January,  1859.  This  tends  to  increase  the  doubt  of  the  cor- 
rectness of  the  date  for  the  model  pistol,  because  it  makes  a 
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very  long  interval  for  the  carrying  a  successful  experiment  into 
practice. 

But  there  is  still  greater  doubt  whether  the  model  pistol, 
whenever  made,  contained  any  such  protuberance  on  the  recoil 
shield  as  would  fairly  anticipate  the  plaintiffs'  invention.  Pres- 
cott,  who  took  charge  of  it  to  make  the  tools  by,  observed 
nothing  of  the  kind,  nor  did  any  one  else.  The  pistol  itself  is 
not  produced.  Its  non-appearance  is  accounted  for  by  the 
allegation  sworn  to  by  all  the  witnesses,  who  are  asked  to  ex- 
plain that  circumstance,  that,  after  the  tools  were  made,  it  was 
of  no  importance.  But  no  tool  was  made  to  carry  out  this  part 
of  the  model.  The  explanation,  therefore,  fails,  because  the 
model  would  still  remain  important  in  this  part.  Again,  it  is 
perfectly  certain,  and  is  now  admitted,  that  many,  and  probably 
most,  of  the  pistols  first  made  by  the  defendant  were  not  filed 
at  all.  The  plaintiffs  have  produced  four  such,  made  by  the  defend- 
ant during  the  year  1859.  T^^^  defendant  has  produced  none 
that  were  filed.  Many  witnesses  who  were  in  a  position  to 
know,  and  who  examined  many  of  the  pistols,  and  who  worked 
on  all  parts  of  them,  saw  and  heard  nothing  of  such  a  filing  as 
is  now  sought  to  be  established ;  and  the  majority  of  all  who 
knew  of  any  filing,  speak  of  it  as  a  filing  in  different  parts  of  the 
shield,  wherever  the  cartridges  happened  to  bind.  And  the 
weight  of  the  evidence  decidedly  is,  that  the  whole  matter  of 
filing  was  left  to  the  judgment  of  the  fitters  or  finishers,  with- 
out any  model,  or  any  definite  or  uniform  plan  upon  which  it 
was  to  be  done.  And  there  is  no  evidence  that  the  model  pis- 
tol was  retained,  for  any  purpose,  for  a  single  day  after  the  tools 
were  made. 

Again,  when  the  defendant  came  to  make  the  large  sized 
pistols,  in  which  the  binding  is  much  greater,  as  it  was  obvious 
that  it  would  be,  and  this  was  after  the  plaintiffs'  original 
application  for  a  patent,  he  made  the  shields  entirely  flat,  and 
three  uncontradicted  witnesses  say  that  they  saw  him  trying  one 
of  these  larger  pistols  in  August,  1859,  ^"^  ^^^^  '^  would  not 
revolve ;  and  a  suggestion  being  made  by  one  of  the  bystanders 
that  it  needed  a  raised  part  on  the  shield,  he  said  that  he  could 
not  do  that,  as  he  had  a  number  made  in  the  same  way,  that  is. 
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flat.  Soon  after  this,  the  defendant  invented  his  inclined  pro- 
jection, and  proceeded  to  make  a  proper  tool  for  cutting  or 
milling  it  uniformly  upon  all  his  pistols,  and  to  take  out  a  patent 
for  it.  Upon  the  rejection  above  mentioned,  he  disclaimed  the 
flat  projection  as  not  original  with  him.  Now,  upon  this  point 
the  defendant's  explanation  is  far  from  satisfactory.  He  says 
he  signed  what  his  solicitor  sent  him,  which,  no  doubt,  is  true. 
But  he  does  not  say  that  he  did  not  fully  understand  what  he 
was  doing.  There  is  some  intimation  that  he  did  not  know 
who  was  supposed  to  have  invented  the  flat  projection.  This  is 
not  very  material ;  but  he  certainly  had  full  means  of  knowledge, 
because  he  knew  all  about  the  White  patent,  and  had  had  some 
negotiations  about  buying  it,  and  he  knew  that  the  plaintiflFs  had 
in  fact  bought  it.  When  he  was  referred  by  the  Commissioner 
of  Patents  to  the  patent  of  White,  and  the  application  of  the 
plaintiflFs,  he  was  put  on  an  inquiry  which  he  could  easily  satisfy, 
so  far  as  he  was  not  already  informed.  The  pistols  of  the 
plaintiffs  were  in  the  market,  and  the  solicitor,  Mr.  Cooper, 
whom  the  defendant  then  proceeded  to  employ,  had  been  their 
solicitor  in  making  their  original  application.  We  think,  under 
these  circumstances,  he  must  be  affected  with  the  knowledge 
that  the  plaintiffs  were  the  persons  concerned.  And  his  dis- 
claimer is  a  very  distinct  admission  that  his  discovery  was  not 
earlier  than  January,  1859,  ^^^  ^^^^  ^^  ^^^  plaintiffs'  rejected 
application. 

Upon  all  the  evidence,  of  which  we  have  referred  to  only 
some  of  the  more  prominent  points,  we  find,  as  matter  of  fact, 
that  the  plaintiffs'  invention  of  the  flat  projection  was  first  in 
time,  and  that  they  are  entitled  to  our  decree. 

This  view  makes  it  unnecessary  to  decide  whether  the  inven- 
tion of  the  plaintiffs  of  tipping  the  cylinder  of  their  pistols  is 
identical  in  principle  and  mode  of  operation  with  that  of  the  flat 
projection,  and,  if  so,  whether  it  is  properly  described  and 
claimed  in  their  patent. 
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Clark  Tompkins 

vs. 

George   Gage   and    George  C.  Gage.     In    Equity. 

The  first  claim  in  Tainter*s  patent  for  a  rotary  knitting  machine  is  for  a  combination 
consisting  of  three  distinct  parts,  and  limited  to  them.  These  are  :  The  peculiar 
mechanism  for  forming  the  stitches,  the  draft  and  take-up  roller  revolved  by 
mechanism  on  its  axis,  and  the  mechanism  so  connecting  the  draft  and  take*up 
roller  with  the  peculiar  knitting  device  that  the  two  shall  rotate  coincidently  or 
in  unison. 

The  second  claim  is  substantially  the  same  as  the  first.  The  attempt  to  separate  the 
invention  into  two  distinct  parts  failed.  The  same  invention  described  in  the  first 
claim  is  found  in  the  second,  and  no  other  invention  is  found  there.  In  the  first, 
it  is  called  a  combination ;  in  the  second,  an  arrangement. 

This  duplication  of  the  claim  does  not  destroy  the  parent ;  it  is  mere  tautjlogy,  which, 
while  it  may  make  the  instrument  less  clear  and  exact,  does  not  impair  its  valid- 
ity, there  being  no  evidence  that  it  was  made  to  deceive. 

It  is  not  enough  that  the  defendants  raise  a  doubt  on  the  question  of  novelty.  They 
must  antedate  the  invention  set  forth  in  the  patent  by  satis^ctory  and  preponder- 
ating proof. 

A  patentee  has  a  right  to  assume  that  those  who  desire  to  understand  all  the  conditions 
under  which  his  invention  can  be  operated,  are  acquainted  with  the  preceding 
state  of  the  art  immediately  connected  with  the  particular  subject-matter. 

If  a  small  proportion  of  the  acumen  and  ability  whicH  counsel  exhaust  upon  the  con- 
struction of  patents  were  originally  expended  by  draughtsmen  in  firaming  them, 
the  property  of  inventors  in  the  products  of  their  ingenuity  would  be  much  more 
secure,  and  its  protection  by  the  courts  much  more  easy  and  certain. 

(Before  Shipman,  J.,  Northern  District  of  New  York,  October,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  the  defendants  from 
infringing  two  letters  patent  for  "  improvements  in  rotary  knit- 
ting machines,'*  one  granted  to  Daniel  Tainter,  November  30, 
1852,  and  assigned  to  complainant,  and  the  other  granted  to 
Clark  Tompkins  and  John  Johnson,  September  18,  1855,  re- 
issued May  15,  i860,  and  assigned  to  complainant. 

The  claims  of  these  several  patents  were  as  follows : 
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Patent  to  Daniel  Tainter  : 


"  I  do  not  claino  the  combining  one  or  more  draft  rollers  and  a  take-up  roller  or 
drum  in  one  frame^  which,  when  put  in  rotation,  shall  carry  them  smultaneously 
around  with  it,  so  as  to  draw  forward  and  wind  up  a  rope  or  cord,  or  like  manufacture, 
formed  of  strands  twisted  together ;  nor  do  I  claim  the  application  of  a  take-up  roller 
or  mechanism,  as  used  on  either  a  common  warp  or  flat-braid  knitting  machine.  What 
I  claim  as  my  invention  is  to  so  combine  a  draft  and  take-up  roller,  and  mechanism  for 
revolving  it,  with  a  rotary  series  or  set  of  needles  and  other  mechanism  of  the  above- 
mentioned  peculiar  kind  for  knitting,  that  such  draft  roller  shall  rotate  simultaneously 
or  with  the  same  velocity  with  such  series  of  needles,  so  as  to  prevent  the  longitudinal 
rows  of  stitches  from  being  produced  in  helical  lines,  and  the  evil  consequences  result- 
ing to  the  fabric  therefrom.  I  also  claim  the  arrangement  of  the  draft  and  take-up 
mechanism,  in  connection  with  the  knitting  mechanism,  supported  by  two  separate 
frames.  A,  T,  and  also  their  connection  with  the  mechanism  for  producing  an  equal 
and  simultaneous  rotation  of  these  frames.  A,  T,  all  substantially  as  described,  whereby 
there  shall  not  only  be  no  connection  between  the  frames,  A,  T,  to  extend  through 
the  fabric,  but  no  projection  from  the  frame.  A,  to  come  in  contact  with  the  presser, 
stitch  wheels  and  cam  bar,  or  their  respective  supports,  during  the  simuluneous  and 
equal  rotations  of  both  or  either  of  the  said  frames,  A,  T.** 

Original  patent  to  Tompkins  and  Johnson : 

*'  We  claim  :  First,  The  manner  in  which  we  cause  the  frame  which  carries  the 
take-up  machanism  to  revolve  in  the  same  direction,  and  with  the  same  velocity,  as  the 
needle  cylinder,  as  specified  and  for  the  purpose  set  forth. 

*'  Second.  Combining  the  web-shaping  plates  S  and  C  with  the  take-up  mechanism, 
substantially  as  described,  for  the  purpose  specified.** 

Reissue  to  Tompkins  and  Johnson  : 

**  We  claim  the  apparatus  for  revolving  the  take-up  machinery  in  unison  with  the 
needle  cylinder,  as  herein  specified,  substantially  in  the  manner  and  for  the  purpose  set 
forth. 

**  We  also  claim  revolving  the  shaping  plates  S  and  C  by  a  positive  motion  with  and 
at  the  same  velocity  as  the  take-up  motion,  substantially  as  described  and  for  the  pur- 
pose specified.** 

George  Gifford  for  complainant. 
Charles  M.  Keller  for  defendants. 

Shipman,  J. 

The  bill,  in  this  case,  is  founded  upon  two  patents,  alleged  to 
be  for  new  and  useful  improvements  in  rotary  knitting  machines. 
The  first  was  issued  to  Daniel  Tainter,  of  Worcester,  Massa- 
chusetts, November  30,  1852,  and  on  February  12,  i860,  vi^as 
by  him  assigned  to  the  present  complainant,  who  is  now  the 
owner  of  the  same. 

The  second  patent  was  issued  to  Clark  Tompkins,  the  present 
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complainant,  and  John  Johnson,  of  Troy,  New  York,  September 
18,  1855,  and  surrendered  and  reissued  to  them  May  15,  i860. 
On  the  1 8th  of  the  last  named  month,  Johnson  assigned  his 
interest  therein  to  the  complainant,  who  is  now  the  sole 
owner. 

The  inventions  alleged  to  be  covered  by  these  patents  are  of 
great  utility  and  value.  The  bill  charges  the  respondents  with 
infringing  both,  and  seeks  to  restrain  them  by  injunction.  As 
it  is  not  the  purpose  of  the  Court  to  go,  in  detail,  into  the  dis- 
cussion of  the  evidence  upon  which  the  questions  of  fact  in  this 
controversy  depend,  it  is  important  to  set  forth,  as  clearly  as  the 
subject-matter  will  admit,  our  construction  of  the  patents,  in 
order  that  the  grounds  upon  which  the  decision  rests  may  dis- 
tinctly appear.  This  is  especially  necessary  inasmuch  as  there 
does  not  appear  to  have  been  any  prior  litigation  of  the  question 
involved,  in  which  any  judicial  construction  has  been  put  upon 
them. 

And,  first,  as  to  the  construction  of  the  Tainter  patent. 
There  are,  in  the  specification  of  this  patent,  what  purport  to 
be  two  distinct  claims,  in  the  construction  of  which  the  parties 
materially  differ.  The  first  claim,  as  we  understand  it,  is  for  a 
combination  consisting  of  three  distinct  parts,  and  limited  to 
them.  These  are :  the  peculiar  mechanism  for  forming  the 
stitches  described  in  the  specification,  the  draft  and  take-up  roller 
revolved  by  mechanism  on  its  axis,  and  the  mechanism  so  con- 
necting the  draft  and  take-up  roller  with  the  peculiar  knitting 
device  that  the  two  shall  rotate  coincidently  or  in  unison. 
These  three  distinct  members,  in  combination,  form  the  organ- 
ized mechanism  embraced  in  the  first  claim. 

The  second  claim,  in  its  legal  aspect,  is  not  materially  differ- 
ent from  the  first.  It  is  fuller,  inasmuch  as  it  embraces,  sub- 
stantially, a  brief  description  of  the  particular  means  in  which 
these  three  parts  are  combined  and  made  effective  in  producing 
the  intended  result.  We,  therefore,  regard  the  invention  as 
embraced  in  both  claims,  though  more  fully  described  in  the 
second  one.  The  attempt  to  separate  the  invention  into  two 
distinct  parts  certainly  failed.  The  same  invention  described  in 
the  first  claim  is  found  in  the  second,  and  no  other  invention  is 
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found  there.     In  the  first,  it  is  called  a  combination  ;  in  the  sec- 
ond, an  arrangement. 

The  respondents,  however,  insist  that  the  fact  that  a  single 
invention  is  made  the  subject  of  two  distinct  claims  in  the  same 
specification — in  other  words,  is  claimed  twice — renders  the 
patent  void.  This  objection  to  the  validity  of  the  patent  is 
placed  upon  what  is  termed  by  counsel  "  duplicity  of  claim/' 
and  the  argument  really  is,  that  as  one  claim  is  but  a  repetition 
of  the  other,  this  repetition  destroys  the  patent.  No  authority 
is  cited  in  support  of  this  objection,  and  no  reason  presented 
which  gives  it  weight  or  strength.  None  is  perceived  by  the 
Court. 

It  is  clearly  not  like  the  case  where  two  distinct  inventions, 
relating  to  wholly  distinct  subjects,  having  no  objects  in  com- 
mon, are  embraced  in  the  same  patent ;  and  the  objections 
which  would  apply  in  such  a  case  have  no  application  to  a 
patent  like  the  one  now  under  consideration.  The  blemish 
must,  therefore,  be  regarded  as  mere  tautology,  which,  while  it 
may  make  the  instrument  less  clear  and  exact,  does  not  impair 
its  validity.  There  is  no  evidence  that  the  double  claim  was 
made  with  intention  to  mislead. 

The  utility  of  this  invention  is  conceded,  and  its  infringement 
by  the  respondents,  under  this  construction  of  the  patent,  is  not 
denied. 

The  only  remaining  question  arising  under  this  patent  is, 
whether  or  not  Daniel  Tainter  is  the  original  and  first  inventor  ? 
On  this  point  the  burden  of  proof  is  on  the  respondents.  The 
patent  is  strengthened  in  this  feature  by  the  testimony  of  Clark 
and  Sanford,  and  we  do  not  think  the  proofs  offered  by  the 
complainants  are  overcome  by  the  evidence  adduced  by  the 
respondents.  It  is  not  enough  that  the  latter  raise  a  doubt  on 
this  question.  They  must  show  by  satisfactory  and  preponder- 
ating evidence  that  they  antedate  the  invention  set  forth  in  the 
patent.  After  a  careful  comparison  of  the  whole  evidence  on 
this  point,  we  think  they  have  failed  to  show  that  any  combina- 
tion substantially  like  the  one  described  in  the  Tainter  patent 
existed  prior  to  his  invention. 

So  far  as  the  reissued  patent  to  Tompkins  and  Johnson  is 
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concerned,  the  respondents  are  charged  with  infringing  the  sec- 
ond claim  only.  This  claim,  when  read  by  itself,  is  simply  for 
revolving  the  stamping  plates  by  a  positive  motion  with  and  at 
the  same  velocity  as  the  take-up  motion,  substantially  as  de- 
scribed. The  object  of  this  arrangement  is  to  secure,  by  the 
lower  and  circular  plate,  an  even  pull  on  the  fabric  as  it  comes 
from  the  circular  row  of  needles  below,  keeping  the  threads  at 
uniform  angles,  and  thus  securing  its  uniform  elasticity.  The 
upper  plate  is  oval,  so  as  to  pass  the  web  in  a  partially  flattened 
state  to  the  rod  or  cloth  spreader.  The  only  difficulty  with  the 
claim  is,  that  it  is  not  as  full  and  specific  as  it  should  have  been. 
But  when  read  in  the  light  of  the  preceding  and  descriptive 
parts  of  the  specification,  it  must  be  understood  to  embrace  the 
connection  of  the  moving  plates  with  the  take-up  mechanism, 
and  their  operation  together  in  the  peculiar  manner  set  forth. 
This  is  the  only  construction  which  leaves  any  intelligent  mean- 
ing in  the  claim.  This  peculiar  arrangement  of  the  plates  and 
take-up  mechanism  is  not  found  in  the  Whitehead  machine,  nor 
is  there  satisfactory  evidence  that  it  existed  in  any  other,  prior  to 
the  invention  of  Tompkins  and  Johnson. 

As  to  the  infringement,  the  only  important  difference  between 
the  arrangement  and  operation  of  these  plates  in  the  complain- 
ant's and  respondents'  machines  is,  that  in  the  former  they  are 
fixed  to  the  rod  or  spindle,  and  are  revolved  by  the  gear  which 
carries  it;  while  in  the  latter,  the  spinTlle  to  which  they  are 
attached  turns  freely  and  without  gearing.  This  difference,  in 
the  judgment  of  the  Court,  is  not  material,  but  is  only  a  me-^ 
chanical  equivalent,  as  the  arrangement  is  in  all  other  respects 
nearly  identical,  and  accomplishes  the  same  result  in  essentially 
the  same  manner. 

It  is,  however,  objected  by  the  respondents  that  the  specifica- 
tion points  out  no  means  by  which  this  arrangement  can  be 
made  to  operate  successfully  in  a  machine  where  the  spindle 
carrying  the  plates  runs  free,  instead  of  being  driven  by  gear. 
This  point  is  not  free  from  difficulty.  But,  on  the  whole,  we 
conclude  that  the  patentees  had  a  right  to  assume  that  those 
who  desired  to  understand  all  the  conditions  under  which  their 
invention  could  be  operated,  were  acquainted  with  the  preceding 
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State  of  the  art  immediately  connected  with  this  particular  sub- 
ject-matter. A  mere  glance  at  the  Tainter  machine,  with 
which  all  persons  acquainted  with  this  branch  of  business  must 
be  presumed  to  be  familiar,  and  which  was  referred  to  by  name 
in  the  specification,  would  at  once  show  that  it  is  immaterial,  so 
far  as  the  function  and  arrangement  of  these  plates  are  con- 
cerned, whether  they  are  carried  round  by  force  of  gear  applied 
to  the  spindle,  or  on  a  free  spindle  by  force  of  the  web  acting 
on  the  plates.  Indeed,  the  patent  itself  says  it  is  not  essential 
that  the  plate  should  be  immovably  fastened  to  the  spindle. 

It  is  insisted,  however,  by  the  respondents,  that  this  is  an  after- 
thought, inserted  in  the  reissued  patent  after  the  patentees  had 
seen  the  respondents'  machines,  and  for  the  purpose  of  covering 
what  was  not  embraced  in  the  original  patent.  But  the  Court 
has  no  means  of  judging  of  the  force  of  this  objection,  as  the 
original  patent  is  not  evidence.  As  no  comparison  can  be  made 
between  that  and  the  reissued  patent,  no  inference  of  this  char- 
acter can  be  drawn  against  the  latter. 

It  follows  from  these  views,  that  an  injunction  must  issue 
against  the  use  of  the  invention  described  in  the  Tainter  patent, 
and  also  against  the  use  of  the  one  described  in  the  second  claim 
of  the  Tompkins  and  Johnson  patent. 

Before  dismissing  this  case,  we  deem  it  proper  to  express,  in 
explicit  terms,  the  disapprobation  of  this  Court  of  the  loose 
manner  in  which  specifications  for  patents  are  very  often  drawn 
up.  We  are  well  aware  that  sometimes  it  may  be  difficult  to 
clearly  and  exactly  state  and  describe  the  subject-matter  of  an 
invention.  This  is  the  case  where  the  mechanism,  constituting 
or  embodying  the  invention,  is  extensive  and  complicated.  But 
these  difficult  instances  bear  no  adequate  proportion  to  the  cases 
in  which  specifications,  and  especially  those  parts  of  them  which 
are  devoted  to  stating  the  claim,  are  very  loosely  framed.  Pat- 
ents are  constantly  being  reissued  for  the  purpose  of  stating  the 
claims  of  the  inventor,  in  order  that  the  description  may  coin- 
cide with  the  invention,  where  the  subject-matter  is  neither 
complicated  nor  difficult  to  delineate.  In  many  cases  where 
they  are  not  reissued,  the  courts  are  called  upon,  under  the  rule 
of  ^^  liberal  construction,"  to  pass  upon  confused  and  obscure 
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specifications,  and  upon  claims  which  have  very  scant  and  im- 
perfect relation  to  the  more  detailed  descriptions  in  the  body  of 
the  instruments.  This  loose  practice  is  injurious  to  inventors  ; 
is  the  profit,  /.  e.y  source  of  litigation ;  and  multiplies  the  embar- 
rassments and  labors  of  the  courts  in  their  efforts  to  protect  the 
fruits  of  inventive  skill  and  meritorious  ingenuity.  If  a  small 
proportion  of  the  acumen  and  ability  which  counsel  exhaust 
upon  the  construction  of  patents,  were  originally  expended  by 
draughtsmen  in  framing  them,  the  property  of  inventors  in  the 
products  of  their  ingenuity  would  be  much  more  secure,  and  its 
protection  by  the  courts  much  more  easy  and  certain. 


Decree  for  complainant. 


Emma   C.  Wooster 

vs. 

Jason  Crane,  et  al.     In  Equity. 

The  Act  of  March  2,  1861,  relating  to  patents  for  designs,  although  it  does  not  require 
utility  in  order  to  secure  the  benefit  of  its  provisions,  does  require  that  the  shape  or 
design  shall  be  the  result  of  industry,  effort,  genius,  or  expenses,  and  must  also  be 
held  to  require  that  the  shape  or  configuration  sought  to  be  secured,  shall,  at  least, 
be  new  and  original  as  applied  lo  articles  of  manufacture. 

When  a  well-known  form  was  given  to  an  old  device,  and  no  advantage  whatever  was 
derived  from  the  adoption  of  such  form  except  the  incidental  one  of  a  trade-mark, 
and  the  selection  was  but  an  arbitrary,  chance  selection  of  one  of  many  well-known 
shapes,  all  equally  adapted  to  the  purpose — Held :  That  the  patent  could  nut  be 
sustained. 

(Before  Bbnbdict,  J.,  Southern  District  of  New  York,  October,  1865.) 

This  was  a  bill  in  equity,  filled  to  restrain  defendants  from 
infringing  upon  letters  patent  for  a  "  design  for  a  reel,*'  granted 
under  the  act  of  March  2,  1861,  to  complainant,  and  dated  Oc- 
tober 20, 1863. 

The  facts  sufficiently  appear  in  the  opinion  of  the  Court. 
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Thomas  P.  Howe  for  complainants. 

5.  F.  Freeman  for  defendants. 

Benedict,  J. 

This  is  a  bill  in  equity,  filed  to  recover  damages  for  an  alleged 
infringement  of  a  patent  issued  October  20,  1863,  for  a  design 
for  a  reel. 

The  article  in  question  is  a  reel  for  containing  ruffles,  ladies' 
dress  trimmings,  and  other  goods,  and  consists  of  two  parallel 
disks  of  pasteboard  connected  by  four  bits  of  wood  on  which 
the  ruffle  is  wound  between  the  pasteboard  sides.  The  paste- 
board is  cut  in  the  shape  of  a  rhombus,  with  the  angles  rounded  ; 
and  what  the  patentee  claims,  is  ^^  the  design  and  configuration 
of  the  reel." 

The  statute  relied  on,  as  giving  to  the  complainant  the  right 
sought  to  be  enforced,  is  the  act  of  March  2,  1861.  Section  11 
of  this  act  is  as  follows  : 

^^  Section  ii.  And  be  it  further  enacted,  that  any  citizen  or 
citizens,  or  alien  or  aliens  having  resided  one  year  in  the  United 
States,  and  taken  the  oath  of  his  or  their  intention  to  become  a 
citizen  or  citizens,  who,  by  his,  her,  or  their  own  industry, 
genius,  efforts,  and  expense,  may  have  invented  or  produced  any 
new  and  original  design  for  a  manufacture,  whether  of  metal  or 
other  material,  *  *  *  *  or  any  new  and  useful  pattern, 
or  print,  or  picture,  to  be  either  worked  into  or  worked  on  or 
printed,  or  painted,  or  cast,  or  otherwise  fixed  on  any  article  of 
manufacture,  or  any  new  and  original  shape  or  configuration  of 
any  article  of  manufacture  not  known  or  used  by  others  before 
his,  her,  or  their  invention  or  production  thereof,  and  prior  to  the 
time  of  hisy  her,  or  their  application  for  a  patent  therefor,  and 
who  shall  desire  to  obtain  an  exclusive  property  or  right  therein, 
to  make,  use,  and  sell,  and  vend  the  same,  or  copies  of  the  same 
to  others,  by  them  to  be  made,  used  and  sold,  may  make  appli. 
cation,  in  writing,  to  the  Commissioner  of  Patents,  expressing 
such  desire,  and  the  Commissioner,  on  due  proceedings  had,  may 
grant  a  patent  therefor  as  in  the  case  now  of  an  application  for 
a  patent." 
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I  am  not  aware  that  any  judicial  construction  has  been  given 
to  the  portion  of  this  act  considered  applicable  to  this  case.  No 
authorities  were  cited  on  either  side  showing  any  adjudication 
upon  the  question  involved.  There  seems  to  me,  however,  to 
be  little  doubt  as  to  what  should  be  the  construction  to  be  put 
upon  it,  when  sought  to  be  applied  to  a  case  like  this. 

In  this  case,  the  reel  itself,  as  an  article  of  manufacture,  is  con- 
ceded to  be  old  and  not  the  subject  of  a  patent.  The  shape 
applied  to  it  by  the  complainant  is  also  an  old,  well-known  math- 
ematical figure.  Now,  although  it  does  not  appear  that  any 
person  ever  before  applied  this  particular  shape  to  this  particular 
article,  I  can  not  think  that  the  act  quoted  above  was  intended 
to  secure  to  the  complainant  an  exclusive  right  to  use  this  well- 
known  figure  in  the  manufacture  of  reels.  The  act,  although  it 
does  not  require  utility  in  order  to  secure  the  benefit  of  its  pro- 
visions, does  require  that  the  shape  produced  shall  be  the  result 
of  industry,  effort,  genius,  or  expense,  and  must  also,  I  think, 
be  held  to  require  that  the  shape  or  configuration  sought  to  be 
secured,  shall  at  least  be  new  and  original  as  applied  to  articles  of 
manufacture.  But  here  the  shape  is  a  common  one  in  many 
articles  of  manufacture,  and  its  application  to  a  reel  can  not  fairly 
be  said  to  be  the  result  of  industry,  genius,  effort,  and  expense. 
No  advantage  whatever  is  pretended  to  be  derived  from  the 
adoption  of  the  form  selected  by  the  complainant,  except  the 
incidental  one  of  using  it  as  a  trade  mark.  Its  selection  can 
hardly  be  said  to  be  the  result  of  effort  even  ;  it  was  simply  an 
arbitrary,  chance  selection  of  one  of  many  well-known  shapes, 
all  equally  well  adapted  to  the  purpose.  To  hold  that  such  an 
application  of  a  common  form  can  be  secured  by  letters  patent 
would  be  giving  the  Act  of  1861  a  constrution  broader  than  I 
am  willing  to  give  it. 

The  decree  must,  therefore,  be  for  the  defendant. 
74 
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Edward  F.  Jones 

vs. 

C.  A.  Vankirk   and    L.  D.  Vankirk.     In    Equity. 

When  defendants  were  licensees  of  the  plaintiflT,  and  stamped  every  article  made  with 
the  name  and  date  of  the  patent,  this  act  was  a  public  acknowledgment  that  the 
articles  were  made  under  the  patent,  notwithstanding  their  protest  that  it  should 
not  be  so  construed. 

Vankirk*s  patent  of  July  17,  i860,  for  improvement  in  lamps,  is  a  palpable  infringe- 
ment of  Jones*  reissued  patent  of  January  11,  1859. 

(Before  Gaisa,  J.,  Eastern  District  of  Pennsylvania,  October,  1865.) 

This  was  a  bill  in  equity,  filed  to  restrain  defendants  from 
infringing  letters  patent  for  ^^  improvement  in  lamps,"  granted  to 
complainant.  May  4,  1858,  and  reissued  January  11,  1859. 

The  invention  of  Jones  consisted  in  holding  the  deflector,  as 
well  as  the  chimney,  fast  to  the  cap  of  the  lamp,  by  means  of 
a  spring,  so  that  the  chimney  and  deflector,  or  either  of  them, 
might  be  readily  removed  by  merely  pressing  back  a  spring. 
The  spring  was  formed  of  thin  metal,  having  short  bends  to 
catch  over  the  lip  or  base  of  the  chimney. 

The  claim  of  the  original  patent  was  as  follows : 

*'  Securing  the  chimney  to  the  removable  cap,  and  both  of  them  to  the  lamp,  by 
means  of  a  spring  operating  in  the  manner  substantially  as  set  forth.** 

The  claims  of  the  reissue  were  as  follows : 

"What  I  claim,  etc.,  is  securing  the  chimney  to  the  removable  deflector,  and  both 
of  them  to  the  lamp  cap,  by  means  of  a  spring  operating  in  the  manner  substantially  as 
set  forth. 

*'  Second.  1  claim  a  detached  deflector  in  combination  with  a  chimney,  when  the 
chimney  is  secured  to  the  cap,  independently  of  the  deflector,  as  set  forth."  ^ 

The  defendants  claimed  under  a  patent  to  J.  T.  Vankirk, 
dated  July  27,  i860,  of  which  they  were  assignees. 

Vankirk's  improvement  consisted  of  a  tube  containing  a  rod 
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surrounded  by  a  coiled  spring,  and  having  a  collar  near  one  end, 
and  a  disc,  or  other  suitable  handle,  at  the  opposite  end,  the 
whole  being  constructed,  applied  to,  and  combined  with  the 
flange  or  projections  which  inclose  the  lower  end  of  the  glass 
chimney  or  shades  of  lamps. 

The  claim  of  his  patent  was  as  follows : 

**  Combining  the  tube  A,  its  rods  H,  and  coiled  spring  e,  with  the  flange  or  projec- 
tion which  incloses  the  lower  end  of  the  chimney  or  shade  of  a  lamp,  in  the  manner 
and  for  the  purpose  set  forth.** 

George  S,  Boutwell  and  George  Harding  for  complainant. 

S.  D.  Law  and  Theodore  Cuyler  for  defendants. 

Grier,  J. 

The  respondents,  in  October,  1861,  entered  into  an  agree- 
ment with  complainant,  by  which  they  obtained  a  license  from 
him  to  use  his  improvements  in  lamps,  for  which  he  had  a 
renewed  patent,  dated  January  11,  1859.  Since  that  time 
respondents  have  used  the  invention  without  interference  or 
claim  of  any  other  person.  Respondents  had  obtained  a  patent 
in  i860,  which  was  a  palpable  infringement  of  complainant's 
patent.  At  the  time  or  after  the  execution  of  this  agreement, 
they  protested  that  it  should  not  be  construed  as  an  acknowl- 
edgment that  the  burners  made  with  a  spiral  spring  were  subject 
to  any  of  the  provisions  of  the  agreement.  Nevertheless,  they 
stamped  on  each  burner,  so  made,  the  words,  **  E.  F,  Jones^ 
patent^  May  ^th^  1 858,"  as  they  had  covenanted  with  Jones  to 
do. 

They  thus  publicly  acknowledged,  on  every  lamp  sold  by 
them,  that  it  was  made  under  Jones'  patent.  In  doing  this, 
they  acted  honestly,  for  their  patent  of  i860,  which  they  now 
set  up,  is  a  palpable  infringement  of  Jones'  patent.  It  merely 
substitutes  one  kind  of  spring  for  another  better  one,  described 
as  one  of  the  devices  in  the  combination  as  claimed  in  Jones' 
patent. 

The  respondents  have  enjoyed  the  benefit  of  their  license 
without  interference — they  allege  no  fraud  or  unfair  dealings  on 
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the  part  of  Jones,  but  have  attempted  to  prove  that  Jones  was 
not  the  first  inventor  of  the  combination  of  devices  patented  by 
him. 

It  is  not  worth  while  inquiring  whether  the  respondents  are 
not  estopped  from  alleging  any  such  defense  under  the  circum- 
stances, as  the  evidence  does  not  establish  the  fact  of  a  prior 
invention.  It  shows  only  that  others  have  tried  some  of  the 
devices  used  in  Jones*  patent.  The  result  being  that  they 
came  very  near,  but  never  succeeded,  in  accomplishing  what 
Jones  has  accomplished.  This  is  the  history  of  nearly  every 
valuable  invention  or  discovery  that  has  ever  been  made.  See 
remarks  on  this  subject  in  Goodyear  v.  Day^  2  Wall.  Jr.  299. 

Let  a  DECREE  be  entered  for  an  account,  as  prayed  for  in  the 
bill. 


William  Burdell,  D.  M.  Smith,  and  S.  T.  Smith 


vs. 


Augustus  M.  Denig  and  William  E.  Ide. 

A  reissue  does  not  enure  to  the  benefit  of  a  prior  assignee.  He  takes  by  ratification,  not 
by  enurement. 

Where  B.  owned  the  right  fo  Franklin  county,  under  Singer*s  patent  and  Wilson's 
patent,  and  sold  to  L.  the  right  to  use  and  sell,  in  said  county,  "  Singer's  patent 
sewing  machines,  as  mentioned  in  the  patent  granted  to  I.  M.  Singer,  August  12, 
1 8 21" — Held:  That  this  was  a  clear  assignment  of  all  the  rights  which  B.  had 
in  the  Singer  machine  under  either  patent. 

The  words  "as  mentioned  in  the  patent  granted  to  I.  M.  Singer,  August  12,  185 1," 
are  merely  used  as  descriptive  or  for  identification,  and  do  not  refer  to  the  pecu- 
liarities claimed  in  that  patent. 

Where  the  plaintiff,  as  proof  of  damages,  exhibited  to  the  jury  a  machine  containing 
his  improvement,  in  connection  with  other  parts  covered  by  other  patents,  or 
belonging  to  the  public,  and  offered  no  testimony  to  show  what  proportion  his 
mechanism  bore  to  the  other  parts  of  the  machine — Held:  That  the  jury  could 
not  be  left  to  grope  in  the  dark  to  obtain  such  light  as  they  could,  and  that  the 
plaintiff  was  entitled,  at  most,  to  nominal  damages  only. 
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Where  an  inventor  has  invented  only  an  improvement,  and  there  is  a  violation  of  his 
exclusive  right  to  use  that  improvement  in  connection  with  the  invention  of 
others,  or,  in  connection  with  a  machine  previously  known  and  used — ^in  either 
case — his  damages  must  be  limited  to  the  value  of  his  improvement,  in  connection 
with  the  other  elements  of  the  machine. 

Where  B.  contracted  with  C.  to  give  to  the  latter  the  exclusive  right  to  sell  machines 
within  a  certain  territory,  C.  agreeing  to  make  certain  returns  and  to  pay  certain 
royalties,  and  C.  proceeded,  in  good  faith,  to  execute  the  contract,  but  subse- 
quently failed,  to  such  an  extent,  that  a  court  of  equity  would  have  rescinded  the 
contract — Held :  That  B.  could  not  revoke  the  contract,  at  his  option,  by  notice 
to  C. 

Even  if  C.  be  regarded  as  the  agent  of  B.,  there  was  such  an  interest  vested  in  C.  as 
rendered  the  contract  irrevocable  at  the  will  of  B. 

Where  a  contract  between  B.  and  C.^provided  that,  in  any  prosecution  for  a  violation 
of  a  patent,  the  costs  and  expenses  were  to  be  borne  equally  by  both  parties,  but 
that  no  suit  was  to  be  instituted  without  the  consent  of  both  parties — Held: 
That  although  C.  could  not  institute  a  suit,  he  might  terminate  one,  and  that  a 
settlement  with  an  infringer,  made  by  him  in  good  faith,  would  be  valid  as 
against  B. 

Although  the  owner  of  a  territorial  right,  under  a  patent,  might  declare  his  intention 
of  making  a  close  monopoly  of  his  right,  yet,  if  he,  by  contract,  authorized  an 
agent  to  sell  machines  without  limit,  there  could,  by  no  possibility,  be  a  close 
monopoly  on  the  part  of  the  owner  of  the  right  or  his  assignees — while  such  a 
contract  was  in  existence — which  would  give  them  a  right  to  damages  on  the 
principle  of  profits. 

Where  the  plaintiff  proved  that  he  designed  to  maintain  a  close  monopoly,  and  the 
defendant,  by  his  evidence,  destroyed  the  possibility  of  a  close  monopoly,  the 
burden  of  proof  shifted  again  to  the  plaintiff,  and  it  became  incumbent  upon  him 
to  prove  a  license  price,  and,  in  the  absence  of  such  proof^  he  was  entitled  to 
nominal  damages  only. 

(Before  Swaynb  and  Lbavitt,  JJ.,  Southern  District  of  Ohio,  October,  1865.) 

This  was  a  motion  for  a  new  trial.  William  Burdell,  in 
1 85 1,  bought  of  the  assignees  of  the  patent  granted  to  Allen  B. 
Wilson,  November  12,  1850,  for  an  "improvement  in  sewing 
machines,"  the  exclusive  right  under  said  patent  for  Franklin 
county,  Ohio.  About  the  same  time,  he  purchased  the  right 
for  the  same  county,  under  the  patent  granted  to  Isaac  M. 
Singer,  August  12,  1851,  also  for  improvements  in  sewing  ma- 
chines. 

The  patent  of  Wilson  was,' in  1856,  surrendered  and  reissued 
in  two  divisions,  but  the  surrender  and  reissue  were  made  by 
the  patentee  without  the  knowledge  or  consent  of  Burdell.     In 
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1857,  Burdell  made  the  following  conveyance  to  one  J.  Payne 
Lowe,  who,  in  the  same  year,  assigned  it  to  I.  M.  Singer  &  Co., 
of  New  York. 

**  In  consideration  of  the  sum  of  eighty  dollars,  to  me  paid  by  J.  Payne  Lowe,  the 
receipt  whereof  is  hereby  acknowledged,  I  do  hereby  assign,  transfer,  and  set  over  to 
the  said  Lowe,  his  representatives  and  assigns,  the  exclusive  right  to  use,  and  sell  to 
others  to  be  used,  in  the  county  of  Franklin,  In  the  State  of  Ohio,  Singer's  patent 
sewing  machines,  as  mentioned  in  the  patent  granted  to  Isaac  M.  Singer,  dated  August 
12,  1851,  together  with  the  right  to  have  the  said  machines  delivered  to  be  used,  or 
sold  to  be  used,  in  the  said  county  of  Franklin,  in  the  State  of  Ohio. 

"WILLIAM  BURDELL." 

In  March,  i860,  Sarah  Burdell,  acting  for  her  father,  Wil- 
liam Burdell,  entered  into  the  following  contract  with  Haldeman 
Crary,  of  Columbus,  Ohio,  it  being  conceded  that  this  was,  in 
effect,  the  contract  of  William  Burdell : 

"  Articls  or  Agrbemknt  made  and  entered  into  this  thirteenth  day  of  March,  i860, 
between  Sarah  Burdell,  of  the  county  of  Franklin,  in  the  State  of  Ohio,  and  H. 
Crary,  of  the  same  county — witnesseth  : 

**  I.  That  said  Sarah  Burdell  does  hereby  authorize  and  empower  the  said  Crary,  for 
the  full  term  of  four  years  and  eight  months,  or  from  the  date  hereof  until  the  twelfth 
day  of  November,  1864,  as  fully  and  completely  as  she  might  do  herself  had  not  this 
agreement  been  entered  into,  to  sell  and  use,  and  to  grant  to  others  the  right  to  use,  in 
the  said  county  of  Franklin,  A.  B.  Wilson*s  sewing  machine,  so  known  and  denomi- 
nated, for  sewing  cloth  and  other  fabrics,  patented  November  12,  1850,  and  reissued 
January  22  and  December  9,  1856;  and  also  the  sewing  machine  patented  by  I.  M. 
Singer,  together  with  all  the  improvements  which  have  been  made  already,  or  shall 
hereafter  be  made  in  the  same,  without  additional  cost,  and  also  all  other  sewing  ma- 
chines, of  every  name  or  description,  to  which  the  said  Sarah  may  have  any  right,  and 
over  which  she  may  have  power  to  exercise  any  control  whatever;  and  the  said  Sarah 
hereby  covenants  and  agrees  with  the  said  Crary  that,  during  the  said  term  of  four 
years  and  eight  months,  she  will  not  sell  or  use,  or  grant  to  others  the  right  to  sell  or 
use,  in  the  said  county  of  Franklin,  the  sewing  machines  above  specitied,  or  any  other 
of  any  name,  kind,  or  description,  without  the  consent  of  said  Crary. 

"  2.  That  the  said  Crary  agrees  to  make  out  and  deliver  to  the  said  Sarah  Burdell, 
or  her  authorized  agent  or  attorney,  on  the  first  day  of  each  and  every  month,  a  full 
and  accurate  report  of  all  sales  of  sewing  machines  of  every  name,  kind,  and  quality 
made  by  him  or  his  agents,  during  the  preceding  month,  stating  the  first  cost  of  such 
machines  in  the  purchase  of  the  same  from  the  manufacturers  or  their  agents  until 
ready  for  shipping,  exclusive  of  freight  or  other  incidental  charges ;  also  the  price  at 
which  such  machine  was  sold  by  the  said  Crary  or  his  agents,  and  stating  also  the 
difference  between  the  said  first  cost  of  the  said  machines  and  the  prices  at  which  the 
same  were  sold — on  which  difference  for  the  preceding  month,  on  the  first  day  of  each 
month  when  the  said  report  is  delivered  as  aforesaid,  the  said  Crary  agrees  to  pay  the 
said  Sarah  Burdell,  or  her  authorized  agent  or  attorney,  thirty-five  per  centum  during 
the  first  six  months  from  the  date  hereof,  and  forty  per  cent  thereafter,  or  until  the 
twelfth  day  of  November,  1864:  Provided,  however,  that  if  the  said  percentage,  for 
any  one  month  during  the  first  four  months  from  the  date  hereof,  should  not  amount 
to  the  sum  of  seventy-five  dollars,  the  said  Crary  agrees  to  make  it  up  to  the  full  sum 
of  seventy-five  dollars;  and  the  said  Sarah  agrees  that,  for  any  such  deficiency  or 
difference  between  the  said  percentage  and  the  said  sum  of  seventy-five  dollars,  the  said 
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Crary  may  reimburse  himself  out  of  the  first  excess  of  the  said  percentage,  over  one 
hundred  dollars,  after  the  expiration  of  the  said  four  months  from  the  date  hereof. 

''3.  It  is  also  agreed  by  the  said  Sarah  Burdell  and  the  said  Crary,  that,  in  any 
prosecution  of  an  injunction  to  restrain  or  prevent  the  sale  or  use  of  any  sewing 
machine  in  the  said  county  of  Franklin,  in  violation  of  the  right,  power,  and  authority 
hereby  vested  in  the  said  Crary  to  sell  or  use  such  machine  in  said  county,  and  in  the 
prosecution  of  any  suit  at  law  for  the  recovery  of  damages  for  the  sale  hereafter,  or  for 
the  use  of  any  such  sewing  machine  hereafter  sold,  the  costs  and  expenses  of  any  such 
proceedings  at  law  or  in  equity  shall  be  borne  equally  by  the  said  Sarah  and  the  said 
Crary,  each  paying  one-half  of  such  costs  and  expenses,  and  each  sharing  equally,  that 
is,  each  being  entitled  to  one-half  of  the  net  amount  recovered  in  any  such  proceeding 
at  law  or  in  equity:  Provided,  that  no  such  injunction  shall  be  applied  for,  or  any  such 
suit  at  law  instituted  without  the  consent  of  both  parties  to  this  agreement — Provided, 
also,  that,  for  the  purpose  of  prosecuting  any  such  suit  at  law  that  may  be  agreed  upon 
by  the  parties  hereto,  the  power  and  authority  herein  vested  in  the  said  Crary,  shall 
remain  and  continue  in  full  force  and  effect  after  the  expiration  of  said  term  of  four 
years  and  eight  months — Provided,  also,  that,  in  any  suits  or  proceedings  at  law  or  in 
equity,  which  the  said  Sarah  may  see  fit  to  institute,  on  account  of  the  use  hereafter  of 
any  sewing  machines  heretofore  sold,  the  said  Crary  shall  not  be  required  to  defray  any 
portion  of  the  costs  and  expenses,  or  be  entitled  to  any  share  of  the  amount  so  recov- 
ered in  any  suit  or  proceeding  so  instituted  as  last  aforesaid  by  the  said  Sarah. 

**4.  It  is  agreed  that  the  first  report  of  sales  herein  provided  for,  shall  be  made  on 
the  first  day  of  May  next,  and  shall  include  all  sales  of  sewing  machines  from  this  date 
until  the  said  first  day  of  May. 

"  Witness  our  hands  and  seals  this  thirteenth  of  March,  i860. 

"SARAH  BURDELL, 

"  In  presence  of  «  H.  CRARY." 

"  Franklin  Gali." 

In  October,  i860,  Sarah  Burdell  served  upon  Crary  a  notice 
revoking  this  contract,  and,  in  January,  1861,  Burdell  sold  an 
interest  in  the  territory  to  his  co-plain tifFs.  The  defendants 
were  manufacturing  knapsacks  and  other  accoutrements  in  the 
Ohio  penitentiary,  under  a  contract  for  the  use  of  convict  labor, 
and,  in  the  course  of  such  manufacture,  employed  four  Singer 
machines,  one  Battelle  machine,  and  two  Grover  &  Baker 
machines.  The  Singer  machines  were  purchased  in  1861  from 
I.  M.  Singer  &  Co.,  in  New  York,  and  these,  as  well  as  the 
Battelle  machine,  were  provided  with  what  is  known  as  the 
^^  wheel  feed."  In  October,  1861,  the  plaintiffs  brought  an 
action  at  law  against  the  defendants  for  the  recovery  of  damages 
accruing  since  January,  1861,  from  the  use  of  these  machines  ; 
and  the  day  after  the  service  of  the  writ,  the  defendants  ob- 
tained from  Crary  a  release  of  all  damages.  In  the  declaration, 
it  was  averred  that  the  reissues  ^^  enured  to  the  benefit  of 
William  Burdell,  but,  upon  a  former  trial,  Burdell  was  offered 
as  a  witness  to  prove  that  he  had  ratified  the  surrender.  The 
Court  (SwAYNE  and  Leavitt,  JJ.)  held  that  an  assignee  of  a 
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patent  did  not  take  the  benefit  of  a  reissue,  obtained  after  the 
assignment  to  him,  by  enurement,  but  that  he  must  ratify  the 
surrender,  and  that  such  ratification  must  be  proved  affirmatively. 
They  also  held  that  proof  of  ratification  could  not  be  made 
under  an  allegation  of  enurement.  A  juror  was,  therefore, 
withdrawn,  and  the  plaintiffs  were  allowed  to  amend  their 
declaration,  and  to  aver  ratification.  At  the  subsequent  trial,  it 
was  insisted  by  the  defendants,  that  the  conveyance  to  J.  Payne 
Lowe  exempted  the  Singer  machines  (upon  which  the  greater 
part  of  the  work  was  done)  from  all  liability  to  Burdell ;  that 
the  contract  to  Crary  could  not  be  revoked  by  Burdell,  and  that 
the  release  given  Crary  to  the  defendants  was  a  good  defense  to 
the  action ;  and  that,  in  any  event,  the  Crary  contract  destroyed 
the  presumption  of  a  close  monopoly,  and,  in  the  absence  of 
proof  as  to  a  license  fee,  entitled  the  plaintiffs  to  nominal 
damages  only. 

The  Court  charged  in  accordance  with  the  prayer  of  the 
defendants,  but  the  jury  found  a  verdict  for  the  plaintiffs  with 
$6,200  damages. 

S,  S,  Fisher  and  jf.  F,  Perry  for  the  motion. 

R.  B.  Warden  and  C  D.  Coffin  contra. 

SWAYNE,  J. 

This  was  an  action  brought  to  recover  damages  for  the 
infringement  of  a  patent,  the  title  to  which  had  become  vested, 
by  successive  assignments,  in  the  plaintiffs.  The  matter  in 
controversy  was  the  feeding  mechanism  invented  by  A.  B. 
Wilson,  and  covered  by  his  patent,  which  patent,  as  already 
remarked,  had  passed,  by  a  series  of  assignments,  to  the  plaintiffs. 
The  plaintiff^s  proved  the  use,  by  the  defendants,  of  several 
machines  involving  this  mechanism.  They  proved  further,  that 
it  was  the  announced  purpose  of  one  of  the  plaintiffs,  who  had 
assigned  to  the  others,  to  reserve  to  himself  a  close  monopoly 
as  it  regards  the  rights  transferred  to  him  by  assignment,  in 
respect  to  Franklin  county,  the  locality  to  which  the  assignment 
related.  They  proved  the  amount  of  profits  which  had  been 
made  by  the  defendants  by  the  use  of  the  machines  which  they 
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were  proved  to  have  used,  involving  the  mechanism  in  question ; 
and  the  plaintifFs  exhibited  to  the  jury  a  machine  involving  this 
mechanism  as  evidence  of  the  extent  to  which  a  portion  of  the 
entire  machinery  used  by  the  defendants  belonged  to  Burdell, 
and  was  covered  by  his  patent.  No  further  evidence  was  given 
upon  the  subject. 

The  defendants  relied  upon  several  defenses,  among  them  an 
assignment  by  William  Burdell  to  J.  Payne  Lowe,  of  an  exclu- 
sive right  to  use  and  sell  the  Singer  machines  within  Franklin 
county ;  and  they  proved,  by  Dr.  Ide,  that  nearly  all  the  work 
to  which  the  controversy  related,  and  out  of  which  nearly  all 
the  profits  in  question  were  made,  was  done  upon  the  Singer 
machines.  They  proved  a  contract  between  Burdell  and  one 
Crary,  and  insisted  that  that  contract  was  still  in  force,  and  that 
it  repelled  the  idea  of  a  close  monopoly,  on  the  part  of  the 
plaintifFs,  in  respect  to  Franklin  county.  They  proved  also 
what  they  claimed  to  be  an  accord  and  satisfaction  under  that 
contract.  And  they  claimed,  as  a  further  defense,  that  the 
plaintiffs  not  having  proved  the  value  of  the  feeding  machanism 
in  the  machines  which  had  been  used,  as  compared  with  the 
other  portions  of  the  machines  in  question,  the  plaintiffs  could 
recover  only  nominal  damages.  The  jury  found  a  verdict  for 
$6,200 ;  and  a  motion  has  been  made  to  set  aside  that  verdict 
and  grant  a  new  trial. 

We  will  consider  the  reasons  which  have  been  presented,  and 
the  arguments  which  we  have  heard  in  support  of  and  against 
this  motion,  in  the  order  in  which  they  were  discussed. 

Firsty  as  to  the  assignment  to  J.  Payne  Lowe. 

It  was  insisted,  at  the  trial,  on  the  part  of  the  plaintifFs,  that 
that  assignment  related  to  the  Singer  machine  as  it  was  made 
under  the  patent  of  1851 ;  and  that  that  patent  was  difFerent, 
and  described  a  difFerent  machine  from  that  described  by  the 
reissued  patent  of  1854. 

The  proof,  in  the  first  place,  was  the  deposition  of  Stoops, 
that,  from  the  outset — the  emanation  of  the  first  patent — there 
has  been  no  difference  whatever,  as  regards  the  feeding  mechan- 
ism of  the  Singer  machine.     The  question  was  put  to  him  : 

"  State  how  far  the  feeding  mechanism  of  the  No.  2  Singer 
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sewing  machine,  as  it  has  been  constructed,  corresponds  with 
the  feeding  mechanism  described  in  the  patent  to  Isaac  M. 
Singer  of  August  12,  1851." 

jfns.  ^^  No  substantial  difference  of  the  feeding  mechanism  of 
the  sewing  machine,  from  the  beginning  to  the  present  time, 
has  been  made." 

We  understand  that  answer  to  cover  two  points,  i.  That 
there  has  been  no  difference  made  as  regards  the  invention  with 
reference  to  the  feeding  mechanism  of  this  machine — no  change 
made  from  the  outset.  2.  That  there  has  been  no  change 
made  in  the  mode  of  constructing  the  machine  as  regards  that 
mechanism ;  and  we  understand  it  to  imply  very  clearly,  also, 
that  the  machine  has  been  constructed  uniformly  in  conformity 
with  the  description  contained  in  the  patent  of  1851,  as  well  as 
in  conformity  with  the  description  contained  in  the  patent  of 
1854.  Further  testimony  upon  this  subject  was  given  by 
Skardon.  He  stated  that  he  had  been  an  agent  for  these  sewing 
machines  for  a  long  time,  and  that  the  machines  had  been 
uniformly,  in  this  respect,  constructed  in  the  same  way. 

We  do  not  construe  this  instrument  with  the  same  stringency 
that  is  applied  to  it  by  the  plaintiffs'  counsel.  We  think 
that  the  language  used — ^^as  mentioned  in  the  patent  of  1851 " 
"—was  employed  merely  for  the  purpose  of  identifying  the 
machine,  and  that  it  had  no  reference  whatever  to  any  peculiarity 
in  the  description  contained  in  that  patent.  We  think  that, 
upon  the  whole  testimony,  there  can  be  no  doubt  that  the 
Singer  machine  as  produced  upon  the  trial,  and  the  Singer 
machine  as  used  by  these  defendants,  was  the  Singer  machine 
mentioned  in  the  patent  of  1851 ;  and  that  this  paper  is  a  clear 
assignment  of  any  right  of  Burdell  to  J.  Payne  Lowe  to  use  that 
machine  within  the  territory  in  respect  to  which  the  plaintiffs 
claim  an  exclusive  right  under  the  Wilson  patent.  It  is  not 
necessary  to  discuss  the  other  view  relating  to  this  subject, 
which  was  adverted  to  in  the  course  of  the  argument  upon  this 
point,  and  that  is,  the  light  thrown  upon  this  contract  by  the 
circumstances  surrounding  the  parties  at  the  time  the  contract 
was  entered  into.  We  are  satisfied,  looking  at  the  paper,  with- 
out reference  to  the  circumstances  surrounding  the  parties  when 
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the  contract  was  made,  that  the  conclusion  we  have  arrived  at, 
as  to  its  construction,  is  the  proper  one — ^that  it  simply  refers  to 
the  machine,  without  reference  to  any  particular  description ; 
and  we  are  satisfied  that  the  proof  given  upon  this  subject  falls 
within  the  terms  of  this  contract ;  and  that  it  was  clearly  shown, 
by  the  evidence,  that  the  Singer  machine,  which  was  used  by  the 
defendants,  was  the  machine  covered  by  this  arrangement  exe- 
cuted by  Burdell.  That  being  the  case,  the  Singer  machines 
had  nothing  whatever  to  do  with  the  controversy  between  these 
parties,  and  should  have  been  wholly  laid  out  of  view.  The 
proof  given  by  Dr.  Ide  (and  there  was  no  other  proof  upon  the 
subject — it  stood  uncontradicted),  that  nearly  all  the  work  was 
done  upon  these  machines,  from  which  nearly  all  the  profits 
were  derived,  conducts  us  to  the  conclusion  that,  in  this  respect, 
the  verdict  of  the  jury  was  grossly  erroneous*— that  the  amount 
was  by  far  too  large ;  and,  that,  in  that  particular,  the  verdict 
was  against  the  evidence  in  the  case. 

There  is  another  matter  relating  to  this  subject,  to  which  it  is 
proper  to  refer,  in  connection  with  the  state  of  the  proof. 
As  before  remarked,  the  plaintiflFs,  in  making  out  their  case, 
exhibited  a  machine  containing  the  mechanism  in  regard  to 
which  the  plaintiffs  have  an  exclusive  right,  and  containing  also 
many  other  elements  of  great  importance,  if  not  equaling  or 
surpassing  in  importance  the  particular  mechanism  which  was 
claimed  by  him.  Now,  no  testimony  was  given  to  show  what 
proportion  that  mechanism  bore  to  the  other  portions  of  the 
machine,  and  the  jury  were  left  to  grope  in  the  dark  to  reach 
such  conclusions  as  they,  in  the  absence  of  the  light  of  any  other 
evidence  upon  the  subject,  might  be  able  to  attain.  We  sup- 
pose  that,  in  that  state  of  the  case,  the  plaintiffs  were  entitled,  at 
most,  to  nominal  damages  only.  It  was  incumbent  upon  them 
to  have  given  specific  evidence  to  the  jury,  or  at  least  that  upon 
which  the  jury  would  have  been  warranted  in  forming  a  conclu- 
sion as  to  the  extent  and  value  of  their  claim.  The  supreme 
court,  in  the  case  of  The  City  of  New  Tori  v.  Ransom^  23 
How.  488,  decided  that : 

^^  Where  a  plaintiff"  is  allowed  to  recover  only  ^  actual  dam* 
ages,'  he  is  bound  to  furnish  evidence  by  which  the  jury  may  assess 
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them.  If  he  rest  his  case,  after  merely  proving  an  infringement 
of  his  patent,  he  may  be  entitled  to  nominal  damages,  but  no 
more.  He  can  not  call  on  a  jury  to  guess  out  his  case  without 
evidence.  Actual  damages  must  be  calculated,  not  imagined, 
and  an  arithmetical  calculation  can  not  be  made  without  certain 
data  on  which  to  make  it." 

And  the  Court  say  further : 

^^  It  was  said,  in  the  case  to  which  we  have  referred  {Seymour 
V.  McCormick^  16  How.  485),  ^actual  damages  should  be  actually 
proved,  and  can  not  be  assumed  as  a  legal  inference  from  facts ' 
which  afford  no  data  by  which  they  can  be  calculated. 

^^  In  order  to  find  out  the  plaintiff's  loss  or  damage,  the  jury 
were  allowed  to  infer  that  the  defendants  have  saved  all  the 
money  indicated  by  the  comparative  powers  of  the  engines  with 
and  without  the  improvement ;  and,  after  having  made  this 
inference,  they  may  presume  that  the  defendants  would  have 
paid  this  amount  to  the  plaintiff  for  the  use  of  his  improve- 


ment.'* 


It  strikes  us  that  this  case  is  not  unlike  that  put  in  Seymour  v. 
McCormicky  of  Stimpson's  patent  turn-out  for  railroads.  Sup- 
pose, in  a  case  of  that  kind,  the  plaintiff  should  exhibit  in  evi- 
dence a  section  of  the  road  embracing  his  turn-out,  and  should 
prove  also  the  entire  amount  of  profits  made  by  the  railroad, 
and  should  leave  the  case  to  the  jury,  that  they  might  infer,  and 
calculate,  and  judge,  from  their  ideas  of  the  valve  of  the  turn- 
out, the  share  of  profits  which  the  plaintiff  would  be  entitled  to 
recover. 

We  think  this  case  falls  within  the  same  category.  It  was 
incumbent  upon  the  plaintiffs  to  prove  the  amount  of  damages 
to  which  they  were  entitled,  and  the  defendants  were  entitled 
to  hear  that  testimony,  with  opportunity  to  cross-examine  the 
witnesses  who  testified  upon  the  subject.  The  exhibition 
of  the  machine  itself  is  not  such  evidence  as  entitled  the 
plaintiffs  to  anything  more  than  nominal  damages.  It  is  well 
settled  by  the  case  of  Seymour  v.  McCormick^  that  where  an 
inventor  has  invented  only  an  improvement,  and  there  is  a  vio- 
lation of  his  right  under  his  patent  to  use  that  improvement  in 
connection  with  the  invention  of  others,  or  in  connection  with  a 
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machine  previously  known  and  used,  in  either  case  his  damages 
must  be  limited  to  the  value  of  his  improvement  in  connection 
with  the  other  elements  of  the  machine.  That  is  a  subject  in 
regard  to  which  it  may  be  difficult  to  give  definite  proof;  but 
the  difficulty  does  not  change  the  legal  principle  which  applies. 
Such  proof  must  be  given.  In  this  case  the  proof  was  not 
given.  We  hold  these  two  objections  to  be  fatal  to  the  ver- 
dict. 

There  is  another  part  of  this  case,  to  which,  at  the  request  of 
my  learned  brother  who  sat  upon  the  trial,  I  direct  my  attention 
for  a  few  moments,  although  it  is  not  necessary  to  the  deter- 
mination of  this  motion.  It  was,  however,  important  in  this  case, 
and  may  be  so  in  a  future  trial ;  and  for  these  reasons,  I  will 
submit  the  present  views  of  the  Court  upon  the  subject.  I  refer 
to  the  Crary  contract. 

The  question  is,  whether  that  contract  was  revocable  at  the 
option  of  Burdell  ?  The  facts  are,  as  I  understand  them,  that 
Crary  proceeded,  in  good  faith,  to  execute  this  contract.  He 
opened  an  office  in  Columbus,  employed  clerks,  bought  ma- 
chines, made  one  or  more  monthly  reports,  and  made  one  or 
more  monthly  payments.  Now,  it  may  be  conceded  that  there 
was  such  a  failure  of  consideration  on  the  part  of  Crary,  by 
what  subsequently  occurred,  as  would  induce  a  court  of  equity 
to  rescind  the  contract ;  but  no  such  allegation  has  been  made. 
The  question  is,  whether  Burdell  had  the  power,  at  his  option, 
to  rescind  the  contract  ?     I  think  he  has  not. 

I  am  inclined  to  put  the  case,  as  regards  this  point,  upon 
another  ground.  This  contract  undoubtedly  did  create  an 
agency  on  the  part  of  Crary.  Generally,  an  agency  is  revo- 
cable ;  but  it  is  equally  well  settled  that  an  agency  coupled 
with  an  interest  is  not  revocable ;  and  here,  it  seems  to  me, 
there  was  such  an  interest  vested  in  Crary  as  clearly  took 
away  from  Burdell  his  right  to  rescind  it  by  merely  giving  a 
notice. 

Then,  the  contract  being  in  force,  the  question  arises  as  to 

how  far  Crary  had  power  to  make  compromises  and  to   enter 

into  arrangements,  to  make  an  accord  and  satisfaction,  as  regards 

■  the  violations  of  the  rights  of  Burdell,  in  respect  to  the   par- 
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ticular  locality  to  which  the  contract  relates  The  contract 
provides  that  if  suits  should  be  brought  for  such  violation  of  the 
rights  of  Burdell,  the  proceeds  of  the  suits  should  be  equally 
divided  between  the  parties ;  and  it  provides  further,  that  no 
such  suit  should  be  instituted  without  the  consent  of  Burdell. 
Now,  we  feel  very  clear  that,  taking  the  whole  contract  together 
the  implication  is  clear  that,  although  Crary  has  not  the  author- 
ity to  institute  a  suit  without  the  consent  of  Burdell,  he  might 
terminate  one ;  and  we  think  it  equally  clear  that  he  might 
make  a  settlement  which  would  be  binding  without  the  institu- 
tion of  any  suit.  That  is  our  inference.  Here,  a  settlement 
was  made  with  the  defendants ;  accord  and  satisfaction  were 
made.  The  proof  of  the  execution  of  that  paper  by  Crary,  and 
the  proof  of  Crary*s  agency,  make  it  all  that  was  accorded  by 
the  face  of  it,  and  it  was  not  necessary  in  that  case,  more  than 
in  any  other  case  of  that  kind  for  the  defendants  to  prove,  in 
addition  to  the  execution,  the  fact  that  what  was  in  that  paper 
was  true,  /•  e.^  that  there  was  an  actual  settlement.  On  the 
contrary,  the  matter  was  very  properly,  in  my  judgment,  put  to 
the  jury  by  my  learned  brother,  upon  the  ground  that  notwith- 
standing this  receipt,  if  the  surrounding  circumstances  were 
such  as  satisfied  the  jury  that  that  paper  was  founded  in 
fraud — was  not  a  bona  fide  transaction — was  gotten  up  between 
the  defendants  and  Crary,  in  evasion  of  the  rights  of 
these  plaincifFs,  to  defeat  this  action — they  were  at  liberty  to 
disregard  it. 

But,  as  we  now  understand  the  subject,  even  assuming  the 
nullity  of  that  pretended  accord  and  satisfaction,  and  the  invalid- 
ity of  that  paper  executed  by  Crary,  still,  if  this  contract  were 
open,  there  could  by  no  possibility  be  any  close  monopoly  on 
the  part  of  Burdell  and  his  assignees ;  for,  here  was  a  valid  right, 
and  an  obligation  resting  upon  Crary  to  sell  these  machines,  and 
the  right,  upon  the  part  of  Burdell,  to  participate  in  the  profits 
arising  from  these  sales.  If  this  contract  were  in  force,  there 
could  be  no  close  monopoly,  such  as  is  claimed,  on  the  part  of 
Burdell,  and  which  was  necessary  to  give  him  a  right  to  dam- 
ages upon  the  principle  of  profits. 

The  court  say,  in  the  leading  case  of  Seymour  v.  McCormich 
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while  they  recognize  the  rule  that  where  there  is  no  license  fee, 
the  plaintiff  is  entitled  to  compensation  upon  the  principle  of 
profits,  it  is  only  where,  from  the  peculiar  circumstances  of  the 
case,  no  other  rule  can  be  found,  that  the  defendant's  profits 
become  the  criterion  of  the  plaintifPs  loss.  Now,  was  this  a 
case  of  that  kind  ?  In  the  first  place,  here  was  this  right  of 
Crary,  and  this  obligation  resting  on  him  to  sell  these  machines, 
and  he  had  an  interest,  and  a  very  cogent  one,  to  sell  all  he 
could,  and  there  was  a  right  reserved  to  Burdell,  on  his  part,  to 
participate  in  the  profits  to  the  extent  of  those  sales ;  and  we 
have  held  he  could  not  revoke  that  contract.  The  proof  was 
that  Crary  did  sell,  and  had  accounted  to  Burdell  for  the  profits 
arising  from  the  sales  up  to  a  certain  time;  and  here  the  ques- 
tion arises,  upon  whom  rested  the  burden  of  proof?  When  the 
plaintiffs  show  as  they  did  prima  facit^  that  they  intended  to  keep 
a  close  monopoly,  and  there  was  no  proof  to  the  contrary,  then, 
undoubtedly,  according  to  all  the  authorities  upon  the  subject, 
they  were  entitled  to  recover  damages  according  to  the  principle 
of  profits ;  but  when  the  defendants  came  in  with  their  proof  and 
showed  there  was  no  close  monopoly,  what  followed  ?  It  fol- 
lowed, as  a  necessary  consequence,  that  a  different  rule  of  com- 
pensation for  damages — that  of  the  license  fee — must  be  applied. 
Upon  whom  rested  the  burden  of  proof  as  to  that  license  fee 
under  that  state  of  the  case  f  It  seems  to  me  that  the  proof  to 
which  I  have  adverted  having  been  given,  the  burden  of  proof 
then  shifted  under  the  principle  that  ^^  where  the  plaintiff  is 
entitled  to  recover  only  actual  damages,  he  is  bound  to  furnish 
the  proof  by  which  the  jury  can  assess  them.  If  he  rest  his 
case  after  merely  proving  an  infringement  of  his  patent,  he  may 
be  entitled  to  nominal  damages,  but  no  more.  He  can  not  call 
on  a  jury  to  guess  out  his  case  without  evidence.  Actual 
damages  must  be  calculated,  not  imagined,  and  an  arithmetical 
calculation  can  not  be  made  without  certain  data  on  which  to 
make  it." 

It  seems  to  me  that  where,  from  the  evidence,  the  damages 
are  to  be  calculated  upon  the  basis  of  profits,  it  is  incumbent 
upon  the  plaintiff  to  prove  those  profits  as  the  basis  and  data  of 
that  calculation ;  and  where,  from  the  state  of  the  evidence,  the 


600  DISTRICT    OF    MASSACHUSETTS. 

Union  Sugar  Refinery  v.  Matthiessen. 

Other  principle  applies — compensation  for  a  license  fee — the 
same  principle  of  evidence  applies,  and  the  same  result  ensues — 
the  burden  of  proof  rests  upon  him.  If  we  are  right  in  the 
conclusion  to  which  we  have  come  as  regards  the  continued 
existence  of  this  contract  between  Crary  and  Burdell,  then  the 
consequence  follows,  whether  we  regard  the  amount  of  profit 
or  the  license  fee  as  the  basis  and  standard  of  their  recovery  of 
damages,  the  burden  of  proof  rested  upon  the  plaintiffs,  and  it 
was  for  them  to  give  proof  so  specific  in  its  character  that  the 
jury  could  make  the  proper  calculation  of  damages,  and,  in  the 
absence  of  such  proof,  they  could  only  be  entitled  to  nominal 
damages.  If,  in  the  future  trial  of  this  case,  this  point  should 
become  material,  we  should  be  happy  to  hear  counsel  further 
upon  it.  We  can  come  to  no  other  conclusion  upon  the  views 
we  have  taken  of  this  case — speaking  of  the  points  which  I  have 
just  discussed — than  that  the  verdict  in  this  case  is  against  the 
evidence,  and  that  it  is  against  the  law  of  the  case,  and  that 
these  grounds  for  a  new  trial  are  well  taken. 

The  VERDICT  must  be  set  aside,  and  a  new  trial  ordered. 


The  Union    Sugar   Refinery 

vs. 
Francis  O.  Matthiessen. 

Inventions  pertaining  to  machines  may  be  divided  into  four  classes : 

1.  Where  the  invention  embraces  the  entire  machine.  Under  such  a  patent  the 
patentee  holds  the  exclusive  right  to  make  and  use,  and  vend  to  others  to  be 
used,  the  entire  machine,  and  if  another,  without  license,  makes,  uses,  or 
vends  any  portion  of  it,  he  invades  the  right  of  the  patentee. 

2.  Those  which  embrace  one  or  more  elements  of  a  machine.  In  patents  of 
that  class  any  person  may  make,  use,  or  vend  all  other  parts  of  a  machine, 
and  he  may  employ  the  same  part  or  element  of  the  machine,  provided  it  be 
substantially  different  from  that  embraced  in  the  patent. 


NOVEMBER,    1 865.  60I 

Union  Sugar  Refinery  v.  Matthiessen. 


3.  Those  which  embrace  both  a  new  element  and  a  new  combination  of  elements 
previously  used  and  well  known.  Property  of  the  patentee  in  such  a  case  con- 
sists in  the  new  element  and  in  the  new  combination. 

4.  Those  where  all  the  elements  of  the  machine  are  old,  and  where  the  invention 
consists  in  a  new  combination  of  those  elements,  whereby  a  new  and  useful 
result  is  obtained.  Most  of  the  modern  invention  are  of  this  latter  kind,  and 
many  of  them  are  of  great  utility  and  value. 

A  mere  combination,  however,  is  but  an  improvement  on  an  old  machine,  and  conse- 
quently the  patentee  can  not  treat  another  as  an  infringer  who  has  also  improved 
the  original  machine  by  the  use  of  a  substantially  different  combination,  although 
the  machine  may  produce  the  same  result. 

Inventions  of  combinations  are  just  as  meritorious  as  those  of  any  other  class,  and  the 
property  of  the  inventors  is  entitled  to  the  same  protection. 

Patents  for  inventions  are  not  to  be  treated  as  mere  monopolies,  and  therefore  odious  in 
the  eye  of  the  law,  but  they  are  to  receive  a  liberal  construction,  and,  if  practicable, 
are  to  be  so  interpreted  as  to  uphold  and  not  to  destroy  the  rights  of  the  inventor. 

Although  the  presumption  of  novelty  and  utility  arising  from  the  grant  of  the  patent 
is  not  a  conclusive  one,  still  it  is  sufficient  to  support  the  issue  on  the  part  of  the 
plaintiff,  unless  it  is  overcome  by  evidence  to  show  that  the  ^ct  is  otherwise,  and 
the  burden  of  proof  on  this  branch  of  the  case  is  upon  the  defendant. 

The  charge  of  infringement  is  a  charge  of  a  wrongful  act  in  the  nature  of  a  trespass, 
and  inasmuch  as  no  one  is  presumed  to  do  wrong,  the  rule  is,  that  he  who  alleges 
that  another  has  committed  a  wrongful  act  must  prove  it. 

Construction  of  a  patent  is  always  a  question  of  law  exclusively  for  the  Court,  except 
in  cases  where  the  patent  contains  technical  words  or  phrases,  or  terms  of  art, 
which  require  explanation  by  parol  testimony. 

In  the  construction  of  a  patent,  due  weight  must  be  given  to  the  words  "  the  whole 
being  as  above  described,"  which  is  a  direct  and  emphatic  reference  to  the  descrip- 
tion of  the  invention  as  contained  in  the  specification. 

The  invention  of  Gustavus  A.  Jasper  consists  in  an  apparatus  of  described  means  for 
the  purpose  of  cleansing  or  bleaching  sugar  with  liquor,  as  set  forth  in  the  speci- 
fication of  the  letters  patent. 

Where  the  invention  consists  of  a  machine,  the  inventor  must  fiilly  explain  the  prin- 
ciple and  the  several  modes  in  which  he  has  contemplated  the  application  of  that 
principle,  by  which  it  may  be  distinguished  from  other  inventions,  but  he  is  not 
required  to  specify  such  well-known  substitutes  for  any  particular  element  of  his 
inventior,  as  any  constructor,  acquainted  with  the  art,  fully  understands  is  usually 
employed  for  the  accomplishment  of  the  same  function. 

The  patent  includes  such  known  substitutes  for  the  described  means  as  were  within  the 
knowledge  of  constructors  acquainted  with  the  art,  and  well  known  as  usual  sub- 
stitutes for  performing  the  same  function. 

There  being  two  principal  issues  for  the  jury  to  determine,  to-wit :  i.  Whether  the 
plaintiff  is  the  original  and  first  inventor  of  his  alleged  improvement;  and  2. 
Whether  the  defendant  has  infringed  the  patent ;  their  attention  should  be  con- 
fined, in  the  first  place,  to  the  question  of  novelty,  and  they  should  not  suffer  the 
questions  to  be  commingled,  as  the  inevitable  effect  of  that  course  of  investigation 

,       is  to  produce  embarrassment  and  confusion. 

7^ 


602  DISTRICT    OF    MASSACHUSETTS. 

Union  Sugar  Refineiy  v.  Matthiessen. 

Patented  improvements  consisting  of  a  combination  of  old  elements,  can  not  be  proved 
to  be  invalid  by  showing  that  one  of  the  elements  is  found  in  some  one  prior  ma- 
chine, until  it  is  shown  that  all  the  elements  are  old,  because  the  theory  of  such 
a  patent  is  that  the  elements  are  old,  and  the  invention  consists  merely  in  the  new 
combination,  whereby  a  new  and  useful  result  is  obtained. 

Where  there  is  no  evidence  to  the  contrary,  the  presumption  is  that  a  patentee,  at  the 
time  of  making  his  application,  believed  himself  to  be  the  first  inventor  or  dis- 
coverer of  the  thing  patented. 

Settled  rule  is  that  it  is  not  enough  to  defeat  a  patent  already  issued  that  another  previ- 
ously conceived  the  possibility  of  effecting  what  the  patentee  has  accomplished, 
unless  it  also  appear  that  he  reduced  what  he  conceived  to  practice,  in  the  form  of 
an  operative  machine. 

In  determining  the  question  of  infringement,  the  jury  are  not  to  determine  about  sim- 
ilarities or  differences  merely  by  the  names  of  things,  but  are  to  look  to  the 
machines,  or  their  several  devices  or  elements,  in  the  light  of  what  they  do,  or 
what  office  or  function  they  perform,  and  how  they  perform  it,  and  to  find  that  a 
thing  is  substantially  the  same  as  another,  if  it  performs  substantially  the  same 
function  or  office  in  substantially  the  same  way,  to  obtain  the  same  result ;  and 
that  things  are  substantially  different  when  they  perform  different  duties,  or  in 
substantially  a  different  way,  or  produce  a  different  result. 

They  are  not  to  judge  about  similarities  or  differences  merely  because  things  are  appar-^ 
ititly  the  same,  or  apparently  different  in  shape  or  form,  but  the  true  test  of  simi- 
larity or  difference  in  making  the  comparison  is  the  same  in  regard  to  shape  or 
form  as  in  regard  to  name,  and  in  both  cases  they  must  look  at  the  mode  of  oper- 
ation, or  the  way  the  parts  work,  and  at  the  result  as  well  as  at  the  means  by 
which  the  result  is  attained. 

In  all  inquiries  about  the  mode  of  operation  of  either  of  the  machines,  the  jury  are  to 
inquire  about  and  consider  more  particularly  those  portions  of  a  given  part  or 
element  which  really  do  the  work,  so  as  not  to  attach  too  much  importance  to 
the  other  portion  of  the  same  part,  which  are  only  used  as  a  convenient  method 
of  constructing  the  entire  part  or  device. 

If  the  parts  of  two  machines,  having  the  same  mode  of  operation,  do  the  same  work, 
in  substantially  the  same  way,  and  accomplish  substantially  the  same  result,  those 
parts  are  the  same,  although  they  may  differ  in  name,  form,  or  shape. 

Litigants  sometimes  strive,  in  the  trial  of  a  cause,  to  blend  the  questions  of  novelty  and 
of  infringement  together,  as  jointly  or  interchangeably  involved  in  every  phase 
of  a  common  law  suit,  for  the  infringement  of  a  patent.  Undoubtedly,  they 
involve  some  considerations  in  common,  but  they  require  separate  allegations  in 
the  declaration,  and  the  form  of  pleading  in  defense  is  different,  as  heretofore  ex- 
plained. Burden  in  the  one  is  upon  the  plaintiff,  and  in  the  other  upon  the 
defiendant,  and  the  evidence  required  to  support  the  one  or  the  other  is  very 
different. 

The  claim  of  the  patent  is  not  for  every  means  of  cleansing  and  bleaching  sugar  with 
liquor,  but  only  for  the  means  the  patentee  has  substantially  described  In  his 
specification  for  accomplishing  that  result. 
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The  patent  is  not  limited  to  any  arbitrary  mathematical  amount  of  pressure,  but  does 
call  for  and  contemplates  such  a  degree  of  pressure  as  is  capable  of  and  sufficient 
to  effect  substantially  the  described  object  of  the  patentee,  to  drive  the  cleansing 
liquor  or  syrup  with  such  velocity  into  the  sugar,  while  in  revolution,  as  to  prevent 
such  sugar  from  being  melted  at  the  surface  of  the  impingement. 

(Before  Clifford  and  Lowell,  J  J.,  District  of  Massachusetts,  November,  1865.) 

This  was  an  action  on  the  case  tried  by  Judges  Clifford  and 
Lowell  and  a  jury,  for  the  infringement  of  letters  patent  for 
*^  improvement  in  purifying  and  cleansing  sugar,''  granted  to  the 
plaintiffs  as  assignees  of  Gustavus  A.  Jasper,  January  27,  1863. 

The  claim  of  the  patent  was  as  follows : 

*'  Combining  with  process  of  cleansing  sugar  by  centrifugal  action,  in  the  centrifugal 
machine,  a  means  or  process  of  forcing  the  cleansing  liquid  or  syrup  in  one  or  more 
fine  jets  or  streams,  under  high  pressure  or  velocity,  against  the  mass  of  sugar  in  revo- 
lution, the  whole  being  substantially  as  described." 

The  nature  of  the  apparatus  and  of  the  controversy  are  suffi- 
ciently stated  in  the  charge  of  the  Court. 

G.  H.  Preston^  C.  Smithy  and  B,  R.  Curtis  for  complainants. 

Robert  Gilchrist^  Causten  Brown^  and  E.  W^  Stougbton  for  de- 
fendant. 

Clifford,  J.,  charged  the  jury  as  follows: 

Action  on  the  case  for  an  alleged  infringement  of  certain  let- 
.  ters  patent.  Writ  is  dated  January  16,  1864.  Infringement  is 
alleged  on  November  2,  1863,  and  from  that  time  to  the  date  of 
the  writ. 

Plea  is  the  general  issue,  with  notices,  under  the  statute,  of 
certain  special  defenses. 

Principal  special  defense  relied  on  is,  that  the  assignor  of  the 
plaintiffs  is  not  the  original  and  first  inventor  of  the  improve- 
ment described  in  the  letters  patent  on  which  the  suit  is  founded. 

Claim  of  the  plaintiffs  as  laid  in  the  declaration  rests  upon  two 
material  allegations:  i.  That  their  assignor,  Gustavus  A.  Jasper, 
is  the  original  and  first  inventor  of  the  improvement  described  in 
the  patent  on  which  the  suit  is  founded.  2.  That  the  defendant, 
Francis  O.  Matthiessen,  infringed  the  same,  as  alleged  in  the 
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declaration.  Both  of  these  allegations  are  denied  by  the  defend- 
ant, and  the  issues  presented  in  the  affirmation  and  denial  of 
these  two  allegations,  constitute  the  principal  questions  for  your 
decision.  They  present  mixed  questions  of  law  and  of  fact,  and 
consequently  must  be  determined  under  the  instructions  of  the 
Court.  Questions  of  law  must  be  determined  by  the  Court, 
subject  to  revision  by  the  supreme  court  on  a  writ  of  error,  but 
questions  of  fact  are  for  your  determination  under  the  instruc- 
tions of  the  Court,  as  to  the  rules  of  law  properly  applicable  to 
the  subject-matter  involved  in  the  inquiry.  Controversies  like 
the  present  are  exclusively  cognizable  in  the  circuit  courts  of  the 
United  States,  and  the  rights  of  parties  in  such  controversies  are 
to  be  ascertained  and  determined  according  to  the  provisions  in 
the  acts  of  Congress  upon  that  subject,  and  the  rules  of  decision 
as  established  by  the  Federal  courts. 

Power  is  conferred  upon  Congress,  in  the  Constitution  of  the 
United  States,  to  promote  the  progress  of  science  and  useful 
arts,  by  securing  for  limited  terms  to  authors  and  inventors  the 
exclusive  right  to  their  respective  writings  and  discoveries.  Con- 
gress has  accordingly  legislated  upon  the  subject.  Existing  pat- 
ent act  establishes  a  Patent  Office,  and  provides  for  the  appoint- 
ment of  a  Commissioner  of  Patents  by  the  President,  by  and 
with  the  advice  and  consent  of  the  Senate.  Provision  is  made 
by  section  6  of  the  act,  that — 

*^Any  person  or  persons  having  discovered  or  invented  any 
new  and  useful  art,  machine,  manufacture,  or  composition  of. 
matter,  or  any  new  or  useful  improvement  on  any  art,  machine, 
manufacture,  or  composition  of  matter,  not  known  or  used  by 
others  before  his  or  their  discovery  or  invention  thereof,  and  not, 
at  the  time  of  his  application  for  a  patent,  in  public  use  or  on 
sale,  with  his  consent  or  allowance  as  the  inventor  or  discoverer, 
and  shall  desire  to  obtain  an  exclusive  property  therein,  may 
make  application  in  writing  to  the  Commissioner  of  Patents, 
expressing  such  desire,  and  the  Commissioner,  on  due  proceed- 
ings had,  may  grant  a  patent  therefor." 

Protection  is  afforded,  as  you  perceive,  by  that  provision  to 
inventions  of  various  kinds,  but  it  will  only  be  necessary  in  this 
case   to   speak   of  inventions   or  improvements   in   machines. 
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Inventions  pertaining  to  machines  may,  for  the  purposes  of  such 
explanations  as  the  Court  find  it  necessary  to  give  you  in  this 
case,  be  divided  into  four  classes: 

1.  Where  the  invention  embraces  the  entire  machine,  as  a 
car  for  a  railway,  or  a  sewing  machine,  as  was  decided  by  this 
Court  in  a  well-known  case.  Such  inventions  are  seldom  made, 
but  when  made  and  duly  patented,  any  person  is  an  infringer 
who,  without  license,  makes  or  uses  any  portion  of  the  machine. 
Under  such  a  patent  the  patentee  holds  the  exclusive  right  to 
make  and  use,  and  vend  to  others  to  be  used,  the  entire  machine ; 
and  if  another,  without  license,  makes,  uses,  or  vends  any  por- 
tion of  it,  he  invades  the  right  of  the  patentee. 

2.  Second  class  of  inventions  referred  to  are  those  which 
embrace  one  or  more  elements  of  a  machine,  but  not  the  entire 
machine,  as  the^coulter  of  a  plow,  or  the  divider  of  the  reaping 
machine.  In  patents  of  that  class  any  person  may  make,  use, 
or  vend  all  other  parts  of  the  machine,  and  he  may  employ  a 
coulter  or^  divider  in  the  machines  mentioned,  provided  it  be 
substantially  different  from  that  embraced  in  the  patent. 

3.  Third  class  of  machines  to  be  mentioned  are  those  which 
embrace  both  a  new  element  and  a  new  combination  of  elements 
previously  used  and  well  known.  Property  of  the  patentee  in 
such  a  case  consists  in  the  new  element  and  in  the  *new  combi- 
nation. No  one  can  lawfully  make,  use,  or  vend  a  machine 
containing  such  new  element  or  such  new  combinations.  They 
may  make,  use,  or  vend  the  machine  without  the  patented  im- 
provements, if  it  is  capable  of  such  use,  but  they  can  not  use 
either  of  those  improvements  without  making  themselves  liable 
as  infringers. 

4.  Fourth  class  of  machines  to  be  mentioned  are  those  where 
all  the  elements  of  the  machine  are  old,  and  where  the  inven- 
tion consists  in  a  new  combination  of  those  elements  whereby  a 
new  and  useful  result  is  obtained.  Most  of  the  modern  inven- 
tions are  of  this  latter  class,  and  many  of  them  are  of  great  utility 
and  value.  You  will  observe  that  in  this  class  the  invention 
consists  solely  in  the  new  combination,  and  the  rule  is,  that  the 
property  of  an  inventor,  if  duly  secured  by  letters  patent,  is  in  all 
cases  exactly  commensurate  with  his  invention.     Such  an  inven- 
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tion,  however,  is  but  an  improvement  on  an  old  machine,  and 
consequently  the  patentee  can  not  treat  another  as  an  infringer 
who  has  also  improved  the  original  machine  by  the  use  of  a  sub- 
stantially difFerent  combination,  although  the  machine  may  pro- 
duce the  same  result.  But  every  inventor  is  entitled  to  the  full 
benefit  of  his  invention  as  described  and  secured  in  his  patent, 
and  no  one  charged  with  infringing  the  same  can  successfully 
defend  himself  against  the  charge  merely  because  the  machine 
he  makes,  uses,  or  vends,  differs  from  that  of  the  plaintiff  in 
form,  or  in  any  respect  which  does  not  render  the  machine  so 
made,  used,  or  vended,  substantially  difFerent  from  the  patented 
machine.  Inventions  of  the  fourth  class  are  just  as  meritorious 
as  those  of  any  other  class,  and  the  property  of  the  inventors  is 
entitled  to  the  same  protection.  When  we  speak  of  the  prop- 
erty of  an  inventor,  we  refer  to  the  exclusive  right  which  the 
letters  patent  secure  to  him  to  make,  use,  and  vend  to  others  to 
be  used,  the  improvement  therein  described  for  the  term  speci- 
fied in  the  patent.  Take  the  patent,  for  example,  on  which  the 
suit  is  founded.  Plaintiffs'  property  in  the  same  as  assignees  of 
the  patentee,  if  the  patent  is  valid,  consists  in  the  exclusive  right 
to  make,  use,  and  vend  to  others  to  be  used,  the  patented  im- 
provement for  the  period  specified  in  the  patent.  Patentees 
have  that  property  in  their  inventions  as  secured  by  letters  patent, 
and  they  have  no  other ;  and  hence  it  is  that  courts  of  justice 
have  uniformly  held  that  patents  for  inventions  are  not  to  be 
treated  as  mere  monopolies,  and  therefore  odious  in  the  eye  of 
the  law,  but  they  are  to  receive  a  liberal  construction,  and,  if 
practicable,  are  to  be  so  interpreted  as  to  uphold  and  not  to 
destroy  the  rights  of  the  inventor. 

Objection  was  made  by  the  defendant  to  the  introduction  of 
the  letters  patent  described  in  the  declaration,  but  the  objection 
was  overruled  by  the  Court,  and  it  will  be  your  duty  to  regard  it 
as  properly  admitted.  Such  objections  are  made  to  the  Court, 
and  are  never  for  the  consideration  of  the  jury,  whether  they  are 
sustained  or  overruled.  Plaintiffs  having  introduced  the  letters 
patent  described  in  the  declaration,  the  prima  facu  presumption 
is,  that  their  assignor,  the  patentee,  is  the  original  and  first  in- 
ventor of  what  is  therein  described  as  his  improvement.     Rea- 
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son  for  that  presumption  is,  that  the  letters  patent  were  issued 
by  a  public  officer  acting  under  authority  conferred  upon  him 
by  an  act  of  Congress.  Substance  of  the  provision  in  that 
behalf  is,  that  any  person  having  made  an  invention  or  discovery, 
such  as  is  described  in  section  6  of  the  Patent  Act,  may,  if 
he  desires  to  obtain  an  exclusive  property  therein,  make  appli- 
cation in  writing  to  the  Commissioner  of  Patents,  expressing 
such  desire,  and  the  Commissioner,  on  due  proceedings  had, 
may  grant  a  patent  therefor.  Effect  of  the  provision  is,  that 
the  Commissioner  of  Patents  is  authorized  to  determine  in  the 
first  place  whether  the  applicant  is  entitled  to  a  patent,  and 
having  determined  that  question  in  the  affirmative  and  issued  the 
patent,  the  prima  facie  presumption  is,  that  he  correctly  per- 
formed his  duty,  and,  consequently,  that  the  patentee  is  the 
original  and  first  inventor  of  his  described  improvement.  Such 
a  presumption,  however,  is  not  a  conclusive  one  in  any  case,  but 
may  be  overcome  by  legal  evidence,  showing  to  the  reasonable 
satisfaction  of  the  jury,  that  the  patentee  was  not  the  original 
and  first  inventor  of  the  alleged  improvement  in  point  of  fact. 
Although  the  presumption  referred  to  is  not  a  conclusive  one, 
still  it  is  sufficient  to  support  the  issue  on  the  part  of  the  plain- 
tiffs, unless  it  is  overcome  by  evidence  to  show  that  the  fact  is 
otherwise,  and  the  burden  of  proof  on  this  branch  of  the  case  is 
upon  the  defendant. 

Evidence  was  also  introduced  by  the  plaintiffs  tending  to 
support  the  allegation  of  infringement  as  laid  in  the  declara- 
tion. You  have  already  been  told  that  the  burden  of  proof  on 
the  question  as  to  the  novelty  of  the  invention  is  upon  the  de- 
fendant, but  the  burden  of  proof  on  the  issue  of  infringement  is 
upon  the  plaintiffs.  They  charge  infringement,  which  is  a 
wrongful  act  in  the  nature  of  a  trespass,  and  inasmuch  as  no  one 
is  presumed  to  do  wrong,  the  rule  is,  that  he  who  alleges  that 
another  has  committed  a  wrongful  act  must  prove  it.  Granting 
the  rule  to  be  as  stated,  the  plaintiffs  introduced  testimony  tend- 
ing to  prove  the  allegation  of  infringement,  and  rested  their 
case  in  the  opening. 

You  will  remember  that  two  defenses  were  opened  by  the 
counsel  of  the  defendant,     i.  That  the  assignor  of  the  plaintiffs 
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was  not  the  original  and  first  inventor  of  the  improvement 
described  in  the  letters  patent  on  which  the  suit  is  founded. 
2.  That  the  defendant  never  infringed  the  patent  as  alleged  in 
the  declaration. 

Both  parties  agree  that  the  two  issues  mentioned  present  the 
principal  questions  in  the  case,  and  most  of  the  evidence  intro- 
duced by  the  respective  parties  has  been  directed  to  the  one  or 
the  other  of  those  issues.  In  considering  those  questions,  and 
weighing  the  evidence  bearing  upon  them,  it  becomes  necessary 
that  you  should  know  what  the  invention  is  as  described  in  the 
letters  patent  on  which  the  suit  is  founded.  Construction  of  a 
patent  is  always  a  question  of  law  exclusively  for  the  Court, 
except  in  cases  where  the  patent  contains  technical  words  or 
phrases,  or  terms  of  art,  which  require  explanation  by  parol  tes- 
timony. Present  case  is  one  where  the  construction  of  the 
patent  is  a  question  exclusively  for  the  Court.  Viewing  it  in 
that  light,  the  counsel  on  the  one  side  and  the  other  have  been 
heard  upon  the  subject,  and  the  question  has  received  our  delib- 
erate consideration.  Claim  of  the  patent  is  the  combining  with 
the  process  of  cleansing  sugar  by  centrifugal  action  in  the  cen- 
trifugal machine,  a  means  or  process  of  forcing  the  cleansing 
liquid  or  syrup  in  one  or  more  fine  jets  or  streams,  under  high 
pressure  or  velocity,  against  the  mass  of  sugar  in  revolution,  the 
whole  being  substantially  as  above  described.  Due  weight  must 
be  given  to  the  words  "  the  whole  being  as  above  described,"  which 
is  a  direct  and  emphatic  reference  to  the  description  of  the  inven- 
tion as  contained  in  the  specification.  Independently,  therefore, 
of  the  general  rule  that  makes  it  the  duty  of  the  Court,  in  con- 
struing the  claim  of  a  patent,  to  look  at  the  entire  patent,  includ- 
ing the  specification  and  drawings,  it  is  especially  necessary  to  do 
so  in  this  case,  on  account  of  the  emphatic  reference  made  in 
the  claim  to  the  prior  description  of  the  invention.  As  recited 
in  the  patent,  the  invention  is  described  to  be  a  new  and  useful 
improvement  in  purifying  and  cleansing  sugar,  but  the  introduc- 
tory sentence  of  the  specification  describes  it  as  a  new  and  useful 
invention,  having  reference  to  the  cleansing  or  bleaching  of  sugar, 
and  the  patentee  states  that  it  may  also  be  applicable  to  other 
useful  purposes  of  like  nature.     Nothing  of  the  kind,  however. 
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is  Otherwise  described  in  the  specification,  and  it  is  not  perceived 
that  the  suggestion,  unaccompanied  by  any  other  explanation, 
can  have  much  weight  in  determining  the  character  of  the  inven- 
tion. Speaking  of  the  state  of  the  art,  the  patentee  admits  that 
water  or  other  cleansing  liquid  has,  for  the  purposes  of  cleansing 
sugar,  been  gradually  poured  upon  or  near  the  center,  or  other 
suitable  parts  of  a  mass  of  sugar  contained  in  a  centrifugal  ma- 
chine, while  the  perforated  vessel  of  the  machine  was  in  rapid 
revolution,  but  he  utterly  repudiates  the  idea  of  making  any 
claim  to  any  such  procedure.  On  the  contrary,  he  states  that 
his  invention  consists  in  combining  with  that  well-known  process, 
as  specified,  a  process  or  means  of  forcing  such  cleansing  liquid 
in  numerous  fine  jets  or  streams,  under  a  high  degree  of  pressure, 
against  the  mass  of  sugar  while  under  centrifugal  action,  and  he 
makes  that  statement  in  immediate  connection  with  the  impor- 
tant declaration  that  his  invention  enables  him  to  usethick  syrups 
to  great  advantage,  and  that  thick  syrups  prevent  the  melting  of 
the  sugar  crystals.  Moreover,  he  also  states  that  he  has  discov- 
ered that  if,  when  a  mass  of  sugar  is  in  revolution  in  a  centrifugal 
machine,  a  minute  stream  of  syrup  or  other  saccharine  matter  is 
caused  to  impinge  against  it,  the  impinging  force  of  the  stream 
will  cause  it  to  so  act  against  the  inner  or  exposed  surface  of  the 
mass  as  to  penetrate  the  same  without  melting  it,  and  also  that 
the  combined  forces  of  impingement  and  centrifugal  action  will 
greatly  facilitate  the  cleansing  of  the  sugar.  Reference  to  the 
further  statements  of  the  patentee  immediately  following  the 
description  of  the  mechanism  of  his  apparatus,  will  show  that 
the  preceding  explanations  of  the  patentee  in  respect  to  thick 
syrups,  and  the  improved  result  obtained  by  his  mode  of  opera- 
tion, point  to  the  characteristic  and  most  important  features  of 
the  invention.  Mention  should  here  be  made  that  the  patentee, 
in  speaking  of  his  invention,  describes  it  as  an  apparatus,  and  in 
carrying  it  out,  he  states  that  he  employs  it  in  connection  with 
one  or  more  centrifugal  machines,  which  he  admits  are  well 
known.  His  description  of  the  apparatus  is,  that  at  a  suitable 
hight  above  the  centrifugals  he  places  a  tight  vessel  made  of 
strong  material,  and  capable  of  bearing  a  great  internal  pressure ; 
that  he  provides  that  vessel  with  a  filling  pipe,  having  a  stop 
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cock  in  it,  and  the  patentee  states  that  it  may  also  have  a  safety 
valve  and  a  glass  tube  arranged  as  shown  in  the  drawings,  and 
made  to  communicate  at  each  end  with  the  interior  of  the  prin- 
cipal vessel,  in  order  that  the  hight  of  the  liquid  in  the  vessel 
may  be  indicated  by  the  liquid  in  the  tube.  He  also  states  that  a 
pipe,  leading  from  an  air  forcing  pump,  may  enter  the  upper  part 
of  the  above-described  vessel,  and  that  another  pipe,  having  a  stop 
cock  near  its  upper  end,  will  lead  from  the  bottom  of  the  vessel  and 
communicate  with  a  flexible  pipe  arranged  over  each  of  the  cen* 
trifugal  machines.  Continuing  the  description,  he  also  states 
that  each  flexible  pipe  terminates  in  a  perforated  nozzle,  which 
may  be  provided  with  a  stop  cock,  and  that  there  may  also  be  a 
stop  cock  at  the  lower  extremity  of  the  pipe  which  proceeds  from 
the  bottom  of  the  principal  vessel. 

Brief  as  the  description  is,  it  is  nevertheless  amply  sufficient, 
in  connection  with  the  model  in  the  case,  to  enabfe  you  to 
understand  the  exact  character  of  the  apparatus.  Precise  de- 
scription is  then  given  as  to  mode  of  operating  the  apparatus,  in 
order  to  obtain  the  described  result.  First  step  is  to  charge  the 
reservoir  with  a  strong  or  thick  cleansing  liquor  or  syrup  until  it 
is  about  two-thirds  filled  with  such  liquor.  Next  step  is  to 
force  air  into  the  reservoir,  and  let  it  be  condensed  therein  under 
a  high  pressure,  varying,  however,  according  to  the  character  of 
the  sugar  to  be  cleansed  or  bleached.  When  these  steps  are 
taken,  the  apparatus  described  is  ready  for'use,  but  the  centri- 
fugal machine  or  machines  must  be  charged  with  a  mass  of 
sugar  and  be  put  in  rapid  revolution.  Nothing  then  remains  to 
be  done  but  to  open  the  proper  stop  cocks,  especially  the  one  at 
the  lower  end  of  the  flexible  tube  directly  over  the  centrifugal 
machine,  and  direct  the  perforated  nozzle  of  the  same  so  as  to 
discharge  with  great  velocity  and  force  the  minute  streams  of 
the  cleansing  liquid  against  the  inner  surface  of  the  mass  of 
sugar  accumulated  against  the  inner  surface  of  the  rotary  vessel 
of  the  centrifugal  machine,  taking  care  to  move  the  nozzle  so 
as  to  cause  the  streams  to  be  laid  on  the  sugar  evenly  from  the 
bottom  to  the  top  of  the  mass  so  accumulated  against  the  ver- 
tical inner  surface  of  the  described  rotary  vessel.  Doubtless 
these  suggestions,  as  to  the  course  of  reasoning  adopted  by  the 
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Court  in  coming  to  a  conclusion  as  to  the  true  intent  and  mean- 
ing of  the  patent  under  consideration,  might  have  been  omitted, 
but  in  view  of  the  importance  of  the  question,  we  have  thought 
that  it  was  due  to  the  parties  to  present  these  preliminary  ex- 
planations as  to  the  nature  and  characteristics  of  the  invention. 
They  are  all  derived  from  the  patent,  and  appear  to  be  incon- 
trovertible. 

Repeating  the  remark  that  the  construction  of  the  patent  in 
this  case  belongs  to  the  Court,  you  are  instructed  that  the  inven- 
tion of  Gustavus  A.  Jasper  consists  in  an  apparatus  of  described 
means  for  the  purpose  of  cleansing  or  bleaching  sugar  with  liquor 
as  set  forth  in  the  specification  of  the  letters  patent.  Defend- 
ant's views  are,  that  the  invention  consists  merely  in  combining 
with  the  centrifugal  machine  the  mechanical  means  the  patentee 
has  described  for  discharging,  under  high  pressure  or  velocity, 
upon  sugar  contained  therein,  the  cleansing  liquor  or  syrup  men- 
tioned in  his  specification,  but  it  is  not  possible  to  give  that  in- 
struction for  the  reasons  already  explained. 

Plain  as  those  explanations  are,  however,  the  point  is  made 
even  plainer  by  what  immediately  follows  in  the  specification. 
The  patentee  expressly  characterizes  his  invention  as  a  ''  pres- 
sure liquoring  apparatus,"  and  be  states  that  his  object  is  to 
combine  with  the  force  induced  by  the  centrifugal  machine  a 
force  which  shall  so  operate  on  the  cleansing  liquor  or  syrup  as 
to  drive  it  with  such  velocity  into  the  sugar  while  in  revolution 
as  to  prevent  the  sugar  from  being  melted  at  the  surface  of  im- 
pingement. Unquestionably  he  contemplates  the  use  of  fine 
jets  or  streams,  because  he  states,  in  addition  to  what  has  already 
appeared,  that  by  throwing  the  cleansing  liquor  in  minute  streams 
against  the  surface  of  the  sugar,  its  tendency  to  melt  the  crystals 
is  greatly  diminished,  and  he  adds  in  that  connection  that  the 
smaller  the  streams  the  less  is  their  liability  to  produce  that 
effect. 

Special  mention  was  made  by  the  patentee  in  the  outset,  that 
his  invention  enabled  him  to  use  thick  syrups  as  cleansing  liquids, 
and  his  first  direction  to  the  operator  is  that  the  reservoir  shall 
be  two-thirds  filled  with  a  strong  or  thick  cleansing  liquor  or 
syrup,  and  at  the  close  of  his  description  of  the  advantages  of  bis 
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invention,  he  repeats  for  a  third  time  that  his  invention  enables 
him  to  employ  very  thick  syrups  or  cleansing  liquids,  and  thus  to 
diminish  the  chance  of  melting  the  crystals  or  particles  of  the 
sugar  to  be  cleansed.  Cleansing  or  bleaching  the  sugar  is  not 
the  only  object  intended  to  be  accomplished  by  the  apparatus, 
but  the  intent  and  purpose  of  accomplishing  that  object  with 
smaller  loss  or  less  melting  of  the  crystals  of  the  sugar  to  be 
cleansed  is  unmistakably  indicated  and  disclosed  in  the  descrip- 
tion given  of  the  invention,  as  well  as  in  the  directions  given  to 
the  operator,  and  in  the  summing  up  of  the  advantages  claimed 
for  the  invention  over  previous  machines.  Detached  passages 
of  the  specification,  if  separately  considered,  might  possibly  lead 
to  a  different  conclusion,  but  the  different  parts  of  the  instru- 
ment must  be  compared  with  each  other,  and  the  instrument 
considered  as  a  whole;  and  when  so  considered,  it  leaves  no 
doubt  in  the  mind  of  the  Court  that  the  invention  of  the  plain- 
tiffs consists  of  an  apparatus  of  described  means  for  the  purpose 
of  cleansing  or  bleaching  sugar  with  liquor  as  set  forth  in  the 
specification  of  the  patent.  Description  has  already  been  given 
of  the  elements  of  the  apparatus  and  of  the  means  described  by 
the  patentee  for  carrying  his  invention  into  effect.  Before  any 
inventor  can  receive  a  patent  for  his  invention,  he  is  required  to 
deliver  a  written  description  of  the  same,  and  of  the  manner  of 
making,  constructing,  and  using  the  same,  in  such  full,  clear, 
and  exact  terms  as  to  enable  any  person  skilled  in  the  art  to 
practice  the  invention.  Where  the  invention  consists  of  a 
machine,  he  must  fully  explain  the  principle  and  the  several 
modes  in  which  he  has  contemplated  the  application  of  that  prin- 
ciple, by  which  it  may  be  distinguished  from  other  inventions, 
but  he  is  not  required  to  specify  such  well-known  substitutes 
for  any  particular  element  of  his  invention,  as  any  constructor, 
acquainted  with  the  art,  fully  understands  is  usually  employed 
as  such  substitute  for  the  accomplishment  of  the  same  function. 
All  the  elements  of  the  invention  in  this  case  are  old,  and  the 
rule  in  such  cases,  as  before  explained,  undoubtedly  is,  that  the 
patentee  can  not  invoke  the  doctrine  of  equivalents  to  suppress 
all  other  improvements  of  the  old  machine,  but  he  is  entitled  to 
treat  every  one  as  an  infringer  who  makes,  uses,  or  vends  his 
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patented  improvement  without  any  other  change  than  the  em- 
ployment of  a  substitute  for  one  of  its  elements,  well  known  as 
such  at  the  date  of  his  invention,  and  which  any  constructor 
acquainted  with  the  art  knew  how  to  employ.  Reason  for  the 
qualification  of  the  rule  as  stated  is,  that  such  a  change,  that  is, 
the  mere  substitution  of  a  well-known  element  for  another, 
where  it  appears  that  the  substituted  element  was  well  known 
as  a  usual  substitute  for  the  element  left  out,  is  a  merely  formal 
one,  and  nothing  better  than  a  colorable  evasion  of  the  patent. 
Means  for  carrying  out  the  invention  are:  i.  A  tank  to  contain 
the  liquor;  2.  Suitable  pipe  or  hose  to  convey  the  liquor  to  a 
point  near  the  centrifugal  machines ;  3.  A  flexible  hose  with  a 
short,  perforated  nozzle  to  enable  the  operator  safely  and  effi- 
ciently to  perform  the  required  manipulations ;  4.  An  air  force 
pump  entering  the  upper  part  of  the  tank  for  forcing  air  into  the 
same  and  condensing  it  therein  under  a  high  pressure,  varying  as 
may  be  required  for  the  kind  of  sugar  to  be  treated.  Such  are 
the  means  described  in  the  specification,  but  it  is  undoubtedly 
true  that  the  patent  includes  such  known  substitutes  for  the 
described  means  as  were  within  the  knowledge  of  constructors 
acquainted  with  the  art  and  well  known  as  usual  substitutes  fur 
performing  the  same  function. 

Guided  by  these  rules  as  to  the  construction  of  the  patent, 
you  will  proceed  to  the  consideration  of  the  merits  of  the  con- 
troversy. Coming  to  the  merits  of  the  controversy,  your  atten- 
tion will  first  be  directed  to  the  question,  whether  the  assignor 
of  the  plaintiffs  is  the  original  and  first  inventor  of  the  improve- 
ment described  in  the  patent  as  expounded  by  the  Courts  ? 
Whether  he  is  so  or  not  is  a  question  of  fact  which  you  must 
determine  under  the  instructions  of  the  Court,  from  all  the  evi- 
dence in  the  case  applicable  to  that  issue.  Attention  should 
always  be  paid,  in  causes  like  the  present,  to  the  precise  positions 
which  the  parties  assume,  as  serving  to  facilitate  the  investiga- 
tion, and  you  will  find  it  necessary  to  follow  that  suggestion 
with  much  care  in  this  case,  else  there  is  great  danger  that  you 
may  be  lead  into  error.  In  the  opening,  the  defendant  conceded 
that  the  assignor  of  the  plaintiffs  had  made  an  invention,  and 
that  the  same  was  secured  to  him  by  the  letters  patent  specified 
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in  the  declaration,  but  he  denied  that  the  patent  embraced  any- 
such  apparatus  as  that  which  the  defendant  employed  in  his 
sugar  refinery,  during  the  period  covered  by  the  charge  of  in- 
fringement. Closing  counsel  also  makes  the  same  denial,  but 
he  insists,  at  least  by  the  course  of  argument,  that  if  it  shall  be 
otherwise  determined,  still  the  plaintiffs  are  not  entitled  to  re- 
cover, because,  as  he  contends,  the  defendant's  apparatus,  as 
used  in  his  refinery,  was  substantially  the  same  as  that  employed 
in  the  Cabot  street  establishment  and  that  employed  in  the 
Northampton  street  refinery,  and  that  the  apparatus  there 
employed  was  invented  and  used  in  those  establishments  prior 
to  the  date  of  the  invention  on  which  the  suit  is  founded.  But 
the  Court  declines  to  submit  any  such  complicated  issue  for  your 
consideration.  Looking  at  the  pleadings,  it  is  obvious  that  there 
are  two  principal  issues  which  you  are  to  determine,  and  they  are 
as  before  explained:  i.  Whether  the  assignor  of  the  plaintiflPt 
is  the  original  and  first  inventor  of  his  alleged  improvement ; 
and  2.  Whether  the  defendant  has  infringed  the  patent.  Con- 
fine your  attention,  in  the  first  place,  to  the  question  of  novelty, 
and  do  not  suffer  the  questions  to  be  commingled,  as  the  inevita- 
ble effect  of  that  course  of  investigation  is  to  produce  embar- 
rassment and  confusion. 

Persons  having  discovered  or  invented  any  new  and  useful 
art,  machine,  manufacture,  or  composition  of  matter,  or  any 
new  and  useful  improvement  on  any  art,  machine,  manufacture, 
or  composition  of  matter,  not  known  or  used  by  others  before 
such  discovery  or  invention,  and  not  at  the  time  of  the  applica- 
tion for  the  patent  in  public  use  or  on  sale  with  their  consent  or 
allowance,  are  entitled  to  a  patent.  Proposition  of  the  defend- 
ant is,  that  the  supposed  invention,  described  in  the  declaration, 
was  not  new  at  the  date  of  the  letters  patent,  but  that  the  same 
was  well  known  to  various  persons  employed  in  the  establish- 
ment of  the  Union  Roxbury  Linen  Company  at  Cabot  street, 
and  that  the  same  apparatus,  or  one  substantially  the  same,  was 
used  there  prior  to  the  date  of  the  Jasper  invention  for  the  pur- 
pose of  cleansing  or  bleaching  sugar.  Evidence  shows  that  the 
establishment  at  Cabot  street,  or  the  principal  interest  in  it, 
belonged  to  the  firm  of  Sampson  &  Tappan,  and  the  theory  of 
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the  defendant  is,  that  the  use  of  such  an  apparatus  was  com- 
menced at  that  establishment  the  latter  part  of  May,  1861,  and 
that  the  use  was  continued  there  throughout  that  year,  and  until 
the  proprietors  broke  up  the  establishment  and  removed  to 
Northampton  street,  in  January  of  the  following  year.  They 
commenced  to  move  from  Cabot  street  to  Northampton  street 
in  December,  1861,  and  the  theory  of  the  defendant  is,  that  the 
same  apparatus  was  used  in  that  sugar  refinery  as  early  as  the 
.  latter  part  of  February  following.  Ground  assumed  by  the  de- 
fendant is,  that  the  apparatus  was  invented,  constructed,  and  put 
in  operation  at  both  those  places  by  George  £.  Evans,  or  under 
his  superintendence  and  direction,  and  that  he  continued  to  use 
it  at  the  latter  place,  sometimes  with  water  and  sometimes  with 
liquor,  under  varying  circumstances,  as  detailed  in  the  testimony 
of  the  witness,  from  the  time  that  the  proprietors  of  that  refinery 
commenced  operations,  at  that  place,  on  sugars,  to  the  date  of 
the  alleged  invention  of  the  assignor  of  the  plaintiffs,  and  to  a 
much  later  period. 

Parties  defendant,  in  a  suit  like  the  present,  are  permitted  to 
plead  the  general  issue,  and  to  give  the  patent  act  and  certain 
special  matters  in  evidence,  of  which  notice  in  writing  may  have 
been  given  to  the  plaintiff  or  his  attorney  thirty  days  before  trial. 
Take,  for  example,  the  case  under  consideration :  The  defend- 
ant might  give  notice  in  writing  that  he  would  offer  evidence  to 
prove  that  the  assignor  of  the  plaintiffs  was  not  the  original  and 
first  inventor  or  discoverer  of  the  thing  patented;  or  a  substan- 
tial and  material  part  thereof  claimed  as  new ;  but  the  same  sec- 
tion of  the  patent  act  requires  that  whenever  the  defendant  re- 
lies, in  his  defense,  on  the  fact  of  a  previous  invention,  knowl- 
edge, or  use  of  the  thing  patented,  he  shall  state,  in  his  notice  of 
special  matter,  the  names  and  places  of  residence  of  those  whom 
he  intends  to  prove  to  have  possessed  a  prior  knowledge  of  the 
thing  and  where  the  same  had  been  used. 

Such  a  notice  has  been  given,  and  the  witness,  George  E. 
Evans,  has  been  fully  examined  in  the  cause.  His  testimony 
has  been  the  subject  of  comment  by  both  sides,  and  in  the  course 
of  those  comments  certain  material  parts  of  it  have  been  very 
carefully  reviewed.     Argument   for  the  defendant   is  that  his 
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testimony  proves  that  the  apparatus  described  in  the  patent,  as 
the  patent  is  construed  by  the  Court,  was  invented  and  con- 
structed by  the  witness  in  the  form  of  an  operative  machine,  at 
the  establishment  in  Cabot  street,  as  before  explained,  and  also 
at  the  Northampton  street  sugar  refinery,  for  three  months  or 
more  before  the  assignor  of  the  plaintiffs  had  reduced  his  sup- 
posed invention  to  practice  as  an  operative  machine,  or  had  any 
definite  knowledge  of  its  actual  mode  of  operation.  Views  of 
the  plaintiffs  are,  that  these  statements  of  the  witness  are  all 
founded  in  error ;  that  he  never  invented  anything  pertaining  to 
the  patented  invention,  and  that  he  never  constructed  or  used 
any  such  apparatus  as  he  pretends  at  the  establishment  in  Cabot 
street  at  any  time,  nor  at  the  sugar  refinery  in  Northampton 
street,  until  some  time  after  the  assignor  of  the  plaintiffs  made 
the  patented  invention,  and  the  same  had  been  successfully  re- 
duced to  practice  as  an  operative  machine  at  the  establishment 
of  the  Union  sugar  refinery  at  Charleston,  in  this  district. 

Witnesses  are  presumed  to  speak  the  truth,  but  experience 
shows  that  they  are  often  in  error,  and  that  sometimes  they  are 
false,  and  the  rule  is  that  whenever  their  truthfulness  is  called  in 
question,  the  jury  arc  to  judge  of  their  credibility  under  the 
instructions  of  the  Court.  Regarding  the  matter  in  that  light, 
the  defendant  has  called  your  attention  to  several  general  con- 
siderations, which,  as  he  insists,  have  a  strong  tendency  to  sup- 
port the  witness,  and  to  the  testimony  of  all  the  other  witnesses 
in  the  case  who  have  testified  to  any  material  facts  or  circum- 
stances confirmatory  of  his  statements.  On  the  other  hand,  the 
plaintifl^s  assail  the  truthfulness  of  the  witness,  and  insist  that  he 
has  sworn  falsely,  and  that  the  witnesses  called  to  confirm  his 
statements  are  mistaken  as  to  dates,  and  that  in  point  of  fact 
there  was  no  attempt  to  liquor  sugar  according  to  the  plan  of  the 
patentee  till  long  subsequent  to  the  time  when  he  had  put  his 
invention  into  practice  at  the  establishment  of  the  plaintiffs. 
They  contend  that  he  is  contradicted  by  so  many  witnesses  and 
by  such  incontrovertible  facts  and  circumstances  that  you  ought 
not  to  and  can  not  believe  his  testimony.  When  falsehood  is 
imputed  to  a  witness,  the  question  is  always  for  the  jury,  and 
the  rule  is,  that  if  they  find  that  he  has  willfully  sworn  falsely  as 
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to  2t  fact  material  to  the  issue,  they  are  at  liberty,  if  they  deem 
it  proper  to  do  so,  to  disbelieve  everything  he  has  stated  in  the 
case.  Correctness  of  that  rule  is  admitted  by  the  defendant, 
and  he  asks  that  it  may  be  applied  to  some  of  the  plaintiffs'  wit- 
nesses. While  defending  his  witness,  George  £.  Evans,  against 
the  charge  of  falsehood,  he  makes  the  same  charge  against  the 
president  of  the  plaintiff  corporation,  the  patentee  and  the  senior 
member  of  the  firm,  who  was  one  of  the  principal  owners  of 
the  two  establishments  to  which  reference  has  been  made. 
Where  there  is  conflicting  testimony,  it  is  the  duty  of  a  jury  to 
reconcile  it,  if  they  can  reasonably  do  so ;  but  if  they  can  not 
reasonably  reconcile  it,  and  are  obliged  to  come  to  the  conclu- 
sion that  is  false  on  the  one  side  or  the  other,  then  it  is  their 
duty  fearlessly  to  determine,  if  they  can,  where  the  truth  lies. 
Doubts  on  this  issue  must  weigh  in  favor  of  the  plaintiffs, 
because  the  burden  of  proof  is  upon  the  defendant.  Looking 
at  the  whole  evidence,  perhaps  you  will  come  to  the  conclusion 
that  there  is  reason  to  believe  that  a  valuable  invention  has  been 
made  by  some  one,  at  some  time,  and  it  is  not  going  too  far  to 
say  that  the  issue  most  strenuously  contested  in  the  trial  has 
been  whether  it  was  actually  made  by  George  E.  Evans  or 
the  assignor  of  the  plaintiffs.  But  the  apparatus  of  William  P. 
Breck  and  the  foreign  patents  must  not  be  overlooked.  They 
will  be  brought  to  your  notice  in  due  season,  but  the  several 
propositions  of  parties  in  such  a  controversy  can  not  all  be  con- 
sidered at  the  same  moment.  Theory  of  plaintiffs  is,  that  the 
invention  was  made  by  their  assignor,  and  one  of  the  theories 
of  the  defendant  is,  that  it  was  made  by  his  principal  witness.  Ex- 
perience shows  that  much  aid  is  often  derived  in  endeavoring  to 
ascertain  the  truth  from  a  mass  of  conflicting  testimony,  by  look- 
ing with  careful  scrutiny  at  the  conduct  of  the  parties  whose 
acts  are  drawn  in  question  and  are  the  subject  of  the  inquiry. 
Patentee  applied  for  a  patent,  and  the  same  was  granted  to  him, 
and  he  has  since  been  engaged,  as  he  testifies,  in  practicing  the 
invention.  Date  of  the  patent  is  January  27,  1863,  but  it  does 
not  appear  that  Gorge  E.  Evans  set  up  any  claim  as  the 
inventor  of  the  improvement  prior  to  the  first  day  of  September 
last,  when  he  gave  his  affidavit.     Weigh  the  circumstance,  and 
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give  it  such  consideration  as  you  think  it  deserves,  bearing  in 
mind  that  inventors  are  not  obliged  to  apply  for  a  patent  or  to 
make  known  the  result  of  their  investigations.  Inventions  ought 
not  to  be  supported  by  false  testimony,  and  letters  patent  ought 
not  to  be  broken  down  by  any  such  means.  Courts  of  justice 
are  supposed  to  be  able  to  investigate  such  an  issue  and  ascertain 
the  truth,  and  the  Court  feels  it  to  be  their  duty  to  urge  you  to 
apply  your  best  powers  to  the  accomplishment  of  that  result. 
Examine  the  testimony  of  George  E.  Evans,  and  see  if  you 
have  any  reason,  and  if  so  to  what  extent,  to  doubt  his  veracity, 
giving  due  weight  to  everything  adduced  in  evidence  to  confirm 
his  testimony.  Carefully  examine  also  the  testimony  of  the 
proprietors  of  the  establishments  where  he  was  employed,  and  of 
the  president  of  the  plaintiff  corporation,  and  of  the  patentee, 
and  of  all  the  other  witnesses  who  have  testified  to  facts  or  cir- 
cumstances confirmatory  of  their  statements,  and  decide  whether 
you  have  any,  and,  if  any,  what  reason  to  disbelieve  what  they 
have  testified.  Suggestion  of  the  defendant  is,  that  the  testimony 
of  the  witnesses  of  the  plaintiffs  on  this  issue  is  merely  nega- 
tive, and  that  the  affirmative  statement  of  a  witness,  as  to  what 
he  saw  and  heard,  is  entitled  to  more  credit  than  the  negative 
statement  of  another  witness  that  he  did  not  see  or  hear  the 
same  thing.  Unquestionably,  the  rule  is  so  where  the  testimony 
of  the  witness  called  to  contradict  an  affirmative  statement  is 
merely  negative,  but  it  is  for  your  consideration  whether  the 
testimony  of  the  witnesses  of  the  plaintiffs,  as  to  what  was  or 
M^as  not  done  at  Cabot  street  and  Northampton  street,  is  merely 
negative.  Testimony  of  the  president  of  the  corporation  is,  that 
he  was  the  commission  merchant  or  agent  who  furnished  the 
proprietors  with  all  the  raw  material  for  the  manufacture  of  the 
sugars  made  in  those  establishments.  First  stock  furnished,  as 
he  states,  was  for  the  purpose  of  an  experiment,  which  he  par- 
ticularly describes.  Having  authorized  the  experiment,  he  vis- 
ited the  place  sometimes  two  or  three  times  a  week,  and  some- 
times daily,  for  the  purpose  of  watching  the  experiment,  and  of 
seeing  if  it  was  likely  to  be  successful.  Statements  of  the  pro- 
prietors of  the  establishment  are,  that  they  were  there  at  the 
same  time,  and  they  substantially  concur  in  the  statements  of 
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the  president  of  the  corporation.  Other  witnesses  who  had 
occasion  to  visit  the  establishment,  and  who  had  the  opportunity 
to  know  if  any  such  apparatus  was  used  there,  as  the  defendant 
assumes  was  used,  and  they  all  deny  that  they  ever  saw  any- 
thing of  the  kind.  Severe  criticism  is  made  by  the  defendant 
upon  the  senior  partner  of  the  firms  who  were  the  principal  pro- 
prietors of  those  establishments.  Witness  admits  that  he  was 
mistaken  as  to  the  date  of  the  first  attempt  of  George  £.  Evans 
to  cleanse  or  bleach  sugar  with  liquor  in  a  centrifugal  machine, 
and  he  also  admits  that  while  he  was  under  that  erroneous 
impression  as  to  the  date,  he  stated  that  the  operations  of  the 
defendant's  witness  was  prior  to  the  alleged  invention  of  the 
assignor  of  the  plaintiffs.  Mistake  as  to  the  dates  is  a  frequent 
occurrence,  even  with  honest  witnesses,  and  where  it  satisfacto- 
rily appears  that  it  was  but  an  unintentional  error,  the  fact  that 
such  a  mistake  was  made  is  not  entitled  to  much  weight  as 
affecting  the  credit  of  the  witness.  Intentional  misstatements 
as  to  dates,  if  material  to  the  issue,  are  as  much  perjury  as  any 
other  species  of  willful  false  swearing.  Examine  the  testimony 
of  the  witness,  in  view  of  these  explanations,  and  determine  for 
yourselves  whether  the  contradictory  statements  of  the  witness 
do  really  affect  his  credit.  Certain  other  testimony  is  introduced 
by  the  defendant  to  prove  what  he  said  to  the  defendant,  or  to 
some  one  or  more  of  the  party  who  accompanied  him  in  their 
visit  to  the  counting-room  of  the  witness,  just  prior  to  the  spe- 
cial session  of  this  court  on  the  4th  day  of  September  last. 
Those  contradictions  are  in  evidence,  and  are  for  your  consider- 
ation. Such  contradictions  do  not  tend  to  prove  the  disputed 
fact,  but  are  only  admitted  as  affecting  the  credit  of  the  witness ; 
and  you  should  keep  in  mind  his  explanation,  that  he  did  not  hear 
the  affidavit  read,  and  that  he  was  still  in  an  error  as  to  the  date 
of  experiments  made  by  the  witness  of  the  defendant.  Subse- 
quently, as  he  states,  he  examined  certain  letters  written  by  him- 
self at  the  time,  and  saw  the  bill  of  the  first  sugar  purchased  for 
the  making  of  liquor,  and  became  fully  convinced  that  he  was 
in  error  as  to  date.  Plainly  those  explanations  ought  to  be 
weighed  in  connection  with  the  contradictory  statement,  and  it 
is  for  you  to  say  whether  or  not  they  are  satisfactory.     Consider 
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for  a  moment,  what  the  mistake  was  which  he  affirms  he  made, 
and  perhaps  it  will  aid  you  in  coming  to  a  right  conclusion. 
According  to  his  testimony,  he  made  no  mistake  as  to  the  date 
of  anything  which  occurred  at  Cabot  street,  because  he  affirms, 
in  the  most  positive  terms,  that  he  has  no  knowledge  of  any 
such  experiments  being  made  there  as  are  described  in  the  testi- 
mony of  the  principal  witness  of  the  defendant.  This  mistake, 
as  he  states,  was  as  to  the  date  of  what  occurred  at  Northamp- 
ton street.  In  the  experiments  made  there  with  the  first  box  of 
sugar  purchased  and  sent  there  for  that  purpose  by  the  president 
of  the  plaintiff  corporation.  Plaintiffs  admit  that  such  experi- 
ments were  made  at  that  refinery,  and  one  of  the  questions  in 
controversy  between  the  parties  is,  when  they  were  made.  Error 
of  the  witness,  as  he  states,  was  as  to  that  date,  and  his  testi- 
mony now  is  that  it  was  subsequent  to  the  invention  described 
in  the  declaration.  Patentee  states  that  he  commenced  his 
preparations  for  starting  the  sugar  refinery  at  Charlestown  in 
April,  1862,  and  he  gives  a  detailed  statement  of  the  various 
experiments  which  he  made  before  he  arrived  at  the  patented 
result.  Repetition  of  those  experiments  is  unnecessary,  as  they 
have  been  the  subject  of  comment  on  both  sides.  First  experi- 
ments were  made  with  a  barrel  of  sugar  which  he  obtained  from 
the  £ast  Boston  house;  and  on  May  8,  1862,  he  procured 
another  barrel  of  sugar  from  the  same  place  for  a  similar  pur- 
pose. His  idea  was,  as  he  states,  to  run  the  sugar  through  the 
centrifugal  machine,  and  after  the  syrup  was  thrown  out,  to 
remove  the  mass  of  sugar  from  the  machine  and  mix  it  with 
white  liquor,  and  then  run  it  through  the  machine,  for  the  pur- 
pose of  cleansing  and  bleaching;  but  while  the  product  was 
good,  he  found  that  he  must  use  too  much  liquor  to  allow  any 
considerable  profit. 

Experiments  were  shortly  after  made  with  a  barrel  filled  with 
white  liquor,  but  the  first  result  was  not  satisfactory.  Further 
experiments  were  made  by  the  witness  on  August  4,  1862,  with 
the  barrel  and  white  liquor,  first  placing  the  barrel  on  the  next 
floor  above  the  basement,  and  afterward  on  the  third  floor. 
Result,  as  he  states,  was  satisfactory,  and  he  then  gave  orders 
for  pipe  or  hose.     Workmen  commenced  putting  up  the  pipe  on 
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that  day,  and  the  apparatus  was  completed,  as  the  witness 
states,  in  about  ten  days,  so  that  he  commenced  using  it  on 
August  18  of  the  same  year.  On  the  other  hand,  the  de- 
fendant denies  that  the  patentee  ever  made  any  such  experi- 
ments with  the  barrel  and  white  liquor  as  he  has  described  in 
his  testimony,  and  he  has  called  several  witnesses  employed  in 
the  establishment,  who  testify  that  they  were  at  work  there  at 
the  time  and  never  saw  anything  of  the  kind.  But  the  president 
of  the  corporation  testifies  that  he  was  present  and  saw  the 
experiments  made  and  witnessed  the  result.  They  used  that 
apparatus  for  some  three  months  without  much  change  except 
that  patentee  purchased  six  sprinklers  with  many  perforations, 
and  used  them  in  the  place  of  the  sprinkler  with  one  perforation, 
as  the  apparatus  was  at  first  constructed.  Several  other  changes 
were  subsequently  made  in  the  apparatus,  but  it  is  unnecessary 
to  describe  them  as  they  have  been  the  subject  of  comment  at 
the  bar.  As  already  explained,  the  patent,  having  been  intro- 
duced in  evidence  affords  a  prima  facie  presumption  that  the 
patentee  is  the  original  and  first  inventor  of  what  is  therein  de- 
scribed as  his  improvement,  but  that  presumption,  in  the  absence 
of  the  original  application,  extends  no  further  back  than  to  the 
date  of  the  patent ;  and,  consequently,  where  the  patentee,  or 
those  claiming  under  him,  allege  that  the  invention  was  actually 
made  at  a  time  prior  to  the  date  of  the  patent,  the  burden  is  upon 
the  party  making  the  allegation  to  prove  the  prior  date.  Alle- 
gation of  the  defendant  is,  that  the  assignor  of  the  plaintiffs  never 
made  any  invention  such  as  is  claimed  in  this  suit ;  but  if  you 
believe  the  patentee  and  the  president  of  the  plaintiff  corpora- 
tion, and  find  that  he  did  make  the  invention,  you  will  probably 
find  no  great  difficulty  in  determining  from  the  evidence  when 
the  invention  was  made.  Theory  of  the  plaintiffs  is,  that  it  was 
made  at  least  as  early  as  August  18,  1862,  and  it  does  not  appear 
to  be  controverted  by  the  defendant  that,  if  the  patentee  is  to  be 
believed,  it  was  made  about  that  time.  Assuming  it  to  be  so, 
then  you  will  perceive  that  it  was  before  any  such  apparatus  was 
used  at  Northampton  street  as  testified  by  the  plaintifFs  wit- 
nesses, but  it  was  after  it  had  been  used  both  at  Cabot  street 
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and  Northampton  street,  as  testified  by  George  £.  Evans  and 
the  several  witnesses  called  to  confirm  his  statements. 

Reliance  is  also  placed  by  the  defendant  upon  the  testimony 
of  William  P.  Breck  as  showing  that  an  apparatus  was  used  by 
him  substantially  like  that  described  in  the  patent,  several  months 
prior  to  the  date  of  the  invention  which  is  the  subject  of  the 
controversy.  Construction  of  the  patent  has  been  given  by  the 
Court,  and  in  determining  what  the  invention  is  you  will  look  to 
the  patent  as  expounded  by  the  Court,  and  follow  the  instruc- 
tions of  the  Court  upon  that  subject.  Considering  that  the 
model  of  the  Breck  apparatus  is  before  you,  and  that  it  has  been 
the  subject  of  comment  on  both  sides,  it  does  not  seem  to  be 
necessary  to  enter  into  any  detailed  explanation  of  the  machinery. 
Patented  improvements,  consisting  of  a  combination  of  old  ele- 
ments, can  not  be  proved  to  be  invalid  by  showing  that  one  of 
the  elements  is  found  in  some  one  prior  machine  and  another  in 
another  prior  machine,  until  it  is  shown  that  all  the  elements  are 
old,  because  the  theory  of  such  a  patent  is  that  the  elements  are 
old  and  the  invention  consists  merely  in  the  new  combination, 
whereby  a  new  and  useful  result  it  obtained. 

Seven  or  eight  foreign  patents  were  also  introduced  by  the 
defendant  as  tending  to  show  that  the  assignor  of  the  plaintiffs 
was  not  the  original  and  first  inventor  of  his  improvement,  but 
only  two  of  these  were  brought  to  your  attention  in  the  closing 
argument. 

Proof  of  a  previous  invention,  knowledge,  or  use  of  the  thing 
patented,  is  a  good  defense  against  a  charge  of  infringement, 
under  the  conditions  specified  in  the  patent  act ;  but  section 
15,  among  other  things,  provides  that  whenever  it  shall  sat- 
isfactorily appear  that  the  patentee,  at  the  time  of  making  his 
application  for  the  patent,  believed  himself  to  be  the  first  inventor 
or  discoverer  of  the  thing  patented,  the  same  shall  not  be  held 
to  be  void  on  account  of  the  invention  or  discovery,  or  any  part 
thereof,  having  been  before  known  or  used  in  any  foreign  coun- 
try, it  not  appearing  that  the  same  or  any  substantial  part  thereof 
had  been  before  patented  or  described  in  any  printed  publication. 
Where  there  is  no  evidence  to  the  contrary  the  presumption  is 
that  a  patentee,  at  the  time  of  making  his  application,  believed 


NOVEMBER,    1 865.  6:23 

Union  Sugar  Refinery  v.  Matthieesen. 

himself  to  be  the  first  inventor  or  discoverer  of  the  thing  pat- 
ented. Defense  set  up  is,  that  the  invention  in  controversy  had 
been  patented  in  a  foreign  country,  and  it  can  only  be  estab- 
lished by  evidence  that  the  invention,  or  some  substantial  part 
thereof,  had  before  been  patented  in  some  foreign  country  as 
alleged.  Under  this  notice  of  special  matter,  the  defendant 
introduced  the  two  patents  to  which  your  attention  was  called 
in  the  argument. 

I.  The  patent  of  John  Gwynne,  which  is  an  English  patent. 
Referring  to  the  specification  you  will  observe  that  it  contains 
some  thirty  claims,  but  it  will  only  be  necessary  to  notice  the 
fourteenth  and  fifteenth,  as  they  are  the  only  ones  relied  on  by 
the  defendant.     Of  these,  the  first  consists  of  "  the  combination 
in  one  machine  or  apparatus  of  the  processes  of  separation  of 
crystals  from  their  syrup  or  mother  liquor,  and  the  washing  and 
drying  the  same,"  as  described  in  the  specification.     Remaining 
claim  is  for  the  system  or  mode  of  washing  or  cleansing  the 
crystals  or  other  solid  matters,  treated  in  centrifugal  machines  as 
hereinbefore  described.     Elements  of  the  apparatus  are  described 
in  the  specification,  but  inasmuch  as  the  model  is  before  you,  it 
does  not  seem  necessary  to  reproduce  the  description.     2.  The 
patent   of  Decoster,  December  12,  1854,  which    is  a  French 
patent.     Three  of  the  claims  of  the  patent  were  adverted  to  by 
the  counsel  of  the  defendant.     They  are  the  fourth,  fifth,  and 
seventh,  as  given  in  the  translation  introduced  in  evidence,     i. 
Fourth  claim  is,  ^^  the  various  means  and  methods  for  introducing 
the  liquor  from  below,  either  by  two  concentric  tubes,  or  by  a 
single  tube    through  holes    of  all    sorts  of  shapes,  spirally  or 
obliquely  placed  at  various  points,  and  particularly  at  the  upper 
part  of  the  central  shaft."     2.  Fifth  claim  is,  ^^the  new  method 
for  crystalizing,  molding,  and  liquoring    every  shape  of  sugar 
loaves  that  have  a  hole  through  the  middle,  and  that  are  liquored 
by  centrifugal  force  according  to  the  method  indicated  "  in  the 
specification.     3.  Seventh  claim  is,  "the  use  of  the  pump  de- 
scribed, of  whatever  form,  dimensions,  or  material."     Repetition 
of  the  description  of  the  elements  of  the  apparatus  would  be  of 
little  aid  to  you  in  your  investigations,  as  the  model  is  in  the 
case  and  has  been  the  subject  of  careful  comment  by  the  counsel 
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on  both  sides.  One  of  the  experts,  in  speaking  of  the  apparatus, 
says  that  the  means  merely  which  the  patentee  contemplated,  as 
far  as  he  could  judge,  was  to  get  a  cover  upon  the  centrifugal, 
so  as  to  enclose  it  and  keep  its  contents  inside  of  it  securely,  and 
to  assist  in  keeping  the  machine  from  trembling  by  furnishing 
another  bearing  to  the  shaft.  Machine  being  covered  the  wit- 
ness infers  that  the  operator  can  not  get  at  the  inside  to  act  upon 
anything  within  it  while  it  is  in  motion.  His  opinion  is,  that 
the  machine  was  designed  to  wash  whatever  was  put  into  it, 
whether  beet  pulp  sugar  or  anything  else,  and  that  in  order  to 
get  the  washing  fluid  into  it  the  inventor  designed  to  carry  it  up 
from  the  bottom  of  the  shaft  by  means  of  a  pipe  in  the  body  of 
the  machine,  and  to  discharge  the  fluid  through  perforations 
through  the  pipe  in  the  inside.  Working  in  that  way  he  is  of 
the  opinion  that  it  can  not  produce  the  operation  of  the  inven- 
tion in  controversy:  J.  Because  there  is  no  indication  that 
pressure  is  to  be  used;  2.  Because  there  is  no  provision  by 
which  the  nozzle  can  be  held  close  up  to  the  mass  to  be  cleansed, 
so  that  the  streams  can  be  discharged  distinctly  and  with  force 
upon  the  material  to  be  treated ;  and  3.  Because  there  is  no 
provision  whatever  by  which  liquor  can  be  applied  equally  over 
the  mass,  or  in  any  manner  under  the  direction  of  the  operator. 
Recommending  these  suggestions  to  your  careful  examination,  it 
is  unnecessary  to  say  more  upon  the  subject  except  to  remark 
that  we  think  you  ought  not  to  come  hastily  to  the  conclusion 
that  the  patented  invention,  in  this  case,  is  superseded  by  either 
of  those  foreign  patents.  Juries  have  a  right  to  adopt  such  order 
of  investigation  as  they  may  see  fit,  but  it  is  suggested  as  a  con- 
venient order  that  you  inquire  and  determine  in  the  first  place, 
whether  George  E.  Evans  invented,  constructed,  and  used,  such 
an  apparatus  as  he  has  described  in  his  testimony,  either  at  Cabot 
street  or  at  the  sugar  refinery  in  Northampton  street,  before  the 
date  of  the  invention  of  the  assignor  of  the  plaintiflFs.  Such 
order  of  investigation  will  be  convenient,  because,  if  you  find 
he  did  not,  then  you  need  not  proceed  any  further  in  that  in- 
quiry. But  if  you  find  he  did  construct  and  use  the  apparatus 
described  in  his  testimony,  before  the  date  of  the  patented  in- 
vention, you  will  then  proceed  to  inquire  whether  he  reduced  it 
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to  practice  as*  an  operative  machine.  Courts  of  justice  have 
established  the  rule  that  crude  and  imperfect  experiments,  equiv- 
ocal in  their  results,  and  then  abandoned  and  given  up,  shall 
not  be  permitted  to  prevail  against  an  original  inventor  who  has 
perfected  his  improvement  and  obtained  his  patent.  Settled  rule 
is,  that  it  is  not  enough  to  defeat  a  patent  already  issued  that 
another  previously  conceived  the  possibility  of  effecting  what  the 
patentee  has  accomplished,  unless  it  also  appear  that  he  re- 
duced what  he  conceived  to  practice  in  the  form  of  an  opera- 
tive machine.  To  constitute  a  prior  invention,  the  party  alleging 
to  have  produced  it  must  have  proceeded  so  far  as  to  have  re- 
duced his  idea  to  practice  and  have  embodied  it  in  some  distinct 
form.  Consequently,  you  are  instructed  if  what  you  find  to 
have  been  done  by  any  one  before  the  date  of  the  patented  in- 
vention, as  established  by  the  evidence,  did  not  amount  to  a  suc- 
cessful reduction  to  practice  of  the  mode  of  operation  described 
and  claimed  in  the  patent  for  cleansing  and  bleaching  sugar,  then 
such  prior  acts  or  experiments  do  not  have  the  effect  to  invalidate 
the  patent.  Governed  by  this  instruction,  if  you  find  that  what 
was  done  by  George  E.  Evans,  prior  to  the  date  of  the  patented 
invention,  in  the  manufacture  of  sugar,  did  not  amount  to  a  suc- 
cessful reduction  to  practice  of  the  mode  of  operation  described 
and  claimed  in  the  patent  for  cleansing  and  bleaching  sugar,  then 
you  need  not  proceed  further  in  the  examination  of  the  evidence 
on  this  branch  of  the  case,  as  it  is  clear  that  his  acts  or  experi- 
ments afford  no  defense  to  the  defendant.  Believing  that,  in  any 
view  you  may  take  of  the  evidence,  you  will  find  it  necessary  to 
compare  the  Jasper  invention,  as  described  in  the  patent  and  ex- 
pounded by  the  Court,  with  the  apparatus  which  George  E.  Evans 
testified  that  he  constructed  and  used  at  Cabot  street  and  at  North- 
ampton street,  and  perhaps  with  the  apparatus  of  William  P.  Breck 
and  those  described  in  two  foreign  patents,  to  which  your  attention 
has  been  called,  we  will  next  proceed  to  give  you  the  necessary  in- 
structions applicable  to  such  inquiry.  Proceeding  to  that  inquiry, 
you  are  instructed,  that  whether  the  apparatus  described  by 
George  E.  Evans  in  his  testimony,  or  that  employed  by  William 
P.  Breck,  if  you  find  he  did  employ  it,  or  either  of  those  described 
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in  the  foreign  patents,  is  substantially  the  same  as  the  patented 
invention  as  expounded  by  the  Court,  is  a  question  of  fact  for 
your  determination  under  the  instructions  of  the  Court.     In  de- 
termining that  question  you  are  not  to  determine  about  similarities 
or  differences  merely  by  the  names  of  things,  but  are  to  look  to 
the  machines,  or  their  several  devices  or  elements,  in  the  light  of 
of  what  they  do,  or  what  office  or  function  they  perform,  and 
how  they  perform  it,  and  to  find  that  a  thing  is  substantially  the 
same  as  another  if  it  performs  substantially  the  same  function  or 
office  in  substantially  the  same  way  to  obtain  the  same  result,  and 
that  things  are  substantially  different  when  they  perform  differ- 
ent duties,  or  in  substantially  a  different  way,  or  produce  a  differ- 
ent result.    For  the  same  reason  you  are  not  to  judge  about  sim- 
ilarities or  differences  merely  because  things  are  apparently  the 
same  or  apparently  different  in  shape  or  form,  but  the  true  test 
of  similarity  or  difference  in  making  the  comparison,  is  the  same 
in  regard  to  shape  or  form  as  in  regard  to  name,  and  in  both 
cases  you  must  look  at  the  mode  of  operation,  or  the  way  the 
parts  work,  and  at  the  result  as  well  as  at  the  means  by  which 
the  result  is  attained.     In  all  your  inquiries  about  the  mode  of 
operation  of  either  of  the  machines,  you  are  to  inquire  about 
and  consider  more  particularly  those  portions  of  a  given  part  or 
element  which  really  do  the  work,  so  as  not  to  attach  too  much 
importance  to  the  other  portions  of  the  same  part,  which  are 
only  used  as  a  convenient  method  of  constructing  the  entire  part 
or  device.     You  will  regard  the  well-known  substantial  equiva- 
lent of  a  thing  as  being  the  same  as  the  thing  itself,  so  that  if 
two  machines  have  the  same  mode  of  operation,  do  the  same 
work  in  substantially  the  same  way,  and  accomplish  substantially 
the  same  results,  they  are  the  same ;  and  so  also  if  the  parts  of 
two  machines,  having  the  same  mode  of  operation,  do  the  same 
work  in  substantially  the  same  way,  and  accomplish  substantially 
the  same  result,  those  parts  are  the  same,  although  they  may  dif- 
fer in  name,  form,  or  shape;  but  in  both  cases,  if  the  two  things 
perform  different  work,  or  in  a  way  substantially  different,  or  do 
not  accomplish  substantially  the  same  result,  then  they  are  sub- 
stantially different. 

Applying  to  the  case  the  several  instructions  given   by  the 
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Court,  you  will  inquire  and  determine  whether  the  assignor  of 
the  plaintiffs  is  or  is  not  the  original  and  first  inventor  of  the 
invention  described  in  the  patent  as  expounded  by  the  Court. 
Should  you  find,  from  the  evidence,  that  he  is  not  the  original 
and  first  inventor  of  the  improvement,  then  you  need  not  pro- 
ceed any  further,  but  your  verdict  should  be  for  the  defendant ; 
but  if  you  find  that  he  was  the  original  and  first  inventor,  as 
alleged  in  the  declaration,  then  you  will  proceed  to  consider  the 
issue  of  infringement.  Charge  of  infringement  is  made  by  the 
plaintiffs,  and  the  burden  of  proof  is  upon  them  to  prove  the 
allegation  to  your  reasonable  satisfaction,  but  in  considering  that 
question  you  will  assume,  if  you  have  previously  so  found,  that 
the  assignor  of  the  plaintiffs  is  the  original  and  first  inventor  of 
the  improvement  described  in  the  patent  as  expounded  by  the 
Court.  Litigants  sometimes  strive  in  the  trial  of  a  cause  to 
blend  the  question  of  novelty  and  of  infringement  together,  as 
jointly  or  interchangeably  involved  in  every  phase  of  a  com- 
mon law  suit,  for  the  infringement  of  a  patent.  Undoubtedly 
they  involve  some  considerations  in  common,  but  they  require 
separate  allegations  in  the  declaration,  and  the  form  of  pleading 
in  defense  is  different,  as  heretofore  explained.  Burden  in  the 
one  is  upon  the  plaintiff,  and  in  the  other  upon  the  defendant, 
and  the  evidence  required  to  support  the  one  or  the  other  is  very 
different.  Whether  the  apparatus  used  by  the  defendant  during 
the  period  covered  by  the  declaration,  infringes  the  invention 
made  by  the  assignor  of  the  plaintiffs,  as  the  same  is  expounded 
by  the  Court,  is  a  question  of  fact  for  your  determination,  from 
all  the  evidence  in  the  case,  under  the  instructions  of  the 
Court.  Material  facts  on  this  branch  of  the  case  lie  in  a  narrow 
compass. 

Declaration  alleges  that  the  defendant  infringed  the  patent  on 
November  2,  1863,  and  from  that  day  to  January  16  of  the 
following  year,  which  is  the  date  of  the  writ ;  and  the  defendant 
concedes  that  he  constructed  and  used,  or  caused  to  be  con- 
structed and  used  in  his  sugar  refinery,  an  apparatus,  during  that 
period,  such  as  is  represented  in  the  model  introduced  in  the 
case.  Substance  of  the  testimony  of  Alexander  A.  Sanborn, 
called  by  the  plaintiffs,  is,  that  the  defendant  desired  him  to  put 
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up  a  liquoring  apparatus  for  him,  to  be  used  in  liquoring  with 
white  liquor,  the  same  as  that  which  he  had  previously  put  up  for 
the  inventor  while  in  his  employment,  and  the  witness  states  that  it 
was  fitted  up  accordingly,  that  he  did  a  part  of  the  work,  and  that 
the  rest  was  done  by  other  workmen  under  his  direction.  They 
placed  the  tank  for  the  liquor  on  the  fourth  floor  above  the  ma- 
chine, giving  from  thirty-two  to  thirty-five  feet  to  the  hight  of  the 
column,  as  the  means  for  causing  pressure  at  the  nozzle.  In- 
structions have  already  been  given  you  on  another  branch  of  the 
case,  presenting  certain  general  rules  of  law  by  which  you  are 
to  be  governed,  in  comparing  one  machine  or  device  with  an- 
other, to  enable  you  to  determine  whether,  in  legal  contempla- 
tion, the  two  machines  or  devices  are  substantially  the  same  or 
substantially  different,  and  those  instructions  are  equally  appli- 
cable to  the  present  question,  in  respect  to  the  defendant's  ap- 
paratus, and  the  invention  described  in  the  patent  on  which  the 
suit  is  founded.  But  considering  the  nature  of  the  inquiry,  we 
think  it  necessary  to  give  some  more  specific  instructions,  by 
which  you  will  be  governed  in  applying  those  general  rules  of 
law  to  the  question  under  consideration.  In  examining  that 
question  you  will  find  it  necessary  to  keep  constantly  in  view 
the  instructions  of  the  Court  as  to  the  construction  of  the  patent 
on  which  the  suit  is  founded,  else  you  will  be  liable  to  fall  into 
error.  By  the  true  construction  of  the  patent,  the  invention 
consists  of  an  apparatus  of  described  means  for  the  purpose  of 
cleansing  or  bleaching  sugar  with  liquor.  What  those  means 
are,  the  instructions  already  given  will  enable  you  to  understand 
with  clearness  and  certainty;  and  if  the  defendant,  in  his  machine, 
used,  during  the  period  covered  by  the  charge  of  infringement, 
substantially  the  same  means,  operating  in  substantially  the  same 
way,  and  accomplishing  substantially  the  same  result,  then  you 
are  instructed  that  the  defendant's  machine  infringes  the  patent 
on  which  the  suit  is  founded,  and  your  verdict,  if  you  also  find 
that  the  assignor  of  the  plaintiffs  is  the  original  and  first  inventor 
of  the  improvement,  should  be  for  the  plaintiffs.  But  if  you 
find  the  defendant,  in  his  machine,  used,  during  that  period,  sub- 
stantially different  means,  or  that  the  means  so  employed  do 
substantially  different  work,  and  in  a  way  and  mode  of  operation 
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substantially  different,  then  you  are  ins 
ant's  machine  or  apparatus  does  not  infi 
in  the  declaration,  and  your  verdict  sho 
Patent  declared  on  is  not  for  a  result,  b 
stantially  described  in  the  speciiicatior 
result.  Defendant  is  right  also  in  the  p 
of  the  patent  is  not  for  every  means  of 
sugar  with  liquor  but  only  for  the  mea 
stantially  described  in  his  specificatior 
result.  Lest  any  mistake  should  arise, 
entee  can  not  invoke  the  doctrine  of  e 
other  improvements  of  the  old  apparati 
entitled  to  treat  every  one  as  an  infrin 
vends  his  patented  improvement  withoi 
a  common  substitute  for  one  of  its  e 
such,  and  which  any  constructor,  wit 
resort  to  invention,  knew  how  to  cm 
qualification  to  the  general  rule,  as  expl; 
that  if  you  find,  from  the  evidence,  ths 
pressure  at  the  nozzle,  used  by  the  def 
of  the  invention  and  of  the  patent,  cc 
substitute  for  the  means  of  causing 
which  are  particularly  described  in  thi 
consequently  those  skilled  in  the  art 
appertains,  or  with  which  it  is  most  nea 
the  use  only  of  the  knowledge  which  tl 
substitute  the  mode  of  producing  such 
the  defendant  for  the  mode  particularly 
cation,  and  that  when  thus  substituted 
forming,  and  would  perform,  substantia] 
substantially  the  same  mode  of  operatic 
ation  described  in  the  patent,  then  the 
cessfully  defend  himself  against  the  < 
merely  by  employing  this  substituted  n 
sure.  Whether  the  means  of  causing 
used  by  the  defendant,  were,  at  the  date 
the  patent,  commonly  known  to  be  a  su 
causing  pressure  at  the  nozzle,  which 
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in  the  specification  is  a  question  of  fact  for  your  determination 
from  all  the  evidence  in  the  case.  Should  you  find  that  the 
defendant's  means  of  causing  pressure  at  the  nozzle  were,  at  the 
times  supposed,  commonly  known  to  be  a  substitute  for  the 
means  of  causing  pressure  at  the  nozzle,  which  are  particularly 
described  in  the  specification  under  consideration,  you  will  then 
also  inquire,  as  a  matter  of  fact,  whether  those  skilled  in  the  art 
to  which  the  invention  appertains,  or  with  which  it  is  most 
nearly  connected,  could,  by  the  use  only  of  the  knowledge  which 
they  had  as  constructors,  make  the  supposed  substitution ;  and 
if  you  also  answer  that  inquiry  in  the  affirmative,  you  will  then 
proceed  to  the  remaining  inquiry  of  fact,  involved  in  the  instruc- 
tion, to  which  the  two  preceding  relate.  Remaining  inquiry  of 
fact  involved  in  that  instruction  is,  whether  the  substituted 
means  or  mode  of  producing  pressure,  when  thus  substituted  as 
supposed,  are  capable  of  performing  and  will  perform  the  same 
function,  in  the  same  mode  of  operation,  as  the  mode  of  pro- 
ducing pressure  particularly  described  in  the  specification  of  the 
patent,  and  if  you  answer  this  inquiry  also  in  the  affirmative,  as 
well  as  the  two  others  preceding  it,  then  you  are  warranted  in 
finding  that  the  difference  in  the  means  of  causing  pressure  at 
the  nozzle  in  the  two  machines,  as  compared  with  each  other, 
is  a  mere  formal  one,  and  that  the  difference  in  that  respect  is 
not  such  as,  by  itself,  without  more,  will  enable  the  defendant 
successfully  to  defend  himself  against  the  charge  of  infringe- 
ment. Carrying  out  the  views  expressed  in  construing  the 
patent,  you  are  instructed  that  the  patent  is  not  limited  to  any 
arbitrary  mathematical  amount  of  pressure,  but  does  call  for  and 
contemplates  such  a  degree  of  pressure  as  is  capable  of  and  suf- 
ficient to  effect  substantially  the  described  object  of  the  patentee, 
to  drive  the  cleansing  liquor  or  syrup  with  such  velocity  into  the 
sugar,  while  in  revolution,  as  to  prevent  such  sugar  from  being 
melted  at  the  surface  of  impingement,  and  if  the  apparatus,  as 
constructed  and  used  by  him,  was  capable  of  exerting  and  would 
exert  substantially  this  degree  of  force,  in  substantially  the  same 
way,  his  apparatus,  in  this  particular,  was  within  the  patent. 

Adopting  these  instructions  as  the  law  of  the  case  upon  the 
subject  to  which  they  relate,  you  will  examine  the  whole  evi- 
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dence  bearing  upon  the  question  of  infringement,  and  determine 
whether  the  apparatus  of  the  defendant,  as  used  by  him  during 
the  period  covered  by  the  declaration,  infringes  the  patented 
invention,  as  the  patent  has  been  expounded  by  the  Court. 
If  you  find  that  the  apparatus  of  the  defendant,  as  used  as  afore- 
said, does  not  infringe  the  patented  invention  as  expounded  by 
the  Court,  your  verdict  should  be  for  the  defendant ;  but  if  you 
find  it  does  infringe,  as  alleged  in  the  declaration,  then  your 
verdict  should  be  for  the  plaintiff,  and  you  will  proceed  to  the 
question  of  damages. 

Suffice  it  to  say  upon  that  subject,  that  if  you  find  for  the 
plaintiffs,  they  do  not  claim  more  than  nominal  damages,  as  the 
main  purpose  of  the  suit  is  to  establish  the  validity  of  the  pat- 
ent. Your  verdict  for  the  defendant  may  be,  that  he  is  not 
guilty;  and  if  for  the  plaintiffs,  that  the  defendant  is  guilty; 
and  you  may  assess  damages  in  the  sum  of  one  dollar,  which  is 
the  more  usual  sum  in  this  Court,  where  the  verdict  is  for  nom- 
inal damages. 

Under  the  circumstances  of  the  case,  we  do  not  think  it  nec- 
essary to  remark  further  on  the  subject,  except  to  say,  that  in 
general  the  claim  for  damages,  in  cases  of  this  description,  is  no 
test  of  the  importance  of  the  controversy.  Parties  coming  into 
this  Court,  as  in  all  other  similar  tribunals,  have  a  right  to  expect 
that  justice  will  be  administered  according  to  law  and  the  evi- 
dence, and  it  is  the  duty,  both  of  the  Court  and  the  jury,  to 
fulfill  their  just  expectations  in  this  behalf. 


Orlando  B.  Potter,  et  al. 

vs. 
Anton  Muller. 

Whether  a  defendant,  who  has  been  enjoined  from  infringing  a  patent  by  manufac- 
turing or  selling  the  infringing  article,  continues  to  sell  in  his  own  right,  or  as  the 
agent  of  another,  he  is  equally  guilty  of  a  contempt,  and  is  liable  to  atUchment. 

(Before  Leatitt,  J.,  Southern  District  of  Ohio,  December,  1865.) 
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This  was  a  motion  for  an  attachment.  The  defendant  had 
been  enjoined  (Potter  v.  Muller^  p.  459),  from  infringing  the 
patents  of  Allen  B.  Wilson  for  improvements  in  sewing  ma- 
chines \  the  machine  in  question  having  a  wheel  feed,  in  imita- 
tion of  the  Singer  machine.  He  continued  to  sell  machines 
after  the  service  of  the  injunction,  alleging  that  he  had  disposed 
of  his  establishment  to  his  brother,  and  that  he  made  sales,  not  in 
his  own  right,  but  as  the  mere  agent  or  employee  of  his  brother. 

S.  5.  Fisher  for  the  motion. 
G,  E.  Pugh  contra. 

Leavitt,  J. 

I  will  state  very  briefly  the  grounds  upon  which  I  base  my 
action  in  this  case.  Originally  there  was  a  bill  in  the  name  of 
O.  B.  Potter  against  the  defendant,  Anton  Muller,  charging  an 
infringement  in  the  manufacture  and  sale  of  sewing  machines. 
The  question  of  the  validity  of  the  patent  and  the  novelty  of 
the  invention,  as  well  as  the  question  of  infringement,  were  de- 
cided by  the  Court  on  a  motion  to  dissolve  the  injunction  which 
had  been  previously  ordered.  That  motion  was  very  fully 
argued,  and  the  Court  had  no  doubt  at  all  that  the  complainant 
had  fully  made  out  his  case,  establishing  the  validity  of  his  pat- 
ent, and  proving  the  infringement  on  the  part  of  the  defendant. 
The  Court,  therefore,  without  hesitation,  refused  to  dissolve  the 
injunction,  and  made  it  perpetual. 

Subsequent  to  this  decision,  but  before  the  present  term,  there 
was  an  application  for  a  rule  against  this  defendant  to  show  cause 
why  he  should  not  be  attached  for  a  violation  of  that  injunction  ; 
and,  upon  a  return  of  the  rule  and  hearing,  the  Court  adjudged 
the  defendant  to  pay  a  small  fine  of  only  twenty-five  dollars  and 
costs,  with  the  admonition,  however,  that,  if  there  was  a  repe- 
tition of  the  offense,  he  would  be  visited  with  a  severer  penalty. 
At  the  present  term,  the  application  has  been  made  and  granted 
for  an  attachment  against  the  defendant  for  a  second  violation 
of  the  injunction.  The  defendant  has  appeared,  and  has  filed 
answers  to  the  interrogatories  that  were  propounded  to  him. 
The  question  now  to  be  decided  by  the  Court  is,  whether  he 
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has  violated  the  injunction  and  incurred 
present  application  for  an  attachment 
affidavit  of  James  W.  Harnden,  who  s 
some  time  in  the  early  part  of  the  prese 
manufacturing  establishment  of  this  dc 
conversation  and  negotiation,  the  defei 
his  brother,  he  made  a  purchase  of  one  o 
which,  it  is  distinctly  admitted  in  the 
himself,  was  a  machine  in  violation  c 
The  affiant,  Harnden,  states,  in  substa 
avowed  himself  as  acting  as  the  agent 
Muller,  stating  to  him  that  he  sold  out 
hands,  and  he  was  acting  as  agent  only 
that  in  the  sale  of  the  machine,  the 
present,  but  took  an  active  part  in  the  i 
he  avowed  that  his  brother,  William  I 
terested,  it  is  to  be  remarked  that  it  dc 
was  any  bona  fide  sale  or  transfer  of  tl 
lishment  by  the  defendant  to  his  brot 
from  his  own  statement  that  if  there  w 
was  entirely  without  consideration ;  thai 
for  the  manufactory,  or  for  the  use  o 
only  question  is,   whether  this    is  a  . 
whether  it  is  a  mere  subterfuge,  to  eva 
bility  under  the  injunction  that  had  be< 
two  propositions  is  undoubtedly  true — 
was  still  the  legal  owner  of  that  establis 
he  was  the  agent  of  the  parties  who  w 
den,  in  his  affidavit,  states  that  he  avo\ 
as  the  agent.     In  either  case,  if  there 
machine,  that  is  an  infringement  of  th 
of  the  injunction.     This  defendant  is 
was,  in  fact,  the  owner  of  the  establishn 
as  the  agent  of  another  party,  as  the 
applies  to  and  reaches  the   defendant 
capacity,  and  all  agents,  employees,  or 
I  have  no  doubt  at  all  that  this  preten( 
this  defendant  and  his  brother  was  sin 
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think,  a  very  clumsy  subterfuge  to  evade  liability.  If  he  was 
the  owner  of  the  concern  (which  appears  most  probable  to  the 
Court,  notwithstanding  the  pretended  transfer),  then  he  was 
liable.  If  he  was  acting  as  the  agent  of  another  party,  he  was 
liable  also. 

I  am  very  clear,  therefore,  from  the  facts  as  they  are  before 
the  Court,  that  this  party  has  violated  the  injunction,  and  it  has 
been  done  under  circumstances  of  aggravation.  When  this 
party  was  before  the  Court  at  a  previous  term,  he  was  admon- 
ished by  the  Court  that  he  incurred  great  liability  in  contemning 
the  process  and  authority  of  the  Court ;  but  there  was  some 
reason,  at  that  time,  to  suppose  that  the  defendant  might  have 
acted  under  some  misapprehension  in  regard  to  the  issuing 
of  the  injunction  and  its  effect  and  operation  upon  him,  and 
as  he  was  a  foreigner,  the  Court,  inclined  to  be  as  lenient  as 
possible  under  the  circumstances,  adjudged  a  merely  nominal 
fine  against  him. 

It  now  appears  that  he  has  again  violated  this  injunction  with- 
out any  excuse,  and,  certainly,  with  a  full  knowledge  not  only 
of  its  existence,  but  also  of  its  effect  and  operation ;  and,  under 
the  circumstances  of  the  case,  it  appears  to  be  the  imperative 
duty  of  the  Court  to  visit  this  party  with  a  more  severe  punish- 
ment than  was  adjudged  to  him  on  the  previous  occasion. 

I  do  not  know  what  may  be  the  views  of  the  defendant  in 
regard  to  his  liability  to  obey  the  laws  and  respect  the  authority 
of  the  Government.  It  is  possible  that,  being  a  foreigner,  and 
having  come  from  a  government  of  despotism  to  a  land  of  free- 
dom, liberty,  and  equality,  he  supposes  that  our  institutions, 
guarantee  to  him  the  right  of  doing  as  he  pleases,  without  refer- 
ence to  law  and  the  rights  of  others.  That  may  be  his  concep- 
tion of  true  liberty  ;  but  it  is  a  great  mistake,  and  foreigners 
should  know  that  it  is  against  the  theory,  and  would  lead  to  the 
utter  destruction  and  overthrow  of  our  institutions,  if  it  were 
recognized  and  sanctioned.  True  liberty  consists,  undoubtedly, 
in  obedience  to  the  law ;  and  there  is  no  way  by  which  the 
rights  of  individuals  or  the  peace  and  good  order  of  the  com- 
munity can  be  maintained,  except  by  due  respect  to  the  author- 
ity of  the  law  and  the  government  of  the  country. 
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This  party  must  know  that  he  can  r 
subterfuge,  evade  the  liabilities  which  i 
orders  and  decisions  of  this  Court, 
fendant  owes  any  peculiar  respect  or  r< 
who  occupies  this  place,  but  because  h) 
and  obedience  to  the  authorities  of  th< 
the  land. 

The  defendant  is  adjudged  to  pay  a 
lars  and  the  costs  of  this  proceeding, 
until  the  fines  and  costs  are  paid,  or 
order. 


James  G.  W13 1 
vs. 
Daniel  Barnum.     In 

Where  antagonistic  patentees,  or  third  persons  gener  ! 
action  of  the  Patent  Office,  in  a  given  case,  it  I 
as  a  preliminary  adjudication  upon  their  rights. 

But  this  is  the  limit  beyond  which  comity  can  not  I 
asked  that  a  third  person  shall  have  bis  legal  rig 
impeded,  by  any  proceeding  to  which  he  was  not 
a  party. 

To  hold  the  courts  concluded  by  the  action  of  the 
has  been  without  notice,  would  be  as  perilous  to 
of  the  public. 

The  judicial  definition  of  a  patent,  or  of  the  principl 
is  properly,  if  not  necessarily,  a  limited  one.  A 
machine  with  another,  not  before  the  subject  o 
expression  of  the  principle  of  a  patent  The  i 
we  approach  it  from  a  new  direction ;  and  parti 
ordinate  before,  and  that  involve,  perhaps,  imp4 
dispute. 

Note. — No  apology  is  needed  for  the  insertion  of 
ing  to  jury  trials  in  equity  causes,  especially  the  verj 
by  Mr.  Justice  Wayne.  Some  portions  of  the  opini 
y.  NorcroUf  referring  to  the  infringement  of  the  1 
want  of  space. 
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The  essential  chafactcr  of  a  machine  is  not  yaried  by  a  mutual  interchange  of  form  and 
direction  between  the  two  elements  of  which  it  is  a  combination,  while  both  object 
and  effect  remain  as  before. 

The  special  injunction  in  equity,  like  the  arrest  on  mesne  process  at  law,  may  be  abused 
to  the  injury  of  an*  opponet  t ;  but  it  is  not  less,  on  that  account,  the  duty  of  the 
judge  to  further  them  both,  when,  in  the  exercise  of  his  best  discretion,  he  believes 
that  they  are  called  for  by  the  merits  and  the  exigency. 

(Before  Kanx,  J.,  Eastern  District  of  Pennsylyania,  May,  1849.) 

This  was  a  motion  for  a  provisional  injunction  to  restrain  the 
defendant  from  infringing  the  letters  patent  for  an  '^  improvement 
in  the  method  of  planing,  etc.,"  granted  to  William  Woodworth 
more  particularly  referred  to  in  the  report  of  the  case  of  Foss  v. 
Herbert^  P-  3'» 

St.  Geo.  T.  Campbell  and  /F.  H.  Seward  for  complainant. 
ff^.  L.  Hirst  and  E.  W.  Stoughton  for  defendant. 

Kane,  J. 

A  motion  is  made  in  this  case  for  an  interlocutory  injunction, 
to  restrain  the  defendant  from  further  using  a  machine,  which, 
it  is  said,  infringes  upon  the  complainant's  rights  under  the 
Woodworth  patent.  The  defendant  does  not  contest  the  valid- 
ity of  that  patent ;  but  he  denies  that  he  has  infringed  it  by  using 
the  machine  complained  of,  which  he  asserts  to  be  an  independent 
invention,  and,  as  such,  secured  to  him  by  letters  patent  recently 
issued  under  the  Act  of  1836. 

The  preliminary  question  is  thereupon  made  by  the  defendant, 
whether  a  patent,  issued  under  this  act  of  Congress,  must  not, 
for  the  purposes  of  the  present  motion,  be  regarded  as  controll- 
ing evidence  of  title  in  favor  of  the  party  claiming  under  it. 

There  are  certainly  cases  under  the  present  patent  laws  in 
which  the  Court  would  enter  very  reluctantly  upon  the  discus- 
sion of  the  validity  of  a  patent.  Some  of  the  provisions  of  the 
Act  of  1836  gives  a  quasi-judicial  character  to  the  action  of  the 
Commissioner  of  Patents  \  and  it  has  accordingly  been  held,  I 
believe  generally,  as  well  as  justly,  that  the  patent  itself  is  to  be 
taken  as  prima  facie  evidence  of  the  novelty  and  usefulness  of 
the  invention  specified  in  it. 
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There  are  other  cases,  in  which  tl" 
Patent  Office  claims  properly  a  still  h 
ation.  Wherever  antagonistic  patente< 
erally,  have  been  first  called  in,  it  is  re: 
action  as  a  preliminary  adjudication  upo 
for  the  obvious  reason,  that  they  have 
their  own  default  might  have  been  ps 
on  which  the  adjudication  was  based. 

But  this  is  the  limit  beyond  which  co 
to  go.     It  can  not  be  asked  that  a  thi 
legal  rights  impaired,  or  his  legal  remed 
ceeding  to  which  he  was  not,  and  could 
a  party.     To  hold    ourselves  conclude 
Patent  Office,  where  that  action  has  be 
be  as  perilous  to  the    interest  of  inve 
public.     We  have  had  in  our  own  coi 
which  an  injunction  was  sought  against 
faith  of  a  patent  granted  to  a  surreptitio  1 
of  a  patent  to  the  defendant  can,  there! 
on  the  present  discussion  than  as  it  ind 
highly  respectable  and  skillful  officers 
parte  examination  of  the  case. 

We  come,  then,  to  the  principal  ques : 
now  in  use  by  the  defendant  embody  tl 
plainant's  patent  ? 

The  judicial  definition  of  a  patent,  •  1 
volves,  in  a  case  under  trial,  is  prope 
limited  one.     It  regards,  primarily,  anc 
the  circumstances  of  the  pending  contn 
the  difference  between  the  two  machir : 
place  by  a  comparison  of  them  either   1 
system ;  and  we  are  commonly  said  tc 
principles,  when,  after  making  such  a   ; 
the  essential  particulars  in  which  they 
A  new  comparison  of  the  patented  m< 
before  the  subject  of  adjudication,  as  i 
similarity  or  variance,  calls  for  a  diflFere  1 
ciple  of  the  patent.     The  aspect  of  the 
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approach  it  in  a  new  direction;  and  parts  become  prominent 
that  were  subordinate  before,  and  that  involve,  perhaps,  important 
relations  to  the  question  in  dispute. 

For  this  reason  the  cases  upon  the  Woodworth  patent,  which 
are  found  in  the  Reports,  as  well  as  those  which  have  been  de- 
termined in  this  court,  give,  for  the  purposes  of  the  present 
inquiry,  an  imperfect  definition  of  the  principle  of  the  invention. 
Jn  all  of  those  cases,  the  machine  complained  of  carried  the 
planks  through  it  on  an  unvarying  plane,  which  was  tangential 
to  the  revolving  motion  of  the  planing  knives,  and  the  plan- 
ing knives  were  set  on  the  periphery  of  the  revolver;  in  both  of 
these  particulars  resembling  the  Woodworth  machine.  In  Mr. 
Barnum's,  the  cutting  tool  is  set  on  the  face  of  a  rotating  disc, 
and  the  plank  advances  in  a  plane,  parallel,  it  is  said,  with  the 
disc,  till  the  operation  of  planing  is  completed,  and  is  then  de- 
flected from  the  machine ;  thus,  at  the  first  glance,  differing 
throughout,  as  well  from  the  Woodworth  machine,  as  from 
other  machines,  with  which  the  Woodworth  has  been  compared 
on  former  occasions. 

What,  then,  shall  we  regard  as  the  principle  of  the  Wood- 
worth  invention,  when  viewing  it  in  connection  with  the  machine 
of  the  defendant  ?  We  shall,  perhaps,  be  led  to  the  answer,  by 
tracing  the  history  of  this  important  class  of  labor-saving  ma- 
chines. 

Before  the  present  century,  it  had  been  deemed  an  object  of 
much  interest  to  adapt  some  combination  of  machinery  to  the 
work  of  smoothing  the  surface  of  boards.  The  mechanical 
difficulties  in  the  way  were  these:  i.  That  the  cutting  tools,  if 
made  to  work  parallel  to  the  external  surface  of  the  plank,  en- 
countered all  the  sand  and  grit  that  adhered  to  it,  and  soon  lost 
their  edge,  and  became  incapable  of  producing  a  uniform  surface. 
2.  That  if  the  tools  were  made  to  cut  otherwise  than  parallel 
to  the  surface,  so  as  to  pass  through  the  gritty  exterior  instead  of 
along  it,  the  plank  would  be  alternately  driven  down  as  the  tools 
struck  it,  and  lifted  up  as  they  left  it,  and  would  thus  have  a 
constant  and  rapid  vibration  under  the  action  of  the  machine. 

The  engine  devised  by  Mr.  Bramah,  in  1802,  was  so  contrived 
as  to  get  rid  of  the  first  of  these  difficulties.     His  cutting  knives 
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were  placed  on  the  side  or  surface  of 
but  beyond  them,  at  the  extreme  peri| 
projecting  rough  cutters,  which  struck 
in  the  same  plane  with  the  disc,  and  b 
ing  knives,  and  removed  the  outer  st 
adhered.  His  machine  was  imperfect 
quence  of  the  elasticity  of  the  plank  as 
and  the  vibration  due  to  the  rapid  but  i 
tools  upon  the  plank,  his  cutters,  afte 
would,  as  they  revolved,  come  in  contac 
surface,  and  score  it  irregularly. 

Woodworth's  machine  was  the  next 
He  affixed  his  cutters  to  the  periphery 
and  advanced  the  plank  toward  them, 
a  plane  tangential  to  their  motion ;  t 
describe  a  curve  upward  from  the  fini: 
rough  surface  of  the  plank,  and  pre 
vibrating  sensibly  during  the  operation 
work  effectively,  and  well.  The  pla 
the  tangent  plane  of  the  rotating  cylii 
reach  of  the  cutters,  and  was  disengage 
machine  at  the  moment  the  work  was 

This  was  imitated  in  the  Gay  and  1 
in  which  a  flattened  cone  or  dished  pi 
for  the  cylinder.     By  this  change  the  c  1 
is  left  by  the  Woodworth  machine,  w  1 
the  cutters  being  very  nearly  in  a  line 
of  the  plank,  and  therefore  producing 
chips  which  are  thrown  out  by  the  V 
as  the  curve  in  which  the  cutters  acte< 
circle^  the  deflection  between  it  and 
motion  was,  of  course,  less  rapid  thai 
chine,  thus  increasing  in  some  degree  t 
part  of  the  plank  to  receive  the  same  ii 
was  the  characteristic  defect  in  the  a 
chine.     Nevertheless,  when  the  Gay 
were  before  this  Court  some  three  y( 
they  infringed  upon  the  Woodworth  p 
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contained  the  revolving  cutter  acting  upon  a  plank  in  the  tangent 
plane  of  the  revolver. 

The  next  machine  to  be  described  is  that  of  the  defendant. 
Its  appearance  is  in  many  respects  similar  to  Gay's,  though  it 
differs  materially  in  others.  It  has  the  Bramah  disc,  with  its 
two  sets  of  rough  and  finishing  cutters ;  but  the  plank  is  made 
by  a  very  ingenious  contrivance  to  advance  along  a  metallic 
guide,  either  in  a  straight  or  slightly  curved  line,  till  it  conies 
beneath  the  axis  of  the  disc,  when,  by  a  turn  in  the  guide,  it  is 
bent  outward  over  a  small  roller,  and  thence  passes  from  the 
machine  in  a  line  similar  to  that  in  which  it  approached  it.  Xhe 
finishing  cutters  begin  to  act  upon  the  plank  in  a  line  very  nearly 
parallel  to  its  surface,  and  complete  their  work  as  the  plank 
turns  over  the  roller. 

We  have  thus  a  machine  that  cuts  in  a  right  plane  upon  a 
curved  surface,  the  revolving  disc,  at  the  moment  of  finishing  the 
work,  forming  a  tangent  plane  to  the  curve  of  the  advancing  plank. 
We  have,  too,  a  roller,  over  which  the  plank  is  forcibly  bent, 
and  which,  by  its  resisting  pressure  against  the  elasticity  of  the 
plank,  holds  it  steady  under  the  action  of  the  cutters.  That  is 
to  say,  we  have  a  machine  just  the  converse,  as  well  as  the 
equivalent,  of  that  invented  by  Woodworth.  One  general  ex- 
pression may  include  them  both ;  a  planing  machine  in  which 
the  cutters  and  the  material  move  against  each  other  in  a  curve 
and  in  its  tangent  plane  respectively,  the  material  being  kept 
from  vibrating  by  roller  pressure.  It  is  true,  that  in  one  machine 
it  is  the  cutter  which  follows  the  curved  path,  while  the  material 
moves  along  the  plane,  and  that  in  the  other,  the  cutter  moves 
in  a  plane,  and  the  material  is  acted  on  in  the  curve — but  there 
is  no  other  difference. 

Is  this,  then,  a  difference  of  principle  ?  Can  it  be  said,  that  the 
essential  character  of  a  machine  is  varied  by  a  mutual  inter- 
change of  form  and  direction  between  the  two  elements  of  which 
it  is  a  combination,  while  both  object  and  effect  remain  as  before  ? 
Does  not  the  question,  in  its  very  terms,  suggest  Lord  Tenter- 
den's  illustration  in  the  Percussion  Lock  Case,  Webs.  Pat.  Cas. 
128,  of  those  analogous  contrivances,  the  bringing  up  of  the 
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anvil  against  the  hammer,  and  the  bringing  down  of  the  hammer 
against  the  anvil  ? 

We  may  recognize  differences  of  detail  in  the  defendant's 
machine,  both  as  to  the  means  and  the  effect :  and  these  may 
properly  be  patented  as  improvements  upon  the  Woodworth  in- 
vention, perhaps  highly  meritorious  ones.  But  considered  as 
independent  combinations,  I  can  not  escape  the  conclusion,  that, 
^whether  the  plank  or  the  cutter  have  the  curvilinear  motion,  if 
the  other  moves  in  a  plane,  and  the  two  are  made  to  act  and 
react  upon  each  other,  for  the  same  object  and  with  the  same 
eflFect — the  machines  are,  in  principle,  identical. 

My  only  embarrassment  in  arriving  at  this  conclusion  has 
been  owing  to  the  fact,  that  of  the  highly  educated  mechanicians 
whose  affidavits  have  been  taken  in  the  cause,  the  greater  num- 
ber have  expressed  a  different  opinion.  The  consideration  which 
was  so  eloquently  pressed  in  the  argument,  that  the  responsibility 
of  deciding  this  question  might  with  propriety  be  devolved  on  a 
jury,  has  had  no  influence  with  me.  That  judicial  morality 
might  be  impeached  for  infirmity,  which  could  shrink  from 
awarding  to  a  party  his  remedy  after  ascertaining  his  rights. 
*'  The  right  of  a  party  to  the  most  speedy  and  effectual  protec- 
tion against  a  meditated  wrong  is  as  complete  as  his  right  to 
redress  for  wrongs  already  inflicted  ;  and  the  accident  of  position 
confers  no  right  on  one  party,  whether  he  be  plaintiff  or  defend- 
ant, at  the  expense  of  the  other.  The  special  injunction  in 
equity,  like  the  arrest  on  mesne  process  at  law,  may  be  abused 
to  the  injury  of  an  opponent ;  but  it  is  no  less  on  that  account 
the  duty  of  the  judge  to  further  them  both,  when  in  the  exer- 
cise of  his  best  discretion,  he  believes  that  they  are  called  for 
by  the  merits  and  the  exigency."  This  was  the  language  of  the 
Court  when  this  patent  was  before  us  formerly ;  and  my  expe- 
rience since  has  not  taught  me  that  it  ought  to  be  modified. 
The  preventive  interposition  of  equity  is  very  often  the  only 
effective  resort  of  a  meritorious  patentee ;  and  where  the  facts  of 
the  case  are  not  controverted,  I  am  by  no  means  satisfied  that  it 
is  not  the  safest  for  both  parties. 

There  is  no  conflict  of  evidence  here — the  question  is  one  of 
deduction  and  opinion.     Were  the  case  at  this  time  under  trial 
81 
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at  bar,  it  would  be  the  office  of  the  judge  to  interpret  the  speci- 
fication, and  define  the  principle  of  the  invention.  This  is  the 
only  point  of  difficulty,  and  it  must  be  encountered  by  the  judge, 
when  he  sits  on  one  side  or  other  of  the  Court. 

To  send  the  cause  to  a  jury  would  be  to  delay  its  adjudication 
for  many  months,  leaving  the  complainant  in  the  meantime  with 
his  legal  rights  suspended,  and  swelling  the  measure  of  the  de- 
fendant's liabilities.  I  should  do  injustice  to  both  parties  were^ 
I,  with  my  present  views  of  the  merits  of  this  controversy,  to 
refuse  the  injunction. 

Interlocutory  injunction  awarded   till   the   hearing   or 
further  order. 


Joshua  W.  Motte 

vs. 

Washington  J.  Bennett.     In  Equity. 

The  seventh  amendment  to  the  Constitution  of  the  United  States  is  a  provision  exclu- 
sively for  cases  at  common  law. 

Section  14  of  the  Act  of  July  4,  1836,  is,  in  terms,  exclusively  for  actions  at  law  for 
damages,  and  the  treble  amount  which  the  Court  may  give,  over  the  sum  found 
by  a  jury,  can  not,  in  any  case,  be  given  by  a  court  of  chancery. 

If  each  infringement  of  the  patent  were  to  be  made  a  distinct  cause  of  action,  the 
remedy  would  be  worse  than  the  evil.  The  inventor  might  be  ruined  by  the 
necessity  of  perpetual  litigation,  without  ever  being  able  to  have  a  final  establish- 
ment of  his  rights. 

The  plaintiff  could  have  no  preventive,  at  law,  to  restrain  the  future  use  of  his  inven- 
tion injuriously  to  his  title  and  interest. 

By  discretion  is  meant  an  obligation  upon  judges  in  chancery  to  determine  each  case,  as 
nearly  as  it  can  be  done,  by  what  has  been  the  course  in  chancery  in  like  cases. 
It  never  means  will  or  authority  in  the  judge,  but  both  restrained  by  decided  cases 
or  long  standing  rules. 

The  rules  in  respect  to  injunctions  to  restrain  a  party  in  a  suit  at  law,  whatever  may  be 
the  character  of  such  a  suit — for  instance,  to  restrain  an  action  of  ejectment — diffier 
materially  firom  those  which  govern  courts  in  granting  or  refusing  injunctions  in 
cases  of  invention  and  copyright. 
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A  jury  trial  of  the  alleged  infringement  has  not  been  a  prerequisite  for  the  action  of 
the  Court,  in  England,  since  1761. 

In  England,  for  more  than  eighty  years,  injunctions,  both  provisional  and  perpetual, 
have  been  granted,  in  the  first  instance,  in  cases  of  copyrights  and  patents;  and 
where  they  have  been  perpetual  in  the  first  instance,  they  have  been  made  so 
without  the  intervention  of  a  jury  to  try  the  question  of  title  or  infringement,  iit 
all  cases  where  the  Court  was  fully  satisfied  with  the  proof,  notwithstanding  the 
defendants  may  have  denied  in  their  affidavits  or  answers  the  originality  of  the 
invention  or  the  sufficiency  of  the  specification. 

The  practice  in  the  Courts  of  the  United  States,  in  respect  to  granting  injunctions  in 
patent  cases,  has  always  been  that  of  the  English  chancery. 

In  equity,  where  the  case  is  clear  and  without  reasonable  doubt,  where  the  bill  states  a 
cleiir  right  to  the  thing  patented,  which,  together  with  the  alleged  infHngement, 
is  verified  by  affidavit,  and  where  the  plaintiff  has  been  in  possession  of  it,  by 
having  sold  or  used  it,  in  part  or  in  the  whole,  the  Court  will  grant  an  injunction 
and  continue  it  till  the  hearing  or  further  order,  without  sending  the  plaintiff  to 
law  to  try  his  right. 

The  rule  as  to  injunctions  applies  as  well  to  a  bill  brought  by  an  assignee  at  to  one 
brought  by  the  original  inventor. 

(Before  Wayne  and  Gilchrist,  JJ.,  District  of  South  Carolina,  June,  1849.) 

This  was  bill  in  equity,  filed  to  restrain  the  defendant  from 
infringing  letters  patent  for  an  "  improvement  in  the  method  of 
planing,"  etc.,  granted  to  William  Woodworth,  and  more  particu- 
larly referred  to  in  the  report  of  the  case  of  Foss  v.  Herbert^  p.  31. 

i^.  H.  Seward  for  complainant. 

Petigru  and  Memminger  for  defendant. 

Wayne,  J. 

[After  examining  the  question  of  infringement,  and  one  or  two 
preliminary  points  relating  to  local  practice,  proceeded  as  follows :] 

After  the  Court  had  overruled  the  motion  of  the  defendant's 
counsel  to  conclude  the  argument,  Mr.  Memminger  proceeded 
in  it,  and  stated  three  propositions. 

First,  ^^that  by  the  seventh  amendment  to  the  Constitution  the 
alleged  infringement  should  be  tried  by  a  jury."  That  amend- 
ment is  a  provision  exclusively  for  cases  at  common  law.  It  is: 
^^  In  suits  at  common  law,  where  the  value  in  controversy  shall 
exceed  twenty  dollars,  the  right  of  trial  by  jury  shall  be  pre- 
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served,  and  no  fact  tried  by  a  jury  shall  be  otherwise  re-exam- 
ined, in  any  court  of  the  United  States,  than  according  to  the 
rules  of  the  common  law." 

That  it  is  meant  exclusively  for  suits  at  common  law,  has 
been  several  times  ruled  by  the  Supreme  Court  of  the  United 
States.  Besides,  all  the  legislation  of  Congress  concerning  trials 
of  suits  in  the  courts  of  the  United  States,  makes  the  same  dis- 
tinction  between  trials  of  suits  at  common  law  and  of  those  in 
equity  and  admiralty.  It  could  not  be  otherwise,  as  the  distinc- 
tion is  made  in  section  2,  article  3,  of  the  Constitution,  between 
*' cases  at  law  and  equity."  And  every  case  in  which  a  jury 
shall  be  called,  in  the  courts  of  the  United  States,  is  provided 
for,  either  in  the  Constitution  as  it  came  from  the  convention,  or 
in  the  subsequent  amendments.  They  arc — "the  trial  of  all 
crimes,  except  in  cases  of  impeachment,  shall  be  by  jury,"  sec- 
tion 2,  article  3 ;  "  No  person  shall  be  held  to  answer  for  a  cap- 
ital or  other  infamous  crime,  unless  on  a  presentment  or  indict- 
ment of  a  grand  jury,"  5th  amendment;  "In  all  criminal  pros- 
ecutions, the  accused  shall  enjoy  the  right  to  a  speedy  and  pub- 
lic trial,  by  an  impartial  jury  of  the  State  and  district  wherein 
the  crime  shall  have  been  committed,  which  district  shall  have 
been  previously  ascertained  by  law,"  6th  amendment.  The 
other  instance  is  the  seventh  amendment,  already  cited.  We 
will  only  further  remark  upon  this  point,  that  section  14  of  the 
Act  of  July  4,  1836,  which  was  cited  on  the  argument  in  con- 
nection with  the  constitutional  amendment,  has  no  bearing  upon 
it.  That  section  is  In  terms  exclusively  for  actions  at  law  for 
damages,  and  the  treble  amount  which  the  Court  may  give  over 
the  sum  found  by  a  jury,  can  not,  in  any  case,  be  given  by  a 
court  of  chancery.  Indeed,  if  any  one  thing  could  show  more 
plainly  than  another,  that  a  trial  by  a  jury  in  a  patent  cause  was 
not  thought  the  best  way  to  compensate  a  patentee  for  an  in- 
fringement of  his  patent,  it  is  this  legislative  authority  given  to 
the  Court  to  give  a  threefold  amount  over  the  sum  found  by  the 
verdict  of  a  jury. 

The  second  proposition,  "that  the  bill  of  the  complainant 
could  not  be  maintained,  because  he  had  an  adequate  remedy  at 
law,"  can  not  be  sustained. 
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The  principle  upon  which  courts  of  equity  have  jurisdiction 
in  patent  cases^'and  upon  which  injunctions  are  granted  in  them, 
is  not  that  there  is  no  legal  remedy,  but  that  the  law  does  not 
give  a  complete  remedy  to  those  whose  property  is  invaded ;  for 
if  each  infringement  of  the  patent  were  to  be  made  a  distinct 
cause  of  action,  the  remedy  would  be  worse  than  the  evil. 
The  inventor  or  author  might  be  ruined  by  the  necessity  of 
perpetual  litigation,  without  ever  being  able  to  have  a  final 
establishment  of  his  rights.  Hogg  v.  Kirbyy  8  Ves.  223 ; 
Harmer  v.  Plane^  14  Ves.  132;  Lawrence  v.  Smithy  Jacob's 
R.  472. 

In  addition  to  this  consideration,  the  plaintiff  could  have  no 
preventive  at  law  to  restrain  the  future  use  of  his  invention  or 
the  publication  of  his  work,  injuriously  to  his  title  and  interest. 
Besides  which,  in  most  cases  of  this  sort,  the  bill  usually  seeks 
an  account,  in  the  one  case,  of  the  books  printed,  and,  in  the 
other,  of  the  profits  which  have  arisen  from  the  use  of  the 
invention  to  the  persons  who  have  pirated  the  same.  And 
where  the  right  has  been  already  established  under  the  direction 
of  the  Court,  there  this  account  will,  in  all  cases,  be  decreed  as 
incidental  to  the  other  relief  which  may  be  obtained  prospectively 
by  a  perpetual  injunction.  Mitford's  £q.  PI.  by  Jeremy,  138; 
Hogg  V.  Kirby^  8  Ves.  223,  224 ;  Universities  of  Oxford  and 
Cambridge  v,  Richardson^  6  Ves,  705,  706 ;  Bailey  v.  Taylor^ 
I  Russell  &  Mylne,  73. 

This  brings  us  to  the  third  proposition  in  the  argument.  It 
was  that  a  court  of  equity  had  no  discretion  to  decree  an  injunc- 
tion upon  an  alleged  infringement  of  a  patent  unless  that  ques- 
tion had  been  first  passed  upon  by  a  jury,  and  that  such  was  the 
meaning  of  that  provision  in  section  17  of  the  Act  of  July  4, 
1836,  which  gives  to  the  circuit  courts  power  "to  grant  injunc- 
tions according  to  the  course  and  principles  of  courts  of  equity." 
By  discretion,  of  course,  is  meant  an  obligation  upon  judges  in 
chancery  to  determine  each  case,  as  nearly  as  it  can  be  done,  by 
what  has  been  the  course  in  chancery  in  like  cases,  as  well  as  to 
prescribe  the  practice  to  be  observed  in  each  case,  and  the 
principles  by  which  the  right  is  to  be  determined  between  the 
parties  in  controversy.     It  never  means  will  or  authority  in  the 
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judge,  but  both,  restrained   by  decided  cases  or  long  standing 
rules. 

The  point  then  is,  what  have  been  the  course  and  principles 
of  courts  of  equity  in  granting  injunction  for  alleged  infringe- 
ments of  inventions.  It  is  not  denied,  nor  can  it  be  denied,  that 
the  infringement  is  regularly  and  fully  alleged  in  this  case,  with 
all  those  substantial  averments  and  affidavits  which  the  practice 
in  courts  of  equity  requires. 

Before  showing  what  the  course  in  equity  has  been,  in  grant- 
ing such  injunctions,  it  is  proper  to  state  what  an  injunction  is, 
in  the  meaning  and  practice  of  a  court  of  equity.  It  is  either 
provisional  or  perpetual.  The  first  being  common  or  special — 
common,  such  as  are  granted  upon  the  defendant's  default, 
either  in  appearing  or  answering,  and  are  only  applicable  to 
restrain  proceedings  in  the  courts  of  common  law — ^special,  when 
granted  upon  the  special  grounds  arising  out  of  the  circumstances 
of  the  case.  Injunctions  of  this  description  are  issued  some- 
times on  the  merits  disclosed  by  the  answer,  sometimes  on 
affidavits  before  the  answer  is  filed,  and  sometimes  even  without 
notice  and  before  the  defendant  has  appeared.  (Beames'  Ord. 
16;  Perkins'  Daniell's  Ch.  Pr.  1810.)  A  perpetual  injunction 
is  a  part  of  the  decree  made  at  the  hearing  upon  the  merits, 
whereby  the  defendant  is  perpetually  inhibited  from  the  assertion 
of  a  right,  or  perpetually  restrained  from  the  commission  of  an 
act  which  would  be  contrary  to  equity  and  good  conscience. 
(Daniell's  Ch.  Pr.  18 10.)  Such  is  the  injunction  sought  for  in 
this  case. 

From  this  statement  of  what  an  injunction  is,  and  the  different 
kinds  of  them  for  different  purposes,  it  is  obvious  that,  in  any 
investigation  on  an  application  for  one,  the  object  of  it  must  first 
be  considered,  in  order  to  make  to  it  a  proper  application  of 
decided  cases.  The  rules  in  respect  to  injunctions  to  restrain  a 
party  in  a  suit  at  law,  whatever  may  be  the  character  of  such 
suit,  for  instance  to  restrain  an  action  of  ejectment,  as  was  the 
case  m  Brown  v.  Newell  (2  Mylne  &  Craig,  571),  cited  by 
counsel,  differ  materially  from  those  which  govern  courts  in 
granting  or  refusing  injunctions  in  cases  of  invention  and  copy* 
right.     In  these  there  are  requisites  and  allowances  peculiar  to 
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themselves,  which  do  not  exist  and  are  not  permitted  in  any 
other  case  of  an  application  for  an  injunction.  (Danieli's  Ch. 
Pr.  186.)  It  is  asked  in  this  case  on  account  of  an  infringement 
of  an  invention.  It  can  only  be  granted  according  to  the  course 
of  equity,  after  the  complainant  in  the  case  has  brought  his  case 
within  that  course. 

Is  a  jury  trial  of  the  alleged  infringement  a  prerequisite  for 
the  Court's  action  ?  It  has  not  been  so  in  England,  as  a  rule, 
since  176 1.  In  Dodsley  v.  Kinnersley^  Ambler,  403,  in  which 
the  expressed  point  was  raised  upon  a  bill  for  an  injunction  to 
restrain  the  defendant  from  printing  Dr.  Johnson's  Rasselas, 
and  for  an  account  of  the  profits  made  by  having  printed  it.  Sir 
Thomas  Clarke,  Master  of  the  Rolls,  said:  "I  would  have  it 
understood  that  there  is  no  impropriety  in  the  application  to  this 
Court.  The  method  of  proceeding  in  these  cases  has  been 
changed.  Formerly,  in  the  case  of  a  patentee,  on  opening  the 
case,  he  partly  was  sent  to  law  to  establish  his  rights  and  then 
came  back  for  an  account."  We  see  also,  from  an  anonymous 
case  from  Vernon,  cited  by  Drewry  on  Injunctions,  a  work 
relied  upon  by  the  defendant,  that  the  practice  had  been  as  was 
stated  by  the  master  of  the  rolls  in  Dodsley  v.  Kinnersley.  But 
we  also  see,  in  the  same  work,  that  at  the  present  day  it  is  not 
generally  necessary  that  the  plaintiff  should  establish  his  right  at 
law,  in  order  to  come  into  equity,  the  right  appearing  prima  facie 
on  the  record  by  the  letters  patent.  Drewry,  221,  margin,  for 
which  he  cites  Mitford's  Eq.  PI.  147,  Hicks  v.  Raincock^ 
Dickens'  R.  647,  and  i  Ves.,  Sr.  476.  In  truth,  what  was 
the  practice  in  England  in  respect  to  patents,  and  for  reasons 
which  we  shall  state  before  we  conclude,  has  not  been  the 
practice  there  for  more  than  eighty  years.  Daniel),  as  we  have 
shown  Drewry  does,  says:  ^^On  both  occasions  of  patents  and 
copyrights,  it  was  formerly  the  practice,  on  opening  the  case,  to 
send  the  party  to  law  to  establish  his  right.  But,  on  both 
occasions,  the  practice  has  been  altered^  and  noWj  when  the  right 
of  the  patentee  appears  on  the  record^  and  the  patent  has  been 
granted  for  some  length  of  time,  and  the  public  has  permitted 
the  exclusive  and  undisturbed  possession  of  it  for  several  years, 
under  such  circumstances  the  Court  will  interpose  by  injunction 
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in  the  first  instance  without  putting  the  party  previously  to 
establish  his  right  in  an  action  at  law."  For  this  he  cites 
Boulton  V.  Bull^  3  Ves.  144;  Harmer  v.  Plane^  14  Vcs. 
133;  and  Hilly.  Thompson^  3  Merivale,  622.  In  such  cases, 
however,  there  must  be  satisfactory  evidence  of  exclusive  pos- 
session by  the  patentee,  and  where  this  is  wanting,  the  Court 
will  not  interfere  without  a  trial  at  law.  Collard  v.  Allison^  4 
Mylne  &  Craig,  487.  And  what  in  England  is  meant  by 
exclusive  possession,  we  know  from  M^hat  was  said  in  the  case 
of  The  Universities  of  Oxford  and  Cambridge  v.  Richardson^  6 
Ves.  689.  There  Lord  Eldon  denied  the  rule  stated  by  the 
judges  in  Millar  v.  Taylor^  4  Burrow,  2377,  as  to  injunctions, 
and  referring  to  Boulton  v.  Bull^  and  several  other  cases,  stated 
the  principle^  particularly  in  regard  to  patents ^  to  be^  that  if  a  party 
gets  his  patent  and  puts  his  invention  in  execution,  and  has 
proceeded  to  a  sale,  that  may  be  called  possession  under  it. 
However  doubtful  it  may  be  whether  the  patent  can  be  sus- 
tained, equity  will  hold  that  possession  under  a  color  of  title ^  is  ground 
enough  to  enjoin  and  to  continue  the  injunction  till  it  is  proved  at 
law  that  it  is  only  color  and  not  real  title,"  Of  course,  when  the 
patent  or  the  infringement  of  it  is  already  before  a  jury,  as  was 
the  case  in  Collard  v.  Allison^  4  Mylne  &  Craig,  487,  equity  will 
not  interfere  to  enjoin  while  it  is  so. 

We  will  now  notice  the  cases  which  were  cited  by  counsel  in 
support  of  the  practice  for  a  jury  trial. 

Some  of  them  are  inapplicable,  because  they  do  not  relate  to 
patents  or  copyrights,  and  we  have  shown  that  injunctions  in 
such  cases  are  controlled  by  rules  exclusively  applicable  to  them. 
When  carefully  examined  some  of  the  other  cases  maintain  the 
opposite  doctrine  to  that  contended  for  by  the  counsel  for  the 
defendant.  No  one  of  them  maintains  the  practice  of  the  right 
of  a  party  charged  with  the  infringement  of  a  patent,  when  he 
denies  it  either  by  affidavit  or  by  answer,  to  a  jury  trial,  except 
the  case  of  Millar  v.  Taylor^  4  Burrow,  2400,  decided  in  1769, 
which  we  have  seen  is  an  overruled  case  by  several  subsequent 
decisions,  and  is  denied  by  Lord  Eldon,  in  Hill  v.  Thompson^  3 
Merivale,  626,  ever  to  have  been  the  rule  of  practice  in  patent 
or  copyright  cases. 
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The  cases  of  Lord  Tenham  v.  Herbert^  2  Atk.  483,  and  of 
Brown  V.  Newell^  2  Mylne  &  Craig,  571,  were  for  the  trial  of 
title,  the  first  to  an  oyster  fishery,  the  other  to  land.  In  the 
first.  Lord  Hardwicke  refused  to  interfere  by  injunction  to  settle 
a  right  of  fishery  between  the  lords  of  two  manors ;  and  Brown 
V.  Newell  'wzs  an  application  for  a  common  injunction  to  restrain 
proceedings  at  law  in  a  case  of  ejectment.  Boulton  v.  Bull^  2 
Hen.  Black.  492,  was  an  action  on  the  case  for  infring- 
ing a  king's  patent  and  the  Court  said,  upon  a  point  raised 
whether  a  model  was  or  was  not  necessary  for  the  purpose  of 
showing  an  infringement,  that  it  was  not  the  province  of  a  judge 
in  a  court  of  law  to  decide  an  infringement,  but  that  it  was  a 
question  for  the  jury,  and  that  if  they  could  understand  the  case 
without  a  model  or  drawing,  there  was  no  rule  which  made  one 
indispensable.  But  it  will  be  found  also  that  the  Court,  in  that 
case,  recognized  the  rule  in  chancery,  "  that  when  the  right  of 
the  patentee  appears  on  the  record,  and  the  patent  has  been 
granted  for  some  length  of  time,  and  the  public  has  permitted 
the  exclusive  and  undisputed  possession  of  it  for  several  years, 
under  such  circumstances,  equity  will  interfere  by  injunction,  in 
the  first  instance,  without  putting  the  party  previously  to  estab- 
lish his  right  in  an  action  at  law."  The  case  of  Blanchard  v. 
///*//,  2  Atk.  485,  was  a  controversy  about  the  use  of  the 
same  stamp  upon  cards,  the  stamp  being  stated  to  have  been 
appropriated  by  the  complainant  under  a  charter  granted  by 
King  Charles  the  First.  The  injunction  asked  for  was,  of 
course,  denied.  It  was  the  first  application  of  the  kind  ever 
made  to  a  court  of  chancery.  It  was  a  monopoly  granted  by 
the  king,  had  never  been  sanctioned  by  an  act  of  Parliament, 
and,  in  these  cases,  as  we  will  hereafter  show,  the  Court  never 
granted  an  injunction  until  the  right  claimed  had  been  established 
at, law.  The  case  of  Motley  v.  Downman^  3  Mylne  &  Craig, 
14,  was  another  case  of  a  party  using  upon  his  goods  the  mark 
of  another,  and  not  a  patent  case.  It  was  a  case,  too,  in  which 
the  complainant  could  not  claim  anything  by  patent  or  charter. 
It  was,  therefore,  a  pure  legal  right  in  controversy  between  the 
parties,  in  which  nothing  exclusive  could  be  claimed  until  it  was 
settled  at  law.     In  such  a  case,  before  a  court  of  chancery  will 
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interfere  by  injunction,  it  must  appear  that  the  party  suflFering 
from  the  usurpation  of  his  mark  by  another,  is  suflFering  from 
the  artifice,  fraud,  or  misrepresentation  of  the  latter,  in  selling 
goods  with  the  mark  of  the  former  of  an  inferior  quality,  by 
which  the  first  may  be  injured  in  his  sales  and  manufactures. 

The  case  of  Sheriff  w.  Coates^  i  Russell  &  Mylne,  159,  was 
not  a  patent  ca^e,  though  it  was  analogous,  on  account  of  the 
exclusive  right  given  to  calico  printers  in  their  designs.  In  that 
case  the  Lord  Chancellor  said :  ^^  It  is  esssendally  necessary  that 
the  party  applying  should  establish  the  originality  of  the  pattern 
in  a  court  of  law."  But  why?  Because  as  the  calico  printers 
by  the  statute  have  an  exclusive  right  in  their  designs  for  tw9 
months  only,  they  can  not  have  either  that  possession  or  that 
length  of  enjoyment  which  a  patentee  may  have,  from  the  longer 
continuance  of  his  right,  and  which  must  appear  before  equity 
will  restrain  an  infringement  by  an  injunction.  The  case  of 
Saunders  v.  Smithy  3  Mylne  &  Craig,  728,  was  a  case  alto- 
gether different  from  what  the  learned  counsel  who  cited  it  in 
argument  supposed  it  to  be.  It  states,  in  terms,  the  practice  of 
courts  of  equity  in  granting  injunctions,  coincidently  with  what 
we  have  said  the  practice  is,  and  has  been  for  almost  a  hundred 
years.  '*  The  office  of  the  Court  is  consequent  upon  the  legal 
right,  and  it  generally  happens  that  the  only  question  the  Court 
has  to  consider  is,  whether  the  case  is  so  clear  and  so  free  from 
objection  upon  the  grounds  of  equitable  consideration  that  the 
Court  ought  to  interfere  by  injunction  without  a  previous  trial 
at  law,  or  whether  it  ought  to  wait  till  the  legal  title  has  been 
established.  That  distinction  depends  upon  a  great  variety  of 
circumstances,  and  it  is  utterly  impossible  to  lay  down  any  gen- 
eral rule  upon  the  subject  by  which  the  discretion  of  the  Court 
ought  in  all  cases  to  be  regulated.  The  Court  always  exercises 
its  discretion,  as  to  whether  it  will  interfere  by  injunction  before 
the  establishment  of  a  legal  title." 

The  case  of  Bacon  v.  Jones^  4  Mylne  &  Craig,  437,  turned 
entirely  upon  the  omission  of  the  plaintiffs  to  apply  for  an  inter- 
locutory injunction  for  four  years,  while  the  cause  was  pending. 
And  the  Lord  Chancellor  stating  what  the  course  might  be  upon 
an  application  for  an  interlocutory  injunction,  says  as  a  matter 
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of  opinion  but  not  as  a  rule  of  practice,  that  in  such  a  case  it  is 
a  more  wholesome  practice  to  direct  the  plaintiff  to  establish  his 
title  at  law,  suspending  the  injunction  until  the  result  of  the  legal 
investigation.  But  he  concludes  with  this  declaration  in  respect 
to  what  the  practice  is  in  such  cases:  "Which  of  these  courses 
ought  to  be  taken  must  depend  entirely  upon  the  discretion  of 
the  Court  according  to  the  case  made.  When  the  cause  comes 
to  a  hearing,  the  Court  has  also  a  large  latitude  left  to  it,  and  I 
am  far  from  saying  that  a  case  may  not  arise,  in  which,  even  in 
that  stage,  the  Court  will  be  of  opinion  that  the  injunction  may 
properly  be  granted  without  having  recourse  to  a  trial  at  law. 
The  conduct  and  dealings  of  the  parties,  the  frame  of  the  plead- 
ings, the  nature  of  the  patent  right  and  of  the  evidence  by  which 
it  is  established — these  and  other  circumstances  may  combine  to 
produce  such  a  result,  although  this  is  certainly  not  very  likely 
to  happen,  and  I  am  not  aware  of  any  case  in  which  it  has  hap- 
pened. Nevertheless,  it  is  a  course  unquestionably  competent 
to  the  Court,  provided  a  case  be  presented  which  satisfies  the 
mind  of  the  judge  that  such  a  course,  if  adopted,  will  do  jus- 
tice between  the  parties." 

We  have  now  shown  what  the  old  practice  was  in  England 
in  respect  to  a  jury  trial,  before  a  court  of  equity  would  interfere 
to  protect  a  patent  by  injunction,  also  the  change  which  took 
place  in  that  practice  in  England  more  than  eighty  years  since, 
and  that  the  practice  now  in  England  is  in  conformity  with  that 
change. 

Before  proceeding  to  show  what  the  practice  has  uniformly 
been  in  the  courts  of  the  United  States  which  have  jurisdiction 
of  paterit  causes,  and  that  the  old  practice  in  England  never  pre- 
vailed in  them,  we  would  venture  to  suggest  the  causes  which 
led  to  the  old  practice  in  England.  When  those  causes  ceased 
to  exist,  that  practice  was  discontinued,  and  these  causes  never 
existed  in  the  United  States. 

Besides  the  caution  with  which  courts  of  equity  have  always 
used  their  power  to  grant  injunctions  of  any  kind,  there  has  been 
at  all  times,  in  the  chancery  of  England,  a  wholesome  jealousy 
of  all  monopolies  and  patents  granted  by  the  king,  on  account 
of  the  legal  abuse  of  this  prerogative.    It  is  a  singular  thing,  but 
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history  shows,  that  while  monopolies  and  special  immunities 
contributed  to  revive  commerce  in  Europe,  it  was  the  abuse  of 
them  which  led  to  its  freedom. 

First,  corporate  bodies  were  formed  to  protect  the  interest  of 
their  members,  then  there  were  associations  of  towns  for  the 
same  purpose,  and   the   Hanseatic  League  was  formed   in  the 
twelfth  century  for  promoting  commerce,  and  the  interests  of 
the  cities  in  the  League. 

Godson  properly  says:  ** Europe  was  soon  astonished  by  the 
wealth  which  it  rapidly  gathered,  and  the  immense  power,  its 
inseparable  concomitant,  which  it  quickly  obtained/'  England 
was  in  a  great  degree  enlightened  by  it ;  and  then  began  in  Eng- 
land those  privileges  and  monopolies  which,  aiding  commerce 
for  a  time,  became  oppressive  as  soon  as  the  kings  of  England 
supplied  their  pecuniary  wants  (which  Parliament  refused  to  sat- 
isfy) by  an  abuse  of  prerogative  in  granting  exclusive  grants. 
Elizabeth  abused  it  more  than  any  English  monarch.  But  the 
complaint  of  her  people  compelled  her  to  cancel  the  most  op- 
pressive patents  which  she  had  granted,  allowing  such  only  to 
be  continued  as  time  had  shown  were  not  hurtful  to  the  public 
interests,  and  which  did  not  restrain  the  sale  of  commodities  i{i 
daily  use. 

Mr.  Macaulay  is  not  full  enough  in  his  account  of  this  strife 
of  liberty  with  usurpation :  but  he  rightly  says,  in  his  own  com- 
pendious way :  "  The  House  of  Commons  met  in  an  angry  and 
determined  mood.  It  was  in  vain  a  courtly  minority  blamed 
the  Speaker  for  suffering  the  acts  of  the  queen's  highness  to  be 
called  into  question.  The  language  of  the  discontented  party 
was  high  and  menacing,  and  was  echoed  by  the  voice  of  the 
whole  nation.  There  seemed  for  a  moment  to  be  some  danger 
that  the  long  and  glorious  reign  of  Elizabeth  would  have  a 
shameful  and  disastrous  end."  But  the  queen  avoided- the 
pressure  by  yielding  to  it  in  a  great  measure,  being  afraid  that 
Parliament  would  abrogate  the  exercise  of  such  power,  as  it 
afterward  did  by  the  Statute  of  21  James  L,  C.  3.  By  that 
statute  it  was  so  much  lessened  that  the  crown  could  only  make 
a  grant  or  exclusive  privilege  in  cases  of  new  inventions.  That, 
it  was  conceded,  the  king  could  do  by  the  common   law,  to 
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secure  to  inventors  the  exclusive   use  and  sale  of  their  discov- 
eries. 

On  the  statute  of  James  is  founded  all  the  law  in  England  as 
to  patents  and  inventions,  both  in  the  courts  of  common  law 
and  in  equity.  From  the  time  of  the  passage  of  that  act,  not- 
withstanding the  attempts  which  were  made  by  Charles  I.  to 
disregard  it,  and  to  revive  the  exercise  of  the  power  in  the 
crown  to  grant  monopolies,  the  judges  in  England  followed  the 
lead  of  popular  feeling  so  far  as  to  place  a  jury  between  the 
exercise  of  prerogative  and  liberty,  whenever  they  could  do  so 
with  safety  to  themselves.  It  must  be  remembered  that  these 
offices  were  then  held  at  the  will  of  the  crown.  The  statute 
had  taken  the  investigation  of  patents  from  the  Star  Chamber. 
They  were  afterward  to  be  heard,  tried,  and  determined,  **  by 
and  according  to  the  common  law  of  the  realm  and  not  other- 
wise.'* And  thus  came,  as  remedies  for  the  infringement  of 
patents,  the  action  at  law  for  damages,  and  proceedings  in  equity 
for  an  injunction  and  an  account  of  profits. 

Anciently,  however,  and  before  the  Star  Chamber  was  estab- 
lished, the  chancellor  had  jurisdiction  in  cases  of  patents  and 
charters  according  to  the  usual  practice,  without  the  intervention 
of  juries.  When  the  statute  was  passed,  the  practice  in  chan- 
cery, co-operating  with  the  Parliament  to  restrain  the  crown, 
was,  without  ever  having  been  reduced  to  the  precision  of  a 
rule,  such  as  we  shall  now  state. 

If  an  injunction  was  applied  for  in  a  case  of  a  monopoly  or  a 
patent,  the  first  inquiry  was,  is  the  monopoly  or  patent  a  grant 
from  the  king  or  by  act  of  Parliament  ?  If  the  former,  before  a 
court  would  grant  it,  the  right  to  it  was  heard  by  a  jury ;  if  by 
Parliament,  and  the  right  was  not  contested  for  any  of  those 
causes  which,  by  the  common  law,  would  invalidate  it,  the  court 
acted  without  a  trial  of  the  right  by  a  jury,  in  this  way  aiding 
the  Parliament,  during  the  reigns  of  James  and  Charles,  to  con- 
fine the  privileges  of  the  crown  within  the  limits  of  the  common 
law.  And  the  Courts  did  this  with  more  constancy  and  courage 
in  cases  of  the  king's  patents,  because,  by  the  statute,  only  such 
were  good  as  were  not  contrary  to  the  common  law.  But  even 
then,  in  a  clear  case  of  the  infringement  of  a  king's  patent,  the 
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chancellor  would  grant  injunctions  to  restrain  infringements, 
though  the  continuance  of  them  was  made  dependent  upon  the 
finding  of  a  jury,  where  the  originality  of  the  invention  was 
denied,  and  the  defendant  asked  that  it  might  be  tried  by  a  jury. 
And  that  was  done  in  one  of  two  ways,  either  by  sending  the 
plaintiff  to  a  court  of  law  to  establish  his  right,  or  by  a  feigned 
issue  in  the  court  of  chancery.  And  so  the  practice  was,  as  we 
have  stated  it,  in  respect  to  all  actions  in  cases  of  patents,  until 
the  spirit  of  English  liberty  rose  above  all  the  restraints  of  pre- 
rogative over  commerce,  and  was  no  longer  apprehensive  of  such 
usurpation.  The  courts  thereupon  partook  of  this  triumph,  and 
as  the  practice  in  chancery,  of  trying  the  title  under  a  king's 
patent,  had  been  adopted  more  for  protecting  the  public  from 
usurpation  than  for  the  protection  of  individuals,  it  was  discon- 
tinued in  all  cases  of  alleged  infringements  of  patents  where  the 
title  of  the  patentee  was  clear  beyond  a  reasonable  doubt,  and 
where  he  had  had  the  possession  and  use  of  his  machine  without 
other  interference  than  such  as  had  arisen  from  the  wrongful 
use  of  it,  or  from  the  piracy  of  the  whole  under  the  pretense  of 
some  improvement  or  addition.  And  the  records  of  the  English 
chancery  will  show  that  for  more  than  eighty  years,  injunctions, 
both  provisional  and  interlocutory,  and  perpetual^  have  been 
granted  in  the  first  instances  in  cases  of  copyrights  and  patents ; 
and  that  where  they  have  been  perpetual  in  the  first  instance, 
they  have  been  made  so  without  the  intervention  of  a  jury  to 
try  the  question  of  title  or  infringement,  in  all  cases  where  the 
court  was  fully  satisfied  with  the  proof,  notwithstanding  the 
defendants  may  have  denied  in  their  affiadvits  or  answers  the 
originality  of  the  invention  or  the  sufficiency  of  the  specifica- 
tion. 

It  now  only  remains  for  us  to  state  the  course  pursued  in  the 
courts  of  the  United  States  in  granting  injunctions  in  patent 
cases. 

The  reasons  for  the  early  practice  did  not  exist  at  any  time 
in  this  country.  That  practice  in  England  had  been  changed 
before  the  war  began  which  ended  in  our  separation  from  the 
mother  country.  The  Constitution  of  the  United  States  was 
not  formed  until  thirty  years  after  that  change  had  taken  place. 
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Under  the  constitution,  courts  have  b 
diction  exclusive,  and  concurrent  w 
common  law,  in  cases  in  which  thos* 
remedies  for  the  preservation  of  eve 
have  as  large  a  jurisdiction  as  the  courf 
Their  practice  in  all  matters  is  the  i 
ences  exist  from  legislation,  or  by  the  r 

The  practice  in  them,  in  respect  to  | 
ent  cases,  has  always  been  that  of  the 
cautiously  exercised,  frequently  follow* 
of  the  United  States,  without  injury 
complained  of,  as  far  as  we  know,  unti 
ment  of  this  cause,  that  for  the  court 
the  infringement  of  a  patent,  without : 
infringement  was  denied  by  the  defend: 
right  of  trial  by  jury. 

If  it  be  so,  it  is  an  evasion  of  vei 
England  and   in  the   United   States, 
courts  in  this  day  can  not  be  charge 
the  practice  has  been  the  same,  withci 
land  since  176 1. 

Mr.  Justice  Washington  said,  in  C 
584,  decided  in  1826:  "I  take  the  rulf 
tions  in  patent  cases,  that  where  the    : 
the  thing  patented,  which,  together  m 
ment,  is  verified  by  affidavit,  if  the  pa: 
sion  of  it,  by  having  used  or  sold  it  in 
Court  will  grant  an  injunction,  and  co 
or  further  order,  without  sending  the  [ 
right.     But  if  there  appears  to  be  a  n : 
plaintiff's  right,  or  the  validity  of  tl 
require  the  plaintiff  to  try  his  title  at  I 
work  on  patents,  section  328,  citing  u , 
Pat.  Cas.  277,  says:  "It  seems  to  be  t  i 
ities  that  there  is  a  prima  facie  right  1 : 
trial  at  law,  upon  certain  things  being 
long  possession,  and  infringement." 
is,  in  its  particulars,  the  case  at  bar. 


The  case  of  Isaacs  v.  Cooper,  previously  decided  by  the  same 
learned  judge  in  1821,  4  Wash.  C.  C.  259,  and  cited  in  argu- 
ment as  against  the  rule  subsequently  laid  down  in  the  case  of 
Ogh  V.  £ge,  is  so  far  from  being  so,  that  it  in  words  anticipates 
the  rule  as  laid  down  in  that  case,  "The  practice  of  the  court 
of  equity  upon  motions  of  this  kind  is  to  grant  an  injunction 
upon  the  filing  of  the  bill,  and  before  a  trial  at  law,  if  the  bill 
states  a  clear  right  and  verifies  the  same  by  affidavit.  If  the  bill 
states  an  exclusive  possession  of  the  invention  or  discovery  for 
which  the  plaintifF  has  obtained  a  patent,  the  injunction  is 
granted,  although  the  court  may  feel  doubts  as  to  the  validity  of 
the  patent.  But  if  the  defects  in  the  patent  or  specification  are 
so  glaring  that  the  Court  can  entertain  no  doubt  as  to  that  point, 
it  would  be  most  unjust  to  restrain  the  defendant  from  using  a 
machine  or  other  thing  which  he  may  have  construed,  probably 
at  a  great  expense,  until  a  decision  can  be  had  at  law."  And 
the  injunction  in  that  case  was  denied  upon  four  separate  grounds, 
each  of  them  being  within  the  rule  stated  in  the  case  of  Ogle  v. 
Egt^  all  of  which  must  appear  to  exist  before  the  Court  will 
grant  the  injunction. 

In  the  year  1812,  the  point  we  are  here  considering  was  dis- 
cussed with  as  much  precise  learning  as  it  has  ever  been,  in  the 
case  of  Livingston  v.  Fan  Ingen^  9  Johns.  507.  Justices  Yates, 
Thompson,  and  Kent,  all  concur  in  granting  an  injunction,  with- 
out sending  the  plaintiff  to  a  court  of  law,  or  awarding  a  feigned 
issue  to  try  his  right,  on  the  question  of  infringement,  by  a  jury. 
Mr.  Justice  Yates  says:  "The  right  being  claimed  under  an 
express  grant  by  the  statute  creating  the  forfeiture,  and  no  doubt 
remaining  of  the  existence  of  the  boats,  the  presumption  was 
irresistible  that  they  navigated  contrary  to  the  statute,  and  that 
the  property  was  in  the  appellants."  Then  after  noticing  the 
cases  of  Blackweli  v.  Harper^  2  Alk.  92,  Anonymous,  I  Vcs.  Sr. 
476,  Boulion  v.  Bull,  3  Ves.  140,  and  Harmer  v.  Plane,  14 
Ves.  130,  he  says:  "From  these  and  numerous  other  cases,  no 
doubt  can  exist  that  the  injunction  in  this  case  ought  to  have 
issued."  Mr.  Justice  Thompson  says:, "Where  the  right  is 
clear,  an  injunction  is  never  refused  ;  as  when  the  right  claimed 
appears  on  the  record,  or  is  founded  on  an  act  of  Parliament,  it 
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is  a  matter  of  course  to  grant  an  injunc 
the  party  to  establish  his  case  at  law. 
V.  /////,  2  Atk.  485,  Lord  Hardwickc 
monopolies,  the  rule  that  the  court  ha 
whether   there   was   any  act   of  Pari 
restriction  was  founded.     But  the  co 
right  of  this  kind  claimed  under  a  chs 
unless  there  has  been  an  action  to  tr 
will  be  found  on  examination  to  be  a 
ning  through  the  numerous  cases  citei 
whenever  an  injunction  has  been  refu! 
under  a  patent  from  the  crown,  and  th 
ful."     Kent,  then  Chief  Justice,  say* 
favor  of  the  appellants,  the  remedy  pr 
matter  of  course.     Injunctions  are  alv 
enjoyment  of  statute    privileges  of  > 
actual   possession,  unless  the  right    I 
uniform  course  of  the  precedents.     I 
the  contrary ;  and  the  decisions  in  the 
point  were  the  same  before,  as  since,  : 
Then,  citing  many  cases  from  the  Er; 
the  cases  oi  The   Universities  v.  Rich  \ 
Harmer  v.  Plane^  14  Ves.  130,  the  lei 
these  cases  to  show  that  the  law  has  t 
the  last  seventy  years  at  least,  and  has 
uniform  course  under  a  succession  of 
The  principle  is,  that  statute  privilej 
law  rights,  when  in  actual  possession 
permitted  to  be  disturbed  until  the  op]  • 
at  law,  and  overthrown  their  pretensi 
The  Federal  courts  in  this  country 
the  patent  laws  of  Congress  they  hs 
injunction.     The  cases  cited  from  th 
of  Morse  V.  Reed^  decided  by  Chief  Juj 
and  of  Whitney  v.  Fort^  decided    in 
District  of  Georgia,  by  Mr.  Justice  ^ 
In    both  of  those  cases  injunctions 
instance,  and   subsequently  made   p< 
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jury.  The  last  case  is  as  decisive  of  what  that  eminent  jurist^ 
Mr.  Justice  Johnson,  thought  and  adjudicated  to  be  the  practice 
in  patent  cases,  as  any  other  on  record.  In  every  particular  of 
fact  and  pleading,  that  case  and  the  one  before  us  are  alike, 
except  that  the  defendants,  in  their  answer  in  the  former  case, 
admitted  that  the  plaintiffs  had  received  a  patent,  but  contested 
it  for  the  want  of  originality.  In  this  case  the  defendant  does 
not  deny  that  the  plaintiff  has  received  a  patent,  but  puts  him  to 
the  proof  of  it,  and  then  denies  its  validity,  alleging  that  the 
thing  patented  was  not  original.  The  cases  then  became  alike, 
in  that  particular,  so  soon  as  the  plaintiff  in  this  case  established 
that  he  had  received  a  patent  from  the  United  States,  nothing 
being  left  in  controversy  but  the  question  of  originality.  . 

The  counsel  in  Whitney  v.  Fort^  supposing  from  the  answer 
that  the  denial  of  originality  would  induce  the  Court  to  order  a 
feigned  issue  to  try  the  question,  actually  prepared  and  joined 
issue  in  one  without  having  taken  such  an  order  from  the  Court. 
But  it  was  not  tried,  for  the  Court  thought  that  the  patent, 
possession,  and  use  made  such  a  proceeding  unnecessary,  and 
Judge  Johnson  having  granted  an  injunction,  in  the  first  instance, 
gave  an  order  for  a  perpetual  injunction,  his  associate,  Judge 
Stephens,  concurring.  It  certainly  can  not  be  necessary,  with 
such  an  array  of  authority,  to  cite  other  cases  from  our  own 
jurisprudence  to  show  what  has  been  the  practice  in  the  United 
States  courts,  in  granting  injunctions  to  restrain  infringements  of 
patent  rights,  or  rather  to  show  how  much  that  practice  was 
misunderstood  on  the  argument  of  this  cause,  for,  until  that 
argument  was  made,  we  were  not  aware  that  the  practice  was 
considered  doubtful  by  any  portion  of  the  profession  in  the 
United  States.  We  can  only  account  for  the  misapprehension 
of  it  in  this  instance,  by  supposing  that  the  difference  of  pro- 
ceeding in  a  patent  case  at  law  and  in  equity  was  overlooked. 
We  are  indebted  to  Phillips,  in  his  work  on  Patents,  chapters 
20-24,  ^^^  ^  more  compendious,  and,  we  think  we  may  say, 
more  accurate  statement  of  these  differences  than  has  been  given 
by  any  other  elementary  writer. 

At  law  the  question  of  infringement  or  no  infringement  is 
generally,  if  not  invariably,  for  the  jury;  Philips  on  Patents, 
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431.     The  instances  of  exception,  verified  by  cases,  are  well 
stated  in  that  work,  and  we  need  not  repeat  them. 

In  equity,  where  the  case  is  clear  and  without  reasonable 
doubt,  where  the  bill  states  a  clear  right  to  the  thing  patented, 
which,  together  with  the  alleged  infringement,  is  verified  by 
affidavit,  and  where  the  plaintifF  has  been  in  possession  of  it, 
by  having  sold  or  used  it  in  part  or  in  the  whole,  the  Court  will 
grant  an  injunction  and  continue  it  till  the  hearing  or  further 
order,  without  sending  the  plaintiff  to  law  to  try  his  right.  And 
the  rule  applies  as  well  to  a  bill  brought  by  an  assignee  as  by  the 
original  inventor. 

What,  then,  finally,  is  the  case  before  us  ?  It  is  a  bill  brought 
by  an  assignee,  with  proof  of  the  assignment  to  him,  for  the 
exclusive  use  of  it  in  Charleston  District,  of  a  machine  orig- 
inally patented  to  William  Woodworth,  subsequently  renewed 
by  a  board  of  commissioners,  in  conformity  with  law,  and  after- 
ward extended  by  an  act  of  Congress,  under  which  the  assign- 
ment to  the  plaintifF  is  made.  He  comes  before  the  Court, 
then,  not  only  with  a  patent  granted  in  the  usual  form,  but  with 
a  statute  right,  which,  having  been  brought  to  the  notice  of  the 
Court,  the  Court  must  consider  as  conclusive  of  title.  This 
and  the  other  requisites  of  possession  and  use  concurring  from 
the  testimony  in  the  case,  and  the  defendant  having  voluntarily 
abstained  from  going  into  any  proof  of  the  averments  in  his 
answer  in  respect  to  the  originality  of  the  patent,  the  want  of  a 
sufficient  specification,  and  that  the  last  specification  attached  to 
the  patent  is  for  a  different  machine  from  that  first  specified  by 
the  patentee,  we  are  left  without  any  alternative,  as  well  from 
the  proofs  in  the  case  on  the  part  of  the  plaintifF,  as  from 
the  omission  of  all  proof  by  the  defendant  to  maintain  his  case, 
except  to  award  against  him  a  perpetual  injunction. 

The  originality  qf  Woodworth*s  invention,  like  that  of 
Whitney's  cotton  gin,  from  repeated  trials  in  court,  from  the 
many  attempts  which  have  been  made  to  pirate  it,  and  from  the 
work^which^it  does,  so  efficiently  and  so  differently  from  what 
was  ever  done  before  by  any  planing  machine,  is  now  almost  a 
universally  received  opinion  ;  so  much  so,  that  the  language  of 
Mr.  Justice  Johnson,  in  the  case  of  H^hitney  v.  Fort^  is  very 


66o  DISTRICT    OF   SOUTH  CAROLINA. 


Motte  V.  Bennett. 


appropriate.     Two  witnesses  were,  in  that  case,  produced  on 
the  stand  to  prove  that  the  invention  was  not  original ;  one  of 
them  said  he  had  seen  in  England,  seventeen  years  before,  ^*a 
teazer  or  devil''  like  it,  the  other  that  he  had  seen  a  machine 
like  it  in  Ireland.     The  learned  and   lamented  predecessor  of 
one  of  us  in  this  Court  said  in  reply  to  that  evidence:  *' There 
are  circumstances  within  the  knowledge  of  all  mankind,  which 
prove  the  originality  of  this  invention  more  satisfactorily  to  the 
mind  than  the  direct  testimony  of  a  host  of  witnesses.     The 
cotton  plant  furnished  clothing  to  mankind  before  the  age  of 
Herodotus.     The  green  seed  is  a  species  more  productive  than 
the  black,  and  by  nature  adapted  to  a  much  greater  variety  of 
climate,  but  by  reason  of  the  strong  adherence  of  the  fiber  to 
the  seed,  without  the  aid  of  some  more  powerful  machine  for 
separating  it  than  any  formerly  known  to  us,  the  cultivation  of 
it  could   never  have  been   made  an  object.     The  machine  of 
which   Mr.  Whitney  claims  the   invention,  so  facilitates  the 
preparation  of  this  species  for  use,  that  the  cultivation  of  it  has 
suddenly  become  an  object  of  infinitely  greater  importance  than 
that  of  the  other  species  ever  can  be.     Is  it  then  to  be  imagined 
that  if  this  machine  had  been  before  discovered,  the  use  of  it 
would  ever  have  been  lost  or  could  have  been  confined  to  any 
tract  of  country  left  unexplored  by  commercial  enterprise?" 

The  last  sentence  is  peculiarly  appropriate  to  Woodworth's 
planing  machine,  for  it  now  does,  in  every  part  of  the  civilized 
world,  that  which  could  not  be  done  before  with  the  same  effi- 
ciency by  machinery,  and  which  is  not  here  done  in  any  degree 
by  any  machine  which  has  been  before  the  courts  of  the  United 
States,  unless  by  piracy  of  Woodworth's  combination. 
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Artemus  L.  Brooks,  James 

vs. 
Nicholas  G.  Norcross,  et 

The  allowance  of  a  jary  to  settle  at  law  the  questioi 
in  equity,  is  not  a  right,  but  is  a  matter  in  the 
discretion  to  be  regulated  by  sound  reasons. 

The  chief  test  is,  whether  the  chancery  court  ente 
the  law  or  fict,  and  wants  them  ascertained  foi 
ordered,  to  remove  doubts  or  settle  contested  rig 
the  latter  Court  will  still  often  issue  the 
long  possession  of  the  patent,  or  other  prima  fi 
at  law. 

There  is  much  less  reason  in  the  United  Sutes  tribt 
questions  arising  in  patent  cases  to  a  court  of  1 
in  both  courts. 

When  the  facts  in  the  case  are  examined,  if  the  cc 
doubt  as  to  need  the  verdict  and  advice  of  the 
obtain  it  for  its  own  aid ;  but  it  can  not  be  on 
on  the  whole  question  of  infringement,  involv 
validity  of  plaintiff's  patent  under  every  object 
by  ingenuity  and  research. 

The  very  object  of  allowing  a  bill  for  an  injunctior 
expense  and  delay  of  a  multiplicity  of  suits. 

By  the  words  *'  patented  abroad,*'  as  used  in  section 
of  course  meant,  covered  and  made  known  to 
to  bring  home  to  the  public  a  knowledge  of  it 

It  appearing  that  in  France  private  as  well  as  public 
the  defendant  must  show  whether  the  patent  i 

Although  copies  of  the  specifications  and  drawings 
the  patent  itself  the  proof  required  by  law  tl: 
defective. 

A  part  of  a  machine  may  perform  two  functions,  o 
and  one  of  a  bed  or  rest,  and  thus  all  the  parti 
be  virtually  used,  although  one  part  is  not  i 
performed  by  something  else,  under  a  different 

(Before  Woodbury,  J.,  District  of  Massachusetts, 
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This  was  a  bill  in  equity,  filed  to  restrain  the  infringement  of 
letters  patent  for  an  '^  improvement  in  the  method  of  planing, 
etc.,"  granted  to  William  Woodworth,  more  particularly  referred 
to  in  the  report  of  the  case  of  Foss  v.  Herbert^  p.  31. 

C,  L.  IVoodhury  and  C  M,  Keller  for  complainants. 

S.  BartUtt  and  J.  Giles  for  defendants. 

Woodbury,  J. 

It  is  requested,  as  a  preliminary  favor  or  right,  that  the  ques- 
tion of  infringement  in  this  case  be  tried  by  a  jury.  I  am  not 
aware  of  any  trial  of  that  kind  which  is  allowed  in  any  way  in 
chancery,  as  a  matter  of  right  to  a  party,  unless  it  be  in  case  of 
a  bill  in  chancery  to  abate  a  nuisance,  which  is  of  a  public  char- 
acter, and  which  some  individual  claims  to  injure  himself  spe- 
cially. There,  if  the  nuisance  be  denied,  courts  will  usually 
decline  to  sustain  a  private  complaint  to  abate  it ;  if  the  ques- 
tion of  nuisance  be  not  first  settled  at  law  and  by  a  jury.  Irwin 
V.  Dixiortj  9  How.  10,  and  in  cases  cited  there. 

Such  is  not  the  class  to  which  the  present  case  belongs. 
Another  set  of  instances,  where  a  jury  is  ordered  in  chancery, 
is  to  try  particular  facts,  and  not  to  settle  at  law  a  question  of 
right.  It  is,  too,  with  a  view  to  settle  facts,  on  which  the  Court 
feels  doubt,  and  itself  wishes  the  aid  of  a  jury  to  do  it,  and  not 
where  the  party  applies  for  a  jury  either  as  a  right  or  favor. 
This  is  the  most  numerous  class  of  cases,  where  a  jury  is  used. 
7  How.  227,  McLaughlin  v.  Bank  of  Potomac  et  aL ;  3  Story 
R.  746. 

In  the  argument  of  counsel,  it  seems  to  be  conceded  that  the 
allowance  of  a  jury  to  settle  at  law  the  question  of  infringe- 
ment, is  regarded  not  as  a  right,  but  a  matter  in  the  sound  dis- 
cretion of  the  Court.  This,  too,  is  the  adjudged  law  in  instances 
of  that  character.  Pierpont  v.  Fowle^  2  W.  &  M.  25,  37 ; 
Saunders  v.  Smithy  3;  Mylne  &  Craig,  735;  Jacobs,  311 

But  this  discretion  must,  of  course,  be  regulated  by  sound 
reasons.  And  though  an  English  chancellor  has  said  he  remem- 
bered no  case  where  the  trial  at  law  was  refused  when  wished,  it 
is  certain  there  have  been  many. 
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The  chief  test  is,  whether  the  chancery  court  entertains  any 
reasonable  doubt  as  to  the  law  or  fact,  and  wants  them  ascer- 
tained for  its  aid.  Curtis  on  Pat.  383 ;  Webs.  Pat.  Cas.  473. 
And  if  a  trial  is  ordered  at  law,  to  remove  doubts  or  settle  con- 
tested rights,  before  a  final  decision  in  chancery,  the  latter  court 
will  still  often  issue  the  temporary  injunction,  founded  on  long 
possession  of  the  patent,  or  other  prima  facie  evidence,  till  a 
decision  is  had  at  law.  Webs.  Pat.  Cas.  730 ;  Cunis  on  Pat. 
381  ;  14  Ves.  130 ;  3  Merivale,  622. 

Most  of  the  patent  cases  where  the  Court  has  deemed  it 
proper  to  dissolve  an  injunction,  or  refuse  one  till  the  parties' 
rights  are  settled  at  law,  are  those  where  the  defendant  denies 
the  plaintiff's  right  in  his  answer;  and  the  recoveries  against 
other  persons,  and  numerous  sales  and  long  possession  have  not 
been  such  as  to  raise  a  strong  presumption  that  the  patent  is 
valid.  Orr  v.  Littlefield^  I  W.  &  M.  13;  Woodworth  v.  Ed- 
wards et  al.^  3  W.  &  M.  120,  and  cases  there  cited ;  2  Eden, 
ch.  137;  Curtis  on  Pat.  339;  Webs.  Pat.  Cas.  472;  Hind- 
march  on  Pat.  30-37. 

But  here,  the  Woodworth  patent,  as  to  its  validity,  has  been 
tried  again  and  again  at  law,  and  besides  the  request  is  not  for  a 
jury  here  as  to  the  patent  right  of  the  plaintiff,  and  its  validity, 
but  as  to  the  infringement. 

In  most  of  the  cases  cited,  and  which  belong  to  this  head,  the 
patent  disputed  had  not  been  before  tried  at  law  as  has  Wood- 
worth's  original,  and  also  his  amended  patent  \  and  like  his  had 
not  been  repeatedly  sold  \  and  sustained  in  courts,  and  long  pos- 
sessed. Totally  the  reverse  of  all  this,  as  in  Beechet  v.  Cunning- 
ham^ 2  Eden,  ch.  138,  so  strongly  relied  on  as  to  allowing  a 
trial  at  law. 

In  the  exercise  of  the  discretion,  also,  which  it  is  conceded 
and  shown  by  the  cases  before,  must  be  exercised  here  in  send- 
ing an  issue,  as  to  rights  to  be  tried  at  law,  this  Court  has 
already  adjudged,  in  respect  to  a  copyright,  it  will  not  send  one, 
where  the  facts  are  agreed,  and  the  same  judge  sits  to  settle  the 
legal  rights  at  law  as  in  equity.  Pierpont  v.  Fowle^  2  W.  & 
M.  36. 

There  is,  on  account  of  the  judge  being  the  same  for  the 
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equity  and  the  law  hearings,  much  less  reason  than  in  England, 
for  our  sending  such  questions  to  a  court  of  law  in  the  United 
States  tribunals. 

Again,  how  could  a  judge,  in  the  exercise  of  that  discretion, 
send  an  issue  to  be  settled  at  law  which  he  had  before  examained 
and  settled,  both  at  law  and  in  equity,  as,  for  instance,  the  valid- 
ity of  Woodworth's  original  patent,  as  well  as  of  his  amended 
one  in  1845? 

But  the  defendants  seem  to  wish  a  trial  at  law,  more  of  their 
own  patent  and  rights  than  the  plaintiffs'.  They  set  up  as  one 
ground  of  defense  that  the  machine,  now  used  by  them,  was 
invented  by  Norcross  himself,  and  is  substantially  different  from 
the  Woodworth  machine,  and  hence  that  the  use  of  it  is  not  an 
infringement  on  the  plaintiffs'  right. 

And  it  may  be  inferred  that  this  ground  of  defense  is  the 
matter  desired  to  be  tried  by  a  jury. 

If  so,  the  application  relating  to  the  defendants'  right  set  up, 
and  not  the  plaintif!s',  is  not  countenanced  by  the  precedents 
generally,  and  conflicts  with  the  usual  course  in  chancery  as  to 
new  matter  in  defenses,  rather  than  old  rights  claimed  and  sought 
to  be  enforced  by  the  plaintiff.  Though  very  agreeable  to  most 
courts  in  equity,  to  be  relieved  from  deciding  on  all  questions  of 
fact,  whether  offered  in  defense  or  in  the  bill,  yet  one  of  their 
most  arduous  and  daily  duties  is  to  decide  them^  and  if  they 
decline  to  do  it,  unless  in  ordinary  and  adjudged  excepted  cases, 
they  decline  to  do  what  neither  the  legislature  nor  the  law  in 
chancery  has  excused  them  from  the  responsibility  of  doing. 
They  have  no  more  power  to  decline  this  responsibility  merely 
because  a  party  requests  it,  or  from  timidity  as  to  consequences, 
or  a  willingness  to  avoid  labor,  than  to  decline  any  other  duty 
imposed  on  them  by  law. 

When  they  do  or  may  use  a  jury  in  chancery,  as  in  the  other 
cases  before  enumerated,  then  they  have  the  law  so  settled  pre- 
viously for  their  vindication ;  but  if  they  do  it  in  other  cases, 
however  desirable  to  a  party  or  the  Court  itself,  they  have  not 
the  sanction  of  law,  and  do  not  only  wrong  to  that,  but  to  the 
other  parties  in  the  case  who  oppose  the  request. 

When  the  facts  in  this  case  are  examined,  if  the  conscience 
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of  the  Court  is  in  such  doubt  as  to  n 
of  the  jury  on  any  particular  fact, 
obtain  it  for  my  own  aid ;  but  it  ca 
request   by  a  party  or  on  a  whole 
involving  law  as  well  as  fact,  and  an 
and  different  machine  by  the  defen< 
validity  of  the  plaintiff's  patent    un( 
may  be  urged  against  it  by  ingenuit) 
object  of  allowing  a  bill  for  an  injunc 
is  to  avoid  the  expense  and  delay  of 
Atk.  483;   I  Spence,  658. 

In  respect  to  the  French  machines, 
earlier  than  Woodworth's,  the  date  o 
is  early  enough  to  overreach  Woodw 
1 81 7,  and  amended  in  181 8,  and  th( 
evidence  is  given  of  the  practical  an 
before  1828,  the  date  of  Wood  worth' 

The  defendants  then  rely  solely  on 
Woodworth's,  and  their  having  bee 
order  to  enable  them,  under  the  Act 
deprive  Woodworth  of  the  merit  of  o 

But  were  these  two  French  inv< 
within  the  meaning  of  that  word  in  th 
of  July  4,  1836. 

The  word  there  is  first  applied  in  co 
issue  of  a  patent,  prohibiting  it  to  be  d 
if  the  invention  has  before  been  ''^ 
tion  7.)  It  is  next  used  in  connectic 
patent:  declaring  the  defense  good  if 
been  *' patented  "  abroad.     (Section  i< 

The  word  ''  patented "  as  here  use 
covered  and  made  known  to  the  world 
to  bring  home  to  the  public,  generally  a 
of  its  existence,  and  deprive  any  one  of 
of  being  original,  if  he  afterward  cons 
is  impossible,  too,  generally,  that  when 
to  a  commissioner  here,  that  he  could  < 
patented,  unless  public. 

84 
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But  in  the  French  system  of  patents  at  that  time,  there  existed 
private  as  well  as  public  patents,  and,  for  aught  which  appears, 
there  may  have  been  till  after  1828,  patents  of  the  former 
character,  and  consequently  not  coming  within  the  spirit  or 
ordinary  meaning  of  the  word  patented^  as  used  here,  in  the  Act 
of  1836,  to  describe  what  is  open  and  should  be  known  to  the 
community. 

There  is  some  probability  that  they  were,  in  fact,  private,  as 
no  evidence  is  offered  of  their  general  use  in  France,  either 
before  or  since. 

The  object  of  having  some  of  their  patents  private  was  to 
prevent  what  is  imputed  here  to  Woodworth,  the  knowledge  of 
the  valuable  inventions  in  France,  and  their  being  obtained  by 
*' strangers"  and  "vagabonds"  and  carried  elsewhere.  Rey- 
nault  on  Patent  Law,  150  and  113. 

They  are  sometimes  made  secret  by  the  decision  of  the  assem- 
bly, and  sometimes  by  the  secretary  of  the  interior,  from  com- 
mercial or  political  reasons. 

This  vital  fact,  whether  private  or  public,  ought  to  be  made 
to  appear  by  the  defendant  as  he  sets  up  the  patent  as  if  coming 
within  the  word  ^^ patented"  as  used  in  our  own  law,  when 
nothing  can  be  within  the  spirit  of  that  law  except  what  is  pub- 
lic and  thus  known,  open  and  hence  imitable,  and  no  other  being 
in  use  here,  such  being  the  design  and  principle  in  all  objections 
of  this  class,  and  the  analogous  classes,  the  patents  must  have 
been  used  publicly,  if  used  before ;  a  description  of  them  printed 
publicly,  if  printed  before;  an  invention  of  them  been  made 
public,  if  made  before,  and  ** patented"  of  course  publicly,  if 
any  way,  before.     Webs.  Pat.  Cas.  592. 

Again,  copies  are  given  in  evidence  of  the  specifications  and 
drawings  of  both  of  those  machines;  but  none  of  the  patent 
itself,  in  either,  and  without  the  latter,  the  proof  required  by  law 
that  they  were  in  truth  patented^  is  defective,  though  the  proba- 
bility is  that  they  were  patented  in  some  way. 

A  copy  of  the  patent  itself  has  been  omitted  by  accident,  or 
because  it  would  disclose  the  fact  of  the  patent  being  private. 

The  French  laws  at  that  time  required  also  a  publication  of 
the  patent  for  a  certain  length  of  time  in  the  bulletin  of  the  laws, 
in  order  to  make  it  valid.     But  no  evidence  of  such  publication 
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in  either  of  these  cases  is  attempted  I 
Law,  137;  Perpigna  on  Patents,  in  ^ 

Indeed,  they  do  not  appear  to  have 
or  in  any  way  till  1832,  at  least  thre< 
worth's  invention. 

The  French  machines  must,  ther 
coming  within  the  requirements  of  o 

But  there  is  another  view  of  this 
Congress,  bearing  on  it  which  strengi 

By  the  Act  of  March  3,  1839,  it  i 
son  shall  be  debarred  from  receiving 
or  discovery,  as  provided  in  the  act 
July,  one  thousand  eight  hundred  ar 
is  additional,  by  reason  of  the  same 
foreign  country  more  than  six  mont 
Provided,  that  the  same  shall  not  hav 
lie  and  common  use  in  the  United  Sts 
for  such  patent."  Now,  this,  in  won 
''patented  in  a  foreign  country,"  and 
an  issue  of  letters  here.  But  patent 
thing  in  the  defense  as  in  the  issue 
latter  it  must,  if  over  six  months  es 
duced  into  use  in  this  country.  So  sh 
reason  is  the  same,  and  the  policy  is 
act  only  specifies  patented  in  its  provis 
of  letters,  it  must  mean  patented  wh 
be  entirely  deficient,  destitute  of  eq 
probably  by  sheer  accident.  There 
dence  that  either  of  these  French  m 
or  used  here  at  all,  before  Woodwori 

A  piece  in  a  machine  may  perfc 
instance,  of  a  pressure  roller,  and  o 
thus  all  parts  of  Woodworth's  comb 
is  no  excuse  to  say  one  part  is  no 
office  is  performed  by  something  else 
is  not,  then,  true  that  only  a  part  o 
and  therefore  the  patent  of  Wood^^ 
lated.     I  Mason  C.  C.  447,  474 ;  \ 
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Merrill  A.  Furbush,  et  al! 

vs. 

m 

Willis   Cook,  et  al. 

The  defendant,  in  a  patent  cause,  may  show  that  the  thing  patented,  or  some  substan- 
tial part  thereof,  existed  in  a  ^reign  country,  and  was  known  to  the  patentee 
before  his  application  for  a  patent,  and  may  have  put  to  the  jury  the  question 
whether  the  patentee  believed  himself  to  be  the  original  inventor,  though  such 
foreign  invention  had  not  been  previously  patented  or  described  in  any  printed 
publication. 

To  make  a  valid  claim  for  a  combination,  it  is  not  necessary  that  the  several  elementary 
parts  of  the  combination  should  act  simultaneously. 

Nor  is  it  requisite  to  include  in  the  claim  for  a  combination,  as  elements  thereof,  all 
parts  of  the  machine  which  are  necessary  to  its  action,  save  as  they  may  be  under- 
stood as  entering  into  the  mode  of  combining  and  arranging  the  elements  of  the 
combination. 

If  the  patentee  first  made  a  new  and  useful  combination,  he  was  entitled  to  a  patent  for 
it,  though  each  one  of  its  elements  was  known  before,  and  two  out  of  three  of 
them  had  actually  been  combined  in  a  prior  machine. 

It  is  decisive  evidence  that  a  new  mode  of  operation  has  been  introduced,  if  the  practi- 
cal effect  of  the  new  combination  is  either  a  new  effect,  or  a  materially  better  efi^ct, 
or  as  good  an  elFect  more  economically  attained.  And,  in  such  cases,  it  is  not 
material  how  much  study,  thought,  time,  expense,  or  experiment  was  required  to 
make  the  change. 

(Before  Curtis,  J.,  District  of  Massachusetts^  May,  1857.) 

This  was  an  action  on  the  case  tried  before  Mr.  Justice 
Curtis  and  a  jury,  to  recover  damages  for  an  infringement  of 
letters  patent  for  an  ^^  improvement  in  power  looms  for  weaving 
figured  fabrics,"  granted  to  William  Crompton,  November  24, 
1837,  extended  for  seven  years  from  November  24,  1851, 
assigned  to  plaintiffs  and  surrendered  by  and  reissued  to  them 
September  13,  1853.  '^^^  particular  claim  which  was  alleged 
to  have  been  infringed  by  the  defendants,  was  for  a  combination 
of  a  pattern  cylinder^  with  double-hooked  jacks,  and  a  lifter  and 
depressor,  which  were  described  as  so  constructed  and  arranged 
that  the  pattern  cylinder,  in  the  act  of  revolving  and  presenting 
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a  section  of  the  pattern,  pressed  by  its  projections,  which  cor- 
responded with  the  section  of  the  pattern,  upon  such  of  the 
jacks  as  were  required  to  be  raised,  and  pushed  these  jacks  into 
a  position  to  have  one  set  of  their  hooks  caught  by  the  elevator, 
the  other  jacks  not  thus  acted  on  remaining  in  a  position  to 
have  the  other  set  of  their  hooks  caught  by  the  depressor ;  the 
elevator  and  depressor  rising  and  sinking,  and  carrying  with  them 
the  required  jacks  thus  disposed  to  receive  their  action;  the 
shed  of  the  warp  being  thus  opened  both  ways  simultaneously, 
and  the  threads  necessary  to  form  the  figure  being  disposed  in 
the  upper  part  of  the  shed. 

The  defendants  insisted  that  a  valid  claim  for  combining  these 
three  elements,  namely,  the  pattern  cylinder,  the  double-hooked 
jacks,  and  the  lifter  and  depressor,  could  not  be  made,  first, 
because  the  office  of  the  pattern  cylinder  was  fully  performed, 
and  the  cylinder  was  at  rest  when  the  jacks,  and  lifter,  and 
depressor  began  to  act,  and  so  they  did  not  act  in  combination, 
but  separately  ;  and,  second,  because  the  shed  could  not  be 
formed  without  the  assistance  of  a  fourth  part,  namely,  certain 
inclined  wires,  whose  office  it  was  to  hold  in  position  the  jacks 
not  acted  on  by  the  pattern  cylinder,  so  that  the  depressor  would 
catch  their  hooks  in  sinking,  and  that  it  was  necessary  to  em- 
brace this  fourth  element  in  the  claim  for  a  combination. 

Causten  Browne^  C,  M,  Keller^  and  Rufus  Choate  for  plaintiffs. 

E.  F.  Hodges  and  T.  A,  yenckes  for  defendants. 

Curtis,  J.,  charged  the  jury  as  follows  : 

To  make  a  valid  claim  for  a  combination,  it  is  not  necessary 
that  the  several  elementary  parts  of  the  combination  should  act 
simultaneously.  If  those  elementary  parts  are  so  arranged  that 
the  successive  action  of  each  contributes  to  produce  some  one 
practical  result,  which  result,  when  attained,  is  the  product  of 
the  simultaneous  or  successive  action  of  all  the  elementary  parts, 
viewed  as  one  entire  whole,  a  valid  claim  for  thus  combining 
those  elementary  parts  may  be  made.  Nor  is  it  requisite  to 
include  in  the  claim  for  a  combination,  as  elements  thereof,  all 
parts  of  the  machine  which  are  necessary  to  its  action,  save  as 
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they  may  be  understood  as  entering  into  the  mode  of  combining 
and  arranging  the  elements  of  the  combination.  If  inclined 
wires  are  necessary  to  the  action  of  the  combination  specified, 
so  are  many  other  parts  of  the  machine,  and  all  parts  necessary 
to  the  action  and  combination  specified  might  be  said  to  enter 
into  the  mode  of  combining  and  arranging  the  elements  of  the 
combination,  but  need  not  be  and  ought  not  to  be  included  in 
the  combination  claimed. 

The  defendants  have  offered  evidence  to  prove  that  two 
looms,  models  of  which  were  produced,  existed  in  England  long 
before  William  Crompton  made  the  thing  patented,  and  were 
well  known  to  him  there.  One  called  the  Jones  and  Milldun 
loom  contains  the  doubled-hooked  jacks  combined  with  the 
lifter  and  depressor,  and  a  pattern  cylinder  and  chain ;  but  the 
pattern  cylinder  and  chain  differ  from  Crompton's  in  this :  The 
cylinder  revolved  so  as  to  present  toward  the  jacks  the  protu* 
berances  corresponding  with  one  section  of  the  pattern,  and 
then  stopped ;  by  another  combination  of  mechanism  it  is  then 
moved  horizontally  against  the  jacks,  which  are  thus  pushed  out 
into  position  to  have  their  hooks  caught  by  the  elevator.  The 
pattern  cylinder  is  then  restored  to  its  former  position. 

This  machine  was  patented  in  England,  and  described  in  a 
printed  publication  before  Crompton's  alleged  invention  was 
made.  There  is  evidence  tending  to  prove  that  those  two 
movements  of  the  cylinder,  when  compared  with  the  mode  of 
operation  of  Crompton's  cylinder,  are  more  complex,  involve 
greater  cost  of  construction  and  repair,  and  require  more  time ; 
and  that  for  these  reasons  Crompton's  has  a  decided  practical 
advantage  over  Jones'  and  Milldun's. 

The  other  loom  relied  on  is  what  is  called  the  Witch  loom. 
It  has  a  pattern  cylinder  like  Crompton's,  but  only  single- 
hooked  jack,  and  opens  the  shed  but  one  way.  It  is  conceded 
that  to  open  the  shed  but  one  way  strains  the  warp,  and  is  an 
imperfect  mode  of  operation.  This  loom  has  not  been  patented, 
nor  described  in  any  printed  publication. 

But  the  defendants  insist  that  Crompton,  having  knowledge 
both  of  the  Witch  loom  and  the  Jones  and  Milldun  loom,  it 
required    no  invention  to  combine  the  pattern  cylinder  of  the 
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former  with  the  double  jacks,  and  lifter  and  depressor  of  the 
latter,  and  therefore  that  he  has  made  no  invention. 

The  Act  of  Congress  of  July  4,  1836,  section  15,  has  pro- 
vided that  when  it  shall  satisfactorily  appear  that  the  patentee, 
at  the  time  of  his  making  his  application  for  a  patent,  believed 
himself  to  be  the  first  inventor  or  discoverer  of  the  thing  pat- 
ented, the  same  shall  not  be  held  to  be  void  on  account  of  the 
invention  or  discovery,  or  any  part  thereof,  having  been  before 
known  or  used  in  any  foreign  country,  it  not  appearing  that  the 
same,  or  any  substantial  part  thereof,  had  before  been  patented 
or  described  in  any  printed  publication.  If  you  find  that  when 
Crompton  made  application  for  the  patent,  he  believed  himself 
to  be  the  first  inventor  of  the  thing  patented  therein,  his  patent 
is  not  invalidated  by  the  prior  existence  of  the  Witch  loom  in 
England.  But  in  considering  whether  he  did  believe  himself 
to  be  the  original  inventor  of  what  was  patented  to  him,  it  is 
material  to  determine  whether  he  was,  in  fact,  the  original 
inventor  thereof.  If  he  was,  there  is  an  end  to  all  inquiry  on 
this  subject.  If  he  was  not,  still  he  may  have  believed  himself 
to  be  so. 

It  has  not  been  denied  that  in  point  of  fact  he  first  combined 
the  pattern  cylinder  of  the  Witch  loom  with  the  double-hooked 
jacks,  and  elevator  and  depressor  of  the  Jones  and  Milldun  loom ; 
but  some  witnesses  have  testified  that  in  their  opinion  it  did  not 
require  invention  to  devise  this  combination.  Other  witnesses 
have  expressed  the  opposite  opinion.  The  true  inquiries  for 
you  to  make  in  this  connection  are,  whether  the  combination 
made  by  Crompton  was  new  and  useful  ?  If  it  was  a  new  and 
useful  combination  within  the  meaning  of  the  patent  law,  it  was 
the  subject-matter  of  a  patent,  and  is  not  important  whether  it 
required  much  or  little  thought,  study,  or  experiment  to  make  it, 
or  whether  it  cost  much  or  little  time  or  expense  to  devise  and 
execute  it.  If  it  was  a  new  and  useful  combination  of  parts,  and 
he  was  the  first  to  make  the  combination,  he  is  an  inventor, 
and  may  have  a  valid  patent.  When  I  say  it  must  be  new,  I 
do  not  refer  to  the  materials  out  of  which  the  parts  are  made, 
nor  merely  to  the  form  or  workmanship  of  the  parts,  or  the  use 
of  one  known  equivalent  for  another.     These  may  all  be  such 


as  never  existed  before  in  such  a  combination  and  yet  the  com- 
bination may  not  be  new,  in  the  sense  of  the  patent  law.  To 
be  new  in  that  sense,  some  new  mode  of  operation  must  be 
introduced.  And  it  is  decisive  evidence,  though  not  the  only 
evidence,  that  a  new  mode  of  operation  has  been  introduced,  if 
the  practical  effect  of  the  new  combination  is  either  a  new  effect 
or  a  materialty  better  effect;  or  as  good  an  effect  more  econom- 
ically attained  by  means  of  the  change  made  in  the  combination 
of  the  patentee.  A  new  or  improved,  or  more  economical 
effect,  attributable  to  the  change  made  by  the  patentee  in  the  mode 
of  operation  of  existing  machinery,  proves  that  the  change  has  in- 
troduced a  new  mode  of  operation,  which  is  the  subject-matter  of 
a  patent;  and  when  this  is  ascertained,  it  is  not  a  legitimate  subject 
of  inquiry,  at  what  cost  to  the  patentee  it  was  made,  nor  does  the 
validity  of  the  patent  depend  on  an  opinion  formed  after  the  event 
respecting  the  ease  or  difficulty  of  attaining  it.  Witnesses  have 
described  to  you  the  practical  advantages  of  Crompton's  loom 
over  any  other  loom  for  the  weaving  of  fancy  fabrics,  previously 
known,  and  haye  pointed  out  the  cause  of  these  practical  advan- 
tages. They  attribute  them  to  the  modificaiion  made  by  Cromp- 
ton  in  the  Jones  and  Milldun  loom,  changing  the  double  action 
of  the  cylinder  to  a  single  rotary  motion.  If  this  is  so,  if  he 
first  made  this  modification,  and  thus  made  a  combination  not 
only  new  in  fact,  but  which  produced  the  practical  advantages 
described,  he  was  entitled  to  a  patent  for  that  combination, 
though  each  one  of  its  elements  were  known  before,  and  two 
out  of  three  of  those  elements  had  actually  been  combined  in 
the  Jones  and  Milldun  loom.  When  he  introduced  the  third 
element,  which  had  not  previously  been  combined  with  the 
others,  and  thereby  made  a  better  loom,  he  made  an  invention 
within  the  meaning  of  the  patent  law. 

The  judge  then  summed  up  the  evidence  respecting  Cromp- 
ton's belief  that  he  was  the  first  inventor,  and  also  on  the 
question  of  infringement. 

The  jury  found  for  the  plaintiff. 

END    OF    VOLUME    II. 
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ABANDONMENT. 

I.  If  an  earlier  application  by  the  inventor  is  for  the  same  subject-matter  as  he 
afterward  patents — and  if  such  application  was  not  withdrawn  by  him,  but 
the  delay  was  caused  by  the  conduct  of  the  Commissioner  of  Patents  in  re- 
fusing to  grant  a  patent,  then  the  inventor  should  not  be  considered  to  have 
abandoned  his  invention  to  the  public  unless  he  abandoned  it  before  his  first 
application.     RicA  v.  Lippineott,  I 

1.  If  the  jury  are  satisfied  that  the  patentee,  or  the  plaintiff  as  his  assignee,  has 
surrendered  or  abandoned  the  invention  to  the  public,  there  can  be  no  recov- 
ery for  an  infringement.     Wayne  v.  Holmes.  20 

3.  Abandonment  may  take  place  within  the  two  years  prior  to  the  application  for 

patent.     Sanden  v.  Logan.  167 

4.  The  patentee  having  taken  his  machine  apart,  and  laid  the  parts  aside  as  some- 

thing incomplete,  and  requiring  more  thought  and  experiment;  and  never 
intending  to  reconstruct  the  machine,  or  to  restore  the  needle  feed  in  the 
form  of  an  operative  sewing  machine  without  material  modifications  or  altera- 
tions, but  only  to  preserve  the  parts  to  be  used  in  other  inventions  as  circum- 
stances might  arise,  the  jury  would  be  warranted  in  finding  that  he  deserted 
and  abandoned  the  invention  of  the  needle  feed,  if  he  did  nothing  to  restore 
it  in  the  form  of  an  operative  machine  from  November  7,  1848,  to  January 
'>  '^53*     yohnson  v.  Root.  29I 

5.  Where  an  invention  is  voluntarily  broken  up  and  laid  aside,  without  any  con- 

trolling impediment  in  the  way  of  an  application  for  a  patent,  and  another,  in 
the  meantime,  invents  the  same  thing,  without  any  knowledge  of  that  which 
is  so  suspended,  and  reduces  the  same  to  practice,  applies  for  and  takes  out  his 
patent,  and  introduces  the  patented  invention  into  public  use,  he  must  be  re- 
garded as  the  original  and  first  inventor  of  the  improvement.    White  v.  Allen.  440 

6.  Where  the  patentee  invented  an  improvement  as  early  as  the  year  1849,  and 

continued  to  experiment  and  perfect  his  invention  until  1852,  but  did  not 
apply  for  or  obtain  his  patent  until  1 8 55,  but  it  appeared  that,  during  the 
whole  time  from  1849  to  1855,  he  was  in  the  employ  of  one  who  held  a 
prior  and  controlling  patent,  which  prevented  the  use  of  his  improvement, 
and  it  appeared  that  he  delayed  his  application,  and  was  advised  to  delay  it  on 
this  account  only — Held :  That  these  facts  did  not  prove  abandonment,  and 
that  the  patent  granted  in  1855  ^^  valid,  notwithstanding  a  patent  granted 
in  Belgium,  June  16,  1853,  to  other  parties.     JhiJ,  440 

8s 
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7.  The  law  looks  with  indulgence  upon  the  delays  which  arise  from  the  circum- 

stances of  parties  who  may  naake  an  invention,  and  it  is  only  when  the  inven- 
tion is  intentionally  abandoned  or  neglected,  or  the  parties  show,  by  their  acts, 
that  they  have  not  done  all  that  they  can  do,  that  the  law  declares  that  they 
shall  not  be  protected.     Say  Us  v.  Chicago  &  North-Weuern  R.  R.  Co.  523 

8.  Where  the  patentee  made  public  use  and  sale  of  his  invention  for  less  than  two 

years  before  his  original  application  for  a  patent,  but  subsequently,  and  more 
than  two  years  after  such  public  use  and  sale,  withdrew  such  application,  and 
filed  a  second  one,  upon  which  the  patent  was  granted — Held:  That  the  con- 
tinuity of  the  application  was  not  necessarily  destroyed ;  and,  in  the  absence 
of  proof  of  abandonment  or  dedication,  the  patent  was  not  avoided  by  reason 
of  the  public  use  and  sale  for  more  than  two  years  before  the  final  applica- 
tion.    Hoioe  V.  Netoton.  531 

See  Public  Usk,  i;  Evidence,  8;  Pkiok  lNV£NTio««i,  10. 

ACCORD  AND  SATISFACTION. 

See  Agreement,  3. 

ACQUIESCENCE. 

1.  It  would  not  necessarily  follow,  because  there  were  certain  persons  carrying  oit 

an  art  or  manufacture  at  their  own  manufacturing  establishment,  and  other» 
did  not  enter  into  competition  with  them,  that  that  abstaining  from  competi- 
tion was  owing  to  the  belief  that  the  former  had  the  exclusive  right.  GVv- 
ver  &  Baiter  Semoing  Machine  Co.  v.  H^iUiams.  1 3  3 

2.  If  a  prejudice  existed  against  the  use  of  the  patented  article,  it  could  not  be  until 

the  patentee  had  succeeded,  by  the  expenditure  of  time,  labor,  and  money  in 
overcoming  that  prejudice,  and  in  introducing  the  article  into  general  demand, 
that  others  would  feel  a  desire  to  participate  in  the  manufacture.     Ibid.  133 

3.  If  the  manufacturer  held  several  patents  under  which  he  was  claiming  an  exclu- 

sive right,  the  fact  that  the  public  abstained  from  interfering  with  his  monop- 
oly, would  not  prove  that  .they  supposed  them  all  to  be  equally  valid,  or  en- 
force a  presumption,  from  that  source,  of  the  validity  of  any  particular  one  of 
them.     Ibids.  133 

4.  If  one  of  those  patents  had  alreaidy  heen  sustained,  and  the  plaintiff  was  en- 

trenched behind  it,  it  could  hardly.be  said  that  the  public  abstained  from 
making  his  machine  because  they  bdi^ved  in  the  validity  of  other  patents 
held  by  him.     Ibid.  133 

5.  Undoubtedly  there  may  be  cases  in  which  an  original  patent  relates  to  and 

covers  palpably  the  same  thing  that  is  in  tjbe  reissued  patent ;  and  if  it  does, 
and  the  public  have  acquiesced  in  the  claim  made  in  the  original  patent,  it  is 
evidence  to  show  that  they  believe  that  the  patentee  had  an  exclusive  right 
to  it.     Ibid.  1 3  3 

6.  But  if  the  original  patent  did  not   claim  the  same  thing  as  the  reissue,  and, 

therefore,  the  public  had  no  notice  that  it  was  the  patented  invention,  or  that 
the  patentee  claimed  it,  or  had  any  exclusive  right  to  it,  then  the  acquiescence 
;n  the  original  patent  can  not  be  construed  as  acquiescence  in  the  reissue.    Ibid,  133 


INDEX.  675 


Action  —Assignment. 


7.  If,  to  sustain  the  patent,  the  Court  must  assume  the  prior  use  to  have  been 

secret,  the  ground  of  exclusive  possession  and  acquiescence  by  the  public  is 
swept  away.     Taffan  v.  National  Bank  Note  Co.  195 

8.  The  acquiescence  or  laches  of  the  patentee  is  good  ground  of  defense  in  a  court 

of  equity.      Union  Manufacturing  Co,  v.  Lounsbury.  389 

See  Injunction,  8,  14,  15,  23. 


See  Practice,  3. 
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ACTION. 


AGENT. 


AGREEMENT. 

1.  Where  B.  contracted  with  C.  to  give  to  the  latter  the  exclusive  right  to  sell 

machines  within  a  certain  territory,  C.  agreeing  to  make  certain  returns  and 
to  pay  certain  royalties,  and  C.  proceeded,  in  good  faith,  to  execute  the  con-r 
tract,  but  subsequently  failed,  to  such  an  extent  that  a  court  of  equity  would 
have  rescinded  the  contract — Held:  That  B.  could  not  revoke  the  contract, 
at  his  option,  by  notice  to  C.     Bur  dell  v.  Denig.  588 

2.  Even  if  C.  be  regarded  as  the  agent  of  B.,  there  was  such  an  interest  vested  in 

C  as  rendered  the  contract  irrevocable  at  the  will  of  B.     Ibid,  588 

3.  Where  a  contract  between  B.  and  C.  provided  that,  in  any  prosecution  for  a 

violation  of  a  patent,  the  costs  and  expenses  were  to  be  borne  equally  by  both 
parties,  but  that  no  suit  was  to  be  instituted  without  the  consent  of  both  par- 
ties— Held:  That  although  C.  could  not  institute  a  suit,  he  might  terminate 
one,  and  that  a  settlement  with  an  infringer,  made  by  him  in  good  faith, 
would  be  valid  as  against  B.     Ibid.  588 

APPLICATION. 

I.  The  application  for  a  patent  at  the  Patent  Office  is  not  a  judicial  proceeding; 
it  may  be  made  a  contested  proceeding,  but  rarely  is  so.  It  is  made  upon  ex 
parte  application,  and  can  only  be  treated  as  an  ex  parte  adjudication.  Potter 
v.  Stevens.  163 

See  Abandonment,  i,  3,  5,  6,  8;   Evidence,  6,  11,  12,  13;  Foreign 
Patent,  i  ;  Foreign  Use  ;  Patentee,  i  ;  Prior  Patent,  2. 

ASSIGNMENT. 

I.  A  grant  to  A.  of  the  exclusive  right  to  make,  vend,  and  use  a  certain  machine 
within  the  county  of  Hamilton,  Ohio,  conveys  the  right  to  make  and  vend 
such  machines  within  said  county  for  licensees  who  intend  to  use  the  same 
without  said  county;  and  the  manufacture  by  others  of  machines  within 
•aid  county,  for  use  without,  is  an  infringement  of  the  rights  conveyed  to  A. 
yenkins  v.  Greenwald.  37 


ibe  company,  Id  a  pirfeurd  creditor,  Is  nol  a  transfer  of  coiporale  enlii;  or 
properl;r.  And  the  use,  by  the  assignee,  at'  can  which  hare  patented  bnka 
attached  to  them,  don  not  render  him  liable  to  account  for  inlringemenc  of 
the  patent,  when  the  btakn  had  been  licensed  to  the  coropany  by  Che  pat- 
entee. The  anignee  aaei  the  biakes  ai  an  agent  of  the  company,  and  not  i> 
a  purchaser.     Baigh  t.  Oiamberlai*.  193 

].  The  recicali  in  a  deed  can  etcop  no  one  but  partiei  or  pciviei  who  are  cla'tming 
under  or  againit  it,  and  in  a  controversy  founded  upon  iti  covenant).  Burr 
I.Dnrytl.  S75 

4.  Where  B.  owned  the  riKhi  (0    Franhljn  county,  under  Singer's  patent  and 

Wilion'i  patent,  and  lold  to  L.  the  right  to  use  and  sell,  in  (aid  county, 

I.  M.  Singer,  August  11,  it^i-'—HcId:  That  this  was  1  clear  assignment  of 

BiiriUll  V.  Dinig.  58S 

5.  The  words  "as  mentioned  in  the  patent  granted  to  I.  M.  Singer,  August  il, 

iSjt,"  are  merely  used  as  descriptive  or  for  identtficalion,  and  do  not  refer  to 
the  peculiiticies  cUimed  in  that  patent.     ItiJ.  ;S8 

See  EviDiHCi,  4;  Injunction,  j4j  Licinsi,  1,  5;  Kiistut,  17. 

ASSIGNEE. 

I.  Although  inventors  only  are  named  in  section  17  of  the  Act  of  iS}6,  no  doubt 
can  be  entertained  that  it  eilends  to  and  includes  the  aHigneei  of  such  in- 
ventors.    Jinkh,  V.  Grccn-wald.  17 

I.  The  rule  as  to  injunctions  applies  as  well  Co  a  bill  biooght  by  an  assignee  as 

to  one  brought  by  the  ociginal  inventor.      MqIU  v.  Biaiua.  641 

ATTACHMENT. 

I,  Whether  a  defendant,  who  has  been  enjoined  fiom  inf^inging.a  patent  by  man- 
ulaccoring  or  selling  the  infringing  article,  continues  to  sell  in  his  own  right, 
or  ai  the  agent  of  another,  he  is  equally  guilty  of  a  contempt,  and  is  liable  to 
attachment.     FtlUr  v.  Mullir.  631 

CLAIM. 

I.  A  claim  in  a  patent,  liii  an  entire  machine,  does  not  deprive  Che  patentee  of 

hi>  right  to  claim  tbe  pets  alio.      Fois  v.  Htrbtri.  ji 

See  CoM.rNAT.oN,  11,  1 1 ;  Const.uctiom  or  Patiht,  1, 1,  4,  J,  13, 14, 
15,  16,  iS,  19,  11,  I3i  DiacLAiHta,  %\  REissut,  1,  14,  11,  13, 
15  }  SrtcincATioN,  i,  1. 

COMBINATION. 

1.  The  most  valuable  rnvenlloni  consist  in  the  combination  of  known  mechanical 
powers.  Every  part  of  such  inventions  may  be  lijund  in  some  form,  among 
tbe  various  devices  of  human  ingenuity;  and  the  man  who  unites  these 
powers,  and  produces  a  new  and  important  result  to  society,  is  well  denomi- 
nated a  public  bene^ctor.    Pita  v.  Eimndt.  j» 
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a.  There  are  two  classes  or  kinds  of  combination  recognized  by  our  patent  laws 

which  are  properly  the  subject  of  a  patent.     Lee  v.  Blandy.  39 

3.  The  first  is  one  in  which  all  the  parts  were  before  known,  and  where  the  sole 

merit  of  the  invention  consists  in  such  an  arrangement  of  them  as  to  produce 

a  new  and  useful  result.     Ibid.  89 

4.  The  second  is  where  some  of  the  parts  or  elements  of  the  combination  are 

new,  and  their  invention  is  claimed,  but  where  they  are  used  in  combination 
with  parts  or  elements  that  were  known  before.     Ibid,  89 

5.  The  law  is  well  settled  that  a  patent  for  a  combination  of  old  things,  applied 

to  produce  a  new  and  useful  result,  is  not  violated  unless  all  the  parts  or  ele- 
ments of  the  combination  are  used.     Dodge  v.  Card,  1 16 

6.  The  patentee  of  a  machine  which  consists  merely  of  a  combination  of  old  parts 

can  not  prevent  the  use  of  any  number  of  those  parts  less  than  the  whole, 
nor  of  new  and  substantial  improvements  of  those  old  parts  themselves,  but 
only  his  own  combination  of  parts  or  known  substitutes  therefor.  Hale  v. 
Stimpson.  565 

7.  A  mere  combination  is  but  an  improvement  on  an  old  machine,  and  conse- 

quently the  patentee  can  not  treat  another  as  an  infringer  who  has  also  im- 
proved the  original  machine  by  the  use  of  a  substantially  different  combina- 
tion, although  the  machine  may  produce  the  same  result.  Union  Sugar 
Refinery  v.  Matthieuen,  600 

8.  Inventions  of  combinations  are  just  as  meritorious  as  those  of  any  other  class, 

and  the  property  of  the  inventors  is  entitled  to  the  same  protection.     Ibid.     600 

9.  Patented  improvements,  consisting  of  a  combination  of  old  elements,  can  not 

be  proved  to  be  invalid  by  showing  that  one  of  the  elements  is  found  in  some 
one  prior  machine,  until  it  is  shown  that  all  the  elements  are  old,  because 
the  theory  of  such  a  patent  is,  that  the  elements  are  old,  and  the  invention 
consists  merely  in  the  new  combination,  whereby  a  new  and  useful  result  is 
ob  tai  n  ed .     Ibid.  600 

xo.  The  essential  character  of  a  machine  is  not  varied  by  a  mutual  interchange 
of  form  and  direction  between  the  two  elements  of  which  it  is  a  combination, 
while  both  object  and  effect  remain  as  before.     fFilton  v.  Barnum,  635 

11.  To  make  a  valid  claim  for  a  combination,  it  is  not  necessary  that  the  several 
elementary  parts  of  the  combination  should  act  simultaneously  Furbuih  v. 
Cook,  668 

12.  Nor  is  it  requisite  to  include  in  the  claim  for  a  combination,  as  elements 
thereof,  all  parts  of  the  machine  which  are  necessary  to  its  action,  save  as 
they  may  be  understood  as  entering  into  the  mode  of  combining  and  arrang- 
ing the  elements  of  the  combination.     Ibid.  668 

13.  If  the  patentee  first  made  a  new  and  useful  combination,  he  is  entitled  to  a 
patent  for  it,  though  each  one  of  its  elements  were  known  before,  and  two 

out  of  three  of  them  had  actually  been  combined  in  a  prior  machine.     Ibid,  668 

14.  It  is  decisive  evidence  that  a  new  mode  of  operation  has  been  introduced,  if 
the  practical  efiect  of  the  new  combination  is  either  a  new  effect,  or  a  ma- 
terially better  effect,  or  as  good  an  effect  more  economically  attained.     And, 
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in  such  case,  it  is  not  material  how  much  study,  thought,  time,  expense, 

or  experiment  was  required  to  make  the  change.     Ibid,  668 

See  Construction  of  Patent,  16;  Inpringkmknt,  9,  12,  21,  22,  28, 
30,  39;  Invention,  21 ;  Patentee,  13. 

CONCEALMENT. 

See  Construction  of  Patent,  17. 

CONSTRUCTION  OF  PATENT. 

1.  The  claims  of  a  patent  are  to  be  construed  with  reference  to  the  state  of  the 

art  at  the  time  of  the  invention.     Pitts  y.  fVemplt.  10 

2.  There  can  be  no  question  but  that  there  may  be  a  claim  for  two  inventions  in 

the  same  patent,  if  they  both  relate  to  the  same  machine;  and  an  action  can 
be  sustained  for  the  infringement  of  either  when  they  are  claimed  as  separate 
and  distinct,     htt  v.  Blandy,  89 

3.  Whether  a  patent  for  a  wire  fence  can  properly  be  held  to  include  a  window 

guard.     S^are,     N,  T.  fVire  Railing  Co.  v.  H^aiAer.  179 

4.  A  claim  for  "  the  method,  substantially  as  described,  of  regulating  the  velocity 

of  steam  engines  by  combining  a  regulator  with  a  liberating  valve  gear,**  covers 
not  only  the  specific  arrangement  and  combination  described  in  the  specifica- 
tions, but  any  arrangement  and  combination,  for  the  purposes  mentioned, 
which  embody  the  ideas,  principle,  and  mode  of  operation  of  the  patentee. 
Corliss  V.  H^keeUr  &  fVilson  Manufacturing  Co.  199 

5.  A  claim  for  "  imparting  a  co-existing  movement  to  two  reciprocating  catch 

pieces  in  the  operation  of  trip  cut-ofi^  valves,^*  is  for  an  effect,  or  function, 
and  therefore  not  patentable.     Sickles  v.  Falls  Co.  20a 

6.  The  reissued  tin  foil  patent  of  L.  Otto  P.  Meyer  embraces  the  use  and  appli- 

cation of  all  metal  plates  that  are  sufficiently  flexible  to  be  used  in  substan- 
tially the  same  way,  and  with  substantially  the  same  results,  that  tin  foil  could 
be  used  when  applied,  not  only  to  irregular,  but  to  plain  flat  sheets  of  the 
compound.     Poppenhusen  v.  Falke.  213 

7.  The  plaintiff*s  patent  covers  all  the  modes  and  processes  by  which  the  principle 

of  his  invention  is  made  operative  in  practice.      Tilghman  v.  JVtrk,  229 

8.  The  plaintiff  can  not  claim  double  dropping  of  corn;  that  is  a  result,  or  an 

effect.     He  can  only  claim  the  double  dropping  by  the  particular  mode  which 

he  has^devised.     Case  v.  Brown,  268 

9.  A  patentee  is  not  bound  by  the  qualities  imparted  to  the  article  in  his  descrip- 

tion ;  but  by  the  qualities  of  the  article,  as  derived  from  the  product  of  the 
process^ or  compound  patented.     Goodyear  v.  N»  T,  Gutta  Percha  Co.  312 

10.  A  specification  of  "not  less  than  310^  Fahrenheit**  does  not  limit  the  pat- 
entee to  that  temperature.  It  was  the  statement  of  the  minimum  heat  to 
produce  a  really  beneficial  result,  but  fixed  no  upward  limit,  so  long  as  the 

process  carried  on  by  that  degree  of  heat  was  in  fact  a  boiling  process,  under 
the  conditions,  in  substance,  as  stated  in  the  specification.     Buckanen  t. 
Homeland,  341 
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11.  Nor  does  a  declaration  that  so  high  a  temperature  as  eighty  pounds  is  not 
"  absolutely  necessary,**  impose  any  specific  upward  limit  as  to  the  degree  of 
heat  and  pressure.     Ibid.  341 

12.  Where  the  patentee  claimed  a  certain  arrangement  of  cutter  blades  on  a  bar, 
and  a  prior  inventor  had  arranged  some  blades  in  the  same  way,  but  obviously 
did  not  adopt  that  mode  as  the  rule  of  arrangement — Held :  That  this  did 

not  anticipate  the  invention  of  the  patentee.     Hussey  v.  Bradley.  362 

13.  Where  proper  reference  is  made,  in  each  claim,  to  the  specification,  the  claim 
will  be  construed  not  to  be  for  a  result,  but  for  the  means  by  which  the  re- 
sult is -accomplished.     Sickles  v.  Evans.  417 

14.  The  claim  must  be  construed  as  favorably  to  the  patentee  as  the  language  of 
the  claim,  the  state  of  the  art,  and  the  extent  and  character  of  his  actual 
invention  will  allow.     Burden  v.  Corning.  476 

15.  A  claim  for  the  particular  means  and  mode  of  operation  described  in  the 
specification  extends,  by  operation  of  law,  to  the  equivalent  of  such  means — 
not  equivalent  simply  because  the  same  result  is  thereby  produced,  but 
equivalent  as  substantially  the  same  device  and  structure,  arrangement,  and 
mode  of  operation.     Ibid.  477 

1 6.  The  absence  of  the  word  combination^  or  of  a  statement  of  the  elements  of  a 
specified  combination  in  a  particular  claim,  while  combinations  are  claimed 
in  apt  and  appropriate  language  in  other  claims,  is  strong  evidence  that,  In 

the  former,  the  patentee  did  not  intend  to  claim  a  combination.     Ibid.  477 

17.  While  an  omission  to  state  that  a  certain  function  of  one  of  the  parts  was  a 
leading  feature  of  the  invention,  would  not  render  the  patent  void,  unless 
made  for  the  purpose  of  deceiving  the  public,  yet  it  is  very  material  in  con- 
sidering whether  the  patentee  has  sufficiently  claimed  anything  more  than  a 
described  mode  of  operation  of  the  particular  mechanism  described.     Ibid,       477 

18.  A  new  product  or  manufacture,  and  a  new  process  or  method  of  producing 
the  new  article,  are  the  proper  subjects  of  separate  and  distinct  claims  in  an 
original  patent,  and,  under  section  5  of  the  Act  of  1837,  may,  upon  a  reissue 
of  the  original,  be  claimed  in  separate  patents,  as  distinct  and  separate  parts  of 

the  invention.     Goodyear  v.  Providence  Rubber  Co,  499 

19.  A  claim  for  a  combination  of  sulphur  and  rubber,  **  whether  with  or  without 
other  ingrcdienrs,*'  refers  to  the  ingredients,  other  than  sulphur  and  rubber, 
named  in  the  specification.     Ibid,  499 

20.  It  is  not  to  be  supposed  that  the  patentee  intends  to  produce  a  result,  which 
the  commonest  knowledge  and  experience  in  the  business  of  life  would  show 
to  be  utterly  impracticable.  This  moderate  degree  of  knowledge,  at  least, 
should  be  kept  in  view  in  construing  the  general  terms  of  the  description. 
Tilghman  v.  Mitchell.  518 

21.  The  patent  is  not  for  a  principle  or  a  result,  but  for  the  means  described  for 
accomplishing  the  result,     ff^ing  v.  Richardson,  535 

22.  A  claim  for  "constructing  and  arranging  the  spring  catches  to  cause  the  at- 
tachment of  the  lamp  to  the  lantern,  by  the  operation  of  pressing  the  lantern 
down  upon  the  spring  catches,"  is  not  the  subject  of  a  patent,  but  a  mere 
result  from  tUe  arrangement  and  combination  of  the  parts.  Sangster  v. 
Miller.  563 
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23.  Duplication  of  the  claim  does  not  destroy  the  patent;  it  is  mere  tautology, 
which,  while  it  may  make  the  instrument  less  clear  and  exact,  does  not  im- 
pair its  validity,  there  being  no  evidence  that  it  was  made  to  deceive.     Tomp- 

kins  v.  Gage.  577 

24.  Construction  of  a  patent  is  always  a  question  of  law  exclusively  for  the  Court, 
except  in  cases  where  the  patent  contains  technical  words  or  phrases,  or  terms 
of  art,  which  require  explanation  by  parol  testimony.      Union  Sugar  Refinery 

v.  Mattkieuen.  600 

25.  In  the  construction  of  a  patent,  due  weight  must  be  given  to  the  words,  ''  the 
whole  being  as  above  described,"  which  is  a  direct  and  emphatic  reference  to 

the  description  of  the  invention  as  contained  in  the  specification.     lifid.  600 

26.  The  judicial  definition  of  a  patent,  or  of  the  principle  it  involves,  in  a  case 
under  trial,  is  properly,  if  not  necessarily,  a  limited  one.  A  new  comparison 
of  the  patented  machine  with  another,  not  before  the  subject  of  adjudication, 
calls  for  a  different  expression  of  the  principle  of  a  patent.  The  aspect  of 
the  invention  changes  as  we  approach  it  from  a  new  direction ;  and  parts 
become  prominent  that  were  subordinate  before,  and  that  involve,  perhaps, 
important  relations  to  the  question  in  dispute,     ff^ilnn  v.  Barnum.  635 

See  Claim;  Combination;  Fokkign  Patent,  2;  Infringemknt,  8, 
19,  23,  24;  Invention,  2,  3,  5;  Particular  Patents,  Pat- 
entee, 10, 13,  14,  15  ;  Principle;  Reissue,  5,  9,  14,  15,  17,  21, 
22,  24,  26 ;  Terms  or  Akt. 

CONSTRUCTION  OF  STATUTE. 

1.  Form  of  a  decree  under  section  16,  Act  of  July  4,  1836.  ElUthorpe  v.  Rob^ 
ertson.  83 

2.  The  obvious  construction  of  section  7  of  the  Act  of  1839  is,  that  a  pur- 
chase, sale,  or  prior  use,  within  two  years  before  applying  for  a  patent,  shall 
not  invalidate,  unless  it  amounts  to  an  abandonment  to  the  public.  Sanders  v. 
Logan,  1 67 

3.  The  words  "pursuant  to  law,**  in  the  Act  of  February  26,  1853,  are  equiva- 
lent to  the  word  "summoned"*  in  the  Act  of  February  28,  1799,  and,  in 
both  cases,  import  that  witnesses  who  attend  without  being  summoned,  are 
voluntary  witnesses,  whose  fees  can  not  be  taxed  against  the  losing  party. 
Woodruff  y.  Barney,  244 

4.  Section  11  of  the  Act  of  1836  does  not  provide  that  the  Commissioner  shall 
issue  a  patent  to  the  applicant  if  the  decision  of  the  Chief  Justice  is  in  his 
favor,  but  simply  declares  that  that  decision  shall  "  govern  the  further  pro- 
ceedings of  the  Commissioner  in  such  case** — and  so  it  should,  as  it  respects 
the  parties  concerned,  but  not  as  to  other  parties  who  may  come  in  and  claim 

the  benefit  of  the  provision.     Potter  v.  Dixon,  381 

5.  Power  is  undoubtedly  conferred  upon  the  Commissioner  to  allow  the  specifica- 
tion to  be  amended,  if  the  patent  is  inoperative  or  invalid,  for  the  reason 
stated  in  the  provisions  of  section  13  of  the  Act  of  1836,  and  to  reissue  the 
patent  in  proper  form.     Carhart  v.  Austin.  543 
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6.  The  Act  of  March  a,  1861,  relating  to  patents  for  designs,  although  it  does  not 

require  utility  in  order  to  secure  the  benefit  of  its  provisions,  does  require  that 
the  shape  or  design  shall  be  the  result  of  industry,  effort,  genius,  or  expense, 
and  must  also  be  held  to  require  that  the  shape  or  configuration  sought  to  be 
secured,  shall  at  least  be  new  ai^d  original  as  applied  to  articles  of  manufac- 
ture.     Wooster  v.  Crane.  583 

7.  Section   14.  of  the  Act  of  July  4,  1836,  is,  in  terms,  exclusively  for  actions  at 

law  for  damages,  and  the  treble  amount  which  the  Court  may  give,  over  the 
sum  found  by  a  jury,  can  not,  in  any  case,  be  given  by  a  court  of  chancery. 
Motte  v.  Bennett.  642 

See  Construction  of  Patent,  18;  Foreign  Patent,  3;  Injunction, 
21;  Interference,  i;  Practice,  ii;  Reissue,  ii,  13,  24; 
Statute  of  Limitations,  2. 

COPIES. 

See  Costs,  2. 

CORPORATION. 

1.  When  one  in  the  employ  of  a  corporation,  in  the  business  of  his  employment, 

does  an  act  fur  their  benefit,  which  they  adopt,  approve,  and  take  advantage 
of,  they  will  be  deemed  to  have  authorized  the  act,  and  will  be  as  much 
bound  by  it  as  if  expressly  authorized.  Poppenhuien  v.  N.  T.  Gutta  Percka 
Comb  Co.  62 

2.  Where  defendants  are  acting  in  concert  in  the  infringement  of  a  patent,  the 

fact  that,  aa  between  themselves,  they  are  connected  together  as  the  stock- 
holders, managers,  and  servants  of  a  corporation,  does  not  exempt  them  from 
the  restraints  of  an  injunction.     Poppenhusen  v.  Falke.  181 

COSTS. 

1.  Models  of  the  invention  described  in  the  plaintifF*s  patent,  and  procured  by  the 

defendant  in  good  faith,  may  be  included  in  the  taxation  of  costs,  but  not 
other  models.      Woodruffs.  Barney.  244 

2.  Copies  of  patents,  either  that  of  the  plaintiff  or  others,  procured  by  the  defend- 

ant, can  not  be  taxed  as  costs  to  the  plaintiff.     Ibii.  244 

Sec  Construction  op  Statute,  3;  Infringement,  26;  Practice,  5  ; 
Witness. 

COURT  AND  JURY. 

1.  The  question  whether  the  improvement  claimed  in  a  patent  required  invention 

or  not,  is,  in  an  action  at  law,  proper  to  be  considered  by  a  jury.  Poppen* 
husen  v.  Faike.  213 

2.  When  the  Court  instructed  the  jury  that  their  verdict,  if  for  the  plaintiff,  must 

be  for  nominal  damiges,  and  they  returned  a  verdict  for  five  hundred  dollars— 
Held:  That,  while  errors  of  this  description  may  sometimes  be  obviated,  by 
allowing  the  prevailing  party  to  remit  the  excess,  when  the  Court  is  satisfied 
that  the  error  has  resulted  from  oversight  or  mere  inadvertence ;  yet,  when 
the  finding  is  not  only  contrary  to  the  evidence,  but  in  direct  contravention 
of  the  charge  of  the  Cjurt,  the  diffi;:ulcy  can  not,  in  general,  be  so  remedied. 
86 
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Parties  have  a  right  to  an  impartial  trial  according  to  law,  and  when  it  ap- 
pears to  the  Court  that  they  have  not  had  it,  the  verdict  must  be  set  aside 
and  a  new  trial  granted,     yohnson  v.  Root.  2.9 1 

3.  Irregularity  on  the  part  of  the  party  charged,  or  of  the  jury,  must  be  satisfac- 

torily proved,  in  order  to  lay  the  foundation  for  the  interposition  of  the  Court; 
but,  when  the  irregular  conduct  Is  established,  it  is  not  necessary  that  it  should 
certainly  appear  that  it  influenced  the  jury.  It  is  sufficient  that  the  irregu- 
larity appears  to  be  of  such  a  character  that  it  might  have  affected  the  impar- 
tiality of  the  proceedings.     I^id.  291 

4.  The  question  as  to  whether  the  "  continuity  **  of  the  application  is  destroyed 

by  the  filing  of  a  new  application,  is,  in  an  action  at  law,  one  of  fact  for  the 
jury.     Howe  v.  Neioton.  531 

See  Construction  or  Patent,  24;  Jury  Issues;  Practice,  2X;  Prior 
Invention,  ii  ;  Prior  Patent,  i. 

DAMAGES. 

1.  If  the  jury  find  the  patented  improvemeut  is  new  and  original,  and  that  the 

defendant  has  infringed,  their  verdict  will  be  the  actual  damage  which  the 
plaintiff,  as  assignee  of  the  patent,  has  sustained  by  such  infringement;  and 
this  is  to  be  ascertained  by  the  number  of  articles  made  on  the  patented  prin- 
ciple, and  the  increased  profit  to  the  defendant  arising  from  the  use  of  the 
invention.     Wayne  v.  Holmes,  20 

2.  In  computing  the  damages,  the  jury  should  exclude  from  their  computations 

the  increased  facilities  in  making  the  patented  article,  due  to  inventions  of 
machinery  since  the  patent,  or  its  assignment  to  the  plaintiff.     Ibid.  20 

3.  The  profits  recoverable  in  an  action  for  a  violation.of  an  exclusive  right,  under 

a  patent,  are  not  regarded  as  unliquidated  damages,     yenkim  v.  Greenxva/J.        37 

4.  The  right  to  recover  rests  upon  the  principle  that  the  party  complained  of  has 

unlawfully  appropriated  to  himself  the  benefits  of  an  improvement  or  dis- 
covery which  belongs  exclusively  to  another;  and  that  so  far  as  he  has  made 
profit  by  such  appropriation,  he  is  liable  to  the  party  injured.  This  profit  is 
ascertainable  by  evidence;  and  does  not,  like  the  claim  for  damages  in  an 
action  for  a  toi%,  rest  in  the  mere  discretion  of  a  court  or  jury.     Ihid.  37 

5.  The  damages  for  such  infringement  are  the  profits  of  the  manufacture.     Ihid*     37 

6.  The  act  of  violation  is  proof  that  the  plaintiff  is  entitled  to  some  damages;  and 

when  the  amount  of  damages  is  not  proved,  the  rule  is,  that  the  jury  may  give 
nominal  damages,  and,  if  the  plaintiff  intends  to  claim  more  than  nominal 
damages,  he,  being  entitled  to  recover  his  actual  damages,  must  satisfy  the  jury 
what  his  actual  damages  are.     Poppenhuten  v.  N.  7*.  Gutta  Percha  Comb  Co,     62 

7.  In  order  to  find  actual  damages,  the  jury  must  find,  in  the  evidence,  the  facts 

or  data  from  which  such  actual  damages  are  to  be  deduced.  Goodyear  v. 
Bishop.  1 54 

8.  If  the  patentee  of  a  machine  or  other  article  uniformly  sells  a  license  to  make 

or  use  the  thing  patented  at  a  given  rate,  such  license  fee  would  constitute 
the  actual  damage  of  the  patentee  in  an  action  for  infringement.     Ibid.  154 
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9.  But  if  there  is  no  such  fixed  and  uniform  fee,  it  is  proper  for  the  jury  to  in- 

quire how  many  customers  were  diverted  from  the  plaintiff  to  the  defendant; 
whether  the  plaintiff  was  prepared  to  supply  the  market,  and  was  prevented 
by  the  defendant;  in  short,  whether,  by  the  competition  of  the  defendant, 
the  plaintiff  was  limited,  hindered,  checked,  or  interfered  with  in  his  business, 
or  otherwise  actually  damaged,  in  a  sum  equal  to  the  profits  which  he  could 
have  made  if  he  had  made  and  sold  the  goods  made  and  sold  by  the  defend- 
ant, over  and  above  what  he  (the  plaintiff)  did  in  fact  make  and  sell.     UiJ.  154 

10.  In  answer  to  the  claim  of  the  defendant,  that  he  has  made  but  a  small  sum, 
it  is  proper  to  consider  whether  the  whole  expense  of  commencing  and  closing 
out  the  business  is  included  in  the  time  covered  by  the  suit,  and  that  such 
expenses  are  not  properly  chargeable  to  the  patent.     Ibid.  154 

11.  Where  the  injury  done  to  a  patentee  by  infringement  of  his  patent  is,  not  in 
the  use  of  his  invention,  but  in  making  use  of  it  without  compensating  the 
patentee  therefor,  it  being  the  interest  of  the  patentee  that  his  invention 
should  be  used  and  adopted  by  all,  the  measure  of  *'  actual  damage  "  is  the 
price  or  value  of  a  license  to  use  it.     Sanders  v.  Logan,  167 

12.  In  such  cases,  the  measure  of  damage  being  a  certain  sum,  an  account  of 
profits  is  not  required,  and  the  jurisdiction  of  a  chancellor  need  not  be  in- 
voked.    Ibid.  167 

13.  A  court  of  law  may  treble  a  verdict  for  << actual  damage**  in  a  patent  suit, 
where  the  defendant  has  acted  wantonly  or  vexatiously,  but  a  court  of  equity 

can  inflict  no  exemplary  or  punitive  damages.     Ibid,  167 

14.  The  only  cases  in  which  the  measure  of  the  patentee's  damages  is  the  amount 

of  the  infringer's  profit,  are,  when  the  invention  is  of  some  new  machine,  or 
a  new  form  of  any  kind  of  known  machine,  which,  as  a  distinct  species  of 
machine  or  manufacture,  is  more  valuable,  or  can  be  put  into  market  cheaper, 
so  as  to  supersede  or  exclude  other  machines  or  manufactures  df  the  same 
genus;  and  where  the  profit  of  the  patentee  consists  in  a  complete  monopoly 
of  the  right  to  make  and  vend  the  new  machine  or  manufacture  as  a  unit, 
to  the  exclusion  of  all  competition.     Livingston  v.  Jones,  207 

15.  If  the  inventor's  profit  consists  neither  in  the  exclusive  use  of  the  thing  in- 
vented, nor  in  the  monopoly  of  making  it  for  others  to  use,  but  in  having  a 
general  use  of  it  by  all  who  are  willing  to  pay  him  the  price  of  his  license, 
then  the  non-payment  of  the  license  fee  by  the  infringer  is  the  only  wrong 
done  to  the  patentee.     Jhid,  \  207 

16.  Where  the  machine  is  a  unit,  a  specific  article  well  known  in  the  market, 
having  peculiar  value  because  of  the  patentee's  discovery  or  invention,  an 
attempt  to  arbitrarily  divide  the  profits  of  the  monopoly  of  the  whole  machine, 
among  its  parts,  is  without  precedent,  and  receives  no  countenance  from  the 
case  of  Seymour  v.  McCormick^  16  How.     Ibid,  207 

17.  The  amount  which  the  plaintiff  should  recover  is  to  be  measured  by  the  profit 
which  the  defendant  has  derived  from  the  adoption  and  use  of  the  plaintiffs 
invention.     Tilgkman  v.  Werk.  229 
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18.  Atleatind  limplc  rule  of  d imago  »  to  aicei 
beneliti  the  dftendinc  hit  derive 
titf.     ClK  V.  Broiii«.  168 

19.  Where  the  pbiniilT,  ai  pioof  ofdimagei,  eihlMced  to  (he  jury  a  machine  con- 
Iiining  hli  improvement,  in  connection  with  other  piru  covered  by  other 
patent),  01  belonging  to  the  public,  ind  olTeted  no  teitimony  to  ihow  whll 
proportion  bii  mechaniim  bore  to  the  other  parti  of  the  machine — HiIJi 
That  the  jury  could  not  be  left  to  grope  in  the  datb  10  obtain  such  light  as 

only.     BurJill  V.  Di-ig.  ;I8 

20.  Where  an  inrentoi  bai  invented  only  an  improvement,  and  there  il  a  YloU- 
tion  of  bit  exclusive  right  to  uie  that  improvement  in  connection  with  the 
invention  of  others,  or  in  connection  with  a  machine  previuuilj-  known  and 
used — in  either  cage,  hii  damage!  must  be  limited  to  the  value  of  hii  im- 
provement, in  connection  with  the  other  elements  of  the  machine.     JiiJ.        5SS 

»I.  Although  the  owner  of  a  territortat  right,  under  a  patent,  might  declare  hii 
intention  of  making  a  close  monopoly  of  his  right,  yet,  if  he,  by  contract, 
auihoriied  an  agent  10  lell  machines  without  limit,  there  could,  by  no  possi- 
bility, be  a  close  monopoly  on  the  part  of  the  owner  of  the  right  or  his  al- 
right to  damages  on  the  principle  of  profits.     liiJ.  588 

11.  When  the  plaintiff  proved  that  he  designed  to  maintain  a  close  monopoly,  and 
the  delendant,  by  hii  evidence,  destroyed  the  possibility  of  a  close  monopoly, 
the  burden  of  proof  shifted  again  to  the  plaintiff,  and  it  became  incumbent 
upon  him  to  prove  a  license  price,  and,  in  the  absence  of  such  proof,  he  waa 
entitled  to  nominal  damages  only.      It!J.  5S8 

TioNs,  6i  Utility,  8. 

DESIGN. 

I.  when  a  well-known  form  was  given  to  an  old  device,  and  no  advantage  what- 
ever was  derived  from  the  adoption  of  such  lorm  eicept  the  incidental  one  of 
a  trade  mark,  and  the  selection  was  but  an  arbitrary,  chance  selection  of  one 
of  many  well-known  shapes,  all  equally  adapted  to  Che  purpose — HtlJ:  Thai 
the  patent  could  not  be  sustained.      fTtaltr  v.  Oane.  jS] 

See  Co(HT«ucTio»  or  Statuti,  6. 

DISCLAIMER, 

I.  The  defeniB  of  anrea»nable  neglect  or  delay  to  file  a  disclaimer,  iniolvet  a 
he  answer,     Bn'Jn' 

477 
and  the  invention  coveted  by  one  of 


question  of  fact,  and  can  not   be  ma 

e  unless 

V.  Crying. 

Vhere  a  patent  contains  several  clain 

s,  and  tl 

them  is  not  new,  or  is  absolutely  yo 

d,  the  pa 

for  the  infringement  of  the  patent 

so   fir 

although  be  did  not  make  or  record 

a  disclaim 

on.      Cd 

See  iKTiirutHCt,  y,  Riitsui 

i,  17. 
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DISCOVERY. 


See  Invxntion. 


DRAWINGS. 

1.  The  drawings  are  a  part  of  the  description  of  the  thing  patented,  and  are  to 

be  considered  with  the  specification.     Fo$s  v.  Herbert,  3 1 

2.  The  making  of  drawings  of  conceived  ideas  is  not  such  an  embodiment  of 
such  conceived  ideas  into  practical  and  useful  form,  as  will  defeat  a  patent 
which  has  been  granted.     Ellhhorpe  v.  Robinson.  83 

See  SpECiricATioN,  2. 

DUPLICATION  OF  CLAIM. 

See  Construction  of  Patent,  23. 

EQUITY. 

X.  It  is  plain  that  a  patentee,  whose  invention  is  only  valuable  because  used  by 
all  who  pay  a  license  fee,  has  fixed  his  own  measure  of  compensation,  and 
needs  none  of  the  remedies  which  it  is  the  duty  of  the  chancellor  to  give  for 
his  protection.  An  injunction  would  do  him  no  good ;  an  account  is  not 
wanted  ;  and  the  only  remedy  to  which  he  is  entitled  being  a  judgment  for  a 
given  sum  of  money,  with  interest,  a  court  of  law  is  his  proper  resort.  Xr/'v- 
tngston  v.  yones.  107 

2.  Although  the  statute  gives  original  cognizance  of  patent  controveries  equally 
to  courts  of  equity  as  to  courts  of  law ;  and,  consequently,  a  chancellor  may 
decide  a  controvery  as  to  infringement  without  requiring  a  previous  verdict 
in  a  court  of  law,  yet  it  docs  not  follow  that  all  distinctions,  as  to  remedies 
granted  by  each  tribunal,  are  to  be  abolished.     Ibid,  207 

3.  The  tendency  of  the  courts  of  equity,  as  evinced  in  their  decisions,  both  in 
England  and  America,  for  the  last  few  years,  has  been  to  consider  cases, 
arising  under  letters  patent,  themselves,  upon  full  proof,  instead  of  sending 
them  to  a  jury.     Potter  v.  Fuller.  251 

4.  Equity  may  relieve  against  a  forfeiture ;  it  never  inflicts  one.    Burr  v.  Duryee.  275 

5.  There  is  no  inflexible  rule,  either  in  England  or  America,  requiring  a  court  of 
equity  to  refuse  a  permanent  injunction,  upon  a  final  hearing,  because  there 
has  been  no  trial  at  law.     Buchanan  v.  Ho^oland,  341 

6.  It  had  been  frequently  decided  that  the  power  conferred  upon  the  United  States 
Circuit  Court  to  entertain  bills  in  equity,  in  controversies  arising  under  the 
patent  act,  is  a  general  equity  power,  and  carries  with  it  all  the  incidents  be- 
longing to  that  species  of  jurisdiction.     Potter  v.  Dixon.  381 

7.  The  power  conferred  not  only  enables  a  court  of  equity  to  decree  a  final  rem- 
edy, but  to  take  care  that  the  subject  of  the  controversy  shall  not  be  rendered 
valueless  pending  the  litigation.     Ibid,  38 1 

8.  Equity  practice,  in  the  courts  of  the  United  States,  when  not  controlled  by  an 
act  of  Congress,  or  rules  prescribed  by  the  supreme  court,  is  in  general  regu- 
lated by  the  chancery  practice  of  the  parent  country,  as  it  existed  prior  to 
the  adoption  of  what  are  called  the  <*  New  Rules."  Goodyear  v.  Providence 
Rubber  Co,  499 
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9.  Special  notice!  in  equity  caiei  are  irregular.  The  iiiue  muit  be  tiited  by  ihe 
illegaliani  in  the  bill  and  answeti  and  whenever  eiiher  tlie  bill  or  iniwn  i) 
defeciive,  the  defect  tnuit  be  cored  by  amendmcni,  and  can  not  be  cuted  by 
ipeclal  noticei.     Dingily  r.  Win.  jjj 

■I.  It  it  not  necaiary,  in  order  to  empower  i  conn  of  the  United  Stita  (ittlng 
in  equity  to  pronounce  judgment  In  &Torof  the  patentee,  that  there  ihould 
fint  be  1  trial  at  law.      Itid.  553 

II.  By  diicretion  it  meant  an  obligation  upon  judget  in  chancery  to  detennine 
each  cjte,  ai  nearly  it  it  can  be  done,  by  what  hai  been  [he  coune  In  chtn- 
cery  In  lifce  ciiei.  It  never  means  will  ot  authority  in  the  judge,  but  both 
reittalned  by  decided  caiei  or  long  itanding  rulet.     Mpiii  t.  Binxtit.  641 

See  CoHtTiucTioK  or  Statute,  7 ;  Damagu,  11,  13;  iNjaNCTioN; 
Jdht  Ittvit;   PiACTici. 

EQUIVALENTS. 

I.  An  equivalent  device  it  luch  ai  a  mechanic  of  ordinary  ikill,  in  the  conitruc- 
tion  of  tirailar  machinery,  having  the  plainiifTi  tpecilication  and  machine 
before  bim,  could  cubttltuie  in  the  place  of  the  mechaniitn  detcribed,  and 
wichoDt  (he  siercile  of  the  inventive  facullin.      Burden  v.  Ctrnlng.  477 

3.  The  doctrine  of  equivalenn  ihould  be  critlcilly  scanned  where  there  may  be 
a  difference  in  relation  lo  two  machinei,  which,  in  tome  teijiecn,  operate  by 
equiialent  devicet,  and  in  other  reipecti  do  not,  to  uceniln  whethet  one  hat 
become  a  practical  machine  while  the  other  ji  not.  Sajlii  t.  Ciitagt  tnd 
Nmi-Wtuirn  R.  R.  Co.  S'J 

SeeCoHtrncTioN  or  Patint,  ij  ;  iNriiNoiMiNT,  4,  8)  Soktantial 
Idintittt. 

ESTOPPEL. 

See  LicENU,  3;  Patkhtii,  10. 

EVIDENCE. 

t.  The  originality  and  novelty  of  [he  paleniee'i  invention  being  denied,  it  it  in- 
cumbent on  the  defendant  to  lebui  the  preiumpliont  of  the  patent  by  proof 
that  it  wai  not  the  invention  of  the  patentee,  or  wai  pteviouily  known  and  in 
oie.     Ifynt  V.  Hl/mii.  » 

a.  The  patent,  when  produced  in  evidence,  it  frimafacit  evidence  that  the  pat- 
entee wai  the  inventot)  that  the  thing  patented  wai  new  and  uicful;  and 
chat  in  the  ipecification  there  il  contained  a  dacription  of  the  invention  in 

which  it  appertain!  to  put  it  in  practice  from  auch  ducription.     PtfftwiiatB 
V.  N.  r.  Gilla  Pircia  Omi  O.  61 

].  The  patent  it  frima  facit  evidence  that  it  li  different  Urom  any  patent  pre- 
viously iiiued  to  any  other  penon,  and  different  frum  any  ducription  in  the 
ipeciAcation  of  !uch  patent.     Ihtd.  ■  6^ 

4.  A  cettified  eopy  of  an  aitignment  from  the  Patent  Office  ii  friaia  faeii  evi- 
dence of  the  genuineneit  of  the  original,  and  may  be  read  in  evidence  to  the 
jury.     La  v.  Btandj.  (9 
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5.  A  former  license  from  the  plaintiff  to  the  defendant  to  use  the  patented  ma- 

chine is  evidence  of  the  utility  of  the  invention.      Ibid.  89 

6.  The  patent  is  prima  facie  evidence  that  the  patentee  is  the  original  and  first 

inventor  of  what  he  has  described  therein  as  his  invention,  and,  when  taken 
in  connection  with  his  original  application,  is  prima  facie  evidence  that  the 
invention  was  made  at  the  time  the  application  was  filed,     yohnton  v.  Root.  291 

7.  When  the  patentee  proposes  to  show  that  his  invention  was  of  a  date  prior  to 

his  original  application,  he  takes  the  burden  upon  himself,  and  must  prove  by 
competent  and  sufficient  evidence  that  he  made  the  invention  at  the  period 
suggested,  and  that  he  reduced  the  same  to  practice  in  the  form  of  an  opera- 
tive machine.     Ibid,  29  x 

S.  If  the  patentee  having  invented  a  needle  feed  in  1848,  and  put  it  into  a  machine, 
afterward  took  the  parts  out  and  laid  them  aside  as  something  incomplete  and 
requiring  more  thought  and  experiment,  before  constructing  an  operative  ma- 
chine, although  not  with  a  definite  intention  of  abandoning  what  he  had 
accomplished,  and  did  nothing  to  restore  the  invention  in  the  form  of  an 
operative  machine,  or  to  mature  the  needle  feed,  until  1852,  when  he  com- 
menced to  make  a  model  with  a  view  to  apply  for  a  patent ;  and,  in  the  mean- 
time, another  inventor,  without  knowledge  of  what  the  patentee  had  accom- 
plished, invented  the  same  thing,  reduced  it  to  practice  in  the  form  of  an 
operative  machine,  filed  his  application  for  a  patent,  obtained  letters  patent  for 
the  same,  and  manufactured  machines  under  that  patent  for  practical  use, 
containing  the  same  feed,  and  the  machines  so  manufactured  were  sold  in  the 
market  and  went  into  use  before  the  patentee  commenced  to  restore  his  in- 
vention or  make  his  model,  then  the  plaintiff  can  not  carry  back  his  inven- 
tion to  any  period  prior  to  the  date  of  such  attempted  restoration.     Ibid,         291 

9.  The  plaintiff's  patent  being  for  a  new  article  of  manufacture,  the  burden  of 

proof  is  on  the  defendants  to  show,  to  the  satisfaction  of  the  jury,  that  the 
article  was  made  before  the  patentee  made  it.  It  is  not  enough  that  they 
raise  a  doubt  in  the  minds  of  the  jury  on  that  point;  they  must  satisfy  them 
of  the  fact.     Magic  Ruffle  Co.  ▼.  Doug/as.  330 

10.  Machines  not  set  up  in  the  answer  as  matters  of  defense,  can  not  be  intro- 
duced in  proof,  or  be  considered  upon  final  hearing.     Howe  v.  Tyilliams.  395 

11.  The  presumption  of  originality  arising  from  the  grant  of  a  patent  only  extends 

back  to  the  time  when  the  application  was  filed  in  the  Patent  Office.     White 

V.  Allen.  430 

12.  The  presumption,  arising  from  the  letters  patent,  that  the  paetntee  was  the 

original  and  first  inventor,  in  the  absence  of  the  application  for  the  patent, 
extends  back  only  to  the  date  of  the  letters  patent,  and  in  no  case  does  it 
extend  further  back  than  to  the  time  of  the  filing  of  the  original  application. 
tying  v.  Richardson,  535 

13.  Whenever  a  party  desires  to  show  that  his  invention  was  made  prior  to  the 
date  of  his  application  for  the  patent,  he  must  prove  the  fact  by  other  suffi- 
cient evidence,  because  no  such  presumption  arises  from  the  letters  patent,  or 

the  application,  or  both  combined.     Ibid.  535 
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14.  Although  the  presumption  of  novelty  and  utility  arising  from  the  grant  of  the 

patent  is  not  a  conclusive  one,  still  it  is  sufficient  to  support  the  issue  on  the 
part  of  the  plaintiff,  unless  it  is  overcome  by  evidence  to  show  that  the  fact  is 
otherwise,  and  the  burden  of  proof  on  this  branch  of  the  case  is  upon  the 
defendant.      Utiion  Sugar  Refinery  v.  Matthiessen.  600 

15.  Although  copies  of  the  specifications  and  drawings  maybe  put  in  evidence, 
yet,  without  the  patent  itself,  the  proof  required  by  law  that  they  were  in 
truth  patented^  is  defective.     Brooks  v.  Norcress.  661 

See  Abandonment,  4;  Construction  or  Patent,  24;  Damages,  19, 
21,  22;  Extension,  2;  Foreign  Patent,  4;  Foreign  Use,  5; 
Fraud;  Injunction,  6,  7,  8,  9,  13,  14,  23,  24,  28,  29,  33;  In- 
terference, 3;  Novelty,  3;  Practice,  7,  10,  225  Prior  Pat- 
ent, I;  Public  Use,  3;  Reissue,  16,  23. 

EXECUTOR. 

See  Pleadings,  2 ;  Practice,  20. 

EXPERIMENT. 

1.  Evidence  that  others,  prior  to  the  date  of  the  patentee's  application,  have  made 

trials  and  experiments  on  the  principle  of  his  patent,  which  were  not  success- 
fully carried  out,  will  not  defeat  the  patent.      fVayne  v.  Holmes.  20 

2.  Where  experiments  are  performed  as  a  matter  of  business,  when  the  product  of 

the  experiment  is  thrown  into  the  market  to  compete  with  the  product  of 
the  patentee,  although  it  may  be  called  an  experiment,  it  is,  nevertheless,  an 
infringement  of  the  patent.     Poppenhusen  v.  A^  T.  Gutta  Percha  Comb  Co.        62 

3.  Experiments,  equivocal  in  their  results,  and  given  up  for  years,  will  not  be  per- 

mitted to  prevail  against  an  original  inventor  who  has  reduced  his  invention 

to  practice,  and  has,  without  fraud,  obtained  a  patent.     Ellhkorpt  v.  Robertson.     83 

4«  An  experiment  with  a  patented  article  for  the  sole  purpose  of  gratifying  a  philo- 
sophical taste,  or  curiosity,  or  for  mere  amusement,  is  not  an  infringement  of 
the  rights  of  a  patentee.     Poppenhusen  v,  Falke.  171 

5.  But,  otherwise,  if  the  experiments  are  made  with  a  view  to  adapt  the  machine 

or  process  to  use  in  the  prosecution  of  busincstt.     Ibid.  181 

See  Invention,  19;  Public  Use,  2. 

EXTENSION. 

1.  The  decision  of  the  Commissioner  in  extension  cases  is  by  a  tribunal  with  full 

powers  to  examine  and  determine,  and,  inasmuch  as  there  is  n3  provision  for 
an  appeal  to  any  other  jurisdiction,  the  decision  must  in  general,  be  regarded 
as  final,  in  all  collateral  proceedings.     Goodyear  v.  Providence  Rubber  Co.         499 

2.  Where  the  imputation  of  fraud  arises  in  a  proceeding  between  the  Government 

and  the  patentee,  and  a  third  person  whose  rights  of  property  were  directly  in- 
volved in  the  question  of  extension,  proof  of  fraud  in  obtaining  the  extension 
is  sufficient  to  defeat  the  patent;  but  the  proof,  to  avail  the  party  making 
the  imputation,  must  be  clear  and  satisfactory.     Ibid.  499 

See  Licensees,  2. 
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FOREIGN  PATENT. 

I.  Where  a  foreign  patent,  granted  before  the  application  of  the  American  pat- 
entee, is  relied  upon  to  destroy  the  novelty  of  the  American  patent,  the 
patentee  may  prove  that  his  invention  was  made  prior  to  the  granting  of  the 
foreign  patent.     White  v.  Allen,  440 

a.  In  determining  the  proper  reading  of  a  disputed  translation  of  a  foreign  patent, 
the  following  considerations  are  applicable:  i.  Which  translation  is  most  lit- 
eral; 1.  The  question  should  be  examined  in  view  of  the  other  parts  of  the 
instrument  not  involved  in  any  doubt;  3.  Recurrence  should  be  made  to  the 
nature  of  the  invention  to  see  if  it  is  consistent  with  either  or  both  readings ; 
and  4.  If  it  be  found  that  one  of  the  translations  is  repugnant  to  other  parts 
oi  the  instrument,  and  the  other  is  consistent  with  the  other  parts,  it  will  be 
safe  to  adopt  the  latter.     Ibid,  440 

3.  By  the  words  '*  patented  abroad,**  as  used  in  sections  7  and  15  of  the  Act  of 

1836,  is,  of  course  meant,  covered  and  made  known  to  the  world  by  a  public 
patent,  so  as  to  bring  home  to  the  public  a  knowledge  of  its  existence. 
Brooki  V.  Norcross.  661 

4.  It  appearing  that,  in  France,  private  as  well  as  public  patents  were  granted — 

Held:  That  the  defendant  must  show  whether  the  patent  was  a  public  or  a 
private  grant.     Ibid.  661 

See  Abandonment,  6;  Evidence,  15. 

FOREIGN  USE. 

I.  The  defendant,  in  a  patent  cause,  may  show  that  the  thing  patented,  or  some 
substantial  part  thereof,  existed  in  a  foreign  country,  and  was  known  to  the 
patentee  before  his  application  for  a  patent,  and  may  have  put  to  the  jury  the 
question  whether  the  patentee  believed  himself  to  be  the  original  inventor, 
though  such  foreign  invention  had  not  previously  been  patented  or  described 
in  any  printed  publication.     Forbmh  v.  Cook,  668 

FRAUD. 

I.  An  allegation  that  a  reissue  was  obtained  under  false  representations  should  be 
made  in  distinct  language,  without  equivocation ;  and,  if  relied  upon  at  all, 
it  should  be  the  subject  of  very  distinct  proof.     Doughty  v.  JF^est.  1553 

See  Extension,  1;  Infringement,  31. 

IMPROVEMENT. 

I.  A  man  may  improve  a  patented  machine  so  as  to  entitle  him  to  a  patent  for  his 
improvement ;  but  that  will  not  give  him  the  right  to  use  the  invention  of 
the  first  patentee  without  his  license.     Fots  v.  Herbert,  3 1 

See  Damages,  19,  20;  iNraiNOSMENT,  4y  32. 
87 
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INFRINGEMENT. 

1.  If  the  defendant  uses  a  composition  known  and  used  as  a  non-conductor  for 

twenty-five  years  or  more,  which  was  not  a  mere  colorable  evasion  of  the 
plaintiff*8  patent  taking  advantage  of  his  discovery,  and  merely  varj'ing  it  by 
a  mixture  of  other  ingredients  to  cover  the  infringement,  even  though  plaster 
of  Paris  may  have  been  one  of  the  ingredients  of  such  composition,  the  use  of 
it  is  not  necessarily  an  infringement  of  plaintiff's  patent.     RUA  v.  Lipphcctt,       i 

2.  The  question  is  not  whether  the  apron  of  the  defendant's  machine  operates  at 

perfectly  as  the  apron  of  the  plaintiff's  machine,  but  whether  it  is  the  same 

in  principle  or  not.     Pitts  v.  fFemple*  10 

3.  The  question  to  be  determined,  on  the  issue  of  infringement,  is,  whether,  under 

a  variation  of  form,  or,  by  the  use  of  a  thing  which  bears  a  different  name, 
the  defendant  accomplishes,  in  his  machine,  the  same  purpose  or  effect  as 
that  accomplished  by  the  patentee,  or,  whether  there  is  a  real  change  of 
structure  and  purpose.     Fois  v.  Herbert.  31 

4.  If  the  change  introduced  by  the  defendant  (as,  for  instance,  the  substitution  of 

the  spring  for  the  roller)  constitutes  a  mechanical  equivalent  in  reference  to 
the  means  used  by  the  patentee;  and  if,  beside  being  an  equivalent,  it  accom- 
plishes something  useful  beyond  the  effect  or  purpose  accomplished  by  the 
patentee  (as,  for  instance,  the  effect  claimed  in  its  action  on  winding  or 
warped  boards),  it  will  still  be  an  infringement,  as  respects  what  is  covered  by 
the  patent,  although  the  further  advantage  may  be  a  patentable  subject  as  an 
improvement  on  the  former  invention.     Ibid.  31 

5.  It  is  of  no  consequence,  with  respect  to  the  question  of  infringement,  whether 

the  cutters  of  the  defendant  are  like  or  unlike  the  plaintiffs*  in  respect  to  their 
cost,  adjustability,  mode  of  sharpening,  or  any  other  peculiarity  of  construc- 
tion, provided  that,  notwithstanding  such  difference  of  construction,  they  are, 
in  their  mechanical  action,  operation,  and  effect  in  the  combination,  the  same 
with  those  of  the  plaintiff*.     Ibid.  31 

6.  It  is  not  necessary,  to  constitute  an  infringement,  that  the  whole  machine 

should  be  used.  If  either  one  of  the  parts  claimed  is  used  in  substantially  the 
same  manner  in  a  similar  machine,  it  is  an  infringement.     Ibid.  31 

7.  It  is  not  material  what  the  theory  of  the  patentee,  in  regard  to  his  invention,  may 

be ;  but  the  question  is,  do  the  tools  used  by  the  defendant  act  substantially 
in  the  same  manner,  and  produce  substantially  the  same  result,  as  those  of  the 
plaintiff?     Ibid.  3> 

8.  A  patent,  in  calling  for  a  specific  mode,  embraces,  in  law,  all  mechanical 

equivalents,  or  modes  which  operate  on  the  same  principle;  consequently,  all 
modes,  however  changed  in  form,  but  which  act  substantially  on  the  same 
principle,  and  effect  the  same  end,  are  within  the  patent.  If  this  were  not 
so,  a  patent  right  would  be  of  no  value,  as  it  might  be  avoided  by  any  one 
who  possessed  ordinary  mechanical  skill     Pitts  v.  Edmonds.  52 
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9.  There  is  no  infringement  of  a  combination  of  old  elements  unless  the  defend- 
ant had  used  all  the  elements ;  but  a  combination  of  new  and  old  elements 
may  be  infringed  by  the  use  of  a  part,  if  it  is  new  and  the  invention  of  the 
patentee.     Lee  v.  Blandy,  89 

10.  The  patentee  is  protected  against  any  device  which  involves  substantially  the 
same  principle  as  his  own ;  but  if  another  party  produces  the  same  result  by 
means  different  in  principle  and  application,  then  that  is  no  infringement,  for  it 
would  be  absurd  to  say  that  the  granting  of  a  patent  <^overs  all  possible  ways 

of  producing  the  same  result.     Ibid.  89 

11.  So  long  as  a  paten tee*s  ideas  are  found  in  the  construction  and  arrangement  of 
the  defendants*  machine,  no  matter  what  may  be  its  form  or  shape  or  appear- 
ance, the  party  using  it  is  appropriating  his  invention,  and  must  be  held  to  be 

an  infringer.     Potter  v.  fViUon,  loi 

12.  When  the  plaintifTs  patent  was  for  the  combination  of  a  flat  horisonal  iron 
plate  in  connection  with  a  chamber  or  recess  below  the  plate,  and  the  defend- 
ant put  horizontal  plates  into  fire-places  already  provided  with  recesses  which 
he  had  no  agency  in  constructing— ^^/(/.*  That  the  question  of  infiringcment 
was  so  far  doubtful  as  to  forbid  the  granting  of  an  injunction.  Dodge  v. 
Card,  1x6 

1 3.  The  question,  as  to  infringement,  is  not  whether  the  defendants*  machine 
works  the  best,  but,  does  it  use  the  plaintifTs  invention.     Cox  v.  Griggs,  174 

14.  Goodyear  granted  to  B.  B.  Co.  the  right  to  manufacture  tubes  and  pipes  of 
vulcanized  rubber.  He  also  granted  to  the  complainants  the  exclusive  right 
to  use  vulcanized  rubber  in  the  manufacture  of  clothes  wringers.  The  de- 
fendants bought  tubes  of  B.  B.  Co.,  and  used  them  for  the  purpose  of  making 
clothes  wringers.  Held:  That  they  were  not  liable  to  the  complainants. 
Metropolitan  H^ashing  Machine  Co.  v.  Earie.  203 

15.  A  covenant  between  Goodyear  and  his  licensees  that  they  will  not  manufac- 
ture certain  articles,  may  be  valid  as  between  the  parties,  but  it  does  not  run 
with  the  rubber  like  a  covenant  as  to  land.  The  defendants,  when  they  pur- 
chased their  tubes,  were  absolute  owners  of  them,  and  might  convert  them 
into  rolls  for  wringers,  or  put  them  to  any  other  use.     Ibid.  203 

1 6.  Such  a  contrivance  to  destroy  competition  may  be  valid,  but  the  covenant 
binds  only  the  parties  to  it.  If  a  stranger  purchase  the  product  from  one 
licensed  to  use  the  process,  he  need  look  no  further,  and  may  use  it  for  his 
own  purposes  without  inquiring  for,  or  regarding,  any  private  agreement  of 
licensees  not  to  compete  with  one  another.     Ibid.  203 

17.  A  patent  for  the  use  of  oil  or  equivalent  substance  to  prevent  the  gum  from 
sticking  to  the  molds  during  the  process  of  vulcanization  and  to  aid  in  the 
expulsion  of  air,  is  infringed  by  the  use  of  spirits  of  turpentine,  if  the  latter 
substance  accomplishes  the  same  results  in  the  same  way,  and  by  substantially 

the  same  properties  of  matter  in  the  material  used.     Poppenhusen  v.  Falke,      213 

18.  The  addition  to  the  patented  contrivance  of  an  immaterial  or  useless  element, 
which  the  patentee  dispenses  with,  can  not  relieve  a  defendant  from  the 
charge  of  infiringement.     Ibid.  213 


INFRINGEMENT. 

1.  ir  the  defendant  usei  a  compoiiiion  known  and  used  u  a  non-conductor  for 
twency-five  yean  or  more,  whkli  wu  not  a  mete  lolorable  evasion  of  the 
plaimiff'i  patent  taking  advantage  of  his  discovery,  and   merely  varying  it  by 

of  Paris  mayiiavebeenoneoftheingredicniiofsucli  composition,  the  u>e  of 
it  is  not  neceiiariJy  an  infringement  of  plaintiff's  patent.     Sid  V.  Lipfincsir. 

a.  The  quation  is  not  whether  the  apron  of  the  defendant')  machine  operates  as 
fcrfally  as  the  apron  of  the  plaintifTs  machine,  but  whether  it  ii  the  same 
in  principle  or  not.     Pilti  v.  ffanple.  i 

J.  The  question  to  be  determined,  on  the  ijsue  of  infringement,  ii,  whether,  under 
a  Mriailon  of  form,  or,  by  the  use  of  a  thing  which   bears  a  diffisrent  name, 

that  accomplished   by  the   patentee,  or,  whether  there   is    a  real   change  of 
structure  and  purpose.     FaH  v.  Hcrhcri. 
4-  If  the  change  introduced  hy  the  defendant  (as,  for  instanre,  the  jubstitution  of 

the  means  used  by  the  patentee;  and  if,  beside  being  an  equivalent,  it  accom- 
plishes something  useful  beyond  the  ctfcrct  or  purpose  accomplished  by  the 
patentee  (as,  for  instance,  the  effect  claimed  in  its  action  on  winding  or 
warped  boards),  it  will  still  be  an  infringement,  as  respects  what  is  coveted  by 
the  patent,  although  the  further  advantage  may  be  a  patentable  subject  ai  an 
Improvement  on  the  former  invention.      Hid. 


s.  l.l..f» 


consequence,  with  reipect  to  the  ijuestion  of  infringement,  whether 
-s  of  the  defendant  are  like  or  unlike  the  pUintiDs'  in  respect  to  iheir 
cost,  adjustability,  mode  of  sharpening,  or  any  other  pecujiiricy  of  construc- 
tion, provided  that,  notwithstanding  such  difference  of  construction,  they  ate, 
in  their  mechanical  action,  operation,  and  effect  in  the  combination,  the  lame 
with  those  of  the  plaintiffs'.      Ihid. 

should  be  used.     Ifeithet  one  of  the  parts  claimed  is  used  in  substantially  the 
game  manner  in  a  similar  machine,  it  is  an  infringement.      Itid. 
7.  It  is  nor  material  what  the  liiery  of  the  patentee,  in  regard  to  his  invention,  may 

in  the  same  manner,  and  produce  tubilantially  cbe  same  result,  as  those  of  the 


Ibid. 


1  specific   mode,  e 


I   Uw,  . 


equivalents,  or  modes  which  operas 

modes,  however  changed  in  form, 

principle,  and  effect  the  same  end,  are  within  the   patent.     If 

so,  a  patent  right  would  be  of  no  value,  as  it  might  he  avoided   by  any  01 

who  pouessed  ordinary  meehinlcal  skill     Piiii  v.  Edmeedi. 


:;  consequently,  all 
itially  on   the  same 
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ftS.  Devices  used  by  a  defendant,  differing  in  form  and  having  different  names 
from  those  employed  by  the  patentee,  but  arranged  and  combined  in  the  same 
way,  performing  the  same  functions,  having  substantially  the  same  mode  of 
operation,  and  producing  the  same  result,  are  infringements  of  the  patent. 
Ibid. 


395 


29.  Although  several  inventors  might  obtain  substantially  the  same  result,  yet,  if 
it  was  obtained  by  means  substantially  different  in  character,  construction, 
arrangement,  and  mode  of  operation,  from  any  prior  invention  adapted  to  the 
same  general  purpose,  the  use  of  such  means  for  a  similar,  or  even  for  the 
same  purpose,  would  not  infi-inge  the  rights  of  such  prior  patentee.     Burden 

v.  Corning.  477 

30.  The  patentee  of  the  first  of  such  inventions  could  not  treat  another  as  an 
infringer,  because  he  had  improved  the  machine  of  any  prior  inventor  by  the 
use  of  a  substantially  different  device,  or  a  substantially  different  combination 
of  parts,  though  such  device  or  combination  was  capable  of  performing  the 
same  functions.     Ibid,  477 

31.  Where  suit  is  brought  against  defendants  as  infringers,  the  defense,  that  the 
patent  was  extended  by  fraud,  can  not  avail  them  as  a  justification  for  the 
acts  of  infringement.     Goodysar  v.  Providence  Rubber  Co,  499 

3s.  If  the  defendant  has  discovered  new  means  of  carrying  into  effect  the  com- 
plainanc*s  process,  he  may  be  entitled  to  a  patent  for  that  improvement.  But 
this  would  furnish  no  right  to  the  use  of  the  process.      Tilghman  v.  Mitchell,     513 

33.  The  question  is,  does  the  defendant,  whatever  may  be  his  vessel  or  machinery, 
manufacture  or  produce  fat  acids  and  glycerine  from  fatty  bodies  by  the  action 
of  water  at  a  high  temperature  and  pressure,  according  to  the  process  as 
explained  by  the  plaintiff  in  his  specification?     Ibid.  518 

34.  Where  a  patentee  claimed  "pressing  the  whole  of  a  bonnet  frame,  or  similar 
article  at  one  operation  by  dies,  substantially  as  specified,"  and  also  **  forming 
the  side,  crown,  and  flaring  face  piece  of  a  bonnet  firame,  in  one  piece,  or  at 
one  operation,  as  specified,"  and  the  defendant  used  a  former  which  was  old, 
but  instead  of  an  upper  die,  used  a  stretcher,  drawing  the  material  tightly 
over  the  former — Held:  That  the  patent  was  not  infringed.  Doubleday  v. 
Brackeo,  560 

35.  The  charge  of  infringement  is  a  charge  of  a  wrongful  act  in  the  nature  of  a 
tre;>pa&s,  and  inasmuch  as  no  one  is  presumed  to  do  wrong,  the  rule  is,  that 
he  who  alleges  that  another  has  committed  a  wrongful  act,  must  prove  it. 
Union  Sugar  Refinery  v.  Matthieiun,  600 

36.  In  determining  the  question  of  infringement,  the  jury  are  not  to  determine 
about  similarities  or  dificrences  merely  by  the  names  of  things,  but  are  to 
look  to  the  machines,  or  their  several  devices  or  elements,  in  the  light  of 
what  they  do,  or  what  ofiBce  or  function  they  perform,  and  how  they  perform 
it,  and  to  find  that  a  thing  is  substantially  the  same  as  another,  if  it  performs 
substantially  the  same  function  or  oiBce  in  substantially  the  same  way,  to 
obtain  the  same  result ;  and  that  things  are  substantially  different  when  they 
perform "dififcrent  duties,  or  in  substantially  a  different  way,  or  produce  a  dif- 
ferent result.     Ibid.  600 
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.  Where  the  gisi  of  the  plaintilTt  invention  ti  the  dlicoieiy  of  i  principle  in 
KJencc,  which  he  claims  to  hive  made  praciicall^  uierul  by  the  proceu  he 
dcectibei,  it  ii  plain  thai  he  who  adopn  ihat  principle,  to  an  iiailiblc  or  pnc- 
tica]  extent,  bo  fat  invades  [he  eidutlve  righr  of  the  patentee;  and  to  the 
eiteat  that  he  hu  adopted  oc  lued  the  proceu,  ii  chargeable  with  intVingc- 
menC.      Tii£*mau  v.  fTtrk.  3 

.  Hence,  where  the  patentee  deieribei  a  proceu  for  the  decompotilion  of  fatty 
matter  by  the  action  of  water  at  a  high  temperature  and  preuure,  to  aa  to 


of  lim< 


-Htld:  That  tbii  wat  a 


.  The  patentee  ii  not  confined  t< 
penon  who  iball  take  whit  it  tk 
foim  may  be  changed,  would  s 


irecise  form  of  the  combination.  Any 
unce  of  the  combination,  although  the 
ilate  the  patent  of  the  pLiintitf.      Cau 


patty  iho 


lid  ute  the  wholi 


of  plaintifTi  patent,  it  it  necenvy  that  a 
ination;  that  ii  to  lay,  the  tube  valvet  and 
ilaniially  the  tame  way  ai  the  plaintiff  hat  combined 


them.     Ibid. 

.  The  aniwer  to  the  allegatlont  that  Mellier  itupt  the  ilraw  in  warm  water 
and  the  detendanti  do  not,  and  that  Melliet  uiei  tteam  beat  excluu rely,  while 
the  defendanu  uee  fire  heat  alm«i  eicluiirely,  it,  that  the  iteeping  in  warm 
water  ii  no  part  of  the  proceii  patented,  and  that  under  the  lecond  claim  of 
the  Mellier  patent  it  ii  immaterial  whether  [he  bmling  be  produced  by  iteam 
or  lire  heat,  although  the  iteeping  and  tteim  boiling  are  dcacribed  in  the 
ipectfication.     Buchanan  v.  Homland.  J41 

.  Even  if  it  be  true,  at  claimed,  that  a  longer  boiling  and  gieatei  preiiuie  pro- 
duce better  reiulti  than  can  be  produced  by  boiling  only  three  houn  with  a 
pteisure  of  leventy  or  even  of  eighty-four  poundi,  it  doei  not  relieve  the  de- 
lendintt  Irom  the  charge  of  infringing  the  Mellier  patent,  when  the  boiling, 
which  he  recommendt  ihould  continue  ahiau  three  houn,  it  continued  for  an 
hour  longer  than  he  tecommends.     Itid.  241 

.  Independent  of  the  quettion  of  abandonment  or  dedication,  it  ia  well  Kttled 
that  the  prioi  ute  of  an  inrention  under  a  defective  patent,  can  not  take 
away  the  right  to  lunender  luch  patent,  and  lake  out  a  new  and  amended 
one,  or  authoiiie  a  uae  under  an  amended  patent.      Huiuj  v.  BraJlty.  jSa 

.  Wheie  a  patentee  had  no  connection  with  the  infringement,  eicept  that  be 
had  licenied  the  defendantt  (with  whom  he  wai  joined  in  the  tuit)  to  ute 
certain  improvementt  of  hit  own — Hild:  That  he  wai  not  liable  at  an  in- 
ftinger,  and  that  the  bill  must  be  diimitted  at  to  him  ;  but  without  coeti,  at 
he  had  joined  in  the  detente  upon  the  meiitt.     JUd.  j6a 

.  It  ii  no  juitification  of  the  infringement  of  a  renewed  patent,  that  the  in- 
fringet  had  used  the  invention  with  impunity  before  (he  patent  was  amended. 
Hvmi  y.  fFilliami.  ]9J 
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aS.  Devices  used  by  a  defendant,  differing  in  form  and  having  different  names 
from  those  employed  by  the  patentee,  but  arranged  and  combined  in  the  same 
way,  performing  the  same  functions,  having  substantially  the  same  mode  of 
operation,  and  producing  the  same  result,  are  infringements  of  the  patent. 
Jbid.  395 

29.  Although  several  inventors  might  obtain  substantially  the  same  result,  yet,  if 
it  was  obtained  by  means  substantially  different  in  character,  construction, 
arrangement,  and  mode  of  operation,  from  any  prior  invention  adapted  to  the 
same  general  purpose,  the  use  of  such  means  for  a  similar,  or  even  for  the 
same  purpose,  would  not  infringe  the  rights  of  such  prior  patentee.     Burden 

v.  Corning,  477 

30.  The  patentee  of  the  first  of  such  inventions  could  not  treat  another  as  an 
infringer,  because  he  had  improved  the  machine  of  any  prior  inventor  by  the 
use  of  a  substantially  different  device,  or  a  substantially  different  combination 
of  parts,  though  such  device  or  combination  was  capable  of  performing  the 
same  functions.     Ibid,  477 

31.  Where  suit  is  brought  against  defendants  as  infringers,  the  defense,  that  the 
patent  was  extended  by  fraud,  can  not  avail  them  as  a  justification  for  the 
acts  of  infringement.     Goody :ar  v.  Providence  Rubber  Co.  499 

32.  If  the  defendant  has  discovered  new  means  of  carrying  into  effect  the  com- 
plainant*s  process,  he  may  be  entitled  to  a  patent  for  that  improvement.  But 
this  would  furnish  no  right  to  the  use  of  the  process.      Tilghman  v.  Mitckelt.     513 

33.  The  question  is,  does  the  defendant,  whatever  may  be  his  vessel  or  machinery, 
manufacture  or  produce  fat  acids  and  glycerine  firom  fatty  bodies  by  the  action 
of  water  at  a  high  temperature  and  pressure,  according  to  the  process  as 
explained  by  the  plaintiff  in  his  specification?     Ibid.  518 

34.  Where  a  patentee  claimed  "pressing  the  whole  of  a  bonnet  frame,  or  similar 
article  at  one  operation  by  dies,  substantially  as  specified,"  and  also  *'  forming 
the  side,  crown,  and  flaring  face  piece  of  a  bonnet  frame,  in  one  piece,  or  at 
one  operation,  as  specified,**  and  the  defendant  used  a  former  which  was  old, 
but  instead  of  an  upper  die,  used  a  stretcher,  drawing  the  material  tightly 
over  the  former — Held:  That  the  patent  was  not  infringed.  Dtubleday  v. 
BracAeo.  560 

35.  The  charge  of  infringement  is  a  charge  of  a  wrongful  act  in  the  nature  of  a 
trespa&s,  and  inasmuch  as  no  one  is  presumed  to  do  wrong,  the  rule  is,  that 
he  who  alleges  that  another  has  committed  a  wrongful  act,  must  prove  it. 
Union  Sugar  Refinery  v.  Matthieaen,  600 

36.  In  determining  the  question  of  infringement,  the  jury  are  not  to  determine 
about  similarities  or  differences  merely  by  the  names  of  things,  but  are  to 
look  to  the  machines,  or  their  several  devices  or  elements,  in  the  light  of 
what  they  do,  or  what  office  or  function  they  perform,  and  how  they  perform 
it,  and  to  find  that  a  thing  is  substantially  the  same  as  another,  if  it  performs 
substantially  the  same  function  or  office  in  substantially  the  same  way,  to 
obtain  the  same  result;  and  that  things  are  substantially  dififerent  when  they 
perform'difierent  duties,  or  in  subsuntially  a  different  way,  or  produce  a  dif- 
ferent result.     Ibid,  600 


Injunction. 

37.  They  in  noc  to  judge  ibagt  simiUiitiu  ot  diffetencet  merely  becaute  ibingt 

ace  affarcBlIy  ihe  simc,  or  affarinily  dlfJcrem  in  shipe  or  form,  but  the  true 
test  of  limilacity  or  diffeience  la  making  [be  compariion  i)  the  ume  in 
regard  to  ihape  or  form  ai  in  regard  to  name,  and  in  boih  cajo  cbey  miuc 
look  at  the  made  of  operation,  or  the  way  the  parti  wotic,  and  at  the  result 
aa  well  ai  at  the  nieani  by  which  the  result  ii  attained.     Ibid.  600 

38.  In  all  inquiriei  about  the  mode  of  operation  of  either  of  the  machine!,  the 
jury  are  Co  ini(uiie  about  and  consider  more  particularly  those  portions  of  a 
gUen  part  or  element  which  really  do  the  work,  so  ai  not  to  attach  too  much 

convenient  method  of  constructing  Ihe  entire  part  or  device.      Ibid.  Coo 

J9,  A  part  of  a  machine  may  perform  tvia  functions,  one,  for  instance,  of  a  pcei- 
■ure  roller  and  one  of  a  bed  or  rest,  and  thus  all  the  parts  of  the  patented 
combination  may  be  vinually  used,  although  one  part  is  not  nominally 
retained,  but  its  office  ji  performed  by  lomething  else,  undet  a  different 
name.      Briekt  V.  Nmnu.  661 

See  Absnkinmint,  i  ;   Absicnmiht,  i,  a,  3  j  Attackmiht,  1  j  CoM- 

IINATFON,   5,   6,   7,   10  j     C0N»T»U<rTloH  OF    PaTINT,  I,  6)     CoiPO- 
■  ATION,   I,   Ij     E<yJlVALINT8,   1  J     ExMBIKINT,  1,  4,   J;    ImP«0»I- 

MiNT,    l;    Injunction,    i,   i,    3,    10,   16;    LicEHSI,    3,   4,    51 

LiCIHSIIS,   I   i     pA«TICULAa    pATINTB,    6,    7,     II,    I4,    16,  I9,  3B  j 

TiTr,  1,  i,  3,  4i  5.  7  i  Utilitv,  i,  3,  8. 

INJUNCTION. 

I.  If  the  party  sued  as  an  infringer  admits  the  infringement,  but  atsert)  that,  alter 

notice  or  service  of  the  injunction,  he  had  refrained  from  cbe  use  of  the  thing 
patented,  and  that  he  will  not  again  infringe,  it  a  no  reason  why  the  injunc- 
tion should  not  issue  or  be  made  perpetual.  Jtnkitii  v.  Grttnv/ald.  37 
a.  The  complainant,  in  such  a  case,  is  not  obliged  to  rest  his  interests  on  the  mere 
asseveration  of  the  party  that  he  will  not  repeal  [he  act  of  infringement 
Having  once  been  a  wtong-doec  the  law  supposes  the  possibility  of  his  being 
so  again,  and  will  impose  the  proper  restraint  to  prevent  the  repetition  0/  the 
wrongful  act.      I6id.  37 

3.  It  is  in  accordance  with  the  practice  and  decisioni  of  the  Court  to  refuse  a  pre- 

liminary injunction,  if,  upon  the  facts  presented,  there  ii  a  fair  doubl  whether 
the  defendant  has  infringed.     Dcd^e  v.  Card.  iifi 

4.  The  authorities  are  numerous  to  suppoit  the  position,  that  when  strong  grounds 

patent  is  impeached  by  the  must  conclusive  evidence.     Huiuy  1.  ffiiulj.        120 
J.  The  fact  that  a  defendant  ii  suffering  serious  injury  from  the  stoppage  of  his 
manufactory  by  an  injunction,  rurniibes  no  reason  for  a  departure  Iram  the 
well-settled  rules  of  chancery  practice  in  patent  cases  ;  especially  if  there  be 
no  pretense  that  he  hat  proceeded  in  ignorance  of  the  paten 
Itid. 
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6.  On  the  hearing  of  a  motion  for  a  preliminary  injunction,  it  is  not  sufficient  for 

a  plaintiff,  in  order  to  make  out  a  prima  facie  case,  merely  to  produce  his 
patent.     Grover  &  Baker  Serving  Machine  Co.  v.  Williams,  133 

7.  The  prima  facie  right  under  the  patent  must  be  strengthened,  in  one  of  two 

ways,  by  a  judgment  or  decree  after  a  judicial  investigation;  or  by  exclusive 
possession  for  some  time,  or,  in  other  words,  by  the  acquiescence  of  the  pub- 
lic in  the  claim  which  it  set  up,  under  the  patent,  to  a  monopoly.     Ibid.  133 

8.  Where  an  injunction  is  sought  upon  the  ground  that  suits  have  been  brought 

upon  the  patent,  and  judgment  obtained  without  resistance,  and  it  appears 
that  several  patents  were  sued  upon  in  the  same  action,  that  fact  must  dimin- 
ish the  force  of  the  presumption  that  the  defendant  submitted  because  of  his 
belief  of  the  validity  of  the  patent,  to  restrain  the  infringement  of  which  the 
injunction  is  sought.     Ibid.  133 

9.  Where  the  complainant  makes  a  prima  facie  case  for  an  injunction,  the  defend- 

ant must  overcome  it  by  testimony,  or  the  injunction  will  issue.  Potter  v. 
Stevens*  163 

10.  Where  the  injury  to  the  patentee  is  the  loss  of  a  license  fee,  injunction  is  not 
the  proper  remedy;  it  is  a  remedy  used  only  for  prevention  and  protection, 
and  not  to  enforce  the  payment  of  money,  nor  for  extortion.  Sanders  v. 
Logan.  167 

11.  Where  the  validity  of  an  original  patent  has  been  adjudicated  upon  and  sus- 
tained, but  it  is  subsequently  reissued,  and  the  reissue  covers  a  wider  space 
than  the  original,  all  that  lies  between  the  limits  fixed  by  the  first  and  those 
fixed  by  the  second  is  disputed  territory ;  and  if  the  alleged  infringement  lies 
wholly  in  that  disputed  territory,  the  defendant  will  not  be  concluded,  upon 
a  motion  for  a  preliminary  injunction,  by  the  adjudication  upon  the  original 
patent.     Poppenhusen  v.  Falke.  18 1 

12.  Whatever  difficulty  or  uncertainty  there  may  be  arising  out  of  the  difference 
in  the  two  specifications,  is  the  fault  or  misfortune  of  the  complainant,  and 
not  of  the  defendant,  and  should  be  borne  by  the  former,  and  not  the  latter. 
Ibid.  181 

1 3.  An  injunction  is  never  granted  on  filing  a  bill  and  producing  a  patent.  The 
patent  itself,  although  in  a  certain  sense  it  is  prima  facie  evidence  of  the 
validity  of  the  grant,  is  never  sufficiently  strong  per  se  to  warrant  the  relief 

by  injunction.      Tappan  v.  National  Bank  Note  Co.  195 

14.  The  title  of  the  patentee  must  always,  in  order  to  obtain  relief  by  injunction, 

be  strengthened  by  exclusive  possession  for  some  period  of  time  or  by  an  adju- 
dication in  which  the  validity  of  the  patent  has  been  sustained.     Ibid.  195 

15.  The  use  of  an  invention,  to  sustain  exclusive  possession,  must  have  been  a 
>  '■       public  use  under  an  avowed  claim  of  a  right  to  a  patent ;  otherwise  there  is 

no  exclusive  possession  as  against  the  public,  and  no  claim  in  which  the  public 
can  acquiesce.     Ibid.  195 

16.  Where  machines  were  not  manufactured 'by  the  defendants,  but  were  sold  by 
them  as  agents  of  the  maker,  an  injunction  against  such  selling  is  not  such 

an  irreparable  injury  as  could  prevent  the  issue  of  the  writ.  l^Potter  v.  Fuller.  25 1 
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17.  Where  the  validity  of  the  patent  is  fully  established,  and  the  infiingement  is 
clear,  a  party  has  a  right  lo  protection  by  injunction,  although  it  may  cause 
great  injury  to  the  infringer.     Ibid.  251 

18.  While  a  decision  in  a  former  case  is  conclusive  only  upon  the  parties  to  the 
litigation,  it  may  be  an  adjudication  upon  the  points  in  issue,  so  far  as  the 
validity  of  the  patents  is  concerned,  which  is  entitled  to  great  weight  in  other 
cases,  and  which  any  court,  upon  a  motion  for  a  preliminary  injunction, 
would,  with  extreme  reluctance,  attempt  to  overrule.     Ibid.  251 

19.  If  verdicts  are  obtained  without  contest — without  collusion — because  the  de* 

fendants  chose  to  yieid  to  a  judgment,  as  much  weight  should  be  given  to 
such  verdicts  as  if  there  had  been  a  fiill  trial,  and  a  jury  had  passed  upon  the 
facts.     Ibid,  251 

20.  Although  the  defendant's  machine  may  infringe,  yet,  if  it  contain  other  val- 
uable improvements  not  covered  by  plaintiff's  patent,  an  order  for  account 
and  a  security  may  be  substituted  for  an  injunction.     StaintAorp  v.  Humiston,     311 

IX.  Preliminary  injunction  granted   under  section   16  of  the  Act  of  1836,  as 

amended  by  section  10  of  the  Act  of  1839.     Potter  v.  Dixon.  381 

11.  Injunctions  in  patent  cases  are  now  granted  without  a  previous  trial  at  law,  in 
cases  where  the  owner  of  the  patent  shows  a  clear  case  of  infringement,  and 
has  been  in  the  possession  and  enjoyment  of  the  exclusive  right  for  a  term  of 
years  without  any  successful  impeachment  of  its  validity.     Potter  v.  MulUr.     465 

23.  There  is  no  fixed  rule  as  to  the  length  of  time  the  possession  and  enjoyment 

of  the  right  under  a  patent  shall  have  continued.  It  must  be  sufficient  to 
justify  a  presumption  in  favor  of  its  validiry.     Ibid,  465 

24.  The  presumptions  in  favor  of  a  patent,  arising  from  the  length  of  possession 
and  enjoyment  since  its  issue,  are  greatly  strengthened  by  the  fact  that  its 
validity  has  been  affirmed  and  sustained  by  prior  judicial  decisions,  either  at 
law  or  in  equity.     Ibid.  465 

25.  Although  it  is  conceded  that  to  justify  the  stringent  remedy  by  injunction, 
the  party  seeking  it  should  clearly  establish  his  right,  yet,  when  so  estab- 
lished, it  is  not  only  a  rightful,  but  often  the  only  remedy  which  is  available 

for  him.     Ibid.  465 

26.  Where  the  improvements  claimed  in  the  patent  were  not  materially  useful  to 
the  looms  used  by  the  defendant,  and  were  not  used  by  them  to  a  considerable 
extent — Held:  That  the  Court  would  not  interfere  by  injunction.  Lov^ell 
Manufacturing  Co.  v.  Hartford  Carpet  Co.  471 

27.  When  the  user  and  not  the  maker  and  vendor  of  an  infringing  machine  is 
sued,  an  injunction  ought  not  to  issue,  if  the  case  is  at  all  doubtful,  or  unless 
the  balance  of  inconvenience  is  clearly  on  the  side  of  the  complainant. 
Hovfe  v.  Newton.  531 

28.  The  ^ct  that  the  plaintiff  grants  licenses  at  a  fixed  sum,  and  that  the  defend- 
ant is  a  mere  user,  although  a  circumstance  to  be  considered,  has  nor,  in  the 
first  circuit,  been  considered  sufficient  reason  to  refuse  the  writ,  excepting  in 
combination  with  other  circumstances,  either  of  doubt  as  to  title,  or  of  hard- 
ship in  the  operation  of  the  injunction.     Ibid,  531 
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29.  In  order  to  entitle  the  complainant  to  a  preliminary  injunction,  there  must  be 
either:  i.  Exclusive  possession  of  some  kind,  by  the  patentee  or  his  assign- 
ees; or,  2.  There  must  have  been  a  judgment  at  law,  approved  by  the 
judge  who  tried  the  case ;  or,  3.  There  should  have  been  a  final  hearing  in 
equity,  which  is  quite  equivalent  to  a  judgment  at  law,  with  the  approval  of 

the  Court.     Doughty  v.  West.  553 

30.  The  special  injunction  in  equity,  like  the  arrest  on  mesne  process  at  law,  may 
be  abused  to  the  injury  of  an  opponent;  but  it  is  not  less,  on  that  account, 
the  duty  of  the  judge  to  further  them  both,  when,  in  the  exercise  of  his  best 
discretion,  he  believes  that  they  are  called  for  by  the  merits  and  the  exigen- 
cies.    Helton  V.  Barnum.  635 

31.  The  rules  in  respect  to  injunctions  to  restrain  a  party  in  a  suit  at  law,  what- 
ever may  be  the  character  of  such  a  suit — for  instance,  to  restrain  an  action  of 
ejectment — differ  materially  from  those  which  govern  courts  in  granting  or 
refusing  injunctions  in  cases  of  invention  and  copyright.     Motte  v.  Betmett,     642 

32.  The  practice  in  the  courts  of  the  United  States,  in  respect  to  granting  in- 
junctions in  patent  cases,  has  always  been  that  of  the  English  chancery. 
Ibid,  642 

33.  In  equity,  where  the  case  is  clear  and  without  reasonable  doubt,  where  the 
bill  states  a  clear  right  to  the  thing  patented,  which,  together  with  the  alleged 
infringement,  is  verified  by  affidavit,  and  where  the  plaintiff  has  been  in  pos- 
session of  it,  by  having  sold  or  used  it,  in  part  or  in  the  whole,  the  Court 
will  grant  an  injunction  and  continue  it  till  the  hearing  or  further  order, 
without  sending  the  plaintiff  to  law  to  try  his  right.     Ibid.  642 

34.  The  rule  as  to  injunctions  applies  as  well  to  a  bill  brought  by  an  assignee  as 

to  one  brought  by  the  original  inventor.     Jhid.  642 

35.  The  very  object  of  allowing  a  bill  for  an  injunction  in  patent  cases  is  to  avoid 

the  expense  and  delay  of  a  multiplicity  of  suits.     Brooks  v.  Norcrou,  66 z 

See  AcquisscENCi ;  Attachment;  Cokporatjon,  2 ;  EqyiTT,  i,  5,  z  i ; 
iNraiNGEMiNT,-  12;  Jury  Issues,  ii,  12,  13,  15;  Practicx,  i, 
II,  14,  16. 

INTERFERENCE. 

1.  There  is  nothing  in  the  statute  limiting  the  power  of  the  Commissioner  to  a 
single  interference,  and  the  reason  for  the  declaration  of  subsequent  interfer. 
ences,  if  any  should  appear  before  the  issue  of  the  patent,  is  as  strong  as  for 
the  first  one.     Potter  v.  Dixon.  381 

2.  Where,  therefore,  an  interference  was  declared  between  the  application  of  J.  G. 
W.,  assignee  of  A.  &.  F.,  and  a  patent  previously  issued  to  I.  M.  S.,  in  which 
case,  upon  appeal  to  him,  the  Chief  Justice  decided  in  fiivor  of  J.  G.  W., 
and  ordered  a  patent  to  issue  to  him,  and  after  the  return  of  the  order,  but 
before  the  issue  of  the  patent,  another  interference  was  declared  between  the 
same  application  and  a  patent  issued  to  A.  B.  W.,  and  the  Chief  Justice,  upon 
appeal,  held  this  last  interference  wrongfully  declared  and  peremptorily  or- 
dered the  issue  of  the  patent  in  pursuance  of  his  first  order,  which  was  done — 

88 
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Hild;  Thai  the  Chief  Jiucice  erred,  and  that  the  patent  iuiied  in  accordance 
with  bti  lait  order  wia  wiihoul  authority  and  told,  and  ihould  be  enjmned. 
Hid.  3 

}.    Where   Che   pliiniiA'  application  wai   mach   earlier  than  [he  defrndant'a, 
although  [heir  patent  was  lubiequent  CD  hii,  and  the  defendant,  in  fail  fint 

deliberately  diiclaimed  ic;  but  afterward  retuued  hit  patent  and  procured  a 
reinue  identical  with  the  fWrnnSt'—HtU :  That  chete  facta  conslifuie  a 
caie  againit  the  defendant,  which  he  wai  called  upon  to  meet.     Smhi  T. 


See  CoHmucnoH  or  Statoti,  4. 

INVENTION. 

I.  If  the  patentee  wag  the  line  and  original  inientorocdiicoTererof  the  applica- 
tion and  UM  of  plaiter  of  Parii  to  the  filling  of  fire-pioof  lalei,  and  tbii  ap- 
plication produced  a  new  and  uxfiil  reiuU,  il  can  not  be  doubled  that  it  ii 
Cbe  proper  lubject  of  a  patent.     Riti  v.  Li/ipiittall. 

1.    It  il  not  fiH  the  diicovery  of  the  fact  or  principle  tbit  gypium  hai  certain 

it  il  fbr  tbe  application  of  ibis  lubitance,  ponoaing  luch  qualitiei,  to  pro- 
duce a  beneSciil  reiult — a  manufacture  or  machine  better  than  any  before 


ItiJ. 


3.  The  patentee  doet  not,  and  could  not,  clait 
known  of  which  gyptum  might  be  a  component  part,  which  might  be  uied  aa 
non-conducton  in  lining  lafa.     Itiil. 

4.  It  il  not  the  man  who  may  foim  an  imperfect  machine  which  may  luggeit, 

ihoie  ideii  in  a  practical  and  worlcing  form,  whom  the  law  protecci.     Piui  v. 
EJmtndi. 

5.  Courti  ihoDld  be  very  tender  of  the  righti  of  innnton,  and  not  draw  haatj 
conclusioni  ad»crae  to  the  validity  of  their  rights  lecured  by  patent.  Tap- 
fa*  V.  Nalicnal  Bank  Niti  Q>.  I 

6.  Old  initru  men  a,  placed  in  a  new  and  different  organ  iiation,  producing,  in  inch 
new  organiiatlon,  dilTerent  reiulti,  or  tbe  tame  reiulti,  by  a  new  and  different 
mode  of  operation,  may,  in  luch  newly-orginlied  mcchaniim,  be  patentable. 
Oari  Faum  Siiam  and  Fin  Re[,.leUr  Co.  v.  CtftUnd.  a 

7.  With  regard  to  tbe  di^ra  o(  mental  Iiboi  and  inventive  slcill  rdjuired  in  the 
work  of  inrenlion,  tbe  law  hat  no  nice  or  ri^d  itandard.  There  muit  be 
Bmt  inventive  akill  eietciied,  but  the  Jtgrit  of  chat  skill  is  not  material.    Hid.  1 

%.  It  not  unfrequently  faappeni,  in  the  progress  of  the  mechanic  arts,  that  the 
time  arrivea  when  tbe  whole  atmoiphere  of  inventive  thought  is  quickened 
with  tbe  life  of  an  approaching  dijcovery,  that  many  lines  of  inveitigation 


3t  quite,  teach  it 


■ergir  g 


long  ti 


gives  birth  to  the  organized  idea-     I^id. 


I,  by  a  bappy  thought,  luppliei 
of  organiiaiion,  and  instantly 
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9.  In  its  naked  ordinary  sense,  a  discovery  is  not  patentable.     A  discovery  of  a 

new  principle,  force,  or  law,  operating  or  which  can  be  made  to  operate  on 
matter,  will  not  entitle  the  discoverer  to  a  patent.  Morton  v.  N,  T.  Eye 
Infirmary.  3*® 

10.  It  is  only  when  the  explorer  has  gone  beyond  the  mere  domain  of  discovery, 
and  has  laid  hold  of  the  new  principle,  force,  or  law,  and  connected  it  with 
some  particular  medium  or  mechanical  contrivance,  by  which,  or  through 
which,  it  acts  on  the  material  world,  that  he  can  secure  the  exclusive  control 

of  it  under  the  patent  laws.     Ibid.  320 

11.  He  controls  the  discovery  through  the  means  by  which  he  has  brought  it  into 
practical  action  or  their  equivalent.  It  is  then  an  invention  although  it  em- 
braces a  discovery.     Ihid.  320 

12.  A  discovery  may  be  the  soul  of  an  invention,  but  it  can  not  be  the  subject  of 
the  exclusive  control  of  the  patentee,  or  the  patent  law,  until  it  inhabits  a 
hodyy  no  more  than  can  a  disembodied  spirit  be  subjected  to  the  control  of 
human  laws.     Ibid,  320 

13.  The  application  of  ether  to  surgical  purposes  was  an  effect  produced  by  old 
agents  operating  by  old  means  upon  old  subjects.  The  effect  alone  was  new, 
and  was  a  mere  discovery ;  which,  however  novel  and  important,  is  not  pat- 
entable.    Ibid.  320 

14.  The  principles  upon  which  the  law  of  patents  are  founded  are  fixed,  and  un- 

influenced by  shades  and  degrees  of  comparative  merit.  They  secure  to  the 
inventor  a  monopoly  in  the  manufacture,  use,  and  sale  of  very  humble  con- 
trivances, of  limited  usefulness,  the  fruits  of  indifferent  skill  and  trifling  in- 
genuity, as  well  as  those  grander  products  of  his  genius  which  confer  renown 
on  himself  and  extensive  and  lasting  benefits  on  society.  But  they  are  inade- 
quate to  the  protection  of  every  discovery,  by  securing  its  exclusive  control  to 
the  explorer  to  whose  eye  it  may  be  first  disclosed.     Ibid.  320 

15.  Neither  the  natural  functions  of  an  animal  upon  which,  or  through  which, 
the  new  force  or  principle  may  be  designed  to  operate,  nor  any  of  the  useful 
purposes  to  which  it  may  be  applied,  can  form  any  essential  parts  of  a  patent- 
able combination  with  it,  however  they  may  illustrate  and  establish  its  useful- 
ness.    Ibid,    s  320 

16.  A  subject-matter  to  be  patentable  must  require  invention,  but  it  is  not  neces- 
sarily the  result  of  long  and  painful  study,  or  embodied  alone  in  complex 
mechanism.  A  single  flash  of  thought  may  reveal  to  the  mind  of  the  inven- 
tor the  new  idea,  and  a  frail  and  simple  contrivance  may  embody  it.  Magic 
Ruffle  Co.  V.  Douglas.  330 

17.  The  intellectual  conception  of  a  possible  process,  without  a  potential  working 

of  it  out,  is  not  patentable.      Union  Manufacturing  Co,  v.  Lounsbury.  389 

18.  If  an  inventor  merely  conceives  a  mechanical  process  in  his  mind,  and  then 
sets  to  work  to  construct  a  machine  to  work  out  that  process,  and  works  it 
out  in  no  other  way,  and  the  machine  fails  to  work  successfully,  then  his 
claim  to  be  the  inventor  of  a  process  is  as  groundless  as  his  claim  to  be  the 
inventor  of  a  machine.     Ibid.  389 
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19.  While  the  suggested  improvement  rests  merely  in  the  mind  of  the  originator 
of  the  idea,  the  invention  is  not  completed  within  the  meaning  of  the  patent 
law,  nor  are  crude  and  imperfect  experiments  sufficient  to  confer  a  right  to  a 
patent.     White  v.  Allen,  440 

20.  Mere  discovery  of  an  improvement  does  not  constitute  it  the  subject-matter  of 
a  patent,  although  the  ideas  which  it  involves  may  be  new,  but  the  new  set 
of  ideas,  in  order  to  become  patentable,  must  be  embodied  into  working  ma- 
chinery and  adapted  to  practical  use.     Ibid,  440 

ai.  Inventions  pertaining  to  machines  may  be  divided  into  four  classes: 

X.  Where  the  invention  embraces  the  entire  machine.  Under  such  a  patent  the 
patentee  holds  the  exclusive  right  to  make  and  use,  and  vend  to  others  to  be 
used,  the  entire  machine,  and  if  another,  without  license,  makes,  uses,  or 
vends  any  portion  of  it,  he  invades  the  right  of  the  patentee. 

a.  Those  which  embrace  one  or  more  elements  of  a  machine.  In  patents  of 
that  class  any  person  may  make,  use,  or  vend  all  other  parts  of  a  machine, 
and  he  may  employ  the  same  part  or  element  of  the  machine,  provided  it  be 
substantially  different  from  that  embraced  in  the  patent. 

3.  Those  which  embrace  both  a  new  element  and  a  new  combination  of  ele- 
ments previously  used  and  well  known.  Property  of  the  patentee  in  such  a 
case  consists  in  the  new  element  and  in  the  new  combination. 

4.  Those  where  all  the  elements  of  the  machine  are  old,  and  where  the  inven- 
tion consist  in  a  new  combination  of  those  elements,  whereby  a  new  and 
useful  result  is  obtained.  Most  of  the  modern  inventions  are  of  this  latter 
kind,  and  many  of  them  are  of  great  utility  and  value.     Union  Sugar  Refinery 

V.  Matthieuen,  600 

See  Combination,  i,  2,  3,  4,  8,  9,  14;  Construction  op  Patent,  2, 
8,  21,  22;  Court  and  Jury,  i;  Design,  1;  Evidence,  i,  2,  6, 
7,  8,  9,  II,  12,  13 ;  Particular  Patents,  33;  Utility,  4. 

INVENTOR. 

1.  It  is  the  right  and  privilege  of  a  party,  when  an  idea  enters  his  mind  in  the 

essential  form  of  invention — inasmuch  as  most  inventions  are  the  result  of 
experiment,  trial,  and  effort,  and  few  of  them  are  worked  out  by  mere  will — 
to  perfect,  by  experiment  and  reasonable  diligence,  his  original  idea,  so  as  not 
to  be  deprived  of  the  fruit  of  his  skill  and  labor  by  a  prior  patent,  if  he  is  the 
first  inventor.     Cox  v.  Griggs,  174 

2.  But  there  must  be  reasonable  diligence  looking  at  all  the  facts  of  the  case. 

Ibid.  174 

JURISDICTION. 

See  Damages,  12;  Jury  Issues,  7,  10,  11,  16;  Practice,  15. 
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JURY  ISSUES. 

X.  There  are  cases  where  the  nature  of  the  patent  right  and  the  character  of  the 
evidence  by  which  it  is  to  be  established  or  overthrown,  are  such,  that,  upon 
the  most  important  questions  involved,  the  conclusions  of  a  judge — based  upon 
repeated  examinations  and  comparisons  of  depositions  carefully  taken  and  re- 
duced to  writing — would,  as  a  general  rule,  be  more  accurate  and  reliable 
than  the  verdict  of  a  jury,  which  must,  of  necessity,  be  based  upon  the  hasty 
oral  examination  of  witnesses  at  a  circuit,  and  be  made,  in  the  usual  manner, 
after  only  a  brief  consultation.     Buchanan  v.  How/and.  341 

2.  A  motion  for  jury  issues  is  sometimes  granted  where  the  patent  is  recent,  and 

where  the  case  shows  that  the  originality  of  the  invention  is  doubtful,  or 
where  the  merits  of  the  controversy  chiefly  depend  upon  contradictory  evi- 
dence, involving  the  credibility  of  witnesses.     H<nue  v.  IFilliamt,  395 

3.  But  where  the  patent  is  of  long  standing,  and  the  inventor  has  had  an  exclusive 

possession  under  it,  the  motion  for  a  trial  at  law  is  seldom  received  with  any 
favor.     Ibid.  395 

4.  The  motion  for  jury  issues  ought  not,  in  general,  to  be  granted  where  it  appears 

that  a  trial  at  law  and  a  hearing  in  equity  have  already  been  had,  and  that 
both  have  resulted  in  favor  of  the  complainant.     Ibid.  395 

5.  The  general  rule  is,  that  an  interlocutory  order  for  Issues  to  a  jury,  in  an  equity 

suit,  will  not  be  made  until  all  the  proofs  are  taken  and  publication  has  passed. 
Goodyear  v.  Providence  Rubber  Co,  499 

6.  In  general,  an  order  for  issues  to  a  jury  should  not  be  granted  at  all  where  the 

truth  of  the  facts  can  be  conveniently  and  satisfactorily  ascertained  by  the  Court 
itself.     Ibid.  499 

7.  Federal  courts  of  equity,  under  the  Constitution  of  the  United  States  and  the 

laws  of  Congress,  as  now  existing,  have  the  power  of  deciding  every  question 
of  law  or  fict  which  may  arise  in  equity  suits,  over  which  they  have  complete 
jurisdiction ;  and,  consequently,  it  is  not  indispensably  necessary,  as  matter  of 
law,  in  any  case,  that  any  quesdon  in  an  equity  court  should  be  sent  to  a 
jury.     Ibid.  499 

8.  The  verdict  of  the  jury,  when  obtained,  is  never  to  be  regarded  as  conclusive,  but 

only  advisory,  and  may  be  set  aside,  or  even  overruled.     Ibid.  499 

9.  The  party  against  whom  the  verdict  goes,  has  the  right,  notwithstanding  the 

verdict,  to  proceed  in  the  cause;  and,  if  the  evidence  was  not  closed  under 
the  rules,  or  if  closed,  by  leave  of  the  Court,  to  introduce  evidence  to  support 
the  case.     Ibid.  499 

10.  The  courts  of  the  United  States  are  authorized  to  take  up  a  patent,  and,  upon 
final  hearing,  to  pass  upon  it,  without  reference  to  the  fact  whether  it  has 
been  before  a  jury  or  not.     Doughty  v.  Wen.  553 

11.  The  seventh  amendment  to  the  Constitution  of  the  United  States  is  a  pro- 
vision exclusively  for  cases  at  common  law.     Motte  v.  Bennett.  642 
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12.  If  each  infringement  of  the  patent  were  to  be  made  a  distinct  cause  of  aaion, 

the  remedy  would  be  worse  than  the  evil.  X^^  inventor  might  be  mined  by 
the  necessity  of  perpetual  litigation,  without  ever  being  able  to  have  a  final 
establishment  of  his  rights.     Ihid,  642 

13.  The  plaintiff  could  have  no  preventive,  at  law,  to  restrain  the  future  use  of 

his  invention  Injuriously  to  his  title  and  interest.     Ihid.  64% 

14.  A  jury  trial  of  the  alleged  infringement  has  not  been  a  prerequisite  for  the 
action  of  the  Court,  in  England,  since  1761.     Ihid,  64X 

15.  In  England,  for  more  than  eighty  years,  injunctions,  both  provisional  and  per- 

petual, have  been  granted,  in  the  first  instance,  in  cases  of  copyrights  and 
patents ;  and  where  they  have  been  perpetual  in  the  first  instance,  they  have 
been  made  so  without  the  intervention  of  a  jury  to  try  the  question  of  title  or 
infiringement,  ia  all  cases  where  the  Court  was  fiilly  satisfied  with  the  proof, 
notwithstanding  the  defendants  may  have  denied  in  their  affidavits  or  answers 
the  originality  of  the  invention  or  the  sufficiency  of  the  specification.     Ihid.     64a 

16.  The  allowance  of  a  jury  to  settle  at  law  the  question  of  infringement  arising 

in  a  suit  in  equity,  is  not  a  right,  but  is  a  matter  in  the  sound  discretion  of  the 
Court ;  a  discretion  to  be  regulated  by  sound  reasons.     Brooks  v.  Norcrou,         661 

17.  The  chief  test  is,  whether  the  chancery  court  entertains  any  reasonable  doubt 
as  to  the  law  or  fact,  and  wants  them  ascertained  for  its  aid ;  and  if  a  trial  at 
law  is  ordered,  to  remove  doubts  or  settle  contested  rights  before  a  final  de- 
cision in  equity,  the  latter  court  will  still  often  issue  the  temporary  injunction, 
founded  on  long  possession  of  the  patent,  or  other  prima  facie  evidence,  until 

a  decision  is  had  at  law.     Ibid,  661 

18.  There  is  much  less  reason  in  the  United  States  tribunals  than  in  England  for 
sending  questions  arising  in  patent  cases  to  a  court  of  law,  because  the  judge 

is  the  same  in  both  courts.     Ibid.  661 

19.  When  the  facts  in  the  case  are  examined,  if  the  conscience  of  the  Court  is  in 
such  doubt  as  to  need  the  verdict  and  advice  of  the  jury  on  any  particular 
fact,  it  will  obtain  it  for  its  own  aid ;  but  it  can  not  be  on  account  of  a  re- 
quest by  a  party,  or  on  the  whole  question  of  infringement,  involving  law  as 
well  as  fact ;  or  of  the  validity  of  plaintiff  *s  patent  under  every  objection 
which  may  be  urged  against  it  by  ingenuity  and  research.     Ibid.  661 

See  Construction  or  Statute,  75   Equity,  2,  3,  5,  10  j  Injunc- 
tion, 22,  33 ;  Practice,  15. 

LICENSE. 

I.  H.  assigned  to  M.  A.  tc  Co.  all  his  right  and  interest  under  his  patent  in 
twenty-three  counties  in  Ohio,  including  that  in  which  the  defendants*  man- 
ufactory was  carried  on.  M.  A.  &  Co.  were  to  pay  ten  dollars  for  each 
machine  made  and  sold  by  them,  while  H.  reserved  the  right  of  sending 
machines  of  his  own  manufacture  into  the  territory  named  in  the  contract— 
Held:  That  this  paper  was  not  an  assignment  of  the  interest  of  H.  in  the 
patent  within  the  territory  named,  but  a  mere  license.     Hussey  v.  JFkitely,      120 
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a.  The  public  can  not  be  compelled  to  notice  or  regard  agreements  between  the 
patentee  and  his  licensees  as  to  the  limitation  of  the  use  of  articles  made  by 
them.     Metropolitan  Washing  Machine  Co,  v.  Earle.  203 

3.  The  purchase  of  a  license  forms  no  bond  of  allegiance  to  the  patentee ;  or  an 
estoppel  to  the  licensee  from  averring  or  proving  any  defense  in  an  action  for 
the  infringement  of  a  patent,  which  any  other  person  might  use.  Burr  v. 
Duryee.  175 

4.  Where  a  railroad  fifty-eight  miles  long — having  a  license  to  use  a  patented 
improvement — subsequently  acquired,  by  consolidation  and  change  of  name, 
two  hundred  and  ten  miles  more — Held:  That  the  license  did  not  extend  to 
or  protect  the  newly-acquired  portion.  Emigh  v.  Chicago^  Burlington  and 
Sluiney  R.  R.  Co,  387 

5.  A  license  to  use  vulcanized  India  rubber  for  coating  cloths  for  the  purpose  of 
japanning,  marbling,  and  variegated  japanning,  is  limited  to  the  particular 
kind  of  goods  mentioned,  and  conveys  no  right  to  use  the  rubber  for  coating 
cloths  for  any  other  purpose.     Goodyear  v.  Pronidence  Rubber  Co,  499 

See  Agrekment,  i;  Evidence,  5;  Infringement,  14,  15,  16. 

LICENSEES. 

I.  When  defendants  were  licensees  of  the  plaintiff,  and  stamped  every  article 
made  with  the  name  and  date  of  the  patent,  this  act  was  a  public  acknowl- 
edgment that  the  articles  were  made  under  the  patent,  notwithstanding  their 
protest  that  it  should  not  be  so  construed,     yones  v.  Vankirk,  586 

1.  The  Lowell  Manufacturing  Company,  in  1847,  licensed  the  Thompsonville 
Carpet  Manufacturing  Company,  to  use  one  hundred  and  twenty-five  looms, 
corresponding  to  models  fiirnbhed  by  the  licensors,  until  August  18,  i860, 
**  and  for  the  additional  term  of  any  extension  which  may  be  hereafter  granted, 
of  any  patent  now  owned  by  the  Lowell  Manufacturing  Company  relative  to 
such  looms,**  for  a  specified  royalty.  It  appeared  that  two  patents  were  involved 
in  the  construction  of  these  looms,  one  to  a  considerable  and  the  other  to  an 
inconsiderable  extent.  The  first  expired  October  23,  1863,  and  was  not  ex- 
tended ;  the  second  was  extended  prior  to  August  18,  i%6o— Held:  That,  as 
to  the  first  patent,  no  royalty  was  payable,  upon  the  portion  of  the  loom  covered 
by  it,  after  August  x8,  i860.  Lowell  Manufacturing  Co,  v.  Hartford  Carpet  Co.  472 

See  Assignment,  i,  2. 

LOST  ARTS. 

See  Prior  Use,  3. 

NOVELTY. 

1.  If  the  jury  find  that  the  improvement  patented  was  not  new  and  original  with 

the  patentee,  the  patent  is  a  nullity.     fFayne  v.  Holmes,  20 

2.  Presumptions  of  the  novelty  of  a  patented  invention  may  arise  from  some  or 
all  of  the  following  grounds :  i .  The  oath  of  the  patentee  that  he  was  the  first 
and  original  inventor.  2.  The  action  of  the  Patent  Office  in  granting  the 
patent  after  full  examination.     3.  Undisturbed  enjoyment  of  all  the  benefits 


Keir  Application — Pirticnlir  Patenn. 

of  the  eicliu'iTc  righn  giintcd  by  ibe  palenl.     4.  Direct  mtjudiolioni,  either 

«  Uw  01  in  eijuily,  ettafaliihing   the  validity  of  the  patent.      J.  Injuoetiona 

giiDted  to  rcttrain  intringement  of  the  patent.     Huiuy  t.  Wkialy.  t 

;.  It  ii  not  enough  that  the  defendant)  raiae  1  doulit  on  the  quettion  of  novelty. 

Tbey  mult  antedate  the  iavention  let  forth  in  the  pateol  by  iMi>&ctoiy  and 

prepoDdenting  proof,      Tsmpkimi  v.  Gagi,  5 

See  CoNiTtoCTioM  or  Patint,  ix;  EfiDiNCi,  I,  £,  9,  II,   13,  14; 

ExriiiMiiiT,  I ;  FoiEicN  Patint,  i,  3,  4;  Ihtintiom,  S  ;  Pak- 

TicoLA>  Patinti,  $,  ID,  It,  ]□,  41,  47  ;    PiACTici,  at ;    Ptioa 

Ihtihtioh;  Paioa  Puilicatidh;  Pmok  Uii}  SuBtTAXTiAi,  Idih- 


NEW  APPLICATION. 

See  iNTiimaH,  1 1  Paiticvlak  Patihti,  i6,  17,  19. 

PARTICULAR  PATENTS. 

BvRDiN — Hoaam  Siioi  Machini. 

t.    The  true  conttruction  of  the  lecond  claim  of  Bnnjen'i  patent  for  an  imprared 

hone-iboe  oiactune  will  only  extend  it  to  tbe  pinicDlar  device,  devicei,  or 

mechanilDi  deacribed  and  claimed,  and  operating  in  the  mode  or  manner  pir- 

licularly  Kt  forth ;  and  to  Buch  other  devices  and  mechaniim  ai  ahall  have 

■ubtlantially  the  lame  mode  of  operation.     Burdin  v.  Carting.  4 

Caie — CoKN  Plantib. 

1.  The  claim  of  Case  ii  for  the  combination  of  the  ralve  and  leed  tube,  the 

valve  in  tbe  leed  hopper,  and  the  lever  wjtb  it)  arrangement  for  readjuiting 

the  valvei  at  deacribed.      CaK  V.  Brrte*.  1 

CiAiK— Steam  RaooLAToa. 

3.  Clirk'i  patent  ia  for  a  mechaniim,  10  organized  and  connected  to  the  boiler 
of  a  tteam  engine  or  ateam  generator,  that,  when  properly  let  to  a  given  prei- 
lure  in  the  boiler  or  generator,  it  will,  autonutlcally  and  promptly,  by  force 
of  the  presiure  in  the  boitei  or  generator,  open  and  close  tbe  damper,  a>  tbe 
prenure  in  the  boiler  or  generator  Hiei  above  or  falls  ^belaw  the  figure  at 
which  the  mechanism  ii  set.  Oark  Paicni  Sicam  and  Fin  RigulaUr  Qi.  v. 
CeptUni.  1 

Da  Aria — Hoop  Suit). 

4.  The  reiiiued  patent,  granted  to  Jamea  Draper,  December  17,  1SJ9,  can  not 
be  extended  iDy  fiirther  than  glue  or  cement,  or  some  equivalent  lubitancei 
bearing  a  resemblance,  both  in  their  compoiition  and  character  or  manner  of 
application,  pat  on  to  make  the  hoopa  adhere  to  the  poclcets.     Daagkij  v. 

»•,«.  s 

GooDTiAR,  Day — Hard  Robbik. 

5.  The  novelty  of  the  reissued  letters  patent,  Noi.  556  aud  S57>  granted  to 
Henry  B.  Goodyear,  administrator  of  Nelion  Goodyear,  deceased.  May  iS, 
1858,  for  improvements  in  the  manufacture  of  India  rubber,  examined  and 
■uitalned.      GMdjcar  v.  N.  T.  Gmu  Pcrcia  Cn.  3 
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6.  The  process  described  in  letters  patent  granted  to  Austin  G.  Day,  November  9, 

1858,  is  an  infringement  of  reissues  Nos.  556  and  557,  granted  to  Henry  B. 
Goodyear.     Ibid.  312 

Hale  &  Goodman,  Oakis — Machine  for  cvtting  Ikregular  Forms. 

7.  The  machine  patented  to  William  N.  Oakes,  June  8,  1858,  for  cutting  irreg- 

ular forms,  is  not  an  infringement  of  the  reissued  patent  granted  to  Hale  and 
Goodman,  February  10,  1863,  for  *' improvements  in  shaping  irregular  sur- 
hct%  in  wood.     HaU  v.  Stimpson.  565 

HowE' — Sewing  Machine. 

8.  Letters  patent  to  Elias  Howe,  Jr.,  for  **  improvement  in  sewing  machines,** 

granted  September  10,  1846;  extended  for  seven  years  from  September  xo, 

i860,  and  reissued  March   19,   z86i,  examined  and  sustained.     Howe  v. 

JVtUiams.  395 

Jasper— Bleaching  Sugar. 

9.  The  invention  of  Gustavus  A.  Jasper,  consists  in  an  apparatus  of  described 

means  for  the  purpose  of  cleansing  or  bleaching  sugar  with  liquor,  as  set 
forth  in  the  specification  of  the  letters  patent.  Union  Sugar  Refinery  v. 
Matthiessen,  600 

10.  The  claim  of  the  patent  is  not  for  every  means  of  cleansing  and  bleaching 
sugar  with  liquor,  but  only  for  substantially  the  means  the  patentee  has 
described  in  his  specification  for  accomplishing  that  result.     Ibid.  600 

11.  The  patent  is  not  limited  to  any  arbitrary  mathematical  amount  of  pressure, 

but  does  call  for  and  contemplates  such  a  degree  of  pressure  as  is  capable  of 
and  sufficient  to  effect  substantially  the  described  object  of  the  patentee,  to 
drive  the  cleansing  liquor  or  syrup  with  such  velocity  into  the  sugar,  while 
in  revolution,  as  to  prevent  such  sugar  from  being  melted  at  the  surfiice  of 
the  impingement.     Ibid.  600 

Jones,  Vankirk — Lamp. 

12.  Vankirk's  patent  of  July  17,  i860,  for  improvement  in  lamps,  is  a  palpable 

infringement  of  Jones*  reissued   patent  of  January  11,  1859.      yones  t. 

Vankirk.  586 

Mellier — Straw  Paper. 

13.  The  first  claim  of  Mellier  does  not  extend  beyond  the  use  of  a  vessel  with 
separate  compartments  for  the  material  to  be  heated,  and  for  the  steam  heat 
used  in  the  process  substantially  as  specified.     Buchanan  v.  Hotoland.  341 

14.  As  neither  the  degree  of  heat,  nor  strength  of  solution  is  specified  in  the 

claim,  and  as  it,  in  terms,  expressly  requires  the  use  of  steam  heat  in  one 
compartment  of  a  vessel  with  two  or  more  compartments  in  the  other  of 
which  the  material  to  be  heated  is  to  be  placed,  this  claim  does  not  extend  to, 
and  it  is  not  infringed  by,  the  use  of  caustic  alkali  in  a  simple,  single  cham- 
bered rotary  boiler,  heated  by  fire  heat,  under  or  around  the  same.     Ibid.         341 

15.  The  process  claimed  in  the  second  claim  of  Mellier*8  patent  includes  only  the 

specified  boiling  of  the  material  treated,  in  the  solution  and  under  the  condi- 
tions specified;  and  the  prior  soaking  and  cleansing  of  such  material,  and 
subsequent  treatment  of  it  by  submitting  it  to  the  action  of  chloride  of  lime, 
as  specified,  are  not  a  part  of  the  process  thus  claimed.     Ibid,  341 

89 


MiT 


[A  R.UIIK. 

L.  Otto  P.  Meyer,  April  4,  l8s4,  pi 


16.  The  "Tin  Foil  Patent,"  granted 

port)  to  gram  the  eiclusive  right  to  the  use  and  application  of  tin  Toil,  or  its 
cquivalenu,  to  the  hard  eampouttd  of  India  rubber  and  guttl  pereha,  during 
the  proceM  of  vulcanization,  in  the  manner  described,  to  preserve  and  retain, 
during  the  proceuof  heating  and   hardening,  the  farmi  and  shaped  given  to 

art  or  moldi.     Piippiriuun  v.  N.  r.  Guiie  Pcrcka  Omh  &. 

17.  The"Orea)e  Patent,"  granted  to  L.  Otto  P.  Meysr,  December  10, 1S53,  pm- 

ptnti  to  grant  the  use  of  oil,  or  othet  equivalent  subilance,  applied  to  the  lut- 


tS.  NonroM  claimed  "the  application  to  circular  saw  frames,  of  rocker  boxet  and 
a  iwing  frame,  ai  herein  set  forth,  and  sotpending  laid  frame  in  position  bjr 
means  of  the  driving  belt  at  above  described,  for  the  free  and  snccettful 
operitlon  of  the  law  by  the  motion  before  mentioned."  Htti:  That  this 
waa  a  claim  for  a  ilngle  combination  of  rocker  boies,  swing  f^ame,  and  siii- 
peniion  of  the  frame  by  the  driving  belt,  and  not  a  claim  for  two  teparaie 
improvements.     Lit  v.  Blanjy. 
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SANBia.— WiNNOVl-IBC  MaCH. 

10-  In  Sanders'  patent  for  improvement  in  winnowing  tr 
1S49,  reiieued  April  10,  185;,  the  cliiia  in  the  ot 
deactiption  of  the  wbole  invention.  The  third  clai 
is  too  broad.     Tbe  use  of  a  vertical  blast  spout,  si 


mJchine,  and  operating 
It  does  not  consist  of  an  endleit  apron  merely,  or 
I  into  troughs  or  cells  merely,  but  of  the  apron  as 
1  tbe  machine  lubsUntiatly  as  deicribed;  that  li, 
ichine.     Pint  v.  ifix-fiii. 


cleaned  from  impur 


reissued  August 

SiCELU,  Cl 

II.  The  invention  of  Sickles  under  1 
IS  be  describes  it,  a  new  and  us 
motion  independent  of  the  litter; 

rod!,  as  it  evident  fi'am  a  peruse 


SAHOSTia— Lahti»n. 

lanteini  patented  to  Hugh  Sangster,  Ji 


.«,  »..d  J.nt  ■,, 

'  the  reinued  patent 
anged  that  grain  is 
SanJeri  1.  L>x<i>.      I 


e  10,  |gjt,and 
Ilir  v.  Mllhr.       56] 


T  Valv 


patent  dated  October  19,  1S44,  plainly  it, 
1  method  of  tiipping  cul-olf  valves,  by  1 
id,  as  there  detctlbed,  it  has  nothing  whit' 
in  the  working  of  valve  catches  or  valve 
f  the  entire  specilicition,  which  contains 
ent,  but  declares  that  the  inventor  con- 
SlcU,,  V.  Evan,. 
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23.  In  Sickles*  reissued  patent  of  January  21,  1862,  in  expanding  the  invention 
described  in  bis  original  patent  of  September  19,  1845,  what  was  a  new  and 
useful  method  of  tripping  the  drop  cut-oif  valves  of  steam  engines  and  regu- 
lating and  adjusting  the  same,  has  become  a  new  and  useful  improvement  in 
steam  engines ;  and  what  was  an  improvement  in  tripping  cut-off  valves  by 
a  motion  independent  of  the  lifter,  has  become  an  improvement  in  the  co- 
existing movement  of  two  reciprocating  catching-pieces.     Ibid.  417 

24.  Comparing  the  language  of  the  claim  of  the  reissue  with  the  claims  of  the 
original,  it  is  clear  that  they  are  foreign  to  each  other,  and  strangers.  If  the 
claim  in  the  former  was  inserted  in  lieu  of  those  in  the  latter,  there  would 

be  nothing  in  the  original  specification  to  justify  such  a  claim.     Ibid,  417 

25.  Sickles*  reissued  patent,  dated  January  21,  1862,  is  void,  because  it  is  not  for 

the  same  invention  as  the  original  patent.     Ibid,  417 

26.  Engines  constructed  under  the  reissues  of  an  original  patent  granted  to  George 
H.  Corliss,  March  10, 1849,  do  not  infringe  the  reissues  of  the  original  patent 
granted  to  Frederick  £.  Sickles,  October  19,  1844,  or  September  19,  1845. 
Ibid,  417 

Smith — Machikx  for  Dyking  Yarn. 

27.  Smith  claimed  **  the  method,  substantially  as  specified,  of  parti-coloring  yarns 
that  have  been  reeled,  by  direct  and  A-ee  immersion,  by  means  of  frames  car- 
rying the  reeled  yarns  and  combined  with  the  vat  containing  the  dyeing 
liquor,  by  means  of  machinery  adapted  to  let  down  and  draw  up  the  said 
frame,  and  measure  the  extent  of  immersion  substantially  as  set  forth.** 
Smith  V.  Higgitts,  97 

28.  Held:  That  this  was  a  cUmi  for  a  combination  of  the  frame  carrying  the 
reeled  yarns  and  the  vat  containing  the  dyeing  liquor,  by  means  of  machinery 
adapted  to  let  down  and  draw  up  said  horizontal  frame  and  measure  the  im- 
mersion ;  and  not  a  claim  for  the  parts.     Ibid,  97 

29.  Htld^  also,  that  a  machine  which  dispensed  with  the  horizontal  frame,  or  its 
equivalent,  and  contained  no  arrangement  for  measuring  the  extent  of  the 
immersion  of  the  yarn,  was  no  infringement  of  the  patent.     Ibid,  97 

Smith  8c  Wksson,  Allen — Rxvolvsr. 

30.  Priority  of  invention  awarded  to  the  patent  granted  to  Smith  tc  Wesson, 
December  18,  i860,  for  improvement  in  revolvers,  over  that  reissued  to  Ethan 
Allen,  February  4,  1862.     Smith  v.  Allen.  572 

SOUTHWORTH CaMERA. 

31.  Letters  patent  to  Albert  S.  South  worth,  dated  April  10,  1855,  and  reissued 
September  25,  i860,  for  a  plate  holder  for  cameras,  examined  and  sustained. 
fVing  V.  Richardson,  535 

32.  The  reissued  patent  is  for  the  same  invention  as  that  described  in  the  original 

patent.     Ibid.  535 

33.  The  date  of  the  patentee*8  invention  was  the  latter  part  of  1847  or  the  spring 
of  1848,  when  the  improvement  was  reduced  to  practice  as  an  operative  ma- 
chine.    Ibid,  535 


Patticulir  Pattnn. 


Stitiki — Cam  Biaei. 

34.  Stcveiu'  claim,  fiirlir  interpreted,  meini  tbe  pirticulu  CDinbinatlan  and  ir- 
langcment  of  leTen,  link-rodi,  and  nibben,  in  1  car,  u  be  bad  dacribed  it, 
to  at  10  produce  the  described  rciult,  via  :  the  reuiding  of  each  wheel  of  tbe 
car  when  the  brake  11  applied  with  unilbnn  brce.  Emiik  t.  Ciicagt,  Bar- 
/lafMji  &  Siuincy  R.  R.  Ce.  J87 

35.  Tbe  lereri,  link-rod),  md  rubben  may  all  biTe  been  old,  if  bit  mode  of  com- 

bining ihem  be  new.      ItiJ.  3S7 

TAiHTia — KMrtrniO  Machihi. 

36.  The  &nt  claim  in  Tainler'i  patent  for  a  rotary  knrning  machine  it  for  a 
combination  coniisting  of  three  diatinct  prn,  and  limited  lu  them.  Theie 
are :  The  peculiar  michaniim  for  forming  the  ttiichei,  the  draft  and  cake-up 
roller  revolved  by  mecbaniim  on  iti  aili,  and  the  mechaniim  lo  connecllng 
the  draft  and  take-up  roller  with  the  peculiar  knitting  device  that  the  two 
■hall  rotate  coincidently  or  in  nniion.      TttnfUns  v.  Gugi.  577 

37.  The  lecond  claim  ii  lubltantially  tbe  lame  a>  the   fint.     The  attempt  to 

Kparale  the  invention  into  two  diicinct  pacta  failed.  The  aame  invendon 
deacribed  in  the  firtt  claim  it  found  In  the  tccond,  and  no  other  inveniion  i> 
fcnind  there.  In  tbe  &st  it  it  called  a  combination ;  in  the  lecond,  an  ar- 
rangement.    Hi  J.  S77 

3t.  Taylor  wat  not  tbe  inventor  of  the  conical  cover  uied  in  hardening  hat  bodiea 
formed  on  a  cone,  nar  rubbing  them  by  a  teciprocicing  motion,  but  merdy 
of  1  certain  combinacion  of  devicei  to  produce  a  certain  effect.  Both  the 
operation  and  the  reiulc  were  well  known,  and  the  inveniion  consisted  only 
of  tbe  devices  combined  to  perform  the  operation  and  produce  the  rciult.  It 
Wat  open  to  every  oiher  person  to  make  any  other  combination  of  devicei  to 
perfonn  the  operation,  which  wai  not  a  mere  colorable  adoption  of  the  pat- 
entee'i  enmbination.     Burr  v.  Duryii.  375 

TlLGHHAN  ~MAHUrACTVa>  OF  Fill  Fat  Acipl. 

39-  Tilghman's  invention  consittt  in  a  procesa  for  maaulacluring  free  ht  adds  and 
glycerine,  by  the  action  of  water,  in  a  liquid  itate,  above  tbe  ordinary  boiling 
point  of  water,  and,  consequently,  nndu  pretiure,  on  ^tty  bodie*  or  lub- 
■tancet.      Til^imaii  t.  Ifiri.  iig 

40.  The  invention  it  bated  on  a  ditcotery  made  by  plaintiff  (hat  watet  highly 
heated  and  under  presiure,  of  ittiifj  possesset  a  chemical  power  of  decom*- 
paling  ht  bodiea  into  their  elements,  fat  acid  and  glycerine.      lUd,  119 

41.  The  improvement  patented  to  Tilgbman  le  the  invention  of  a  pcocett  for  pro- 
ducing fat  acida  and  glycerine  from  fatty  or  oily  bodiet,  which  piocets  coniisti 
in  the  action  of  water  upon  thete  bodiet  ai  a  high  temperature  and  preaure, 
and  which  may  be  effected  in  any  veiael  adapted  to  luch  use.  Ti^imtm  *. 
MuktH.  jtS 
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42.  Tilghman  was  the  first  person  that  discovered  the  chemical  fact  that  htty  or 
oily  substances  could  be  decomposed,  and  the  fatty  acids  and  glycerine  sepa- 
rated by  the  action  of  water  at  a  high  temperature  and  under  pressure.    IhiJ.  5x8 

White — Revolver. 

43.  Letters  patent  granted  to  Rollin  White  for  an  improvement  in  repeating  fire 
arms,  dated  April  3,  1855,  examined  and  sustained.     fFAite  v.  jtJ/en.  440 

Wilson — Sewing  Machine. 

44.  Previous  to  the  invention  of  Wilson,  the  material  to  be  sewed  had  been  ad- 
vanced under  the  needle  by  the  hand  of  the  operator,  or  fixed  permanently  to 
a  frame  called  a  baster  plate,  which  was  advanced  with  the  cloth  by  a  regular 
progressive  motion,  to  the  needle,  through  the  agency  of  suitable  machinery. 
By  the  former  process  the  cloth  could  be  turned  at  will,  but  there  was  no 
security  for  regularity  of  stitch  except  the  care  and  skill  of  the  operator.  By 
the  latter  the  regularity  of  stitch  was  attained ;  but  from  the  permanent 
attachment  of  the  cloth  to  the  baster  plate,  a  seam,  with  curvatures  and 
angles,  at  the  will  of  the  operator,  could  not  be  formed.     Potter  v.  Wilson.  X02 

45.  The  object  of  the  improvement  of  Wilson  was  to  remedy  these  defects,  by 
causing  the  cloth  to  be  moved  automatically  under  the  needle,  and  the  device 
so  arranged  as  to  admit  of  seams  of  any  curvature,  and  at  the  same  time 
secure  regularity  of  stich.  This  Wilson  accomplished  by  the  machinery  and 
process  described  in  the  specification  of  the  patent.     Ibid,  102 

46.  Instead  of  the  baster  plate,  the  cloth  was  advanced  under  the  needle  mechan- 
ically, by  the  joint  action  of  two  surfaces  between  which  it  is  held,  an  inter- 
mittent motion  being  given  to  at  least  one  of  them,  which  caused  the  cloth 
to  progress  regularly,  securing  uniformity  of  stitch,  and  at  the  same  time  per- 
mitting the  material  to  be  turned  by  the  hand  so  as  to  sew  a  straight  or  curved 
seam.     Ibid,  102 

47.  The  novelty  of  the  invention  of  Wilson  examined  and  sustained.     Ibid*         102 

48.  The  first  claim  of  A.  B.  Wilson*8  Reissue  346  does  not  involve  or  require  the 
agency  of  the  needle  to  make  it  valid  or  effective.  The  invention  of  Wilson 
is  not  anticipated  by  a  feed  wheel  armed  with  short  metal  points  to  hold  the 
cloth,  and  which  prevent  it  from  being  turned,  so  as  to  sew  curved  seams  at 

the  pleasure  of  the  operator.     Fotter  v.  MuUer.  465 

See  Construction  op  Patent;  Inpringbment,  17,  23,  34. 

PARTIES. 

I  There  is  no  reason  why  parties,  all  of  whom  are  interested  in  a  patent,  may 
not  make  a  common  fund  for  the  purpose  of  protecting  their  common  rights, 
by  prosecuting  those  who,  they  think,  have  infringed  them.  Potter  v. 
Fuller,  251 

See  Practice,  3,  4,  5,  6,  9,  i  x,  20. 


7IO  INDEX. 

Patentee. 

PATENTEE. 

I.  A  man  may  obtain  a  patent  for  a  invention  and  let  it  lie  in  the  Patent  Office 
without  use,  and  no  one  else  would  have  the  right  to  use  such  invention,  be- 
cause it  is  his  property.     Pitu  v.  Wtmflt,  lo 

a.  The  patentee  has,  under  his  own  patent,  three  distinct  rights  which  he  may 
dispose  of  separately  to  different  individuals.  These  are :  the  right  to  make 
the  machine,  the  right  to  use  it,  and  the  right  to  vend  it.  ytnkins  v.  Green- 
wald.  37 

3.  The  object  of  the  patent  laws  was  to  encourage  useful  improvements  reduced 

to  actual  practice.     Ellitkorpe  v.  Robertson.  8  3 

4.  The  value  of  the  franchise  granted  to  a  patentee  depends  on  the  mode  in 
which  he  may  find  it  most  profitable  to  exercise  it.     Burr  v.  Durjee,  275 

5.  He  has  a  right  to  divide  out  his  monopoly  in  the  category  of  its  locality,  and 
may  thus  create  any  number  of  exclusive  franchises,  each  bounded  by  the 
limits  of  a  city,  county,  or  state,  where  the  patentee  himself  may  be  treated 

as  a  trespasser,  if  he  interferes.     Ibid,  275 

6.  He  may  find  it  most  profitable,  as  in  the  case  of  a  labor-saving  machine,  where 
a  cheaper  article  may  engross  the  whole  market,  to  retain  the  monopoly 
wholly  under  his  own  control  and  that  of  his  agents  or  licensees.     Ibid,  275 

7.  In  other  cases  the  patentee  may  have  the  value  of  his  firanchise,  not  in  making 
the  machine,  but  in  its  use,  either  wholly  by  himself  or  by  his  special  licen- 
sees, paying  him  a  certain  toll,  tariff*,  or  annuity,  for  a  license  to  use  a  cenain 
number  of  the  machines  invented.     Ibid,  275 

8.  At  common  law,  an  inventor  has  no  exclusive  right  to  his  invention  or  dis- 
covery. Such  right  is  the  creature  of  the  statute,  to  which  he  must  look,  to 
see  if  the  right,  claimed  in  a  given  case,  is  within  its  terms.     Morton  v.  N. 

T.  Eye  Infirmary,  320 

9.  The  public  who,  through  the  law,  secure  to  the  inventor  the  exclusive  property 
in  his  invention  for  a  limited  period,  receive  in  return  either  new,  more  val- 
uable, or  cheaper  productions  during  the  lifetime  of  the  patent,  and,  from  its 
expiration,  the  free  enjoyment  of  any  benefits  which  may  flow  from  it  for- 
ever thereafter.     Magic  Ruffle  Co,  v.  Douglas.  330 

10.  Where  certain  representations  were  made  to  Congress,  upon  the  faith  of  which 
a  patent  was  extended  by  special  act,  the  patentee  will  be  held  to  his  repre- 
sentations.    Union  Manufacturing  Co,  v.  Lounsbury.  389 

11.  The  rights  emanating  from  and  existing  under  a  patent  are  as  sacred  and  as 
well  entitled  to  protection  as  any  other  species  of  property.  Potter  v. 
Muller.  4.65 

12.  Patentees  can  not  be  held  accountable  for  the  delays  in  the  Patent  Office,  and 
the  law,  by  its  terms,  provides  for  the  perfection  of  imperfect  and  insufficient 
specifications,  even  after  the  patent  issues.  Sayles  v.  Chicago  and  Nortk- 
J^estern  R.  R.  Co.  523 

13.  A  patentee  can  not  repudiate  one  of  the  parts  of  his  machine  after  another 
inventor  has  taught  him  to  dispense  with  it.     Hale  v.  Stimpson,  565 
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14.  A  patentee  has  a  right  to  assume  that  those  who  desire  to  understand  all  the 
conditions  under  which  his  invention  can  be  operated,  are  acquainted  with  the 
preceding  state  of  the  art  immediately  connected  with  the  particular  subject- 
matter.      Tompkins  v.  Gage.  577 

15.  If  a  small  proportion  of  the  acumen  and  ability  which  counsel  exhaust  upon  the 
construction  of  patents  were  originally  expended  by  draughtsmen  in  iiraming 
them,  the  property  of  inventors  in  the  products  of  their  ingenuity  would  be 
much  more  secure,  and  its  protection  by  the  courts  much  more  easy  and  cer- 
tain.    Ihid.  577 

1 6*  Where  there  is  no  evidence  to  the  contrary,  the  presumption  is  that  a  patentee, 
at  the  time  of  making  his  application,  believed  himself  to  be  the  first  inventor 
or  discoverer  of  the  thing  patented.      Union  Sugar  Refinery  v.  MattAiessen.       600 

See  Abandonment,  7;  Construction  of  Patents,  9;  Evidence,  12; 
Foreign  Use,  i  ;  Infringement,  7 ;  Practice,  20 ;  Utility,  4. 

PLEADINGS. 

z.  At  law,  a  notice  is  essential  to  authorize  the  defense  of  want  of  novelty.  In 
chancery,  the  rules  of  pleading  equally  require  the  same  matter  to  be  set  up. 
Pitts  v.  Edmonds.  52 

2.  Where  the  promise  U  to  the  testator,  the  suit,  to  be  regular,  must  be  in  the 

name  of  all  the  executors  named  in  the  will,  if  alive,  but  the  defendant  can 
only  take  advantage  of  the  non-joinder  of  one  or  more  of  the  number  by  plea 
in  abatement  after  oyer  of  the  probate,  unless  the  defect  is  apparent  on  the 
face  of  the  record.     Goodyear  v.  Providence  Rusher  Co.  499 

3.  A  defense,  that  the  invention  is  not  set  forth  in  such  full,  clear,  and  exact 

terms  as  to  enable  any  person  skilled  in  the  art  to  which  it  appertains,  to 
practice  the  invention,  must  be  set  up  in  the  answer.     Ihid.  499 

4.  An  allegation,  in  relation  to  an  action  at  law,  ought  not  to  be  set  up  as  any 

portion  of  the  foundation  of  a  proceeding  in  equity,  unless  there  was  a  Bona 
fide  trial  and  complete  judgment.     Doughty  v.  West.  553 

See  Ef^uiTY,  9;  Fraud;  Statute  of  Limitations,  i  ;  Practice,  18. 

PRACTICE. 

1.  If  there  is  no  sufficient  ground  for  the  allowance  of  an  injunction,  and  the  case 

is  to  be  viewed  as  a  mere  proceeding  to  recover  compensation  for  an  infringe- 
ment of  the  exclusive  right  of  the  complainant,  there  would  seem  to  be  an 
adequate  remedy  at  law,  which  would  render  the  interposition  of  a  court  of 
equity  improper.     Jenkins  v.  Greenwald.  37 

2.  The  equity  rules  adopted  by  the  supreme  court  under  the  authority  of  an  act 

of  Congress  are,  of  course,  obligatory  on  the  circuit  courts.  The  latter  have 
not  the  authority  to  rescind  a  rule  adopted  by  the  supreme  court  for  the  gov- 
ernment of  their  practice  in  chancery.     Ihid.  37 

3>  A  suit  at  law  to  protect  the  right  of  a  license  to  use  a  patented  process  for 
a  particular  manufacture,  is  properly  brought  in  the  name  of  the  patentee. 
Goodyear  v.  Biskop.  9^ 
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4.  Sach  a  suit  can  not  be  discontinued  by  the  nominal  plaintiff,  and  the  parties  in 

interest  will  be  permitted  to  answer  his  release  by  showing  their  interest  in 

the  litigation.     I^id.  96 

5.  But  the  nominal  plaintiff  may  claim  indemnity  against  the  costs  of  the  suit.  Ihid.     96 

6.  Where  it  was  claimed  that  two  companies  for  whom  the  complainants  held  the 

patent  in  trust,  should  have  been  made  parties  complainant — Held:  That  if 
those  companies  were  but  licensees  under  the  complainants,  their  interest 
would  not  be  such  as  would,  in  the  sense  of  the  patent  law,  require  them  to 
be  joined.     Potter  v.  Wilson.  loa 

7.  The  objection  to  the  introduction  of  testimony  at  the  hearing,  not  introduced 

before  the  Examiner,  is  too  plain  to  call  for  observation.  If  introduced  be- 
fbre  the  Examiner,  the  attention  of  the  opposite  party  would  have  been  called 
to  it,  and  an  opportunity  afforded  for  explanation.     Ibid.  102 

8.  The  complainants  were  a  corporation  under  the  laws  of  Massachusetts — Held: 

That  as  the  right  to  manufacture  machines  is  general  and  not  confined  to 
the  limits  of  Massachusetts  by  the  charter,  and  as  there  is  no  prohibition 
upon  it  by  the  laws  of  New  York,  the  complainants  may  properly  use  the 
invention  in  New  York.     Grover  &  Baker  Sewing  Machine  Co.  v.  Sloat.         zxa 

9>  Mere  licensees  have  no  interest  capable  of  affording  the  foundation  of  a  suit  in 

the  name  of  such  licensees.     Ibid.  112 

10.  Where  a  patent  was  offered  in  evidence  at  the  hearing  which  was  not  intro- 
duced before  the  Examiner — Held:  That  as  the  other  party  had  had  no 
opportunity  for  explanation,  the  proof  could  not  be  received  or  considered. 
Ibid.  112 

11.  When  H.  sold  all  his  right  in  certain  territory,  but  reserved  the  right  to  send 
machines  for  sale  within  the  territory,  he,  by  virtue  of  the  rights  reserved  to 
him,  must  be  viewed  as  a  '•^ party  aggrieved**  in  the  words  of  section  17  o{ 
the  Act  of  July  4,  1836,  and  he  had  an  undoubted  right  to  proceed  in  equity, 
for  the  protection  of  his  rights,  without  joining  his  vendees  as  parties  com- 
plainant.    Huisey  v.  WAitely.  120 

12.  By  law,  a  district  judge  is  associated  with  a  justice  of  the  Supreme  Court  of 
the  United  States  in  holding  a  circuit  court,  and  may  hold  that  court  alone, 
in  the  absence  of  the  superior  judge ;  but  it  would  be  clearly  wrong  in  a  dis- 
trict judge,  as  a  judge  of  the  circuit  court,  in  any  case,  to  review  or  set  aside 

the  action  of  the  superior  judge.     Ibid.  120 

13.  But  if  the  aspect  of  the  case,  as  presented  to  the  district  judge,  is  substantially 
changed  by  new  evidence,  which,  it  may  be  fairly  presumed,  if  brought  to 
the  notice  of  the  presiding  judge,  would  have  led  to  different  action,  it  would 
be  the  duty  of  the  former  to  consider  such  proof  and  act  in  accordance  with  it. 
Ibid.  1 20 

14.  If  the  defendant,  upon  a  motion  to  dissolve  an  injunction,  so  clearly  and  con- 

clusively impeaches  the  novelty  of  the  invention  of  complainant  as  to  leave 
no  doubt  on  that  point,  it  might  be  the  duty  of  the  Court,  again?t  all  the 
presumptions  in  the  patentee*s  favor,  to  release  the  defendant  from  the  opera- 
tion of  the  injunction.     Ibid,  120 
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15.  The  circuit  courts  of  the  United  States,  having  jurisdiction  in  equity  of  con- 

troversies arising  under  the  United  States  patent  laws,  do  not  act  as  ancillary 
to  a  court  of  law,  and,  therefore,  do  not  require  the  patentee  first  to  estab- 
lish his  legal  right  in  a  court  of  law  and  by  the  verdict  of  a  jury.  Sandert  v. 
Logan,  167 

16.  A  court  of  law  can  not  issue  an  injunction,  nor  a  court  of  equity  take  jurisdic- 

tion to  enforce  a' penalty  or  merely  punitive  damages.  Each  court  will  give 
the  remedy  peculiar  to  its  own  functions.     Livingston  v.  Jontt,  207 

17.  In  all  cases  a  judge  may  well  rely  upon  the  Commissioner's  decision  to  dispel 
doubts,  or  to  confirm  his  own  impressions  upon  the  question  of  identity  of 
devices  or  invention.     Huuey  v.  Bradley,  362 

18.  Original  bill  filed  during  the  term  of  the  original  patent.  Patent  having  been 
extended  pending  the  suit,  a  supplemental  bill  was  filed ;  extended  patent 
having  been  surrendered  and  reissued,  the  suit  still  pending,  a  second  supple- 
mental bill  was  filed,  upon  which  the  cause  came  on  for  final  hearing.     Howe 

V.  fFilliams,  395 

19.  State  regulations,  to  the  extent  that  they  define  the  rules  of  property,  are  re- 
garded as  furnishing  the  rule  of  decision,  but  they  do  not  control  or  aSect  the 
process  or  practice  of  the  Federal  Courts.     Goody  iar  v.  Providence  Rubber  Co,  499 

20.  When  letters  patent  are  issued  to  one  of  two  or  more  executors,  he  becomes 
the  patentee,  and  the  others  need  not  join  with  him  in  a  suit  upon  such 
patent,  although  the  damages  to  be  recovered,  if  any,  belong  to  the  estate. 
Ibid,  499 

21.  There  being  two  principal  issues  for  the  jury  to  determine,  to  wit:  z.  Whether 
the  plaintiflF  is  the  original  and  first  inventor  of  his  alleged  improvement ; 
and  2.  Whether  the  defendant  has  infringed  the  patent;  their  attention 
should  be  confined,  in  the  first  place,  to  the  question  of  novelty,  and  they 
should  not  suffer  the  questions  to  be  commingled,  as  the  inevitable  effect  of 
that  course  of  investigation  is  to  produce  embarrassment  and  confusion. 
Union  Sugar  Refinery  v.  Matthiessen.  600 

22.  Litigants  sometimes  strive,  in  the  trial  of  a  cause,  to  blend  the  questions  of 

novelty  and  of  infringement  together,  as  jointly  or  interchangeably  involved 
itf  every  phase  of  a  common  law  suit,  for  the  infringement  of  a  patent.  Un- 
doubtedly, they  involve  some  considerations  in  common,  but  they  require 
separate  allegations  in  the  declaration,  and  the  form  of  pleading  in  defense  is 
different,  as  heretofore  explained.  Burden  in  the  one  is  upon  the  plaintiff, 
and  in  the  other  upon  the  defendant,  and  the  evidence  required  to  support 
the  one  or  the  other  is  very  different.     Ibid.  600 

See  Application,  i  ;  Combination,  9 ;  Construction  of  Statute,  7 ; 
Court  and  Jury;  Damages,  12,  13;  Disclaimkr,  i,  2;  Equity; 
Evidence,  10,  15;  Extension,  i,  2;  Foreign  Patent,  i,  4; 
Injunction;  Interference,  2,  3;  Jury  Issues;  License,  3; 
Novelty,  2 ;  Parties,  i  ;  Pleadings,  2,  3 ;  Prior  Invention,  i  i  ; 
Reissue,  i,  16,  20,  21,  23;  Res  Adjudicata. 
90 
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■  By  the  principle  of  a  mach 
peculiar  mode,  manner,  or  • 
produced.     Piiri  v.  ITcnpli 

See  CoH«T«0CTJ0H  or  Patint,  if>. 


PRINCIPLE. 

.evicc  by  which  the  proposed  T 


PRIOR  INVENTION. 

I.  It  ii  not  whether  a  man  conceived  the  Idea  that  the  thing  patented  could  be 
done;  to  deprive  the  patentee  of  the  tight  which  the  patent  gnnti,  he  muit 
have  put  hii  idea  into  practice.     Pcppcninun  v.  N.  T.  Guim  Fercka  Cemh 

I.  To  defeat  a  patent  which  has  been  isiued,  it  is  not  enough  that  tome  one,  before 
the  patentee,  conceived  the  idea  of  effecting  what  the  patentee  accotnpliihed. 
EUiiierpi  v.  RubiriKn.  S] 

3.  To  conititute  luch  a  prior  invention  as  will  avoiil  a   patent  that  hai   been 

panted,  it  must  be  made  to  appear  that  some  one,  before  the  patentee,  not 
only  conceived  the  idea  of  doing  what  the  patentee  hat  done,  but  alio  that  he 

md.  S3 

4.  In  a  race  of  diligence  between  two  independent  inventors,  be  who  firtt  reduces 

hii  invention  to  a  liied,  foiitive,  and  practical  Ibtm,  hai  a  priority  of  tight  to 

a  patent.     IklJ.  8j 

5.  It  19  necesiary,  in  order  to  prevent  a  man  from  having  the  benefit  of  hii  patent, 

that  another  should  have  first  diicDVered  the  thing  and  reduced  it  to  actual 
practice.      Cx  v.  Grigg,.  174 

6.  If  two  persons  are  jointly  ecperimenling  and  equally  meritoriou],  a  doubt  should 

be  solved  in  favor  nf  him  who  fini  obtains  a  patent.     Itid.  174 

7.  It  is  a  pertinent  question,  if  the  mechanism  described  in  the  prior  patent  was 

substantially  the  same  as  the  plaintiff'),  organized  and  capable  of  operating 
substantially  in  the  same  way,  why,  during  the  period  of  nearly  thirty  yean 
that  it  was  known  to  the  world,  it  was  not  applied  to  the  same  use  as  the 
plaintiff's.      Car*  Paittii  Suam  asJ  Fire  Rtgalaw  Ci.  v.  Oiptlnd.  Jii    . 

%.  While  he  is  the  fint  inventor  who  hat  first  perfected  and  adapted  the  inven- 
tion to  use,  yet  this  general  rale  ii  subject  to  the  qualification  that  he  who 
inienn  lirst  shall  have  the  prior  tight,  if,  as  is  prescribed. in  section  15  of  the 
Act  of  i8]6,  he  ii  using  reasonable  diligence  in  adapting  and  perfecting  the 


nthei 


ning 


jfthat 


Wkui 


.  AlltK. 


It  is  not  necessary  thai  a  prior  inventor  should  have  worked  the  process  wi 
the  same  degree  of  sicill  and  success  as  the  patentee  afterward  attained.  It 
lullicient  if  he  performed  the  operation  tubjtantillly  upon  the  method  whii 
the  plaintiff  claims,  and  that  he  did  it  with  that  degree  of  tuccas  which  d 
monstnled  iu  usefulneia.      Waterman  v.  Tktmmi. 
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10.  If  the  prior  inventor  merely  made  an  experiment  and  failed,  abandoning  bis 
contrivance  because  it  would  not  work,  then  it  is  of  no  account.  But  the 
mere  fact  that  he  ceased  to  use  it  because  he  had  no  further  occasion  to  do  so, 

is,  of  itself,  of  no  importance.     Ibid.  461 

11.  Where  several  prior  inventions  are  offered  in  evidence  to  defeat  a  patent,  the 
jury  should  agree  on  each  separately,  and  in  order  to  find  a  verdict  for  the 
defendants,  on  any  one  of  them,  they  must  agree  on  that  one.     Jbid.  461 

la.  When  an  improvement  or  a  machine  has  been  once  made  and  used,  it  is  not 
necessary  that  it  should  be  used  up  to  the  time  that  another  person  may  make 
a  similar  improvement.  If  it  has  been  once  used,  and  is  a  practical  improve- 
ment or  machine,  no  one  else  can  claim  to  be  the  inventor.  SayUs  v.  Chicago 
and  Nortk-Wtutrn  R.  J2.  Co.  523 

13.  Settled  rule  is,  that  it  is  not  enough  to  defeat  a  patent  already  issued  that 
another  previously  conceived  the  possibility  of  effecting  what  the  patentee  has 
acccomplished,  unless  it  also  appear  that  he  reduced  what  he  conceived  to 
practice,  in  the  form  of  an  operative  machine.  Union  Sugar  Refinery  v.  Alat' 
tiiessen.  600 

See  Abandonment,  5  ;  Drawings,  2;  Equivalbnts,  2;  Evidence,  8  j 
Experiment,  i,  3;  Foreign  Patent,  i;  Infringement,  29; 
Intbrpebence,  3 ;  Invention,  i  ;  Particular  Patents,  30 ; 
Utility,  5. 

PRIOR  PATENT. 

1 .  Where  a  patent  is  offered  in  evidence  as  proof  of  prior  invention,  the  construc- 
tion of  such  patent,  as  of  other  written  or  printed  instruments,  is  a  duty 
which  devolves  upon  the  Court.     Clark  Patent  Steam  and  Fire  Regulator  Co» 

V.  Copeiand.  221 

2.  If  a  prior  invention  be  described  in  an  application  made  to  the  Patent  Office 
fur  a  patent,  it  can  make  no  difference,  if  it  was  substantially  the  same  thing 

as  plaintifPs,  whether  it  was  patented  or  not.     Case  v.  Brown.  268 

See  Abandonment,  6 ;  Evidence,  3,15;  Foreign  Patent. 

PRIOR  PUBLICATION. 

I.  In  order  to  find  a  patented  invention  anticipated  in  a  prior  printed  publication, 
the  jury  must  find  from  the  evidence,  that  the  description  embodies  substan- 
tially the  same  organised  meeAanism,  operating  substantially  in  the  same  man- 
ner as  that  described  in  the  patent.  Clarlk  Patent  Steam  and  Fire  Regulator 
Co,  V.  Copeiand,  221 

PRIOR  USE. 

I.  If  the  first  inventor  reduced  his  theory  to  practice,  and  put  his  machine  or 
other  invention  into  use,  the  law  would  never  intend  that  the  greater  or  less 
use  in  which  it  might  be,  or  the  more  or  less  widely  the  knowledge  of  its 
existence  might  circulate,  should  constitute  the  criterion  by  which  to  decide 
upon  the  validity  of  any  subsequent  patent  for  the  invention.  Rich  v.  Lip' 
pincott.  I 
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2.  A  patent  may  be  defeated,  by  showing  that  the  thing  secured  by  the  patent 
had  been  discovered  and  put  into  actual  use  prior  to  the  discovery  of  the  pat- 
entee, however  limited  the  use  and  knowledge  of  the  prior  discovery  might 
have  been.     liiJ.  I 

3.  If  the  original  inventor  of  a  machine  abandons  the  use  of  it,  and  does  not 
take  out  a  patent  first,  no  other  person  can  entitle  himself  to  a  patent  for  it. 
There  are  exceptions  to  this  rule,  as  in  the  case  of  a  lost  art,  where  the 
knowledge  of  it  has  been  lost  for  ages— -or  of  more  recent  inventions,  where 
the  knowledge  of  the  improvement  is  as  completely  lost  as  if  it  had  never 
been  discovered.     Jhid,  i 

4.  It  is  not  necessary  that  a  prior  machine  should  have  been  actually  used  for  the 
purpose  contemplated,  but  it  must  have  been  capable  of  such  use,  and  a  me- 
chanic of  competent  skill  should  be  able  in  the  then  state  of  the  art  to  con- 
struct the  machine,  so  as  to  produce  the  result,  from  an  inspection  of  the 
specification  and  drawings.     Pitts  v.  ffemple.  lo 

See  Foreign  Usk. 

PUBLIC  USE. 

1.  If  the  first  application  was  not  for  the  invention  subsequently  patented,  and 
was  therefore  refused  by  the  Commissioner,  or  was  withdrawn  or  abandoned 
by  the  applicant,  and  in  the  meanwhile  the  invention  had  gone  into  public 
use  for  more  than  two  years  before  the  application  which  really  described  it, 

the  patent  would  be  void.     RicA  v.  Llppincott.  i 

2.  The  use  of  several  machines  in  public,  for  more  than  two  years  prior  to  ap- 
plying for  a  patent,  although  slightly  varying  in  form  and  arrangement,  yet 
substantially  the  same  as  afterward  patented,  can  not  be  alleged  to  be  experi- 
mental, so  as  to  avoid  the  legal  consequences  of  such  prior  use.  Sanders  v. 
Logan.  1 67 

3.  The  burden  of  establishing  by  satisfactory  proof  the  fact  that  the  invention 
was  on  sale  for  two  years  prior  to  the  plaintifTs  application  for  a  patent,  is 
upon  the  deifendant.     Hussey  v.  Bradley,  362 

See  Abandonment,  8}  AcquiEsczNcz,  7;  Construction  of  Statvtx, 
2;  Injunction,  15. 

RATIFICATION. 

See  RsissuE,  27. 

REISSUE. 

1.  The  decision  of  the  Commissioner  of  Patents  in  cases  of  reissue,  is,  if  not  final 
and  conclusive,  at  least  prima  facit  evidence,  that  the  reissued  patent  is  for 
the  same  invention  as  the  original,  in  all  cases  where  no  doubts  are  raised  in 
the  mind  of  the  Court,  by  an  examination  of  the  instruments  themselves, 
and  no  firaud  is  proved.     Poppenhusen  v.  Falke.  1 8 1 

2.  Inadvertence  and  error  may  occur  as  well  in  the  disclaimer  as  in  the  claims 
and,  whenever  the  mistake  occurs,  may  be  cured  by  a  reissue.     Ibid.  181 
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3.  It  matters  not  how  or  when  the  mistake  was  discovered  by  the  patentee,  pro- 

vided it  was  a  mistake.  Of  that  the  Commissioner  of  Patents  decides,  in 
the  first  instance,  and  his  decision  is  prima  facie  evidence  of  the  fact,  so  hx 
as  the  good  faith  of  the  transaction  is  concerned,  until  the  contrary  is  shown. 
Ibid,  181 

4.  The  great  question  will,  after  all,  be,  whether  or  not  the  processes,  or  the  appli- 

cation of  them  as  described  in  the  news  pecification,  are  a  part  of  the  invention 

of  the  patentee.     Ibid,  181 

5.  An  improvement  not  embodied  or  noticed  in  an  original  patent  can  not  be 

claimed  in  a  reissue  fourteen  years  afterward,  although  the  invention  of  the 
improvement  was  earlier  in  date  than  the  original  patent.     Sick/es  v.  Fal/s  Co,  %o% 

6.  Although  the  object  of  a  reissue  is  to  extend  the  monopoly  beyond  the  limits 

assigned  to  it  by  a  judicial  construction,  and  the  desirableness  of  a  reissue 
may  have  been  first  suggested  by  such  a  construction,  the  inference  that  the 
reissue  is,  therefore,  ^audulent  and  void,  is  wholly  inadmissible.  Poppenhusen 
V.  Falke,  213 

7.  It  not  unfrequently  happens  that  a  judicial  interpretation  of  the  specification  or 

claim  of  a  patent,  or  both,  discloses  to  the  patentee,  for  the  first  time,  the 
defects  in  the  instrument,  and  shows  him  that  he  has  unwillingly  restricted 
his  rights  within  narrower  limits  than  his  discovery,  or  so  inartificially  de- 
scribed his  invention  that  he  has  fiiiled  to  secure  any  substantial  advantage 
from  it.     Ibid,  213 

8.  Such  a  disclosure  furnishes  a  proper  occasion  for  a  surrender  and  reissue,  when 

the  error  is  inadvertent,  and  is  clearly  within  the  beneficent  design  of  the 
statute.     Ibid.  213 

9.  To  hold  that  the  inventor  should  not  be  allowed  to  restate  his  claims  by  the  use 

of  new  terms,  would  defeat  the  object  of  the  law,  and  abridge  or  strangle  the 
inventor*8  rights  with  the  imperfect  language  in  which  he  has  attempted  to 
clothe  his  discovery.     Ibid,  213 

10.  Previous  to  the  Act  of  July  4,  1836,  which  established  a  board  or  bureau 
composed  of  competent  examiners,  patents  had  frequently  been  adjudged 
invalid  from  the  insufficiency  of  the  specification  ;  usually  because,  by  inad- 
vertency, accident,  or  mistake,  the  patentee  had  not  sufficiently  separated 
the  old  from  the  new,  and  had  claimed  more  than  he  was  entitled  to.     Burr 

V.  Duryee,  275 

11.  Few  inventors,  or  even  learned  lawyers,  were  capable  of  correctly  and  clearly 

setting  forth  in  a  specification  the  proper  limits  of  the  just  claim  of  the  inven- 
tion. Section  13  of  the  Act  of  July  4,  1836,  was  intended  to  remedy  this 
evil  by  permitting  the  patentee  to  surrender  his  defective  patent,  and  have  it 
renewed  in  proper  form,  under  the  limitations  named  in  the  section.     Ibid.      275 

12.  This  valuable  and  just  privilege  given  to  inventors  has  been  much  abused  by 
their  assignees.  Since  the  date  of  the  Act  of  1836,  not  only  the  Patent 
Office  but  the  bar  can  furnish  gentlemen  fully  competent  to  the  task  of  draw- 
ing up  proper  specifications,  and  but  little  liable  to  commit  blunders  from 
inadvertency.     Nevertheless,  this  privilege  of  surrender  and  reissue  is  resorted 

to  more  frequently  than  ever.     Ibid.  275 
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13.  Section  13  of  the  Act  of  1836  does  not  absolutely  require  that  the  suggestion, 

that  a  patent  is  inoperative  and  void,  should  be  made  under  oath;  nor  does 
it  appear  that  the  Patent  Office  requires  that  the  fact  should  have  been  judi- 
cially ascertained.     I^id.  275 

14.  Although,  looking  only  to  the  claim  of  reissue,  it  would  be  difficult  to  find 

any  evidence  that  it  was  for  the  same  invention  as  that  specifically  claimed 
in  the  original,  and,  indeed,  a  comparison  of  the  language  of  these  claims 
would  seem,  in  the  absence  of  all  other  proof,  to  repel  such  an  allegation,  yet 
this  is  not  conclusive.     Hussey  v.  Bradley.  362 

15.  It  is  well  settled  that  in  deciding  upon  applications  for  a  reissue,  and  the 
question  whether  the  invention  claimed  on  the  reissue  is  the  same  invention 
intended  to  be  patented  on  the  original  application,  the  Commissioner  of 
Patents  is  not  confined  to  the  claims,  nor  even  to  the  examination  of  the 
evidence  furnished  by  the  specification,  models,  and  drawings  accompanying 
the  original  application,  and  that  any  legal  proof  to  show  it  to  be  the  same 
invention  should  be  received.     Ibid,  362 

16.  It  is  well  settled  that  the  decision  of  the  Commissioner  upon  the  question  of 
the  identity  of  the  invention  is  prima  facie  evidence  of  such  fact ;  and  that 
the  subsequent  inquiry,  when  the  question  is  presented  to  a  court  and  jury,  is 
limited  to  the  fairness  of  the  transaction ;  to  the  question  of  fraud  in  the 
surrender.     Jhid,  362 

17.  Even  a  statement  in  an  original  patent  that  a  part  is  old,  or  a  disclaimer  of  a 
part,  does  not,  it  seems,  necessarily  prevent  such  part  from  being  claimed  in 
a  reissued  patent,  though  it  would  have  that  effisct  if  made  advisedly,  and  not 

by  inadvertence,  accident,  or  mistake.     J6id,  362 

18.  In  the  absence  of  proof  of  fraud,  unfairness,  or  falsehood,  in  respect  to  the 
application  for  a  reissue,  the  Court  is  bound  to  presume  that  such  reissued 
patent  was  properly  issued,  and  that  it  does,  in  fact,  cover  only  the  invention 
made  prior  to,  and  intended  to  be  patented  under,  the  first  application.     Ibid.  362 

19.  A  reissue  having  been  granted  ten  years  after  the  original — Held:  That  as 
matter  of  law  such  reissue  was  not  too  late,  nor  was  the  patentee  guilty  of 
such  lacAes  as  would  render  his  reissued  patent  void.     Ihid,  362 

20.  Where  the  original  and  reissued  specifications  are  consistent,  or  where  there 
is  no  positive  conflict  or  absolute  inconsistency,  the  rule  that  in  the  absence 
of  fraud,  the  reissued  patent  is  evidence  of  the  identity  of  the  inventions, 
may  be  applied ;  but  where  it  appears  on  the  face  of  the  respective  specifica- 
tions, as  matter  of  law,  that  the  specification  and  claim  of  the  reissued  patent 
are  for  a  different  invention  from  that  secured  in  the  original,  the  rule  can 
not  be  sustained.     Sickles  v.  Evans.  417 

21.  Wherever  it  appears,  upon  a  comparison  of  the  two  specifications  and  claims, 
as  matter  of  law  arising  on  their  construction,  that  their  reissued  patent  is  for 
a  different  invention  from  that  secured  in  the  original  patent,  then  the  original 
patent  is  void  and  of  no  effect.     Uid.  417 

22.  A  claim  in  a  reissue  for  a  compound  of  sulphur  and  rubber  and  "all  other 

vulcanizable  gums,**  no  other  gum  than  India  rubber  having  been  mentioned 
in  the  original  specification,  is  bad,  because  broader  than  the  invention  of  the 
patentee.     Goodyear  v.  Providence  Rubber  Co.  499 
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23.  The  decision  of  the  Commissioner,  in  cases  of  reissue,  is  not  conclusive  if  it 
appears  on  the  face  of  the  two  patents,  by  comparison,  that  the  reissue  is  for 
a  different  invention  from  that  secured  in  the  original  patent.  Carhart  v. 
Austin,  543 

24.  Pursuant  to  the  authority  of  section  13  of  the  Act  of  1836,  the  Commissioner 
may  doubtless  allow  the  patentee  to  redescribe  his  invention,  and  to  include 
in  the  description  and  claims  of  the  patent,  not  only  what  was  well  described 
before,  but  whatever  was  suggested  or  indicated  in  the  specification  or  draw- 
ings which  properly  belong  to  the  invention.     Ibid.  543 

25.  Whether  the  patentee  can  be  permitted  to  go  beyond  the  specification  and 

drawings,  and  resort  to  the  original  application,  and  the  model  filed  in  the 
Patent  Office.     S^are.     Ibid.  543 

26.  Additions  made  to  the  specification,  which  are  neither  suggested  or  indicated 
in  the  application  or  model,  nor  in  the  specification  or  drawings,  are  mere 
interpolations  and  not  amendments,  and  a  reissued  patent  containing  them  is 
void.     Ibid.  543 

27.  A  reissue  does  not  enure  to  the  benefit  of  a  prior  assignee.  He  takes  by  rati- 
fication, not  by  enurement.     Burdell  v.  Denig»  588 

See  C0N8TKUCT10N  OF  Patent,  18;  Construction  of  Statute,  5 ; 
Fraud;  Infringement,  25,  27;  Injunction,  xi,  12;  Particu- 
lar Patents,  4,  23,  24,  25 ;  Patentee,  12. 

RES  ADJUDICATA. 

1.  Where  antagonistic  patentees,  or  third  persons  generally,  have  been  called  in, 

before  the  action  of  the  Patent  Oflice,  in  a  given  case,  it  is  reasonable  to 
consider  that  action  as  a  preliminary  adjudication  upon  their  rights.  Wilson 
V.  Barnum,  635 

2.  But  this  is  the  limit  beyond  which  comity  can  not  be  required  to  go.     It  can 

not  be  asked  that  a  third  person  shall  have  his  legal  rights  impaired,  or  his 
legal  remedies  impeded,  by  any  proceeding  to  whicl^  he  was  not,  and  could 
not  have  made  himself,  a  party.  635 

3.  To  hold  the  courts  concluded  by  the  action  of  the  Patent  Office,  where  that 

action  has  been  without  notice,  would  be  as  perilous  to  the  interest  of  inven- 
tors as  to  that  of  the  public.     Ibid,  635 

See  Application;  Injunction,  it,  x8. 

revocation. 

See  Agreement,  i,  2. 

special  verdict. 

I.  The  jury  requested  to  find  a  special  verdict.     Magic  Ruffle  Co.  ▼.  Douglas.  330 

specification. 

I.  The  law  requires  the  claim  of  invention  to  be  set  forth  precisely  and  specifi- 
cally, and  precludes  the  patentee  from  alleging  it  to  be  different  or  more  en- 
larged than  he  has  thus  set  it  forth.     Rich  v.  Lippincott,  i 


nt,  including  the  ipeciliciition  and  dnwingi,  it  to  be  taken  inia 
but  we  loolc  It  lliem  onl]'  tor  tlie  purpoie  of  placing  a  |>niper 
n  (he  claim.      Pila  y.  Wmfli.  lo 

3.  Tbe  reqninment  of  the  itatute,  in  rtrertnce  to  certainty  and  definiteneu  in  the 

diiecrioni  tor  conitnicCing  ■  machine  for  which  a  patenc  a  MUght,  has  in 
view  two  diilinct  objectt.  The  one  it,  chat  the  public  may  know  precitel/ 
what  the  inrention  it;  the  other,  that,  upon  the  expiration  of  the  patent, 
they  may  liave  an  unerring  guide  in  the  ipecificitlon  or  record  In  the  Patent 
Office  in  the  conitruction  of  the  patented  machine.      U^ajxt  t.  Hilmn.  3o 

4.  In  I  patent  for  an  improTetnenc  in  the  mmufacture  of  waih-boitdl  trom  wood 

and  metal  combined,  by  sharpening  the  cutting  edgei  of  the  linc,  or  other 
metal,  and  iacuing  the  edga  by  presure  into  the  trame,  it  ii  not  a  material 
defect  in  the  epecificalion  that  it  doei  not  give  the  preciie  angle  of  ihe  cut- 
ting edge,  or  deicribe  the  mode  of  applying  the  praiure,  or  the  depth  of  the 
incition.     Ibid.  so 

5.  If  competinC  mechanic!  ikilled  in  the  buiineu  tcaljly  cbere  would  be  no  diffi- 

culty in  conitiucting  the  machine  from  the  ipecifitation  and  drawing,  the 
auumption  of  Tiguenen  and  uncertainty  in  the  deicription  it  repelled,  unleu 
it  clearly  itiiei  from  the  language  uted  by  the  patentee.     Ihii.  10 

6.  The  detcriplion  oflllghman'i  procen  in  hit  tpecilication  it  sufficient.    A  fixed 

rule  ii  given,  which  will  certainly  inture  Eucceii,  and  it  it  alto  made  known 
that  certain  Tiriations  may  be  made  without  changing  the  procen.     Tdgk- 

7.  If  the  patentee  hat  to  detcribed  bit  new  article  that  it  can  be  made  withoat  in- 

TeaCion,  and  bat  then,  btiiajidi,  attempted  to  describe  the  bett  machine  for 
making  it,  and  has  failed  to  deicribe  a  practical  device,  such  failure  doei  not 
■void  the  patent  unleiB  it  be  the  retult  of  Aiudulent  Intent.  Mept  RuffU 
a.  1.  DMiglai.  330 

S.  Where  the  Invention  contiiti  of  1  machine,  the  inventor  muiI  fully  explain 
the  principle  and  the  aeveral  model  in  which  he  hai  contemplated  the  appli- 
cation of  that  principle,  by  which  it  may  be  diilinguiihed  from  other  inven- 
tioni,  but  he  ii  not  required  to  ipecily  luch  well-lcnuwn  lubititutet  for  any 
particular  element  of  hit  inrenllon,  ai  any  conitructor,  aciiuainced  with  the 
art,  tiilly  underttand)  it  uiually  employed  for  the  accompliahment  of  the  tame 
function.      Uaion  Sugar  Rifinirj  v.  Mouhiaun.  600 

See  Claim;  CoHtraucriOM  or  Patimtj  DaAWiHOS,  i ;  Patihtii,  13. 

STATUTE  OF  LIMITATIONS. 

I.  In  an  action  on  the  case  brought  under  the  patent  lawi  of  the  United  Stacei  for 
an  infringement  of  1  patent  right  within  (he  State  of  Ohio,  the  limitation  act 
of  that  State  in  force  when  the  infringement  took  place,  which  bara  all  actioni 
on  the  cate  after  tix  yeici  from  the  time  the  caoie  of  action  accrued,  ii  a  good 
plei.      Parhr  *.  Ha-aii.  58 
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%,  The  34tli  aectioii  of  the  Jvdkiarf  Act  of  1789,  providing  that  the  Uwt  of  the 
terenl  Staiet  not  in  conflict  with  the  Consdtutiony  treatiet,  or  laws  of  the 
United  States,  shall  fbnn  niles  of  decision  for  the  coorts  of  the  United 
States,  includes  State  legislation  for  the  limitation  of  actions,  and  will  have 
the  same  force  in  thoee  courts  as  in  the  courts  of  the  States.     IhiJ.  58 

3.  As  the  act  of  Congress  provides  that  the  action  of  case  may  be  bronght  hr  an 
infiingement  of  a  patent  right,  and  the  sutute  of  Ohio  bars  that  action  by 
its  technical  denomination  after  six  yean,  the  limitation  most  apply  as  a  bar. 
Ih'd,  58 

4.  Until  Congress  shall  declare  the  time  of  limitation  for  an  acQon  ibr  an  In- 
fringement of  a  patent  right,  there  is  no  reason  why  a  Sute  may  not  inter* 
pose  to  prevent  its  citiscns  from  vezatioos  suits  for  alleged  infringements  of 
patent  rights,  by  the  enactment  of  reasonable  sutntes  of  limitation  hairing 
such  suits.     IHd.  S' 

5.  State  statutes  can  not  limit  the  rime  within  which  actions  for  infringement 
of  letters  patent  may  be  bronght  in  the  coorts  of  the  United  States.  &/- 
ihu  v.  Peebles.  541 

6.  Congress  having  ^ed  to  legislate  upon  the  subject,  there  is  no  limitation  as 
to  the  time  within  which  the  suit  may  be  brought  to  recover  damages  for  the 
infringement  of  letters  patent.     Ibid.  541 

SUBSTANTIAL  IDENTITY. 

1.  In  comparing  the  plaintiff's  patent  with  any  other  machine,  in  order  to  deterr 
mine  whether  the  mechanism  is  the  same,  we  must  first  see  whether  such 
other  contains  substantially  the  same  devices ;  and,  if  it  does,  then  whether 
the  arrangement,  or  mode  of  applying  them,  is  the  same.     Bsmes  v.  GmA.       14^ 

s.  If  other  the  devices  or  the  mode  of  applying  them,  in  any  other  machine,  be 
substantially  different,  then  the  machine  is  not  the  same.     Ibid.  14^ 

3.  If  the  mode  of  operation  be  different,  it  is  evident  that  the  mechanism  b  dif- 
ferent.    Or,  if  the  result  be  different,  then,  reasoning  from  eftcts  to  causes, 

we  may  presume  that  some  new  instrumentality  has  been  introduced,     ibid,     14^ 

4.  But,  if,  upon  examining  the  mechanism,  we  find  that  it  is  substantially  difiier- 
ent  in  two  machines,  then  they  are  not  the  same,  although  they  may  produce 

the  same  result.     Ibid,  >4^ 

5.  The  mode  of  fiucening  being  substantially  the  same,  there  is  no  substantial 
difference  between  attaching  a  lamp  to  a  lantern  by  presang  the  lamp  up  into 
the  lantern,  and  presring  the  lantern  down  upon  the  lamp.  SMmgster  v. 
MilUr.  56^ 

6.  The  patent  includes  such  known  si|bsrittttes  for  the  described  means  as  were 
within  the  knowledge  of  constructors  acquainted  with  the  art,  and  well 
known  as  usual  substitutes  for  perfbnqing  tl^  san^e  function.  Uwm  Smg^ 
tt^/uaj  V.  Mgtt^iettem. 
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7.  If  the  parts  of  two  machines,  having  the  same  mode  of  operation,  do  the  same 
work,  in  substantially  the  same  way,  and  accomplish  substantially  the  same 
result,  those  parts  are  the  same,  although  they  may  differ  in  name,  form,  or 
shape.     Ihid,  600 

See  Construction  or  Patxnt,  a6  5  £<^uivalbnts,  a ;  iNraiNczMZNTs. 

SUGGESTIONS. 

See  Invention,  4. 

TERMS  OF  ART. 

I.  The  word  "  ruffle,**  as  u&ed  in  Arnold^s  patent,  means  **  plaited  linen,  lace,  or 
muslin,  used  as  an  ornament,  as  for  the  neck,  breast,  or  wrist,**  or,  as  a  wider 
sense,  "  fine  cloth  ruffled,"  that  is,  ornamentally  ruffled.  Magie  MMffU  Co. 
▼.  Douglas,  J  JO 

».  The  phrase,  "  u  ebangeann  par  la  culasiey*  does  not  mean  •*  breech  loadine,** 
but  '*  loading  at  the  breech.**     fFhite  v.  AlUn,  440 

TRANSLATIONS, 

See  FoRBiGN  Patrnt,  2. 

UTILITY. 

1.  In  ascertaining  whether  the  machine  is  capable  of  use,  it  ipay  become  impor- 
tant to  know  that  the  inventor  l^ad  never  made  or  used  the  machine,  because 
the  presumption  is,  that  a  person  obtains  a  patent  for  something  practical  and 

not  for  a  mere  experiment.     Pitts  x,  JVempU.  10 

2.  The  superior  utility  of  thp  defendants  elevator  is  not  of  itself  a  certain  test 
upon  the  question  of  identity,  becausjC  the  defendant*s  machine  might  contain 
the  whole  substance  of  the  plaintifPs  and  something  in  addition,  and  the  addi. 
tion  would  not  prevent  it  from  being  an  infringement.     Ihid*  10 

3.  If  the  invention  was  useful  when  the  patent  issued,  the  patent  is  valid.  If  it 
has  become  useless  since,  by  the  discovery  of  some  other  method  which  dis- 
penses with  it,  that  would  give  no  right  to  the  defendant  to  use  it.  Poppen- 
hHsen  V.  N.  T*  Gutta  Percha  Comb  Co,  62 

4.  If  an  invention  be  new  and  useful,  it  can  not  be  impeached,  because  it  does 
not  accomplish  all  that  a  sanguine  inventor  has  claimed  for  it.  Eamet  v. 
Cook.  146 

5.  If  th/i  mechanism  employed  by  the  patentee  is  materially  different  from  that 
psed  by  a  prior  inventor,  and  especially  if  it  be  of  such  increased  utility  as  to 
have  wholly  superseded  the  prior  machine,  it  is  no  answer  to  his  claim  for  a 
patent  to  say  that,  after  all,  the  boot  was  as  well  treed  by  the  prior  machine 

as  it  is  by  that  of  the  patentee.     Ibid.  146 

6.  The  practical  utility  of  a  new  invention  is  frequently  increased  by  new  im- 
provements, or  by  the  use  of  old  instrumentalities  or  appliances  which  the  in- 
ventor has  not  mentioned,  either  because  it  did  not  occur  to  him,  or  because 
he  deemed  it  wholly  unnecessary  to  point  out  what  must  be  plain  to  every 
operator.     Ibid.  146 
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7.  "Useful,**  in  the  patent  law,  is  in  contradistinction  to  <* mischievous;**  the 

inyentlon  should  be  of  some  benefit.     C»te  v,Griggi.  174 

8.  The  degree  of  utility  is  not  pertinent  to  the  question  of  the  validity  of  a  patent, 

but  may,  perhaps,  form  a  proper  subject  of  inquiry  in  estimating  the  fuantum 

of  injury  resulting  from  the  infringement.     Tilghman  v.  fFerk.  229 

9.  The  superior  beauty  of  an  ornament^  and  the  rapid  sale  of  the  article,  are  import- 

ant tests  of  its  utility.     Magic  Ruffle  Ce.  v.  Douglas.  330 

See  £vioftMCE,  14;  iNFajNGiMENT,  2,  5,  18. 

VERDICT. 

See  Jury  Issubs,  8,  9. 

WITNESS. 

1.  If  a  witness,  whose  residence  is  not  at  the  place  of  holding  court,  is  summoned 
at  the  place  of  trial,  he  is  allowed  mileage  for  returning  to  his  home,  but  not 
for  coming  to  the  court ;  and,  by  a  liberal  construction  of  the  statute,  return 
travel  has  been  allowed,  even  beyond  the  limits  oi  the  district  for  which  the 
court  was  held.     JVoodruff  v.  Barney.  244 

See  Construction  of  Statute,  3. 
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